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This case now conmes up on applicant’s notion for |eave to
take a 30(b)(6) discovery deposition orally in Canada, filed

March 26, 2003. Opposer has filed a response.

Backgr ound

Thi s proceeding was instituted on Septenber 6, 2003.
Trial dates were set and di scovery was scheduled to cl ose on
March 24, 2004. No extension requests have been filed with
the Board. On March 1, 2004 applicant noticed a discovery

deposition of opposer under Fed. R Cv. P. 30(b)(6) to be
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taken in Canada on March 18, 2004.' On March 11, 2004
opposer’s counsel sent a letter to applicant’s counsel
indicating, inter alia, “that no person who nmay be desi gnated
as a 30(b)(6) witness will be present in the United States
before the discovery cut off date. |If an appropriate w tness
does becone available for an oral deposition before the close
of discovery, we will let you know.” On March 26, 2004
applicant filed its “Mdtion for Leave to Take Foreign

Deposition Orally”.

For ei gn Depositions

Trademark Rule 2.120(c), 37 CFR § 2.120(c), provides that
di scovery depositions of

“a party, or who, at the tine set for taking the
deposition, is an officer, director, or managi ng
agent of a party, or a person designated under
Rul e 30(b)(6)...of the Federal Rules of Cvil
Procedure, shall, if taken in a foreign country,
be taken in the manner prescribed by § 2.124

unl ess the Trademark Trial and Appeal Board, upon
notion for good cause, orders or the parties
stiulate, that the deposition be taken by oral
exam nation.”

As grounds for its good cause applicant states that it has
had written discovery, but has found it to be of limted

value in exploring potential channels of trade and future

use of a mark in an I TU application; that cost of travel to

! Opposer states in its response that this notice has not been
served.
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Canada is less than to Europe and | anguage i s not an
obst acl e.

On the other hand, opposer points out that applicant
has known that it is a Canadian corporation; that it had
sufficient tinme to avail itself of the proscribed nethod of
taking a discovery deposition of a foreign party; that
travel convenience does not |essen the financial burden; and
finally that discovery has now cl osed and no tinme renains
for even a deposition upon witten questions to be
conduct ed.

Ordinarily, the discovery deposition of a person
desi gnated under Fed. R Civ. P. 30(b)(6) must, if taken in
a foreign country, be taken upon witten questions in the
manner prescribed by 37 CFR § 2. 124. \Wile the Board, upon
a showi ng of good cause, may order that a discovery
deposition be taken by oral examnation in a foreign
country, the Board does not find that applicant has
establ i shed sufficient good cause in this instance. The
Board will not order a natural person residing in a foreign
country to cone to the United States for the taking of his
or her discovery deposition. See Jain v. Ranparts Inc., 49
USPQ2d 1429, 1431 (TTAB 1998) and Rhone-Poul enc I ndustries
v. Gulf Gl Corp., 198 USPQ 372, 374 (TTAB 1978). See al so

TBMP § 404.03(b) (2d ed. Rev. 1 March 2004).
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Accordingly, applicant’s notion for |l eave to take a
foreign deposition orally is hereby DEN ED.

Ext ensi on of Ti ne

In the closing sentence of it’s notion, applicant
states “If necessary, the discovery period should [sic]
reopened or extended solely to accombpdate the deposition”
with a footnote indicating that the parties had agreed to a
thirty-day “standstill” agreenment on outstanding di scovery
obligations. In its response, opposer states that “although
the parties have agreed to extend the tinme period in which
Opposer nust respond to Applicant’s outstandi ng di scovery
requests beyond the close of discovery, Qpposer has not
consented to a deposition outside of the discovery period.”

In that there is no request to extend the discovery
period before the Board, the dates renain as set in the
Board’s institution order of Septenber 6, 2003. The Board
hereby grants a thirty-day extension for opposer to respond

to outstandi ng discovery requests before it.

. 000.



