ity

& AV\Z‘A.LKER . ) ) : i-= :  BUSINESS @ CORPORATE ® REAL ESTATE ® EMPLOYMENT LAW

! . i . » i INTELLECTUAL PR@PERW LAW
L LAW FIRM Ll . . o : N CORRESPONDING TRIALS & APPEALS
| A PROFESSIONAL CORPORATION : www.thewall{erlawﬁrm‘cofn

.. ALLAN H. GRANT . .7 JosephA. Walker ' RebeccaE. Weiss
| ATTORNEY AT LAW . o o Karyn S. Neue o Jason Matthew Lamb
S EE e . Mary G. Finlay . A
o ) T Allan H. Grant* oo OF COUNSEL
i = B : . o Registered Patent Attomey | David T. Sanford
June 5, 2003 R A T |
S B : g D
VIA FEDERAL EXPRESS S - R
IR T : SR 06-06-2003
_ BOX TTAB FEE : = - o ) : ; U.S. Patent & TMOfc/TM Mail Rept Dt. #39
Commissioner for Trademarks R o 7 _ E -
2900 Crystal Drive o T 4 {
Arlington, VA 22202 ‘ o s ; =
« = » ‘ &y
Re: FILING AND FEE OF INTER PARTES PROCEEDING : bz
= Opposer: Riverside County’s Credit Union . : _ ; =<l
Applicant: The Séibels Bruce Group, Inc : S ' o
Applicant’s Serial No.: 76339023 ' - ' v o
Our File: 2437-2 . ) e ' I L
Dear Sir or Madam: , ‘ ‘z =
o Please find the followmg documents enclosed for the above referenced 1nter partes
proceeding: !
(1) original Not1ce of Opposmon ‘ Co
. (2) copy of Notice of Opposition for service on applicant; ;
i (3) Check No. 26650 for $300:00 to cover the filing fee; and
(4) a prepaid retum postcard - ) oy

Please file these papers . and 1n1t1ate th1s proceedmg, and acknowledge recelpt by date
stamping and returning the postcard ’

l
; Should you have any questlons concemmg this matter, please feel free to contact ais at your
convenience. £
Sincerely, i ; ' {
LT , z
THE WALKER LAW FIRM, E : S ' o
i A Professional Corporation FON * |
Allan H. Grant . B }
i Enclosures as Stated. o S i
f cc: Client : - :

1301 DOVE STREET - SUITE 460 NEWPORT BEACH, CALIFORNIA 92660-2464

- TEL: (800) J-WALKER - (949) 752-2522

- FAX: (949) 752-0439 -

E-MAIL: agrant@thewalkerlawfirm.com



A 3 |
1 || JOSEPH A. WALKER: California:State Bar:No. 47223 o |
: ALLAN H. GRANT, California State Bar No. 213658 : ) .
. 2 || JASON MATTHEW LAMB, California State Bar No 222191 .t 06-06-2003
4 THE WALKER LAW FIRM L ; | | : ths Patent & TMOfc/TM Mail Ropt Dt. #32
. 3 |t A Professional Corporatlon Coom T ' A L :
) 1301 Dove Street, Suite 450 e - - E ‘
. 4 || Newport Beach, CA 92660- 2464 : -
;; Telephone: (949) 752-2522 - :
5 |l Facsimile: (949) 752-0439 el A s
- www.thewalkerlawfirm.com s e _ b
16 o ) N ’ ' )
s Attorneys for Opposer, RIVERSIDE COUNTY’S CREDIT UNION %
17 i CoER T ! !
g IN THE UNITED STATES PATENT AND TRADEMARK OFFICE
o BEFORE THE TRADEMARK TRIAL AND APPEAL BOARD
=10 - t
... || Inthe matter of Trademark Apphcatton Senal No 76/339023 SRR
11 |t For the mark “AUTOMOBILEXPERT:" i l
|t Published in the Official Gazette on Apnl 8, 2003 - ' :
13 RIVERSIDE COUNTY’S CREDIT UNION a) OPPOSITIONNO.: .| ,
" | California corporation ; L ) - :Assigned to: A ) =]
Opposer, ) NOTICE OF OPPOSITlObg e
s, S g oot o
- k=4 THE SEIBELS BRUCE GROUP INC., a) = ’. =
7l South Carolina corporation; = Coeme ) | JEt=
. ) % S
Applicaﬁr{tt.v, L) i - &
_. 3 L
- oo o E
c e , ‘ o

Opposer, RIVERSIDE COUNTY’S CREDIT UNION a Cahfornla Corporatlon believes

26

27
28

H-that it will be damaged by reglstrahon of the mark shown in Umted States Apphcatlon No.

uey ¥ omo/aooa SUILSORL ooooo:ez 75339023 : : ‘
[ 01 FCabd02 T 300.00:09 Lo

/1 o R | |
/11 ‘,
F\Allar\TRADEMARK\2437-2 Notice of Opposition.wpd _ -1- NOTICE OF OPPOSITION




S~ W

ol " B = S |

10
11
12
13
14
15
16

17
.18

19
20

e 22
=
Y
2
26
27
28

AS GROUNDS FOR foPPo;sn-fon IT IS ALLEGED THAT:
GENERAL ALLEGATIONS
{
1. Opposer RIVERSIDE COUNTEY’'S CREDIT UNION (herelnafter “Opposer”), at

r
:
|
|
t
{

all times mentloned herein has marntamed |ts pnncrpal place-of busmiess at 2847 Campus
Parkway, Riverside, Calrfornla 92507 R e ; r

2. Opposer is'the owner of Umted States Appllcatlon No To Be Assrgned
(hereinafter, “TBA"), an apphcatron for trademark registration pendlng before the Unlted States
Patent and Trademark Office (herelnafter the “USPTO”) for the markz “AUTO EXPERT” for
“dealership service m the fleld of used vehicles, namely motor vehicles; computerized on-line
ordering and retail services of motor vehlcles holdlng auctions and thie auctioning of used
motor vehicles” in Internatlonal Class 35, and for “financing the purchase and leasing of
vehicles, namely motor vehicles:: undenNntlng and administration of mssurance agreements,
service agreements, prepald malntenance agreements, and debt cancellatlon agreements all
related to motor vehicles™in Internatronal Class 36 Opposer filed sard appllcatron on June 4,
2003 D o ;

3. Opposer:is the:ownéer otEUnited States Apblication No. TBA an application for
trademark regrstratlon pendrng before the USPTO for the mark “AUTOl EXPERT (DESIGN)”
for “dealership service-in the: freld of used vehlcles namely motor vehug::les computerized on-
line ordering and retall serwces of motor vehlcles holding auctions and the auctioning of used
motor vehicles” in Internatlonal Class 35, and for “financing the purchatse and leasing of
vehicles, namely motor \(ehlg:_Jes, ondenzvntmg and administration of insurance agreements,
service agreements, prepaid maintenance .agreements, and debt cancééllation agreements, all

related to motor vehicle_s” 'in |hterﬁationa| Class 36. Opposer ﬁled saidtapplication on June 4,

2003. S IS

|
4, Opposer is the owner of Unlted States Apphcatlon No. 76/474719 an application

for trademark registration pendmg before the USPTO for the mark “AUTO EXPERT
BROKERS” for “dealership servrce in the field of used vehicles, namelx motor vehicles;

computerized on-line ordering and. retail services of vehicles; holding auctions and the
. R

F:\Allan\ TRADEMARKI2437-2 Notice of Opposition.wpd , -2- , NOTICE OF OPPOSITION




O 0 N N R LN

o S e S S e Y
W= O

15
16
17
18
19
20
21
22
23
24
25
26
27
28

|
auctioning of used vehicles?” in Intemational Class 35, and for “financ'ing thé purchase and
leasing of vehicles, namely motor vehicles; underwriting and admmrs{tratlon of insurance
agreements, service: agreements prepald maintenance agreements,| \and debt cancellatron
agreements, all related to motordvehlcles in International Class 36 Opposer filed said
application on December 13, 2002 A . : r

5. Opposer is the owner of Umted States Application No. 76/474720 an application
for trademark registration pendlng before the USPTO for the mark “AUTO EXPERT
BROKERS OF AMERICA” for. “dealershlp servrce in the f|eId of used vehlcles namely motor
vehicles; computenzed on Ime ordermg and retail services of vehlcles holding auctions and
the auctioning of used vehicles®in lnternatlonal ‘Class 35, and for “fmancmg the purchase and
leasing of vehlcles,:n_amely rnotor vehicles; underwriting and admrnrst;ratrong%of insurance
agreements, servicefagreernents prebafd ma'intenance agreements, 'and debt cancellation
agreements, all related to motor vehlcles |n'l'nternational Class 36 C;)pposer filed said
application on December 13, 2002 | B - |

6. Opposer is the owner of Unrted States Appllcatlon No 7t6/474755 an application
for trademark reglstratlon pendlng before the'USPTO for the mark “AUTO EXPERT
BROKERS AUTO BUYING MADE EASY (DESIGN)” for “dealershlp s‘erwoe in the field of used
vehicles, namely motor vehrcles computerlzed on-line orderrng and retarl services of vehicles;
holding auctions and the auctlonmg of used vehicles” in Internatlonal Class 35 and for
“financing the purchase and leasmg of vehches ‘namely motor veh|cles underwrltrng and
administration of insurance agreements servrce agreements prepard malntenance
agreements, and debt cancellatlon agreements all related to motor vehrcles in International
Class 36. Opposer f|Ied said apphcatlon on December 13, 2002. t ,

7. Opposer is the owner of United States Application No. 7%/474756 an application
for trademark reglstratron pendlng before the USPTO for the. mark “AUTO EXPERT
BROKERS OF AMERICA AUTO BUYING MADE EASY (DESIGN)” for “dealership service in

the field of used vehicles; namely ~motor vehlcles, computerized on—Ilne ordering and retail

services of vehicles; holding auctions and the.auctioning of used vehicles” in International
- P ]
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Class 35, and for “frnancrng the purchase and leasing of vehlcles namely motor vehicles;

underwriting and admrnrstratlon of insurance agreements service agreements prepaid
malntenance agreements and debt cancellation agreements all related to:motor vehrcles in

lnternat|onal Class 36. Opposer flled sard appl|cat|on on December 13 2002

8. Opposer |s the owner of a “Famlly of Marks consrstlng of United States
Application Nos.: 76/474719; 76/474720 76/474755 and 76/474756] and the two applications
| ,
filed June 4, 2003 for the marks “AUTO EXPERT” and “AUTO EXPERT (DESlGN)” all of

which have a common- |dent|fy|ng surname that denotes a trade source for the services

provided by Opposer - | . t

9. Appllcant THE SElBELS BRUCE ‘GROUP, INC. (herernafter “Appllcant”) at all

times mentioned herern has- malntalned |ts pnncrpal place of busrness‘ at 1501 Lady Street,

Post Office Box One,. Columbla South Carolina29202. L l

10. Onor about November 16 2001 Apphcant filed an appl;catron for federal
registration of the mark “AUTOMOBILEXPERT” for provrdlng online i msurance servrces
namely, providing online insurance premrum quotes for automobile pohcres rn International
Class 36. The USPTO assrgned ‘the application:United States Appllcatlon No. 76/339023.

11.  Applicant filed Umted States Apphcatlon No. 76/339023 on the basrs of a bona

P
fide intent to use the mark “AUTOMOBlLEXPERT” in commerce under Sectlon 1(b) of the
Trademark Act (15 U. S C.§ 1051(b) (2003)) ‘ ‘ ! i
12.  Onor about Aprll 8 2003 the- USPTO published Unlted States Application No.
l
| :
13. Opposer rs lnformed and belreves and on that lnformatlon and:belief alleges that

76/339023 for opposrtlon in the Ofﬁcral Gazette :

Applicant has not filed:with the USPTO an amendment to allege use under Sectlon 1(c) of the

Trademark Act (15 U. S.C. § 1051(c) (2003). | | ‘

14. Opposer =i mformed and belreves and on that mformatron and bellef alleges that
l

Applicant has not filed wrth the USPTO a statement of use under Sectlon 1(d) of the
Trademark Act (15 U.S.C. § 1051(d) (2003)) ' |

" ;
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FIRST GROUNDS FOR OPPOSITION

(leelrhood of Confusmn Mrstake and Deceptlon)

15. Opposer realleges paragraphs 1 through 14, mclusrve of thrs Notice of
Opposition and mcorporates them herern by reference as though fully set forth

16. Opposer smce January 1,:1999, is now, and has been,;usrng the marks “AUTO
EXPERT” in connection with “dealershrp servrce in the freld of used’ vehrcles namely motor
vehicles; computenzed on -line orderrng and retarl services of motor vehlcles holding auctions
and the auctioning of used motor vehlcles ln ‘International Class 35, and for “financing the
purchase and leasing of vehrcles namely motor vehicles; undenrvntrng and admrnrstratron of
insurance agreements; servrce agreements prepaid maintenance agreements and debt
cancellation agreements all related to motor vehrcles in Internatronal Class 36. Opposer,
since April 1, 1999, is now, and has been using: the marks “AUTO EXPERT (DESIGN)” in
connection with “dealershrp service in: the freld of used vehicles, namely motor vehicles;
computerized on- Irne orderrng and retail services of motor vehrcles holdlng auctions and the
auctioning of used motor vehrcles in Internatronal Class 35, and for “frnancrng the purchase
and leasing of vehrcles namely motor vehicles; underwriting and admrnrstratron of insurance
agreements, service agreements prepard marntenance agreements, and debt cancellation
agreements, all related to motor vehrcles |n Internationai Class 36 r _ |

17.  Opposer i is likely to be damaged by contrnuance and regrstratron of United States
Application No. 76/339023 . T o i

18. Opposers use of the marks “AUTO EXPERT” and “AUTO EXPERT (DESIGN)”
has been valid and contlnuous and has not been.abandoned. i

19. Opposers marks are symbolrc of extensive goodwill and consumer recognition
built up by Opposer t_hrpugh substantral amounts.of time and effort i in advertising and

promotion. BES t

20.  In view of the similarity of the representative marks in cornmercial impression
(sight, sound, and meaning) and tfh‘e- re,_Iated‘nature of the services of the resbective parties, it

is alleged that Applicant’s mark so resembles Opposer’s marks previouisly used in the United

F:\AllamTRADEMARK12437-2 Notice of Opposition.wpd & - =5 NOTICE OF OPPOSITION
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States, and not abandoned as to be llkely to cause confusuon orto cause mlstake orto
t ;

deceive consumers. ,: ' - :

’ SECSND GROUNDS FOR OPPOSITION -

(lnterference wrth “Famlly of Marks”) i

t

21. Opposer realleges paragraphs 1 through 20, mcluswe of this Notlce of
Opposition and lncorporates them herein by reference as though fullyi set forth

22. Opposer, since January 1 1999 is now, and has been ’rusmg the marks “AUTO
EXPERT” in connectlon wrth “dealershlp serwce in the fleId of used vehlcles namely motor
vehicles; computerized on-line. ordenng and retail serwces of motor vehlcles holding auctions
and the auctioning of used motor vehlcles in Internatlonal Class 35 and for “financing the
purchase and Ieasmg of. vehlcles namely motor vehlcles undewvntmg and administration of
insurance agreements service agreements prepald maintenance agrgeements .and debt
canceilation agreements all related to motor veh|cles in Internatlonal Class 36. Opposer,
since April 1, 1999, |s now, and has been usmg the marks “AUTO EX}PERT (DESIGN)” in
connection with “dealershlp serwce in the field of used vehlcles namely motor vehicles;
computerized on-line orderlng and retall serwces of motor vehlcles hdldmg auctlons and the
auctioning of used motor vehlcles in International Class 35 and for “flnancmg the purchase
and leasing of vehrcles namely motor veh|cles undewvntmg and adm|§n|strat|on of insurance
agreements, service. agreements prepald ‘maintenance agreements and debt canceliation
agreements, all related to motor vehlcles |n Internatlonal Class 36 i ' | 7

23. Opposer now has and has had a bona fide mtent to use the marks “AUTO
EXPERT BROKERS”, *AUTO EXPERT BROKERS OF AMERICA”, “AUTO EXPERT
BROKERS AUTO BUYING MADE EASY (DESlGN)” and “AUTO EXPERT BROKERS OF
AMERICA AUTO BUYING MADE EASY (DESIGN)” in connectlon W|thi“dealersh|p service in
the field of used vehlcles namely motor vehicles;. computerized on- Ime ordefing and retail
services of vehicles; holding auctrons and the auctlonlng of used vehlcles in Internatlonal
Class 35, and for “flnanf:lng the rpurchase and |eas|ng of vehicles, namely motor vehicles;

underwriting and administration of; insurance agreements, service agreements, prepaid

NOTICE OF OPPOSITION

f
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maintenance agreements and debt cancellatron agreements all related to motor vehicles” in
o :
International Class 36 |

24.  Opposer is- ||ke|y to be damaged by contmuance and regrstratron of United States

P
1

Application No. 76/339023." ~* = = . R

25. Opposer’s use of the marks “AUTO EXPERT” and “AU'I;O EXPERT (DESIGN)”
has been valid and contmuous and has not been abandoned. 5 g

26. Opposers bona flde |ntent to use the marks “AUTO EXPERT BROKERS”
“AUTO EXPERT BROKERS OF AMERlCA” “AUTO EXPERT BROKERS AUTO BUYING
MADE EASY (DESIGN)” and “AUTO EXPERT BROKERS OF AMERI?A AUTO BUYING
MADE EASY (DESIGN)” has been valid and contrnuous and has not been abandoned

27. Opposer’s marks are symbohc of extensnve goodwill and'consumer recognltuon
built up by Opposer thﬂrough substantial amounts,of time and effort in aidvertlsmg and
promotion. ,7 B : ? -

28. Opposers ‘marks “AUTO EXPERT” “AUTO EXPERT (DESIGN)” “AUTO
EXPERT BROKERS”, “AUTO EXPERT BROKERS OF AMERICA AUTO EXPERT
BROKERS AUTO BUY|NG MADE EASY (DESIGN)” and “AUTO EXPERT BROKERS OF
AMERICA AUTO BUYING MADE® EASY (DES|GN)” together compnse ‘a "Family of Marks.”

29. Inview of the srmllarrty of the representatlve marks in corhmercral impression
(sight, sound and meanrng) and the related nature of the services of the respective parties, it
is alleged that Applicant's mark so;r;esembles (_)__pposers marks prevroutsly used in the United
States' and not abandoned and dpposer’s marks intended to be used |n the United States as
to be likely to interfere with Opposers valid adoptron use, and. reglstratlon of |ts “Family of
Marks,” and, as such, cause confusnon cause mrstake or decelve consumers.

THIRD GROUNDS FOR OPPOSITION ° E“

(Prior Use as a Trade Name and Use Analogous to Trademark Use)
30. Opposer re,alleges payragraphs 1 through 29, inclusive, of thrs Not|ce of
Opposition and incorporates them herein bya-reference as though fully set forth.

[
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31. Opposer smce January 1, 1999 iS now, and has been, operatrng under the
designation “AUTO EXPERT” in:the area of automotrve dealershlp servnces namely motor
vehicles including computenzed on hne ordenng and retail serwces of motor vehicles and
holding auctions and-the. auctronmg of used motor vehicles, and ﬂnan;cmg the purchase and
leasing of motor vehlcles lncludlng underwrrtrng and admmrstratlon of insurance agreements
service agreements; prepard mamtenance agreements and debt cané:ellatron agreements
Opposer, since Aprrl 1 1999 is now, and has been, operatrng under the deSIgnatlon ‘AUTO
EXPERT (DESIGN)” in. the area, of automotrve dealership services, namely motor vehicles
including computenzed on-line ordering and retail services of motor vehicles'and holdlng
auctions and the auctlomng of used motor vehrcles and financing the purchase and leasing of
motor vehicles, mcludmg unden/vrltlng and admlnlstratron of i msurance Eagreements service
agreements, prepaid mamtenance agreements and debt cancellat|on agreements

32. Opposer-is-likely to be damaged by continuance and regustratron of Unrted States
Application No. 76/339023 , - § ,

33. Opposer's.use has been vahd and contrnuous since sald date of first use, has
not been abandoned, and the relevant class. of_the public has come_ to assomate Opposer with
said designation. L A o , 1 i |

34.  Opposer's desig"nation is symholio of extensive goodwill and consumer
recognition built up by Opp08§r thridugh:substantiai amounts of‘time- and effort in_advertising
and promotion. R :. o i

35. Inview of the snmrlanty of the Applrcant s mark and Opposer s des:gnatlon in
commercial impression (srght sound and meanmg) and the related nature of the services of
the respective parties, lt rs alleged that Applicant’'s mark consrsts of and comprlses matter that
may disparage and falsely suggest a connectnon wrth Opposer | “

t

" FOURTH GROUNDS FOR OPPOSITION | :

(Applicant’s | *:Marvk Has Not Become Distinctive)i __
36. Opposer realleges paragraphs 1 through 35, inclusive, of this Notice of

Opposition and incorporates them herem by reference as though fully set’ forth.
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8|l Applicant from United Statee AppliCatidin No. 76/339023; and -

|

37. Appllcant is not now and has not been, usrng the mark “AUTOMOBILEXPERT"
in connection with provrdmg onlrne rnsurance services; namely, provrdmg onlrne insurance
premium quotes for automobrle polrcres in lnternatronal Class 36 '

38. Opposer is llkely to be damaged by contmuance and regrstratron of United States
Application No. 76/339023. . . . S ;

39. Applrcant s alleged mark has not become distinctive of Appllcant S services in
commerce and no customer recognrtlon of said term as a valid mark rdlentrfymg only Applicant
has been achieved. o B D lt

40. Applicant’s_ mark is ant symbolrc ef extenslVe goodwillianc’l consumer recognition

built up as Applicant has not expended substantial amounts of timeland effort in advertising

and promotion.

- G L e
41. Opposer's marks have become distinctive of Opposer’s services in commerce
B R ST A - : i -
and customer recognition of said terms as valid marks identifying only Opposer has been -

achieved. L “ : |

42. Opposer's marks-are symbolic of extensive‘goddWill and cdnsumer recognition

built up as Opposer hae_efxpiended Y:eitlbst:antlal amounts of time and effort in adiVertising and
promotion. -4 o L ' o 'i 1 i

'i

- 43.  Inview of the srmrlanty of the representatlve marks in comm&ercral impression
(sight, sound, and meanrng) and the related nature of the services of the qespectrve parties, it

is alleged that Applrcant’s mark and/or de3|gnat|on is’ not drstmctrve of Appllcant s services in
l

commerce and customer recognrtron of said mark and/or desrgnatlon as a valrd mark

identifying only Opposer hae hot been achieved so that reglstratlon of Applrcant’§ mark should

be rejected and refused. -. . = ., : ;

WHEREFORE, OPPOSER PRAYS THAT THE TRADE-MARK:TlRlA}l_ AND APPEAL
BOARD: e me L : SR
a. Reject registration of United States Application No. 76/3390231;

b. Refuse to issue any registration, on the principal or supplemental register, to

j

{
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C. Sustam thns opposmon in favor.of Opposer -

OPPOSER HEREBY APPOINTS

t
t
t
i
¢

The Walker Law Frrm A Professuonal Corporatron a Iaw firm composed of Joseph A.
Walker, Karyn S. Neue, Mary G. Frnlay Allan H. Grant, Rebecca E. Welss Jason Matthew
Lamb and David T. Sanford aII members of the bar of the State of Cahforma to act as

attorneys for Opposer herein, with full powerito prosecute said opposmon to transact aII

1
relevant business with the USPTO mc!udmg the TTAB and in the Unlted States Courts and to

receive all official communications in connection wuth this opposition.: Opposer requests that
all future commumcatrons from thé USPTO and TTAB be forwarded to Allan H: Grant at The
Walker Law Firm, A Professronal Corporatron 1301 Dove Street Surte 450 Newport Beach,

California 92660-2464, telephone nurnber (949) 752-2522, facsimile nomoer (949) 752-0439.

THE WALKER LAW FtRM

Submitted by:
: A Professional Corporatlon

\

vio Qg N pzn?
JOSEPH A. WALKER - ‘
"ALLAN H. GRANT - |
- JASON MATTHEW LAMB | ‘
. Attorneys for Opposer, RIVERSIDE
COUNTY S CREDIT UNION ’

%
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b

. .\"-\W" Lne

-10-

F\Allan\ TRADEMARK\2437-2 Notice of Opposition.wpd NOTICE OF OPPOSITION




