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| HEREBY CERTIFY THAT THIS CORRESPONDENGE IS
BEING DEPOSITED WITH THE UNITED STATES PQSTAL
SERVICE AS FIRST CLASS MAIL IN AN

ENVELOPE
ADDRESSED T0 COMMISSIONER FOR
TRADEMARKS, 2900 CRYSTAL DRIVE

f ARLINGTON. VA,
22202-351 3, ONTHED TE INDICATED BELOW,
wi%ﬁihlﬁ&iﬁ&&ﬂéﬁi;
DATE Pmr\ il a3 L A00Y

IN THE UNITED STATES PATE
BEFORE THYE, TRADEMARK

Optimize Technologies, Inc,, :

p
\

Opposer,

Vs.

Wicom GmbH,

Applicant,

“‘—“\\\2

APPLICANT'S MEMORAN

" NO. 0984 F.
T N0.05

NT AND TRADEMARK OFFICE
TRIAL AND APPEAY, BOARD

Opposition No, 91 156666

Opposition No. 9] 158331

DUM IN OPPOSITION

TO MOTION TO CONSOLIDATE
== 20 CONSQLIDATE

L INTRODU

Wicom, GmbH, (“Apph'cant”) Opposes th

(“Opposer”) to consolidate the aboye two Oppositios

open discovery for al] burposes in Opposition 91 1566

for purpases of trja] and post trial matters,.

CTION

le Motion of Optimize Technologies, .
1 Proceedings insofar as Opposer seeks to rc.

66. Applicant does notobject to consolidation

II. PERTINENT BACKGROUND FACTS

Opposition No, 91 156666 was filed on May |

November 21, 2003 to serve Interrogatoxies, Requests

» 2003 and Opposer waited until

for Admissions, and Requests for
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Production, Applicant’s Tesponses to these djs

bovexy réquests were dye December 26, 2003 ehi
in the middle of the holiday season.

Applicant Tequested a 30 day extensio

n of time to respond to discovery becauge of the
holiday season agd the fact that Applicant js located in Genmnany. Thig was the fi

Ist such request b y
Applicant, Opposer refused and initially agreed

only to 10 days to Jamuary s 2004, Opposer’s
counsel explained tha Opposer wanted to put g

Tessure on Applicant and to resolve thig Matter
Promiptly. Opposer, afier being informed Applica

nt would seek relief from the Board, agreeq 1o 20
days and Applicant served jt discovery Iesponses

on January 15, 2004 (See Exhibit 1). Discov
04.

erv
n the Proceeding actually closed op January 3, 20
In February, Applicant observed that it hag

erroneously admitteq Paragraph 6 of the Notice
of Opposition in 9] 156666 and asked Opposer for

consent to correct this error bya Consented 1o
Motion. Applicant agreed to permit Opposer to have

: follow-

up discovery op any issue rajsed by the
change in the Amended Answer,!

Then, in 3 SWprising reversa] of Pposition, Q

Pposer asked Applicant to consent to the re-
opemng of discovery in 9] 156666 for all purposes be

cause it wanted to take more discovery. It did
this after waiting unti] the end of the discovery period

to serve its initjg] discovery and thep forcing
Applicant to work over the Christmag holidays to resp

ohd to discovery because Opposer professed
it wanted to Proceed promptly to tria]. Applicant, who ¢

»ok no discovery and wanted to get the matter

opening of discovery.
The Consented to Motion to Ameng Answer in

resolved, refused to consent to the generaj re-

91156666 was filed March 2,2004 and that
—_—
' Applicant will also need to make the same oy
been active, Applicant has jus

ection in 91158331 This case has ot
t focused on this issue and has not yet discussed it with Opposer. It
should be resolved easily,
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III. ARGUMEN T

Opposer in it Memorandum in Support| of Motion to Consolidate Opposition Proceeding;

(Opposer’s Mernorandum), Boes on at length about the wisdom of consolidating the two proceedings

to avoid duplication of effort, loss of tine and extra cxpense while, at the Same time, seeking to re-
open discovery to adg effort, time and €Xpense,

The short of it is that Applicant does niot PPpose consolidation for trial and post trig]

matters. It informed Opposet of that fact in its March 30, 2004 letter and reiterates that offer here.,
Opposer has not responded to Applicant’

s offer because its rea] niotives are not to consolidate for

valid purposes, but to Te-open discovery in the cag

e where discovery is closeq 1 91156666. It has
drafted its Motion and proposed Order to name proceeding 9115833 1, in which discovery is stil]

OPen, as the “parent” case s that the closed discovery in 91 156666 would be re-opened. This is 2
result it can not otherwise Justify so it seeks to obta

in it under the guise of “consolidation”. If true

cousolidation for laudatory Purposes is Opposer’s g

oal, it can obtain that result by agreeing to

consolidation without putting Applicant, its potentia] competitor, through more delay and

€xpense with discovery Opposer could have taken during the discovery period.

In determining whethep (and how) to consolidate proceedings, the Boarg should weigh the

savings in time, effort and expense which may be gained from consolidation, againgt any prejudice

or Inconvenience which may be caused thereby. TBMP 6 511,

In determining Motions to Consolidate, the Board also considers the procedurg] posture of
the involved Proceedings. The Boarg has refused congg lidation where one case was in the pleading
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stage and testimony perjods had ended in the oth

214 US.P.Q. 654 (T.T.AB, 1982),
Since Applicant hag agreed to consolid;
administration of Justice, ec onomy and avoidanc
those pwrposes. Discovery is still open in 91 158
requires in that case if'it proceeds Promptly. How
periods.
Discovery ig closed in 91156666 except fo

Applicant’s Consented to Motion to Amend s gran

by Opposer would effectively Te-open this discove

potential competitor of Opposer, and cauge it more

Opposer Propounded wide ranging discover

In the business world. It could have taken such discoy

do so. It should 1ot be permitted o do so now under t

IV. CONcLUs

ICr.

vever,

NO. 0684
T NS

Lever Brothers Company V. Shalsler Corporayj o

ition for trial and POst trial matters, the ends of the

e of duplication wijy be served by consolidation for

331 so Opposer can obtain whatever discovery i

this case will also Soon enter the testimor, 3

ry. That woyld seriously prejudice Applicant, 3

expense and delay,

s With the response itreceived, jt Simply wants

1e effort and eXpense of fesponding to furtjer

Applicant’s efforts to compete with Opposer
ery during the discovery period but failed to

he guise of 2 Motion to Cousolidate.

ION

1 to Consolidate should be denied. Or, if

above Proceedings only for trial and post-

S-0pening of discovery in 91 156666
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except for the limijted Putpose of issues direct

ly related to Applicant’s changed response to
Paragraph 6 of the Notice of Opposition.

Respectﬁzlly submitted,
Cq

bnnolly Boye Lodge & Hutz Lrp

Stanley C. el, III,
1007 North Orange St
P.0. Box 2207

Wi]mington, DE 19899
(302) 658-9141

cet

Attorneys for Applicant
DATED: April 23, 2004

CB/329401v]
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CERTIFICATE OF SERVICE

I hereby certify that on thig 23rd dayo

APPLICANT’S MEMORANDUM OPPOS

be served upon the following counge] in the m

By U.S. First Class Mail

Everett E. Fruehling, Esquire

f April 2004, 1 caused two copies of

ITION TO MOTION TO CONSOLIDATE 1o

anner indicated:

Christensen, O’Comnmor, J. ohnson, Kindness, pr1.c

1400 Fifth Avenue, Suite 2800
Seattle, Washington 98 101-2347
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StantPR. 23, 20 04E 3 25 P.‘?'A'_fe"’Technologles v. Wicom, OP 1T 813585

Stanley,

Pursuant to our telephone Conversation of December 15,

Please fell free to call angd discuss this Mmatter,
Happy Holidays!

Thank you,

Everett

Everett E. Fruehling

Christensen O'Connor Johnson Kindness
1420 Fifth Avenue

Suite 2800

Seattle, WA 98101

dd: 206.695.1743

fax: 206.224.0779

The information contained in this é-mail message may be

recipient, or the €mployee or agent responsible to deliver

2003, and your Subsequent e-may| of today, we
will consent to an additional 10-days, untij January 5, 2004,

privileged and s confidential information
intended only for the Use of the recipient nameg above. | If the reader of thjs message is not the intended

it to the intended rec;

or copying of this €ommunication jg strictly prohibiteq. it you have received this
Please notify us immediately by telephone ang destroy the original Message fro

----- Origlnal Message--..-
From: Stanley Mace) [mallto:Scm@cblhlaw.coml
Sent: Tuesday, December 16, 2003 12:48 PM

To: Everett Fruehling
Subject: Optimize Technologies V. Wicom

Dear Everett:
I'understang yOu are checking with your client about Wicg
discovery.
I would appreciate a prompt response asitisa fairly simp
TTAB sattorney if your client refuses, At this time of year it
I'hops to hear from You scon,
Regards,

Stan Mace|

Stanley C, Mace| i
Connolly Bove Lodge & Hutz L Lp
1007 N. Orange Street

P.Q. Box 2207

Wilmington, DE 19899

Tel: 302 888 6260

Fax: 302 658-5614

scm@cblhlaw.com

pient, any use, distribution
Communication in error,
M your electronje files.

m's request for 5 30 day extension to respond to

8 matter but wii| nece
S sometimes difficuit

ssitate g conference with a
to scheduyle things.
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From; Stanley Macg)

To: Everett Fruehling

Date: 12/17/03 1:04PM

Subject: RE: Optimize Technologies V. Wi

Dear Everett:

offered a 20 day extenslon, We accept the 20 day ext

SIaRARR. 23, 20043& 3.:,.2.§.F:.de T echnologies v WNicom: BBITE5%5S T ERGeT

com; OPTI 6 2384

nsion for now but expressly reserve the right to

This will confirm that you refysed our request for g SOFay extension of time to fespond to discovery pyt

seek additional time if we can not complete oyr respoy
our telephone conversation today and You agreed to t

more time,

The current due date for the responses is January 15,

with the TTAB gt this time, Our e-mail exchange confir ms o

Regards,

Stan

>>> Everett Fruehling <everett@coik.com> 12117/0
Dear Stan,

ses by January 15,2004, w
he 20 days with the understanding We may seek

e discussed thjs during

3 12:34PM >>>

Please send us 5 courtesy capy of your Extension Request
B.

Everett

Everett E. Fruehiing
Christensen O'Connor Johnson Kindness
1420 Fifth Avenye

Suite 2800

Seattle, WA 98101

dd: 206.695.1743

fax: 206.224.0779

Pursu nt to an extension of time to an additional
20-days, until January 15, 2003, for Wicom to Answer oyr D

iscovery requests,

50 that we may docket the new date without

or copying of this Communication js Strictly Prohibited. Jf you have received this communication in error,

----- Origina| Message--.--

From: Everett Fruehling

Sent: Tuesday, December 16, 2003 3:09 PM
To: 'Stanley Mace|'

Cc: John Denkenberger; Jim Anable

Subject: RE: Optimize Technologies V. Wicom

oy the orj
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’ Stanley C. Macel, 11}
Partner
TEL (302) 888.6260
Fax (302) 658 5614
EMAIL sc@ebihlaw.com
REPLY Y0 Wilmlngion Office

NO. 0984 - <
R\—\\h

CAPR. 23,2004 3: 25PN
”// CONNOLLY BOVE Lopgk & HUTZ L p
/‘ ATTORNEYS AT LAW e —

March 30, 2004

BY E-MAIL AND U.S. FIRST CLASS MAIL
Everett E, Fruehling, Esquire

1420 Fifth Avenue, Suite 2800
Seattle, Washington 98101-2347

I heard nothing further from

for the avoidance of duplication
suspension is lified,

You are we]]

Christensen, O’Connor, Johnson, Kindness, PLIC

You until I recej
Motion is a blatant attempt to Te-open discovery ip 91
of effort, We wij

aware that discovery in 9115666
thereafter requested that the Applicant agree to re-open discovery so you could take “follow-up”
discovery and a deposition you failed 1o take durin

Re:  Motion to Consolidate Opposition Prq ceedings
Optimize Technologies, Inc. v. Wicom Gmbl
Qur Reference: 9698*5
-\*
Dear Everett:
I received your Motion to Consolidate Opposition

g the discovery per

6 terminated

The Nemours Bullging
1007 Nenh Orange Strew:
P.O. Box 2207
Wilmington of 19guc
TEL (302) 658 94
Fax(302) 658 tg ;..

1990 M St-per AWy
Washingion D2 AU
TEL(Z20Z) 33] 7) o)
FAX(202) 293 €239

WEE Www,Cblhigw, ¢ on

Proceedings Nos. 91158331 ang
) 91156666 ang to designate the latter fijeq proceediﬂf (91158331) as the
lined to grant consent

“parent” matter. You
to the consolidation

out consolidation, | asked you for what
YU wanted the matters Consolidated for a]

idation that woujd Permit you to re-open
vffered in connection with our Motion to
consolidation
1sed your requ

for other Purposes such as
est to re-open discovery in

ved your Motion to Consolidate. Your
156666 under the guise of consolidation
inform the Board about thig when the

on Jamiary 3, 2004. You

od.
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ONNOLLY Bove LODGE & HuTtz Lp
.’ ATTORNEYS AT LAW

Everett E. Fruehh'ng, Esquire
March 30, 2004
Page 2

previously represented that your client
as so expedited that, over the Christmas
pplicant with g 30 day extensiop to file jts

wanted this matter handled on ap expedited basis, It v
and New Year holiday, yon refused to provide
reSponses to Opposer’s discovery, You offered o Y 10 days and finally, afier the threat of 5
Motien for Extension of Time, agreed 1o 20 days| Becanse Your client was in gycp a rush to
resolve this matter, we refused to extend discovery when you later made that request,

Applicant is willing to agree to ¢ Idation of the two Proceedings for tr{a] Pwposes’

and/or other Post-discovery matters where consoljd tion may actually save COsts, time and serve
the purpose of the administration of Justice,

We will not agree to the subtetfuge You propose by making the latter filed case the
“parent” for purposes of extending your discovery, If You want to consolidate the cases without

Te-opening discovery in 9] 156666, please contact me, TWise, we shal] OPPose your Motijor
when the Suspension is lifted ang inform the B Your true motives apd misleading
statements.

SCM/nar

CB:325041v]
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Stanley C. Macel, 1)
Partnar

TEL (302) 888-6260

Fax (302) 859-6614

EMA[L SMmacel@cblhlaw, com
RESLY Tp Wilmington Office

TOTAL NO, oF PAGES (INCLUDING COVER):

MESSAGE, 11 ANY: R[:

l'ie <mcumcm(:'.') this telefacsimile m
informanion g intended only for the yse of the indiv
recipient, you are hereby notified that any review: d
“urien(s of thiy fyxed communication jg brohibited,
have yeceiveg this telefacsiinile i
the documcm(s) A our eost,

idual or
isciosurc,
d the docurnent(s)

h error, please notify the sender inunedi

CB:/330473v1
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3y contain information whi
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The Nemours Buiiding
1007 Norip Orange Sirey;
P.0. Box 2207
Wilthington pg 19893
7e.(302) 658 3)4)
F{302) 558 5614

LTV
'v’\.'.ml_z-.‘u,:{z:m 130 AU
TCLIAGY, 3at /) {

X 2G5 Gon

Suan, Ny Qs 3

WEB wvv.cbrhlaw, sorm

TELEFAX COVER pAGE
DAYE: April 23, 2004
Ti3; Andrew p, Baxley, Esquire
FROM: Stanley ;. Macel, Esquire TELEFAX: (703) 308-9333
CLIENT NO.: 9698%5

15

ch is confidentjqf and/ar leg
1S hansinission sheet. I your zre not the infendag
distribution of the taking of By action in reljange on the
hould be vetymeq 10 the sender at 1he above addyegs, [f You
¢ly by telephone contact so that we can arenge for relury of

ally Prvileged,  The
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“ONNOLLY BOVE LobgE & HUTZ LLp

ATTORNEYS AT LAW The Nemours &, v
1007 Mortr: Urzn v
PO Bax 2z
Stanley C. Macel, 11) Wilmington DE o
Partner TeL(302) 658 914
TEL (302) 688-6260 FAY (302) 653 514
Fax (302) 658 5614
EMaiL smacel@cblhlaw.com . . )
REPLY TO Wilmington Office 1990 M Strear,
Washingtor, D2 20 1 .
TEL(P02) 331 7

FAX(202) 295 27 .

Apl‘ll 23, 2004 WEB WwWW,cbINave.r -

BY FACSIMILE

Andrew P. Baxley, Esquire
Interlocutory Attomey

Trademark Trial and Appeal Board
2900 Crystal Drive

Arlington, VA 22202-351 3

Re:  Optimize Technologies, Inc. v, Wicom GmbH
Opposition Nos, 91 156666 and 91158331
Our Reference: 9698*5

Dear Mr, Baxley:

Pursuant to your request, I am forwarg ing herewith a facsimile copy of Applicant’s
Memorandum in Opposition to Motion to Consolidate, Also, in accordance with your request, |
am filing the original by mail.

Please contact me if you have any questions. I will be out of the office the week of May
3" for the INTA annual meeting but wil] retum to the office on May 10%,

Ve traly yours,
T &
ley C, Magel, ITI

SCM/mar
Enclosure

CB:/330444y1




