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Docket No. 27206-060

IN THE UNITED STATES PATENT AND TRADEMARK OFFICE
BEFORE THE TRADEMARK TRIAL AND APPEAL BOARD

In Re Application Serial No. 78/081,731 for
U.S. HISPANIC CHAMBER OF
COMMERCE FOUNDATION & Design

THE CHAMBER OF COMMERCE OF THE
UNITED STATES OF AMERICA,

Opposer,
Vs.

UNITED STATES HISPANIC CHAMBER
OF COMMERCE FOUNDATION,

Applicant.

Opposition No. 91-156,321

APPLICANT UNITED STATES
HISPANIC CHAMBER OF COMMERCE
FOUNDATION’S MOTION TO EXTEND
TESTIMONY PERIOD OR TO SUSPEND
THE PROCEEDING

L PRELIMINARY STATEMENT AND MOTION

Applicant United States Hispanic Chamber of Commerce Foundation

(“Applicant”), by its counsel, hereby moves the Board for an extension of 60 days of

Applicant’s testimony period to conduct third-party testimony depositions interfered

with and delayed by Opposer The Chamber of Commerce Of The United States Of

America’s (“Opposer”) filing of ten motions to quash the subpoenas issued by

Applicant to such third parties. In the alternative, Applicant moves to suspend this

proceeding until the resolution of Opposer’s motions to quash pending before a federal

district court for the District of Columbia. Applicant’s testimony period is currently set

to close on February 28, 2008; Opposer’s rebuttal testimony period is set to close on

April 28, 2008; and Applicant’s rebuttal testimony period is set to close on June 14, 2008.

This motion is made for good cause on the grounds that following Applicant’s

issuance of testimony and document subpoenas to ten third-party chambers of




commerce, Opposer filed ten motions in three federal district courts seeking to quash
the document portions of the subpoenas. Opposer has thus prevented Applicant from
obtaining the subpoenaed documents and conducting the third-party testimony
depositions as scheduled and contemplated. The third-party testimony and
corroborating documents are relevant to show the weakness of Opposer’s alleged
“Chamber of Commerce” names and that they are generic.

Applicant has requested that Opposer agree to continue Applicant’s testimony
period for the purpose of taking the third-party depositions, but Opposer refused.

Accordingly, Applicant seeks an extension of the remaining testimony dates as

follows:
PERIOD DATE
Period for Discovery to Close CLOSED
Testimony period for party in position CLOSED

of Plaintiff to close

Testimony period for party in position April 28, 2008
of Defendant to close

Rebuttal Testimony period for party June 28, 2008
in position of Plaintiff to close

Rebuttal Testimony period for party August 14, 2008
in position of Defendant to close

IL. STATEMENT OF FACTS

Applicant’s testimony period opened on January 30, 2008. To present evidence
in support of its case, Applicant noticed testimony depositions of its three witnesses for
February 20, 22 and 28. Additionally, Applicant issued subpoenas to ten third-party
chambers of commerce, located in New York City and the Washington, DC area,
requiring them to appear for testimony depositions on the dates between February 25,

2008 through February 28, 2008, and to produce a small number of documents on the




dates immediately preceding the respective deposition dates. (Exhibit AL) The five
document requests in the subpoenas mostly sought representative samples of the
documents that would trace and illustrate the parties’ respective testimonies, and
tracked the documents already found and produced by Applicant.

On February 13, 2008, Applicant received several phone calls from Opposer, in
which the latter threatened to file motions to quash if Applicant did not withdraw the
document portions of the subpoenas. Opposer alleged that Applicant could not require
third parties to produce documents at their respective testimony depositions because
discovery in this proceeding is closed. However, because Opposer lacked standing to
challenge the subpoenas, and because the subject document requests were narrow and
did not constitute discovery, Applicant did not withdraw the subpoenas. More
importantly, many of the third parties are already producing documents to augment
their testimony.

On or about February 14, 2008, Opposer filed four civil miscellaneous actions in
the U.S. District Court for the District of Columbia (Exhibit B), three in the U.S. District
Court for the Southern District of New York, and one in the U.S. District Court for the
Eastern District of Virginia. Opposer then filed ten motions to quash in these three
~courts.

As a result of the Motions to Quash, on February 15, 2008, Applicant contacted
Opposer with a request to continue Applicant’s testimony period to allow it to take the
third-party depositions outside of the currently set testimony period. (Exhibit C.) On
February 19, 2008, Opposer responded with a pack of ten letters, each of them
pertaining to a particular third-party chamber of commerce, refusing Applicant’s
request and inviting Applicant to petition the Board for an extension. (Exhibit D.)

Opposer then sent copies of the letters to each of the ten chambers of commerce.

1 Attached as Exhibit A is a representative sample of the subpoenas issued to the third-
party chambers of commerce.



As of the date of this motion, the four motions pending in the District of
Columbia are not yet set for hearing, and Applicant’s opposition to Opposer’s motions
filed there is due on February 28, 2008. Because Applicant’s testimony period is set to
close on that date, Applicant is precluded from obtaining any documents from the four
Washington, DC witnesses.

The hearing on the motion pending in the Eastern District of Virginia took place
on February 22, 2008. The Court denied Opposer’s motion to quash, and therefore the
testimony deposition at issue has gone forward as scheduled; the third-party chamber
of commerce already provided the requested documents to Applicant.

On February 19, 2008, without providing Applicant with a chance to submit a
written opposition to Opposer’s motions to quash before the hearing on the motions,
the Court in the Southern District of New York held a hearing on Opposer’s motion
pending there, after which it granted the motion.

On February 20 and 22, 2008, Applicant took testimony depositions of its two
witnesses, and on February 28, 2008, Applicant intends to take testimony deposition of
its one remaining witness. By this motion, Applicant thus only seeks extension of time
to complete the third-party depositions and obtain their documents as requested in the
subject subpoenas.

As a result of Opposer’s filing the motions to quash and its barrage of letters to
the third-party chambers of commerce regarding the motions and the parties’
scheduling disputes, several third parties have notified Applicant of their inability to
provide the requested documents and to appear at the respective depositions on the

dates proposed.

III. THE MOTION SHOULD BE GRANTED

Applicant is aware of the Board’s weariness of the disputes that have taken place
between the parties in this and related cancellation proceedings. However, after

diligently verifying the correctness of the legal and factual bases for its requests of



third-party documents, facing inevitable delays caused by Opposer’s filii-: .
motions to quash in three federal district courts, and receiving no coopera:::.
Opposer on extending the period during which Applicant could take the third
testimony depositions, Applicant is forced to bring this dispute before the Boaru.

Opposer, which no doubt is also cognizant of the Board’s warning regarding the
parties’ disputes, nevertheless found other forums in which to engage in procedural
games to disrupt Applicant’s testimony schedule and to ultimately prevent Applicant
from taking all testimony to prove Applicant’s case. Rather than address any third-
party document request issues before the Board , e.g., object to any documents provided
by the third parties or move for protective order, Opposer took the back door approach.
Regardless of whether Opposer is going to prevail on all of its motions to quash, itis
well on its way in impeding Applicant’s ability to rightfully obtain important third-
party testimony and documents.

That Opposer’s actions are designed to prevent Applicant from bringing in the
evidence of the overwhelming use of names including “Chamber of Commerce,”
particularly with a geographical or national designation by a multitude of entities
around the country for services identical or similar to those of Opposer, can clearly be
seen from the lack of merit of Opposer’s arguments in support of its motions to quash.

First, Opposer lacks standing to move to quash Applicant’s subpoenas. “Even
outside the scope of the limited jurisdiction available under [35 U.S.C. §] 24, it is well
settled that a party to litigation cannot ordinarily file a motion to quash a subpoeria
before the jurisdiction that issued it.” In re Subpoena Served on Rum Marketing Int’l, Ltd.,
2007 WL 2702206 at *4 (S.D. Fla. Sept. 14, 2007) (citations omitted). Under this weii-
settled principle, a motion to quash should be made by the person to whom the
subpoena is directed, and a party may not make such a motion unless he has some
personal right or privilege with respect to the subject matter of the subpoena. "« .7

Novak v. Capital Mgmt. & Dev. Corp. 241 F.R.D. 389, 394 (D.D.C. 2007); In re Applizoiio: of



FB Foods, Inc., 2005 WL 2875366, *1 (5.D.N.Y. Nov 02, 2005) (denying a party’s motion to
quash on the grounds of, inter alia, lack of standing); Nova Prods., Inc. v. Kisma Video,
Inc., 220 FR.D. 238, 241 (5.D.N.Y. 2004) (denying a party’s motion to quash for lack of
standing); Brown v. Braddick, 595 F.2d 961, 967 (5th Cir. 1979) (defendants do not have
standing because they are not in possession of the materials subpoenaed and have not
alleged any personal right or privilege regarding the subpoenaed materials); see also
York Group, Inc. v. York Southern, Inc., 2006 WL 3392247 at *2 (E.D. Ark. Oct 26, 2006)
(denying a party’s motion to quash for lack of standing); Green v. Baca, 2005 WL 283361
at *1 (C.D. Cal. Jan 31, 2005) (same); Diamantis v. Milton Bradley Co., 772 F.2d 3, 4-5 (1st
Cir. 1985) (“It is well settled under the standing doctrine that a party ordinarily may not
assert the legal rights of others.”). Further, although some courts have held that a party
has standing to quash a subpoena addressed to another if the subpoena “infringes upon
the movant’s legitimate interests,” this test has been only applied in criminal and grand
jury proceedings where the Federal Rules of Civil Procedure do not apply. Green, 2005
WL 283361 at *1.

As stated above, Opposer’s grounds for challenging Applicant’s subpoenas is
that they allegedly seek discovery outside of the discovery period in the opposition.
Opposer did not allege any privilege or other personal right that could be enforced to
prevent the subpoenaed third parties from violating any privilege or right. Instead,
Opposer states that it would be “severely prejudiced” as it “would not have the
opportunity to conduct any follow up discovery about the [subpoenaed] material.”
(Exhibit B2 at p. 5.) Yet, there is no prejudice to Opposer: it will have ample
opportunity to cross-examine the third parties’ respective witnesses about the produced

documents, and to further subpoena them during Opposer’s rebuttal period. Further,

2 Opposer’s motions to quash and accompanying memoranda filed in the three federal
courts are almost identical. Attached hereto as Exhibit E are copies of Opposer’s motion to
quash and accompanying memorandum and declaration filed in a district court for the Eastern
District of Virginia. The language quoted above appears on p. 5 of the memorandum in support
of the motion.



Opposer’s “severe prejudice” excuse is clearly not within the very narrow exception to
the general rule of standing to challenge a subpoena. Denying the movant’s motion to

quash under a set of very similar facts, the court in Rum Marketing held as follows:

Therefore, whether one looks at this matter as a lack of
jurisdiction to grant the particular relief requested, or
alternatively a basic lack of standing under Rule 45 [of the
Federal Rules of Civil Procedure], the inevitable conclusion
is that the relief requested should be Denied. The pending
motion was not a motion filed by the subpoenaing party to
compel compliance, nor was it filed by the subpoenaed third
party seeking relief from the burdens imposed upon that
third party in responding to the subpoena. That denial is, of
course, without prejudice to [the movant] pursuing this
matter with the USPTO. ... But whether or not the subpoena
here should be modified or whether the deposition should
be rescheduled to accommodate [the movant] are matters
that should only be addressed before the USPTO.

Rum Marketing Int’l, Ltd., 2007 WL 2702206 at *53.

Thus, Opposer should have brought its grievances regarding Applicant’s
purportedly “untimely discovery” requests before the Board, which is closely familiar
with this case and which has plenary authority over the trial schedule. Resolving the
document request issues before the Board would also certainly avoid having the three
federal courts reaching potentially disparate and contradictory results regarding the
same issues.*

Second, Opposer argued that Applicant is trying to reopen discovery by
requesting the third parties to bring documents for their respective testimony

depositions. This is not true. The five document requests identified in the subpoenas

8 A copy of the Run Marketing decision is attached hereto as Exhibit F.

4 The two district courts that heard Opposer’s motions (the courts for the Southern
District of New York and the Eastern District of Virginia) already reached two contradictory
results: whereas the New York court granted Opposer’s motion, the Virginia court denied it,
with both courts taking disparate positions, at least in part, on the issue of standing. The
Virginia court found the motion to quash moot because the third-party witness produced the
documents, but the court also was not persuaded by Opposer’s standing argument. A hearing
on Opposer’s motions in the District of Columbia has still not been set, as explained above.



seek a very small number of documents: four of the categories seek representative
samples of documents that would illustrate and validate the witness’ testimony, and the
fifth category asks for documenvts bearing on the potential bias of the witness. If
Applicant had issued a discovery subpoena to the third parties, its document requests
would be more numerous and broader in scope.

Third, the production of documents at trial, and therefore at a testimony
deposition, is expressly provided for under Rule 45 of the Federal Rules of Civil

Procedure. Rule 45 provides, in relevant part:

A command to produce documents, electronically stored
information, or tangible things or to permit the inspection of
premises may be included in a subpoena commanding
attendance at a deposition, hearing, or trial, or may be set
out in a separate subpoena.

A person commanded to produce documents, electronically
stored information, or tangible things, or to permit the
inspection of premises, need not appear in person at the
place of production or inspection unless also commanded to
appear for a deposition, hearing, or trial.

Fed. R. Civ. P. 45(a)(1)(C), 45(c)(2)(A). As stated in Puritan Inv. Corp. v. ASLL Corp., 1997
WL 793569 *1 (E.D. Pa. 1977), “[t]rial subpoenas may be used to secure documents at
trial for the purpose of memory refreshment or trial preparation ... .” Despite this
express language in the Rule 45 and in cases, Opposer takes the position that a third
party can never be required to bring any documents to trial or to a testimony
deposition. That is simply not the law.

Most importantly, nowhere do the Trademark Rules state that the documents
cannot be produced after the close of discovery. Even if they did, Opposer openly
flaunted such a requirement by introducing during its witnesses’ testimonies a
substantial number of documents that had not been earlier produced to Applicant.

As stated above, Opposer’s interference with Applicant’s third-party testimony

depositions has already resulted in several third parties refusing to produce the



requested documents and to attend the depositions on the dates specified in the
subpoenas. Applicant also will not be able to obtain the documents from the
subpoenaed third parties located in Washington, DC until the Wéshington, DC court’s
resolution of Opposer’s four motions to quash pending there. Applicant therefore
requests that the Board allow Applicant more time only to conduct testimonies of the
“unwilling” third parties and those located in Washington, DC.

In the alternative, pursuant to 37 C.F.R. § 2.117, Applicant requests that the
Board suspend this proceeding pending the resolution of the four motions to quash
pending before the U.S. District Court for the District of Columbia. This option would
be less effective and desirable because, as of the filing date of this motion, it is unclear
when the court will set a hearing on the motions, and how long after the hearing is set

and conducted will the court issue a decision on the motions.

IV. CONCLUSION

For the above-stated reasons, Applicant requests that the Board extend
Applicant’s testimony period and the remaining dates in the proceeding by 60 days. In
the alternative, Applicant requests that the Board suspend this proceeding pending the
resolution of Opposer’s four motions to quash pending before a federal district court for

the District of Columbia.
Respectfully submitted,

Date: February 25,2008 /s/1ill M. Pietrini
Jill M. Pietrini
Andrew Eliseev
MANATT, PHELPS & PHILLIPS
11355 W. Olympic Blvd., 10th Floor
Los Angeles, California 90064
(310) 312-4000

Attorneys for Applicant
United States Hispanic Chamber
of Commerce Foundation
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I hereby certify that this correspondence is being transmitted electronically
through ESTTA pursuant to 37 C.F.R. §2.195(a), on this 25th day of February, 2008.

/s/Monica Danner
Monica Danner

CERTIFICATE OF SERVICE

I hereby certify that the foregoing document has been served upon the attorney
for Applicant by depositing a copy thereof in an envelope addressed to: Erik Kane,
Kenyon & Kenyon, 1500 K Street, N.W., Washington, DC 20005-1257, on this 25th day of
February, 2008.

/s/Monica Danner
Monica Danner
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> AQ88 (Rev. 12/07) Subpoena in a Civil Case

Issued by the

UNITED STATES DISTRICT COURT
DISTRICT OF COLUMBIA
The Chamber of Commerce of the United States of America,
Opposer, SUBPOENA IN A CIVIL CASE
\'

United States Hispanic Chamber of Commerce Foundation, Case Number:' U.S. Patent and Trademark
Applicant. Office, Trademark Trial and Appeal Board
Case No. 91-156,321

TO: The U.S. - Women's Chamber of Commerce
1200 G Street, N.-W., Suite 800
Washington, D.C. 20005

[] YOU ARE COMMANDED to appear in the United States District court at the place, date, and time specified below to
testify in the above case.

PLACE OF TESTIMONY COURTROOM

DATE AND TIME

YOU ARE COMMANDED to appear at the place, date, and time specified below to testify at the taking of a deposition
in the above case.

PLACE OF DEPOSITION DATE AND TIME
Manatt, Phelps & Phillips, LLP; One Metro Center, 700 12th Street, N.W., Suite1100, February 25, 2008, 1:00 p.m.

Washington, D.C. 20005. See Schedule A attached hereto.

YOU ARE COMMANDED to produce and permit inspection and copying of the following documents or objects at the
place, date, and time specified below (list documents or objects):

See Schedule B attached hereto.

PLACE DATE AND TIME
Manatt, Phelps & Phillips, LLP; One Metro Center, 700 12th Street, N.W., Suite1100, |February 22, 2008, 10:00 a.m.
Washington, D.C. 20005.

[] YOU ARE COMMANDED to permit inspection of the following premises at the date and time specified below.

PREMISES DATE AND TIME

Any organization not a party to this suit that is subpoenaed for the taking of a deposition shall designate one or more officers,
directors, or managing agents, or other persons who consent to testify on its behalf, and may set forth, for each person designated, the

matters on which the person will testify. Federal Rule of Civil Procedure 30(b)(6).

ISSUING OFFICER'S SIGNATURE AND TITLE (INDICATE IF ATTORNEY FOR PLAINTIFF OR DEFENDANT) DATE

M Attorneys for Applicant February {f , 2008

ISSUING OFFICER’S NAME, ADDRESS AND PHONE NUMBER
Andrew Eliseev
Manatt, Phelps & Phillips, LLP; 11355 W. Olympic Boulevard, Los Angeles, CA 90064;

Telephone: (310) 312-4384

(See Federal Rule of Civil Procedure 45 (c), (d), and (e), on pext page)

1§ action is pending in district other than district of issuance, state district under case number.

American LegalNet, Inc.
www.Forms Workflow.com




AO88 (Rev. 12/07) Subpoena in a Civil Case (Page 2)

PROOEF OF SERVICE
DATE PLACE
SERVED
SERVED ON (PRINT NAME) MANNER OF SERVICE
SERVED BY (PRINT NAME) TITLE
DECLARATION OF SERVER

I declare under penalty of perjury under the laws of the United States of America that the foregoing information contained

in the Proof of Service is true and correct.

Executed on

DATE

SIGNATURE OF SERVER

ADDRESS OF SERVER

Federal Rule of Civil Procedure 45 (c), (d), and (e), as amended on December 1, 2007:

{c) PROTECTING A PERSON SUBJECT TO A SUBPOENA.

(1) Avoiding Undue Burden or Expense; Sanctions. A party or attorney responsible for
issuing and serving a subpoena must take reasonable steps to avoid imposing undue burden or
expense on a person subject to the subpoepa. The issuing court must enforce this duty and
impose an appropriate sanction — which may include lost earnings and reasonable attorney's
fees — on a party or attorney who fails to comply.

(2) Command to Produce Materials or Permit Inspection.

(A) Appearance Not Required. A person commanded to produce documents,
electronically stored information, o tangible things, or to perrit the inspection of premises, need
not appear in person at the place of production or inspection unless also commanded to appear
for a deposition, hearing, or trial.

(B) Objections. A person commanded to produce documents or tangible things or to
permit inspection may serve on the party or attorney designated in the subpoena a written
objection to inspecting, copying, testing or sampling any or all of the materials or to inspecting
the premises — or to producing electronically stored information in the form or forms requested.
The objection must be served before the earlier of the time specified for compliance or 14 days
after the subpoena is served. If an objection is made, the following rules apply:

(@ At any time, on notice to the commanded person, the serving party may move
the issning court for an order compelling production or inspection.

(ii) These acts may be required only as directed in the order, and the order must
protect a person who is neither a party nor a party's officer from significant expense resulting
from cosppliance.

(3) Quashing or Modifying a Subpoena.

(A) When Required. On timely motion, the issuing court mmst quash or modify a
subpoena that:

(i) fails to allow a reasonable time to comply;

(i) requires a person who is neither a party nor a party’s officer to travel more
than 100 miles from where that person resides, is employed, or regularly transacts business in
person — except that, subject to Rule 45(c)(3)(B)(iii), the person may be commanded to attend
2 trial by traveling from any such place within the state where the trial is held;

(iii) requires disclosure of privileged or other protected matter, if no exception
or waiver applies; or

(iv) subjects a person to undue burden.

(B) When Permitted. To protect a person subject to or affected by a subpoena, the
issuing court may, on motion, quash or modify the subpoena if it requires:

() disclosing a trade secret or other copfidential research, development, or
commercial information;

(ii) disclosing an unretained expert's opinion or information that does not
describe specific occarrences in dispute and results from the expert's study that was ot
requested by a party; or

(iii) a person who is peither a party nor a party's officer to incur substantial
expense to travel more than 100 miles to attend trial

(C) Specifying Conditions as an Alternative. In the circumstances described in Rule
45(C)(3)(B), the court may, instead of quashing or modifying a subpoena, order appearance or
production under specified conditions if the serving party:

(i) shows a substantial need for the testimony or material that cannot be otherwise
met without undue hardship; and
(ii) ensures that the subpoenaed person will be reasonably compensated.

(d) DUTIES 1N RESPONDING TO A SUBPOENA.
(1) Producing Documents or Electronically Stored Information. These procedures apply
to producing documents or electronically stored information:

(A) Documents. A person responding to a subpoena to produce documents must
produce them as they are kept in the ordinary course of business or must organize and label them
to correspond to the categories in the demand.

(B) Form for Producing Electronically Stored Information Not Specified. If a
subpoena does not specify a form for producing electronically stored information, the person
responding must produce it in a form or forms in which it is ordinarily maintained of in a
reasonably usable form or forms.

(C) Electronically Stored Information Produced in Only One Form. The person
responding need not produce the same electronically stored information in more than one form.

(D) Inaccessible Electronically Stored Information. The person responding need not
provide discovery of electronically stored information from sources that the person identifies as
not reasonably accessible because of undue burden or cost On motion to compel discovery or
for a protective order, the person responding must show that the information is mot reasonably
accessible because of undue burden or cost. If that showing is made, the court may sogetheless
order discovery from such sources if the requesting party shows good cause, considering the
limitations of Rule 26(b)(2)(C). The court may specify conditions for the discovery.

(2) Claiming Privilege or Protection.

(A) Informatiop Withheld. A person withholding subpoenaed information under a

claim that it is privileged or subject to protection as trial-preparation material must:

(i) expressly make the claim; and

(ii) describe the pature of the withheld documents, communications, or
tangible things in a manner that, without revealing information itseif privileged or protected, will
enable the parties to assess the claim.

(B) Information Produced. If information produced in response to 2 subpoena is
subject to a claim of privilege or of protection as trial-preparation material, the person making
the claim may notify any party that received the information of the claim and the basis for it.
Aﬂzrbeingnoﬁﬁed.apanymmpmmpdymmmsequestzr,ordsmy&wspedﬁcd
information and any copies it has; must not use or disclose the information until the claim is
resolved; must take reasonable steps to retrieve the information if the party disclosed it before
being notified; and may promptly present the information to the court under seal for a
determination of the claim. The person who produced the information mmst preserve the
information untj} the claim is resolved.

{e) CONTEMPT.

The issuing court may hold in contempt a person who, having been served, fails without
adequate excuse to obey the subpoena. A nonparty's failure to obey must be excused if the
subpoena purparts to require the nonparty to attend or produce at a place outside the limits of
Rule 45(c)3)A)G)-

American LegalNet, Inc.
www.Forms Workflow.com
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MANATT, PHELPS &
PHILLIPS, LLP
ATTORNEYS AT LAW

LOS ANGELES

SCHEDULE A
1. The date of the U.S. Women’s Chamber of Commerce’s (“USWCC”)
first use of its name and trademark U.S. WOMEN’S CHAMBER OF
COMMERCE, or any other mark or name including CHAMBER OF COMMERCE

(the “USWCC Marks”).
2. The types of products and services that the USWCC offers, sells or

sold under, or bearing or promoted as or under, the USWCC Marks (the “USWCC

Products and Services”).
3.  The USWCC’s marketing and/or advertising of the USWCC Products

and Services.

4. The number and type of customers of the USWCC Products and
Services and/or the number of members of the USWCC.

5.  The amount spent by the USWCC to advertise or promote the USWCC
Products and Services from inception to the present.

6.  Publicity relating to the USWCC Products and Services, including but
not limited to, reviews, features, or mentions of the USWCC Products and Services

in any medium and all press releases relating to any USWCC Products and

Services.
7.  Any instances of confusion between the USWCC (or the USWCC

Products and Services) and the U.S. Chamber of Commerce (or its products and

services).
8. Any instances of confusion between the USWCC (or the USWCC

Products and Services) and the U.S. Hispanic Chamber of Commerce (or its

products and services).
9.  Allegations of trademark infringement or any challenges to the use or

registration of the USWCC Marks, if any, by the U.S. Chamber of Commerce
against the USWCC.
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MANATT, PHELPS &
PHILLIPS, LLP
ATTORNEYS AT LaW

Los ANGELES

SCHEDULE B

1. Represeritative samples of documents and things reflecting the

advertising, promotion, offering for sale, and/or sale of USWCC'’s Products and
Services, including but not limited to, catalogs, advertisements, website pages,
brochures, tradeshow materials, etc.

2. Representative samples of documents and things reflecting the total
number of USWCC members from inception to the present.

3. Representative documents and things reflecting any publicity relating
to USWCC’s Products and Services, including but not limited to, press releases,
articles, stories, or the like featuring, mentioning, or reviewing USWCC’s Products

and Services.

4.  Representative samples of documents and things reflecting the
geographic scope of USWCC’s use of the USWCC Marks.

5. Letters, emails, or the like reflecting communications with the U.S.
Chamber of Commerce, membership in the U.S. Chamber of Commerce, or any

agreements or licenses with the U.S. Chamber of Commerce.

41204031.1
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l :(KENYDN Erik C. Kane
S Direct 202.220.4294
KENYON ekane@kenyon.com

LLP

Intellectual Property Law 1500 K Street, NW
Washington, DC 20005-1257
202.220.4200
Fax 202.220.4201

February 15, 2008

Via Federal Express

Jill M. Pietrini, Esq.

MANATT, PHELPS & PHILLIPS L.P.
11355 West Olympic Blvd.

Los Angeles, California 90064-1614

Re:  The Chamber of Commerce of the United States v. U.S. Hispanic
Chamber of Commerce, Cancellation No. 91/156,321

Dear Jill:

Enclosed please find Notices of Designation of Related Civil Cases Pending in this
or any other United States Court filed today with the United States District Court.

Very truly yours,
KENYON & KENYON LLP
Erik C. Kane

ECK

cc:  Andrew Eliseev, Esq.

Edward T. Colbert, Esq.
William M. Merone, Esq.

DCO1 706509 vi New York Washington, DC  Silicon Valley www.kenyon.com
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UNITED STATES DISTRICT COURT -y Reg 496
FOR THE DISTRICT OF COLUMBIA 3 f g ‘%008

NOTICE OF DESIGNATION OF RELATED CIVIL CASES PENDINGNCY ﬁWER WHITTINGTON, CLERiC
{N THIS OR ANY OTHER UNITED STATES COURT 5. DISTRICT COURT

Civil Action No. [ 1081 €000 17
(To be supplied by the Clerk)

NOTICE TO PARTIES:

Pursuant to Rule 40.5(b)(2), you are required to prepare and submit this form at the time of filing any civil action which is
related to any pending cases or which involves the same parties and relates to the same subject matier of any dismissed related cases.
This form must be prepared in sufficient quantity to provide one copy for the Clerk's records, one copy for the Judge to whom the
cases is assigned and one copy for each defendant, so that you must prepare 3 copies for a one defendant case, 4 copies for a two

defendant case, eic.

NOTICE TO DEFENDANT:

Rute 405(b)(2) of this Court requires that you serve upon the plaintiff and file with your first responsive pleading or motion
any objection you have to the related case designation.

NOTICE TO ALL COUNSEL

Rule 405(b)(3) of this Court requires that as soon as an attorney for a party becomes aware of the existence of a related case
or cases, such attorney shall immediately notify, in writing, the fudges on whose calendars the cases appear and shall serve such notice
on counsel for all other parties.

The plaintiff , defendant or counsel must complete the following:

[ RELATIONSHIP OF NEW CASE TO PENDING RELATED CASE(S).

A new case is deemed related (o a case pending in this or another U.S. Court if the new case: {Check appropriate box(e's}
below.}

[:] (a) relates to common property

(b) involves common issues of fact

[:] (©) grows out of the same event or transaction

[:' (d) involves the validity or infringement of the same patent
D (e} is filed by the same pro s¢ litigant

2. RELATIONSHIP OF NEW CASE TO DISMISSED RELATED CASE(ES)

A new case is deemed related to a case dismissed, with or without prejudice, in this or any other U.S. Court, if the new case
involves the same parties and same subject maiter.

Check box if new case is related to a dismissed case: D

3. NAME THE UNITED STATES COURT IN WHICH THE RELATED CASE [S FILED (IF OTHER THAN THIS
COURTY):
4. CAPTION AND CASE NUMBER OF RELATED CASE(E'S). [F MORE ROOM (S NEED PLEASE USE OTHER SIDE.
The Chamber of Commerce of the USA ‘. US Hispanic Chamber of Commerce C.A. No. 1:08mc076

_2/15/08 AL K  Dcfor 495I5G

DATE Signature of Plainti ff /Defendant (or counsel)
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UNITED STATES DISTRICT COURT Rev.4/96
FOR THE DISTRICT OF COLUMBIA FEB 1 5 2008

NOTICE OF DESIGNATION OF RELATED CIVIL CASES PENDMALY MAvER pra "
{N THIS OR ANY OTHER UNITED STATES COURT US. BisTRier cggg?h Clege

Civil Action No. [ f 08-mc w07y

(To be supplied by the Clerk)

NOTICE TO PARTIES:

Pursuant to Rule 40.5(b}(2), you are required to prepare and submit this form at the time of filing any civil action which is
related to any pending cases or which involves the same parties and relates (0 the same subject matter of any dismissed related cases.
This form must be prepared in sufficient quantity to provide one copy for the Clerk's records, one copy for the Judge to whom the
cases is assigned and one copy for each defendant, so that you must prepare 3 copies for a one defendant case, 4 copies for a two

defendant case, etc.

NOTICE TO DEFENDANT:

Rule 405(b)(2) of this Court requires that you serve upoa the plaintiff and file with your first responsive pleading or motion
any objection you have to the related case designation.

NOTICE TO ALL COUNSEL

Rule 405(b)(3) of this Court requires that as soon as an attorney for a party becomes aware of the existence of a related case
ar cases, such attorney shall immediately notify, in writing, the Judges on whose calendars the cases appear and shall serve such notice

on counsel for all other parties.

The plaintiff , defendant or counsel must complete the following:

L. RELATIONSHIP OF NEW CASE TO PENDING RELATED CASE(S).

A new case is deemed related to a case pending in this or another U.S. Court if the new case: [Check appropriate box(e's)
below.|

D (a) relates to common property

(b) involves common issues of fact

D (c) grows out of the same event or transaction

[:l )] involves the validity or infringement of the same patent
[j (e) is filed by the same pro se litigant

2. RELATIONSHIP OF NEW CASE TO DISMISSED RELATED CASE(ES)

A new case is deemed related to a case dismissed, with or without prejudice, in this or any other U.S. Court, if the new case
involves the same parties and same subject matter.

Check box if new case is related to a dismissed case: D

3. NAME THE UNITED STATES COURT IN WHICH THE RELATED CASE IS FILED (IF OTHER THAN THIS
COURT):
4. CAPTION AND CASE NUMBER OF RELATED CASE(E'S). [F MORE ROOM IS NEED PLEASE USE OTHER S{DE.
The Chamber of Commerce of the USA v Us Hispanic Chamber of Commerce CA. No, 1:08mc076

U5 /08 KL g,/ b bar 495 /56
DATE Signature of Plaintiff /Defendant (or counsel)
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UNITED STATES DISTRICT COURT Rev. 4/96
FOR THE DISTRICT OF COLUMBIA FEB 15 2008

NOTICE OF DESIGNATION OF RELATED CIVIL CASES PEND INENCY Maveq WHITTINGTO,
IN THIS OR ANY OTHER UNITED STATES COURT us. D:smlcrcom#‘ CLERK

Civil Action No.[ [0 c?—mC—om‘]q

(To be supplied by the Clerk)

NOTICE TO PARTIES:

Pursuant to Rule 40.5(b)(2). you are required to prepare and submit this form at the time of filing any civil action which is
related to any pending cases or which involves the same parties and relates to the same subject matter of any dismissed related cases.
This form must be prepared in sufficient quantity to provide one copy for the Clerk’s records, one copy for the Judge to whom the
cases is assigned and one copy for each defendant, so that you must prepare 3 copies for a one defendant case, 4 copies for a two

defendant case, etc.

NOTICE TO DEFENDANT:

Rute 405(b)(2) of this Court requires that you serve upon the plaintiff and file with your first responsive pleading or motion
any objection you have to the related case designation.

NOTICE TO ALL COUNSEL

Rule 405(b)(3) of this Court requires that as soon as an attorney for a party becomes aware of the existence of a refated case
or cases, such attorney shall immediately notify, in writing, the Judges on whose calendars the cases appear and shall serve such notice

on counsel for all other parties.

The plaintiff , defendant or counsel must complete the following:

I RELATIONSHIP OF NEW CASE TO PEND[NG RELATED CASE(S).

A new case is deemed related to a case pending in this or another U.S. Court if the new case: [Check appropriate box(e’s)
below.}

[:] (a) relates to common property

{b) involves common issues of fact

[:j {c) grows out of the same event or transaction

D (d) involves the validity or infringement of the same patent
[j (e) is filed by the same pro se litigant

2. RELATIONSHIP OF NEW CASE TO DISMISSED RELATED CASE(ES)

A new case is deemed related to a case dismissed, with or without prejudice, in this or any other U.S. Court, if the new case
involves the same parties and same subject matter.

Check box if new case is related to a dismissed case: D

3. NAME THE UNITED STATES COURT IN WHICH THE RELATED CASE (S FILED (IF OTHER THANTHIS
COURT):
4. CAPT{ON AND CASE NUMBER OF RELATED CASE(E'S). {F MORE ROOM IS NEED PLEASE USE OTHER SIDE.
The Chamber of Commerce of the USA o, US Hispanic Chamber of Commerce C.A. No, 1:08mc076

1§ /08 L 0C 6r. 4951SC

DATE Signature of Plainti ff /Defendant (or counsel)




RECEIVED
FEB 1 4 2008

NANCY MAYER WHITTINGTON, CLERK
U.S. DISTRICT COURT

IN THE UNITED STATES DISTRICT COURT
FOR THE DISTRICT OF COLUMBIA

THE CHAMBER OF COMMERCE QOF THE United States Patent and Trademark Office

UNITED STATES OF AMERICA
Trademark Trial and Appeal Board

Movan, Opposition No.: 91/156,321
V. Serial No.: 78/081,731
UNITED STATES HISPANIC CHAMBER Case: 1:08-mc-00076
OF COMMERCE FOUNDATION, Assigned To : Kennedy, Henry H.
Assign. Date : 2/14/2008
Non-Movant. Description: Miscellaneous

MOTION TO QUASH TRIAL TESTIMONY SUBPOENA DUCES TECUM

The Chamber of Commerce of the United States of America (“U.S. Chamber™), moves
pursuant to Rule 45(c) of the Federal Rules of Civil Procedure, to quash the subpoena duces
tecum that The United States Hispanic Chamber of Commerce (“USHCOC”) has served on third
party, The U.S. - Women’s Chamber of Commerce, to prevent the production of the requested
documents. Through the issued trial subpoena duces tecum, USHCOC improperly seeks to
obtain document discovery during the middle of the trial phase of the administrative proceeding
referenced in the subpoena and more than eighteen months after discovery in that proceeding
closed. However, under the rules of the Trademark Trial and Appeal Board (“TTAB”) of the
U.S. Patent and Trademark Office (the body before which the referenced administrative
proceeding is pending), discovery may not be sought and cannot be required after the close of
discovery. Furthér, USHCOC has not sought the permission of the TTAB to reopen the
discovéry period, undoubtedly because it knew that such a request coming at this late date (and

without good cause) would have been summarily denied.



IN THE UNITED STATES DISTRICT COURT
FOR THE DISTRICT OF COLUMBIA

THE CHAMBER OF COMMERCE OF THE
UNITED STATES OF AMERICA
Movant,

V.

UNITED STATES HISPANIC CHAMBER
OF COMMERCE FOUNDATION,

Non-Movant.

NANCY 2o e
S YIS THIL,

CUhi
United States Patent and Trademark Office
Trademark Trial and Appeal Board
Opposition No.: 91/156,321
Serial No.: 78/081,731
Case: 1:08-mc-00077
Assigned To : Kennedy, Henry H.

Assign. Date : 2/14/2008
Description: Miscellaneous

MOTION TO QUASH TRIAL TESTIMONY SUBPOENA DUCES TECUM

The Chamber of Commerce of the United States of America (“U.S. Chamber™), moves

pursuant to Rule 45(c) of the Federal Rules of Civil Procedure, to quash the subpoena duces

tecum that The United States Hispanic Chamber of Commerce (“USHCOC”) has served on third

party, U.S. — Mexico Chamber of Commerce, to prevent the production of the requested

documents. Through the issued trial subpoena duces tecum, USHCOC improperly seeks to

obtain document discovery during the middle of the trial phase of the administrative proceeding

referenced in the subpoena and more than eighteen months after discovery in that proceedin?

closed. However, under the rules of the Trademark Trial and Appeal Board (“TTAB”) of the

U.S. Patent and Trademark Office (the body before which the referenced administrative

proceeding is pending), discovery may not be sought and cannot be required after the nlose A0

discovery. Further, USHCOC has not sought the permission of the TTAB to reopen the

discovery period, undoubtedly because it knew that such a request coming at this late Jatc (2]

without good cause) would have been summarily denied.



RECEIVED
IN THE UNITED STATES DISTRICT COURT
FOR THE DISTRICT OF COLUMBIA FEB 14 2008

CY MAYER WHITTINGTON, CLERK
M U1.S. DISTRICT COURT

THE CHAMBER OF COMMERCE OF THE United States Patent and Trademark Office

UNITED STATES OF AMERICA
' Trademark Trial and Appeal Board

Movant, Opposition No.: 91/156,321
v. Serial No.: 78/081,731
UNITED STATES HISPANIC CHAMBER
OF COMMERCE FOUNDATION, Case: 1:08-mc-00078 H
Assigned To : Kennedy, Heary 1.
Non-Movant. Assign. Date : 2/1 442008

Description: Miscellaneous

MOTION TO QUASH TRIAL TESTIMONY SUBPOENA DUCES TECUM

The Chamber of Commerce of the United States of America (“U.S. Chamber™), moves
pursuant to Rule 45(c) of the Federal Rules of Civil Procedure, to quash the subpoena duces
tecum that The United States Hispanic Chamber of Commerce (“USHCOC™) has served on third
party, The U.S. - Azerbaijan Chamber of Commerce, to prevent the production of the requested
documents. Through the issued trial subpoena duces tecum, USHCOC improperly seeks to
obtain document discovery during the middle of the trial phase of the administrative proceeding
referenced in the subpoena and more than eighteen months after discovery in that proceeding
closed. However, under the rules of the Trademark Trial and Appeal Board (“TTAB”) of the
U.S. Patent and Trademark Office (the body before which the referenced administrative
proceeding is pending), discovery may not be sought and cannot be required after the close of
discovery. Further, USHCOC has not sought the permission of the TTAB to reopen the
discovery period, undoubtedly because it knew that such a request coming at this late date (and

without good cause) would have been summarily denied.



RECEIVED
IN THE UNITED STATES DISTRICT COURT
FOR THE DISTRICT OF COLUMBIA FEB 1 4 2008

NANCY MAYER WHITTINGTON
U.S. DISTRICT COURT CLERK

THE CHAMBER OF COMMERCE OF THE United States Patent and Trademark Office

UNITED STATES OF AMERICA
Trademark Trial and Appeal Board

Movant, Opposition No.: 91/156,321
v. Serial No.: 78/081,731
UNITED STATES HISPANIC CHAMBER .
Case: 1:08-mc-00079
OF COMMERCE FOUNDATION, Assigned To : Kennedy, Henry H.
M Assign. Date : 2/14/2008
Non-Movant Description: Miscellaneous

MOTION TO QUASH TRIAL TESTIMONY SUBPOENA DUCES TECUM

The Chamber of Commerce of the United States of America (“U.S. Chamber”), moves
pursuant to Rule 45(c) of the Federal Rules of Civil Procedure, to quash the subpeena duces
tecum that The United States Hispanic Chamber of Commerce (“USHCOC”) has served on third
party, American-Russian Chamber of Commerce & Industry, to prevent the production of the
requested documents. Through the issued trial subpoena duces tecum, USHCOC improperly
seeks to obtain document discovery during the middle of the trial phase of the administrative
proceeding referenced in the subpoena and more than eighteen months after discovery in that
proceeding closed. However, under the rules of the Trademark Trial and Appeal Board
(“TTAB”) of the U.S. Patent and Trademark Office (the body before which the referenced
administrative proceeding is pending), discovery may not be sought and cannot be required after
the close of discovery. Further, USHCOC has not sought the permission of the TTAB to reopen
the discovery period, undoubtedly because it knew that such a request coming at this late date

(and without good cause) would have been summarily denied.



CERTIFICATE OF SERVICE
I hereby certify that on February 15, 2008, I caused a true and correct copy of the
foregoing Notices of Designation of Related Civil Cases Pending to be served by overnight

courier upon the following counsel and parties, as set forth below:

United States Hispanic Chamber of Commerce

Jill M. Pietrini

Andrew Eliseev

MANATT PHELPS & PHiLLIPS, LLP
11355 W. Olympic Boulevard
Los Angeles, CA 90064-1614

D A dee

KENYON & KENYON LLP

1500 K Street, N.W.; Suite 700
Washington, D.C. 20005

Tel.: (202) 220 — 4200

Fax: (202) 220 -4201

Counsel for Movant, The Chamber of Commerce
of the United States of America
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Eliseev, Andrew

From: Eliseev, Andrew

Sent:  Friday, February 15, 2008 4:01 PM
To: 'Kane, Erik'

Cc: Pietrini, Jill

Subject: Opposition No. 91-156,321

Erik,

We have received Opposer's motions to quash filed in federal courts in the Eastern District of Virginia, Southern
District of New York, and District of Columbia. Having to resolve the third-party testimony issues in court

will impede Applicant's ability to receive such testimony (and documents) before the close of Applicant's testimony
period. Therefore, we request that Opposer stipulate to continue Applicant's testimony period for 20 days to

allow the parties resolve the subpoena issues and conduct the subpoenaed parties' testimonies. This extension
will only be necessary to conduct the third-party depositions; the depositions of Applicant's witnesses Frank
Lopez, Jose Nino and Monica Danner will go forward as previously noticed.

We hope to obtain Opposer's cooperation on this very necessary and reasonable extension to avoid having to
bring this dispute to the Board's attention. Let us know by Monday, February 18, 2008. If not, we will file a motion
to extend Applicant's testimony period or to suspend the case based on the newly filed actions to bar our
testimony depositions of third parties.

Andrew Eliseev

Manatt, Phelps & Phillips, LLP
11355 West Olympic Boulevard
Los Angeles, CA 90064

Tel. 310-312-4384

Fax 310-996-6986

CONFIDENTIALITY NOTICE: This e-mail transmission, and any documents, files or previous e-mail messages attached to it, may contain confidential
information that is legally privileged. If you are not the intended recipient, or a person responsible for delivering it to the intended recipient, you are
hereby notified that any disclosure, copying, distribution or use of any of the information contained in or attached to this message is STRICTLY
PROHIBITED. If you have received this transmission in error, please immediately notify us by reply e-mail at aeliseev@ manatt.com or by telephone at
310-312-4000, and destroy the original transmission and its attachments without reading them or saving them to disk. Thank you.

2MMK81200NK
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| XK ervon
S Direct 202.220.4294
K E N Y D N ekane@kenyon.com

LLP

Intellectual Property Law 1500 K Street, NW
Washington, DC 20005-1257
202.220.4200
Fax 202.220.4201
February 19, 2008
VIA FACSIMILE & EMAIL

Jill M. Pietrini, Esq.

Andrew Eliseev, Esq.

MANATT, PHELPS & PHILLIPS L.P.
11355 West Olympic Blvd.

Los Angeles, California 90064-1614

RE: US Chamber v. US Hispanic Chamber, Opposition No. 91/156,321

Dear Jill and Andrew:

You have requested that the U.S. Chamber consent to extending your testimony period to
reschedule your third party deposition of The Belgian-American Chamber of Commerce in
the United States, which is presently scheduled for February 27, 2008 in New York, NY.

As you know, the U.S. Chamber does not believe that the subpoena duces tecum you
served on this third party was proper, which led to the U.S. Chamber filing its motion to quash.
We therefore do not believe that the pendency of that motion should constitute valid grounds for
rescheduling the deposition such that it takes place outside the designated testimony period, and
the U.S. Chamber will not consent to extending your testimony period. You, of course, may
petition the Trademark Trial and Appeal Board for an extension, but unless and until that request
is granted, the U.S. Chamber will presume that your testimony will close on February 28™ as
scheduled. Accord TBMP §509.02 (“A party has no right to assume that its motion to extend ...
made without the consent of the adverse party will always be granted automatically.”).

As it would be improper for Applicant to take trial testimony outside of its testimony
period, see TBMP §707.03(b), 37 CFR §2.121(a), the U.S. Chamber will object to any testimony
taken after February 28" unless the Board first agrees to extend the period. Specifically, the U.S.
Chamber will move to quash any subpoena that seeks to compel a third part to appear for a
deposition after the February 28" cut-off date, and will move to strike any late testimony taken
voluntarily. To be sure, if the third party cannot attend on the scheduled date, we would be
willing to attend the deposition on a different date, provided that all testimony is completed by
February 28™. However, if the third party cannot attend at all prior to February 28™ we would
submit that your inability to complete all of your testimony depositions within your proscribed
testimony period (which opened last August) is a result of your not pursuing subpoenas until the
end of your testimony period and would not provide a valid basis for extending time.

New York Washington, DC  Silicon Valley www.kenyon.com



Jill M. Pietrini, Esq.
February 19, 2008 I {(
Page 2

As we have already made arrangements to attend the deposition as noticed, and have not
received any indications that the third party is unable to attend, we presume that the deposition
will go forward as presently noticed. If you do not intend to take the deposition on the scheduled
date and time, please let us know immediately. Should Applicant cancel the deposition only at
the last moment and/or fail to attend, the U.S. Chamber will seek appropriate costs and attorney
fees with the court that issued the subpoena to the extent permitted under Fed. R. Civ. Pro. 45.

Regards,

KENYON & KENYON LLP

bl K

Erik C. Kane

ECK
cc: The Belgian-American Chamber of Commerce in the United States (facsimile only)



KENYON Erik C. Kane
& Direct 202.220.4294
KE NYO N ekane@kenyon.com
LLP
Intellectual Property Law 1500 K Street, NW
Washington, DC 20005-1257
202.220.4200
Fax 202.220.4201
February 19, 2008
VIA FACSIMILE & EMAIL

Jill M. Pietrini, Esq.

Andrew Eliseev, Esq.

MANATT, PHELPS & PHILLIPS L.P.
11355 West Olympic Blvd.

Los Angeles, Califormia 90064-1614

RE: US Chamber v. US Hispanic Chamber, Opposition No. 91/156,321

Dear Jill and Andrew:

You have requested that the U.S. Chamber consent to extending your testimony period to
reschedule your third party deposition of The U.S. — Azerbaijan Chamber of Commerce,
which is presently scheduled for February 27, 2008 in Washington, DC.

As you know, the U.S. Chamber does not believe that the subpoena duces tecum you
served on this third party was proper, which led to the U.S. Chamber filing its motion to quash.
We therefore do not believe that the pendency of that motion should constitute valid grounds for
rescheduling the deposition such that it takes place outside the designated testimony period, and
the U.S. Chamber will not consent to extending your testimony period. You, of course, may
petition the Trademark Trial and Appeal Board for an extension, but unless and until that request
is granted, the U.S. Chamber will presume that your testimony will close on February 28" as
scheduled. Accord TBMP §509.02 (““A party has no right to assume that its motion to extend ...
made without the consent of the adverse party will always be granted automatically.”).

As it would be improper for Applicant to take trial testimony outside of its testimony
period, see TBMP §707.03(b), 37 CFR §2.121(a), the U.S. Chamber will object to any testimony
taken after February 28" unless the Board first agrees to extend the period. Specifically, the U.S.
Chamber will move to quash any subpoena that seeks to compel a third part to appear for a
deposition after the February 28™ cut-off date, and will move to strike any late testimony taken
voluntarily. To be sure, if the third party cannot attend on the scheduled date, we would be
willing to attend the deposition on a different date, provided that all testimony 1s completed by
February 28". However, if the third party cannot attend at all prior to February 28" we would
submit that your inability to complete all of your testimony depositions within your proscribed
testimony period (which opened last August) is a result of your not pursuing subpoenas until the
end of your testimony period and would not provide a valid basis for extending time.

New York Washington, DC  Silicon Valley www.kenyon.com



Jill M. Pietrini, Esq. o
February 19, 2008 I i
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As we have already made arrangements to attend the deposition as noticed, and have not
received any indications that the third party is unable to attend, we presume that the deposition
will go forward as presently noticed. If you do not intend to take the deposition on the scheduled
date and time, please let us know immediately. Should Applicant cancel the deposition only at
the last moment and/or fail to attend, the U.S. Chamber will seek appropriate costs and attorney
fees with the court that issued the subpoena to the extent permitted under Fed. R. Civ. Pro. 45.

Regards,

KENYON & KENYON LLP

Lk

Erik C. Kane

ECK
cc: The U.S. — Azerbaijan Chamber of Commerce (facsimile only)




KENYON Erik C. Kane
Se Direct 202.220.4294
KENY{ON ekane@kenyon.com
LLP
Intellectual Property Law 1500 K Street, NW
Washington, DC 20005-1257
202.220.4200
Fax 202.220.4201
February 19, 2008
VIA FACSIMILE & EMAIL

Jill M. Pietrini, Esq.

Andrew Eliseev, Esq.

MANATT, PHELPS & PHILLIPS L.P.
11355 West Olympic Blvd.

Los Angeles, California 90064-1614

RE: US Chamber v. US Hispanic Chamber, Opposition No. 91/156,321

Dear Jill and Andrew:

You have requested that the U.S. Chamber consent to extending your testimony period to
reschedule your third party deposition of The Swedish — American Chambers of Commerce
USA, which is presently scheduled for February 25, 2008 in Los Angeles.

As you know, the U.S. Chamber does not believe that the subpoena duces tecum you
served on this third party was proper, which led to the U.S. Chamber filing its motion to quash.
We therefore do not believe that the pendency of that motion should constitute valid grounds for
rescheduling the deposition such that it takes place outside the designated testimony period, and
the U.S. Chamber will not consent to extending your testimony period. You, of course, may
petition the Trademark Trial and Appeal Board for an extension, but unless and until that request
is granted, the U.S. Chamber will presume that your testimony will close on February 28™ as
scheduled. Accord TBMP §509.02 (“A party has no right to assume that its motion to extend ...
made without the consent of the adverse party will always be granted automatically.”).

As it would be improper for Applicant to take trial testimony outside of its testimony
period, see TBMP §707.03(b), 37 CFR §2.121(a), the U.S. Chamber will object to any testimony
taken after February 28™ unless the Board first agrees to extend the period. Specifically, the U.S.
Chamber will move to quash any subpoena that seeks to compel a third part to appear for a
deposition after the February 28" cut-off date, and will move to strike any late testimony taken
voluntarily. To be sure, if the third party cannot attend on the scheduled date, we would be
willing to attend the deposition on a different date, provided that all testimony is completed by
February 28" However, if the third party cannot attend at all prior to February 28" we would
submit that your inability to complete all of your testimony depositions within your proscribed
testimony period (which opened last August) is a result of your not pursuing subpoenas until the
end of your testimony period and would not provide a valid basis for extending time.

New York Washington, DC  Silicon Valley www.kenyon.com



Jill M. Pietrini, Esq.
February 19, 2008
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As we have already made arrangements to attend the deposition as noticed i i
received any indications that the third party is unable to attend, we presume that the Gopoai
will go forward as presently noticed. If you do not intend to take the deposition on the scheduled
date and time, please let us know immediately. Should Applicant cancel the deposition only at
the last moment and/or fail to attend, the U.S. Chamber will seek appropriate costs and attorney
fees with the court that issued the subpoena to the extent permitted under Fed. R. Civ. Pro. 45.

Regards,
KENYON & KENYON LLP

Llc K/

Erik C. Kane

ECK
cc: The Swedish — American Chambers of Commerce USA (facsimile only)



I KKENYDN Erik C. Kane
S Direct 202.220.4284
KE NY O N ekane@kenyon.com

LLP

Intellectual Property Law 1500 K Street, NW
Washington, DC 20005-1257
202.220.4200
Fax 202.220.4201
February 19, 2008
VIA FACSIMILE & EMAIL

Jill M. Pietrini, Esq.

Andrew Eliseev, Esq.

MANATT, PHELPS & PHILLIPS L.P.
11355 West Olympic Blvd.

Los Angeles, California 90064-1614

RE: US Chamber v. US Hispanic Chamber, Opposition No. 91/156,321

Dear Jill and Andrew:

You have requested that the U.S. Chamber consent to extending your testimony period to
reschedule your third party deposition of The Spain-U.S. Chamber of Commerce, which 1s
presently scheduled for February 28, 2008 in New York, NY.

As you know, the U.S. Chamber does not believe that the subpoena duces tecum you
served on this third party was proper, which led to the U.S. Chamber filing its motion to quash.
We therefore do not believe that the pendency of that motion should constitute valid grounds for
rescheduling the deposition such that it takes place outside the designated testimony period, and
the U.S. Chamber will not consent to extending your testimony period. You, of course, may
petition the Trademark Trial and Appeal Board for an extension, but unless and until that request
is granted, the U.S. Chamber will presume that your testimony will close on February 28" as
scheduled. Accord TBMP §509.02 (“A party has no right to assume that its motion to extend ...
made without the consent of the adverse party will always be granted automatically.”).

As it would be improper for Applicant to take trial testimony outside of its testimony
period, see TBMP §707.03(b), 37 CFR §2.121(a), the U.S. Chamber will object to any testimony
taken after February 28™ unless the Board first agrees to extend the period. Specifically, the U.S.
Chamber will move to quash any subpoena that seeks to compel a third part to appear for a
deposition after the February 28" cut-off date, and will move to strike any late testimony taken
voluntarily. To be sure, if the third party cannot attend on the scheduled date, we would be
willing to attend the deposition on a different date, provided that all testimony is completed by
February 28", However, if the third party cannot attend at all prior to February 28™ we would
submit that your inability to complete all of your testimony depositions within your proscribed
testimony period (which opened last August) is a result of your not pursuing subpoenas until the
end of your testimony period and would not provide a valid basis for extending time.

New York Washington, DC  Silicon Valley www.kenyon.com
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As we have already made arrangements to attend the deposition as noticed, and have not
received any indications that the third party is unable to attend, we presume that the deposition
will go forward as presently noticed. If you do not intend to take the deposition on the scheduled
date and time, please let us know immediately. Should Applicant cancel the deposition only at
the last moment and/or fail to attend, the U.S. Chamber will seek appropriate costs and attorney
fees with the court that issued the subpoena to the extent permitted under Fed. R. Civ. Pro. 45.

Regards,
KENYON & KENYON LLP

tlc &/

Erik C. Kane

ECK
cc: The Spain-U.S. Chamber of Commerce (facsimile only)



KENYON Erik C. Kane
P Direct 202.220.4294

K E N Y D N ekane@kenyon.com
LLP

Inteflectual Property Law 1500 K Street, NW :
Washington, DC 20005-1257
202.220.4200
Fax 202.220.4201

February 19, 2008
VIA FACSIMILE & EMAIL

Jill M. Pietrini, Esq.

Andrew Eliseev, Esq.

MANATT, PHELPS & PHILLIPS L.P.
11355 West Olympic Blvd.

Los Angeles, California 90064-1614

RE: US Chamber v. US Hispanic Chamber, Opposition No. 91/156,321

Dear Jill and Andrew:

You have requested that the U.S. Chamber consent to extending your testimony period to
reschedule your third party deposition of The U.S./Austrian Chamber of Commerce, which 1s
presently scheduled for February 28, 2008 in New York, NY.

As you know, the U.S. Chamber does not believe that the subpoena duces tecum you
served on this third party was proper, which led to the U.S. Chamber filing its motion to quash.
We therefore do not believe that the pendency of that motion should constitute valid grounds for
rescheduling the deposition such that it takes place outside the designated testimony period, and
the U.S. Chamber will not consent to extending your testimony period. You, of course, may
petition the Trademark Trial and Appeal Board for an extension, but unless and until that request
is granted, the U.S. Chamber will presume that your testimony will close on February 28" as
scheduled. Accord TBMP §509.02 (“A party has no right to assume that its motion to extend ...
made without the consent of the adverse party will always be granted automatically.”).

As it would be improper for Applicant to take trial testimony outside of its testimony
period, see TBMP §707.03(b), 37 CFR §2.121 (a), the U.S. Chamber will object to any testimony
taken after February 28" unless the Board first agrees to extend the period. Specifically, the U.S.
Chamber will move to quash any subpoena that seeks to compel a third part to appear for a
deposition after the February 28™ cut-off date, and will move to strike any late testimony taken
voluntarily. To be sure, if the third party cannot attend on the scheduled date, we would be
willing to attend the deposition on a different date, provided that all testimony is completed by
February 28". However, if the third party cannot attend at all prior to February 28™ we would
submit that your inability to complete all of your testimony depositions within your proscribed
testimony period (which opened last August) is a result of your not pursuing subpoenas until the
end of your testimony period and would not provide a valid basis for extending time.

New York Washington, DC  Silicon Valley www.kenyon.com
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As we have already made arrangements to attend the deposition as noticed, and have not
received any indications that the third party is unable to attend, we presume that the deposition
will go forward as presently noticed. If you do not intend to take the deposition on the scheduled
date and time, please let us know immediately. Should Applicant cancel the deposition only at
the last moment and/or fail to attend, the U.S. Chamber will seek appropriate costs and attorney
fees with the court that issued the subpoena to the extent permitted under Fed. R. Civ. Pro. 45.

Regards,

KENYON & KENYON LLP

Lle &

Erik C. Kane

ECK
cc: The U.S./Austrian Chamber of Commerce (facsimile only)



Direct 202.220.4294

I { KENYON Erik C. Kane

KENYON ekane@kenyon.com
LLP

Intellectual Property Law 1500 K Street, NW
Washington, DC 20005-1257
202.220.4200
Fax 202.220.4201

February 19, 2008
VIA FACSIMILE & EMAIL

Jill M. Pietrini, Esq.

Andrew Eliseev, Esq.

MANATT, PHELPS & PHILLIPS L.P.
11355 West Olympic Blvd.

Los Angeles, California 90064-1614

RE: US Chamber v. US Hispanic Chamber, Opposition No. 91/156,321

Dear Jill and Andrew:

You have requested that the U.S. Chamber consent to extending your testimony period to
reschedule your third party deposition of The French American Chamber of Commerce in the
United States, which is presently scheduled for February 27, 2008 in New York, NY.

As you know, the U.S. Chamber does not believe that the subpoena duces tecum you
served on this third party was proper, which led to the U.S. Chamber filing its motion to quash.
We therefore do not believe that the pendency of that motion should constitute valid grounds for
rescheduling the deposition such that it takes place outside the designated testimony period, and
the U.S. Chamber will not consent to extending your testimony period. You, of course, may
petition the Trademark Trial and Appeal Board for an extension, but unless and until that request
is granted, the U.S. Chamber will presume that your testimony will close on February 28" as
scheduled. Accord TBMP §509.02 (“A party has no right to assume that its motion to extend ...
made without the consent of the adverse party will always be granted automatically.”).

As it would be improper for Applicant to take trial testimony outside of its testimony
period, see TBMP §707.03(b), 37 CFR §2.121(a), the U.S. Chamber will object to any testimony
taken after February 28™ unless the Board first agrees to extend the period. Specifically, the U.S.
Chamber will move to quash any subpoena that seeks to compel a third part to appear for a
deposition after the February 28™ cut-off date, and will move to strike any late testimony taken
voluntarily. To be sure, if the third party cannot attend on the scheduled date, we would be
willing to attend the deposition on a different date, provided that all testimony is completed by
February 28", However, if the third party cannot attend at all prior to February 28" we would
submit that your inability to complete all of your testimony depositions within your proscribed
testimony period (which opened last August) is a result of your not pursuing subpoenas until the
end of your testimony period and would not provide a valid basis for extending time.

New York Washington, DC  Silicon Valley www.kenyon.com
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As we have already made arrangements to attend the deposition as noticed. and i
received any indications that the third party is unable to attend, we presume that the wope oo
will go forward as presently noticed. If you do not intend to take the deposition on the scheduled
date and time, please let us know immediately. Should Applicant cancel the deposition only at
the last moment and/or fail to attend, the U.S. Chamber will seek appropriate costs and attorney
fees with the court that issued the subpoena to the extent permitted under Fed. R. Civ. Pro. 45.

Regards,

KENYON & KENYON LLP

L ks

Erik C. Kane

ECK
cc: The French American Chamber of Commerce in the United States (facsimile only)



KENYDN Erik C. Kane
X Direct 202.220.4294

K E NUY D N ekane@kenyon.com
LLP

inteltectual Property Law 1500 K Street, NW )
Washington, DC 20005-1257
202.220.4200
Fax 202.220.4201

February 19, 2008
VIA FACSIMILE & EMAIL

Jill M. Pietrini, Esq.

Andrew Eliseev, Esq.

MANATT, PHELPS & PHILLIPS L.P.
11355 West Olympic Blvd.

Los Angeles, California 90064-1614

RE: US Chamber v. US Hispanic Chamber, Opposition No. 91/156,321

Dear Jill and Andrew:

You have requested that the U.S. Chamber consent to extending your testimony pertod to
reschedule your third party deposition of The Argentine-American Chamber of Commerce,
which is presently scheduled for February 27, 2008 in New York, NY.

As you know, the U.S. Chamber does not believe that the subpoena duces tecum you
served on this third party was proper, which led to the U.S. Chamber filing its motion to quash.
We therefore do not believe that the pendency of that motion should constitute valid grounds for
rescheduling the deposition such that it takes place outside the desi gnated testimony period, and
the U.S. Chamber will not consent to extending your testimony period. You, of course, may
petition the Trademark Trial and Appeal Board for an extension, but unless and until that request
is granted, the U.S. Chamber will presume that your testimony will close on February 28", as
scheduled. Accord TBMP §509.02 (“A party has no right to assume that its motion to extend ...
made without the consent of the adverse party will always be granted automatically.”).

As it would be improper for Applicant to take trial testimony outside of its testimony
period, see TBMP §707.03(b), 37 CFR §2.121(a), the U.S. Chamber will object to any testimony
taken after February 28" unless the Board first agrees to extend the period. Specifically, the U.S.
Chamber will move to quash any subpoena that seeks to compel a third part to appear fora
deposition after the February 28" cut-off date, and will move to strike any late testimony taken
voluntarily. To be sure, if the third party cannot attend on the scheduled date, we would be
willing to attend the deposition on a different date, provided that all testimony is completed by
February 28™. However, if the third party canmot attend at all prior to February 28" we would
submit that your inability to complete all of your testimony depositions within your proscribed
testimony period (which opened last August) is a result of your not pursuing subpoenas until the
end of your testimony period and would not provide a valid basis for extending time.

New York Washington, DC  Silicon Valley www.kenyon.com



Jill M. Pietrini, Esq.
February 19, 2008 I :(
Page 2

As we have already made arrangements to attend the deposition as noticed, and have not
received any indications that the third party is unable to attend, we presume that the deposition
will go forward as presently noticed. If you do not intend to take the deposition on the scheduled
date and time, please let us know immediately. Should Applicant cancel the deposition only at
the last moment and/or fail to attend, the U.S. Chamber will seek appropriate costs and attorney
fees with the court that issued the subpoena to the extent permitted under Fed. R. Civ. Pro. 45.

Regards,

KENYON & KENYON LLP

Ll Ky

Erik C. Kane

ECK
cc: The Argentine-American Chamber of Commerce (facsimile only)




KENYON ‘ Erik C. Kane
S Direct 202.220.4294

KENYON ekane@kenyon.com
LLP
Intellectual Property Law 1500 K Street, NW
Washington, DC 20005-1257
202.220.4200
Fax 202.220.4201

February 19, 2008

VIA FACSIMILE & EMAIL

Jill M. Pietrini, Esq.

Andrew Eliseev, Esq.

MANATT, PHELPS & PHILLIPS L.P.
11355 West Olympic Blvd.

Los Angeles, California 90064-1614

RE: US Chamber v. US Hispanic Chamber, Opposition No. 91/156,321

Dear Jill and Andrew:

You have requested that the U.S. Chamber consent to extending your testimony period to
reschedule your third party deposition of The American-Russian Chamber of Commerce &
Industry, which is presently scheduled for February 26, 2008 in Washington, DC.

As you know, the U.S. Chamber does not believe that the subpoena duces tecum you
served on this third party was proper, which led to the U.S. Chamber filing its motion to quash.
We therefore do not believe that the pendency of that motion should constitute valid grounds for
rescheduling the deposition such that it takes place outside the designated testimony period, and
the U.S. Chamber will not consent to extending your testimony period. You, of course, may
petition the Trademark Trial and Appeal Board for an extension, but unless and until that request
is granted, the U.S. Chamber will presume that your testimony will close on February 28" as
scheduled. Accord TBMP §509.02 (“A party has no right to assume that its motion to extend ...
made without the consent of the adverse party will always be granted automatically.”).

As it would be improper for Applicant to take trial testimony outside of its testimony
period, see TBMP §707.03(b), 37 CFR §2.121(a), the U.S. Chamber will object to any testimony
taken after February 28" unless the Board first agrees to extend the period. Specifically, the U.S.
Chamber will move to quash any subpoena that seeks to compel a third part to appear fora
deposition after the February 28™ cut-off date, and will move to strike any late testimony taken
voluntarily. To be sure, if the third party cannot attend on the scheduled date, we would be
willing to attend the deposition on a different date, provided that all testimony is completed by
February 28". However, if the third party cannot attend at all prior to February 28" we would
submit that your inability to complete all of your testimony depositions within your proscribed
testimony period (which opened last August) is a result of your not pursuing subpoenas until the
end of your testimony period and would not provide a valid basis for extending time.

New York Washington, DC  Silicon Valley www.kenyon.com
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As we have already made arrangements to attend the deposition as noticed, and have not
received any indications that the third party is unable to attend, we presume that the deposition
will go forward as presently noticed. If you do not intend to take the deposition on the scheduled
date and time, please let us know immediately. Should Applicant cancel the deposition only at
the last moment and/or fail to attend, the U.S. Chamber will seek appropriate costs and attorney
fees with the court that issued the subpoena to the extent permitted under Fed. R. Civ. Pro. 45.

Regards,

KENYON & KENYON LLP

Ja

Erik C. Kane

ECK
cc: The American-Russian Chamber of Commerce & Industry (facsimile only)



I { KENYON Erik C. Kane
S Direct 202.220.4294
KENYON ekane@kenyon.com
LLP
Intellectual Property Law 1500 K Street, NW .
Washington, DC 20005-1257
202.220.4200
Fax 202.220.4201

February 19, 2008

VIA FACSIMILE & EMAIL

Jill M. Pietrini, Esq.

Andrew Eliseev, Esq.

MANATT, PHELPS & PHILLIPS L.P.
11355 West Olympic Blvd.

Los Angeles, California 90064-1614

RE: US Chamber v. US Hispanic Chamber, Opposition No. 91/156,321

Dear Jill and Andrew:

You have requested that the U.S. Chamber consent to extending your testimony period to
reschedule your third party deposition of The U.S. - Mexico Chamber of Commerce, which 1s
presently scheduled for February 25, 2008 in Washington, DC.

As you know, the U.S. Chamber does not belicve that the subpoena duces tecum you
served on this third party was proper, which led to the U.S. Chamber filing its motion to quash.
We therefore do not believe that the pendency of that motion should constitute valid grounds for
rescheduling the deposition such that it takes place outside the designated testimony period, and
the U.S. Chamber will not consent to extending your testimony period. You, of course, may
petition the Trademark Trial and Appeal Board for an extension, but unless and until that request
is granted, the U.S. Chamber will presume that your testimony will close on February 28", as
scheduled. Accord TBMP §509.02 (“A party has no right to assume that its motion to extend ...
made without the consent of the adverse party will always be granted automatically.”).

As it would be improper for Applicant to take trial testimony outside of its testimony
period, see TBMP §707.03(b), 37 CFR §2.121(a), the U.S. Chamber will object to any testimony
taken after February 28" unless the Board first agrees to extend the period. Specifically, the U.s.
Chamber will move to quash any subpoena that seeks to compel a third part to appear for a
deposition after the February 28™ cut-off date, and will move to strike any late testimony taken
voluntarily. To be sure, if the third party cannot attend on the scheduled date, we would be
willing to attend the deposition on a different date, provided that all testimony is completed by
February 28". However, if the third party cannot attend at all prior to February 28" we would
submit that your inability to complete all of your testimony depositions within your proscribed
testimony period (which opened last August) is a result of your not pursuing subpoenas until the
end of your testimony period and would not provide a valid basis for extending time.

New York Washington, DC  Silicon Valley www.kenyon.com



Jill M. Pietrini, Esq.
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As we have already made arrangements to attend the deposition as noticed. sri 2
received any indications that the third party is unable to attend, we presume that the v
will go forward as presently noticed. If you do not intend to take the deposition on the scheduled
date and time, please let us know immediately. Should Applicant cancel the deposition only at
the last moment and/or fail to attend, the U.S. Chamber will seek appropriate costs and attorney
fees with the court that issued the subpoena to the extent permitted under Fed. R. Civ. Pro. 45.

Regards,
KENYON & KENYON LLP

Sl Ky

Erik C. Kane

ECK
cc: The U.S. - Mexico Chamber of Commerce (facsimile only)
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February 19, 2008

VIA FACSIMILE & EMAIL

Jill M. Pietrini, Esq.

Andrew Eliseev, Esq.

MANATT, PHELPS & PHILLIPS L.P.
11355 West Olympic Blvd.

Los Angeles, California 90064-1614

RE: US Chamber v. US Hispanic Chamber, Opposition No. 91/156,321

Dear Jill and Andrew:

You have requested that the U.S. Chamber consent to extending your testimony period to
reschedule your third party deposition of The U.S. — Women’s Chamber of Commerce, which
is presently scheduled for February 25, 2008 in Washington, DC.

As you know, the U.S. Chamber does not believe that the subpoena duces tecum you
served on this third party was proper, which led to the U.S. Chamber filing its motion to quash.
We therefore do not believe that the pendency of that motion should constitute valid grounds for
rescheduling the deposition such that it takes place outside the designated testimony period, and
the U.S. Chamber will not consent to extending your testimony period. You, of course, may
petition the Trademark Trial and Appeal Board for an extension, but unless and until that request
is granted, the U.S. Chamber will presume that your testimony will close on February 28" as
scheduled. Accord TBMP §509.02 (“A party has no right to assume that its motion to extend ...
made without the consent of the adverse party will always be granted automatically.”).

As it would be improper for Applicant to take trial testimony outside of its testimony
period, see TBMP §707.03(b), 37 CFR §2.121(a), the U.S. Chamber will object to any testimony
taken after February 28™ unless the Board first agrees to extend the period. Specifically, the U.S.
Chamber will move to quash any subpoena that seeks to compel a third part to appear for a
deposition after the February 28" cut-off date, and will move to strike any late testimony taken
voluntarily. To be sure, if the third party cannot attend on the scheduled date, we would be
willing to attend the deposition on a different date, provided that all testimony is completed by
February 28™. However, if the third party cannot attend at all prior to February 28™ we would
submit that your inability to complete all of your testimony depositions within your proscribed
testimony period (which opened last August) is a result of your not pursuing subpoenas until the
end of your testimony period and would not provide a valid basis for extending time.

New York Washington, DC  Silicon Valley www.kenyon.com
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As we have already made arrangements to attend the deposition as noticed, and have not
received any indications that the third party is unable to attend, we presume that the deposition
will go forward as presently noticed. If you do not intend to take the deposition on the scheduled
date and time, please let us know immediately. Should Applicant cancel the deposition only at
the last moment and/or fail to attend, the U.S. Chamber will seek appropriate costs and attorney
fees with the court that issued the subpoena to the extent permitted under Fed. R. Civ. Pro. 45.

Regards,
KENYON & KENYON LLP

e,

Erik C. Kane

ECK
cc: The U.S. — Women’s Chamber of Commerce (facsimile only)
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IN THE UNITED STATES DISTRICT COURT
FOR THE EASTERN DISTRICT OF VIRGINIA

THE CHAMBER OF COMMERCE OF THE United States Patent and Trademark Office

UNITED STATES OF AMERICA
Trademark Trial and Appeal Board

Movant, Opposition No.: 91/156,321
2 Serial No.: 78/081,731
UNITED STATES HISPANIC CHAMBER
OF COMMERCE FOUNDATION,
Non-Movant.

MOTION TO QUASH TRIAL TESTIMONY SUBPOENA DUCES TECUM

The Chamber of Commerce of the United States of America (“U.S. Chamber”), moves
pursuant to Rule 45(c) of the Federal Rules of Civil Procedure, to quash the subpoena duces
tecum that The United States Hispanic Chamber of Commerce (“USHCOC”) has served on third
party, the Swedish-American Chambers of Commerce USA, to prevent the production of the
requested documents. Through the issued trial subpoena duces tecum, USHCOC improperly
seeks to obtain document discovery during the middle of the trial phase of the administrative
proceeding referenced in the subpoena and more than eighteen months after discovery in that
proceeding closed. However, under the rules of the Trademark Trial and Appeal Board
(“TTAB”) of the U.S. Patent and Trademark Office (the body before which the referenced
administrative proceeding is pending), discovery may not be sought and cannot be required after
the close of discovery. Further, USHCOC has not sought the permission of the TTAB to reopen
the discovery period, undoubtedly because it knew that such a request coming at this late date

(and without good cause) would have been summarily denied.




The speciﬁc grounds on which Movant requests relief are set forth more fully in the
accompanying memorandum and in the Declaration of Erik C. Kane, which 1s filed concurrently
herewith. Given that the stated return date for the subpoena duces tecum is February 22, 2008,
the U.S. Chamber respectfully requests expedited resolution of this motion.

Counsel for Movant hereby certifies that he conferred with counsel for the Non-Movant
and attempted in good faith to resolve or narrow the issues raised by this motion. Non-Movant’s
counse] has indicated he will oppose this motion.

Respectfully submitted,

KEnYON & KENYON LLP

Date: Q//?/Oy By: (;iE.A ;, ﬁ:e /

William M. Merone (VSB #38,861)
Erik C. Kane (VSB #68,294)
KENYON & KENYON LLP

1500 K Street, N.W._; Suite 700
Washington, D.C. 20005

Tel.: (202) 220 — 4200

Fax: (202) 220 - 4201

Counsel for Movant, The Chamber of Commerce
of the United States of America



IN THE UNITED STATES DISTRICT COURT
FOR THE EASTERN DISTRICT OF VIRGINIA

THE CHAMBER OF COMMERCE OF THE United States Patent and Trademark Office
UNITED STATES OF AMERICA
Trademark Trial and Appeal Board
Movant, Opposition No.: 91/156,321

V. Serial No.: 78/081,731

UNITED STATES HISPANIC CHAMBER
OF COMMERCE FOUNDATION,

Non-Movant.

MEMORANDUM IN SUPPORT OF MOVANT’S MOTION TO QUASH
TRIAL TESTIMONY SUBPOENA DUCES TECUM

The Chamber of Commerce of the United States of America (“U.S. Chamber”), submits
this memorandum in support of its motion to quash the subpoena duces tecum issued by the
United States Hispanic Chamber of Commerce Foundation (“USHCOC”) on third party,
Swedish-American Chambers of Commerce USA. Through the trial subpoena duces tecum,
USHCOC improperly seeks third-party document discovery more than eighteen months after the
close of discovery in the referenced administrative proceeding, and even though such actions are
forbidden under the rules of the Trademark Trial and Appeal Board (“TTAB”) of the U.S. Patent
and Trademark Office, before which body the administrative proceeding is pending.

The broad categories of documents that USHCOC seeks from the third party could have
been requested during the applicable discovery period, or, if necessary, USHCOC could have
petitioned the TTAB to extend (or reopen) the discovery period so as to permit the desired
discovery. USHCOC, however, did neither, and instead seeks last minute and disruptive

discovery during the middle of the parties’ trial testimony period (which is akin to seeking



¢+ i; an ongoing trial). Requesting that third party produce documents at this stage
- *«...hiigs 18 improper, and also highly prejudicial. Accordingly, the U.S. Chamber

~ rvyuests that the Court quash the USHCOC’s subpoena for document production.

BACKGROUND

The administrative proceeding referenced in the subpoena at issue in this motion is The
Chamber of Commerce of the United States of America v. United States Hispanic Chamber of
Commerce Foundation, Opposition No. 91-156231, which is pending before the Trademark Trial
and Appeal Board (“TTAB”) of the U.S. Patent and Trademark Office. The underlying dispute
concemns the USHCOC’s attempt to register a certain trademark in the Trademark Office.

The proceeding commenced on April 11, 2003, and discovery closed on June 1, 2006.
(See Declaration of Enik C. Kane, § 2 “Kane Decl.”). At present, the parties are in the middle of
the trial phase known as the “testimony period.” During the testimony period—much like in a
regular trial—the parties call witnesses to testify on their behalf, with the witnesses’ testimony
being recorded and submitted in deposition form (rather than having witnesses testify live) .

The U.S. Chamber’s testimony period closed on June 29, 2007 (Kane Decl. § 3), which
means that the U.S. Chamber, in effect, is done putting on its opening case. The USHCOC, as
the “Defendant” (called the “Applicant” before the TTAB), is presently in the middle of its
testimony period, which period is scheduled to close on February 28, 2008. (Kane Decl. J4).

On January 31, 2008, USHCOC provided the U.S. Chamber with three Notices of Trial
Depositions, scheduling the trial depositions of three party (or paﬂy-contro]]ed) witnesses for
later this month (which was proper). On Friday, February 8, 2008, USHCOC then served ten

sty e ad testificandum on various third parties, scheduling ten additional trial depositions




all for the last week of February (which is highly suspect).! However, in addition to those
subpoenas ad testificandum, USHCOC also served ten subpoenas duces tecum through which its
seeks document productions (which is improper), including the subpoena at issue here.” (Kane
Decl. 45). The subpoena duces tecum calls for the Swedish-American Chambers of Commerce
USA to produce a wide range of documents to counsel for USHCOC on February 22, 2008,

which is before the appearance date for trial testimony noticed in the same subpoena. /d.

ARGUMENT

All proceedings before the Trademark Trial and Appeal Board are governed by the
Lanham Act, 15 U.S.C. § 1051 et seq., and the administrative rules governing those proceedings
may be found in Parts 2 and 7 of Title 37 of the Code of Federal Regulations (“the Trademark
Rules”). While these procedural rules are based largely on the Federal Rules of Civil Procedure,
they have been modified by the TTAB to take into account the particular administrative nature of
the proceedings. See Trademark Board Manual of Procedure (“TBM. "), §101.01 (See Kane
Decl. 16). As a result, the propriety of the requested discovery must be evaluated under the

Trademark Rules, which also control in the event of any conflict with other rules. See Chevron

' The USHCOC must put on all of its testimony by February 28, 2008, but yet waited until the very last moment
before noticing the third party trial depositions. Thus, it is doubtful that the USHCOC will be able to complete all of
the depositions by the close of trial given that the schedules of the third parties presumably are unknown. In fact,
what seems to be happening is that the USHCOC intends to seek an extension of its trial period on the basis that it
supposedly needs to “accommodate” the scheduling concerns of these third parties, even though USHCOC has
already had more than 6 months to put on its case. Whether the TTAB would grant an extension is unknown.

2 Applicant has additionally served nine other subpoenas duces tecum on third parties, with those subpoenas issuing
from the U.S. District Court of the Southern District of New York, (5 subpoenas), and the U.S. District Court for the
District of Columbia (4 subpoenas). The U.S. Chamber has filed motions to quash the subpoenas issued from those
Jurisdictions on the same grounds as presented here.

* The Trademark Board Manual of Procedural is the document in which the TTAB undertakes to “describe[]
current practice and procedure under the applicable authority.” See TBMP, Introduction.



U.S.A., Inc. v. Natural Resources Defense Council, Inc., 467 U.S. 837, 844 (1984) (“We have
long recogﬁized that considerable weight should be accorded to an executive department's
construction of a statutory scheme it is entrusted to administer, and the principle of deference to
administrative interpretations.”); see also Meyer v. Holley, 537 U.S. 280, 281 (2003) ("[T]he
Court ordinarily defers to an administering agency's reasonable statutory interpretation.")

By way of the subpoena duces tecum at issue before the Court, the USHCOC seeks the
production of broad categories of documents from the Swedish-American Chambers of
Commerce USA. However, as discovery closed in this administrative proceeding more than
eighteen months ago, and considering further that the Trademark Rules (even more so than the
Federal Rules) do not permit discovery outside of the designated period, the subpoena is
decidedly improper. Further, a trial testimony subpoena may not be used as a post-discovery
discovery device. The subpoena should therefore be quashed and the Court should order that the

documents not be produced.

I The USHCOC Cannot Unilaterally Reopen the Discovery Period

The USHCOC is seeking the production of documents from various third parties even
though the discovery period for the referenced administrative proceeding closed more thane
eighteen months ago. The TTAB is very clear that discovery devices such as requests for
production of documents can only be served and used during discovery. See TBMP, §403.01
(“The discovery devices ... are available for use only during the discovery period. A party has
no obligation to respond to an untimely request for discovery”) (footnote omitted); 37 C.F.R. §
2.120(a) (2008) (“Discovery depositions must be taken, and [written discovery requests] must be

served, on or before the closing date of the discovery period as originally set or as reset.”). Any



request to reopen the discovery period must be approved by the TTAB, and the request must be
accompanied by a showing of “excusable neglect‘.” TBMP, §509.01(b); see also 37 CFR. §
2.120(a)(2); Pumpkin Ltd. v. The Seed Corps, 43 U.S.P.Q.2d 1582 (TTAB 1997) (adopting
analysis set forth in Pioneer Investment Serv. Co. v. Brunswick Assoc. L.P., 507 U.S. 380
(1993)).

Under the present circumstances, the TTAB would unlikely grant a motion to reopen
discovery. As noted previously, the parties are in the middle of their trial testimony period, with
discovery having closed more than eighteen months ago. The TTAB has noted that mere delay
in initiating discovery does not constitute good cause for even an extension of the discovery
period, let alone reopening it. See TBMP, §403.04 (“mere delay in initiating discovery does not
constitute good cause for an extension of the discovery period”); see also id., §509.01(b) (noting
that “‘the third Pioneer factor, i.e., ‘the reason for the delay, including whether it was within the
reasonable control of the movant,” may be deemed to be the most important of the ... factors”

“when ruling on whether to reopen discovery in a particular case). Here, the USHCOC has not
only waited more than eighteen months after the close of discovery to seek documents from ten
separate third parties, it has served these requests in the middle of its testimony period, and after
the U.S. Chamber’s testimony period has already closed. The U.S. Chamber would therefore be
severely prejudiced by this belated discovery (and the USHCOC subsequent reliance on them
during any third party trial deposition the following week) as the U.S. Chamber would not have
the opportunity to conduct any follow up discovery about the material, either for purposes of

cross-examination of the third-party witnesses or to develop a rebuttal case.



II. Trial Subpoenas Cannot be Used to Seek Discovery

As noted above, it is improper for the USHCOC to request that third parties pfoduce
documents for use in a TTAB administrative proceeding after the close of the discovery period.
Indeed, at least one court has specifically address this point, holding that the use of subpoena
duces tecum to seek discovery beyond the discovery period set by the TTAB is improper. Li and
Fung Lid. v. L.W. Loyd Co., 143 U.S.P.Q. 117, 118-119 (E. D. Tenn. 1964) (“Rule 2.120 of the
Trademark Rules of Practice [37 C.F.R. §2.120] requires the taking of discovery evidence prior
to the taking of any testimony for the trial. If the subpoena duces tecum calls for documents and
papers that are for discovery, then this part of the motion to quash is good.”).

Moreover, the fact that USHCOC has included its document requests along with a
subpoena ad testificandum does not provide it with cover for conducting a fishing expedition to
find new material to shore up its case in the wake of the U.S. Chamber putting on its own trial
evidence. Courts from around the country have overwhelmingly held that issuing a subpoena
duces tecum as an adjunct to a subpoena ad testificandum is presumptively improper, except in
the limited circumstance where there is a need for the witness to bring to trial a specific, known
document. See, e.g., Dodson v. CBS Broad., 2005 U.S. Dist. LEXIS 30126, 4-5 (S.D.N.Y. 2005)
(“Dodson's subpoena clearly seeks discovery, as is apparent from his having the subpoena
returnable to his address in New Jersey at the present time, instead of to Judge Wood's courtroom
at the time of trial. Moreover, the scope of the request is broad and clearly is designed for
discovery, not last-minute trial needs (such as for originals of documents where copies were
produced in discovery and there is a need for the original at trial).”) (See Kane Decl. | 7); see
also McKay v. Triborough Bridge and Tunnel Authority, 2007 WL 3275918, *2, n.1 (S.D.N.Y.

2007) (quashing subpoena where “the scope of the request is broad and clearly is designed for



discovery, not last-minute trial needs”) (citations omitted) (See Kane Decl. {8); BASF Corp. v.
Old World Trading Co., 1992 WL 24076 at *2 (N.D. I1. 1992) (Trial subpoenas "may not be
used as a means to engage in further discovery. . . . Here, discovery has been closed for almost
eleven months, and the court will not allow the parties to engage in discovery through trial
subpoenas.”) (See Kane Decl. 19); Mortgage Info. Servs., Inc. v. Kitchens, 210 F.R.D. 562, 566-
68 & n.2 (W.D.N.C. 2002) (“After reviewing the relevant case law on both sides of this 1ssue,
the Court adopts the rule followed by the majority of jurisdictions and holds that a Rule 45
subpoena does in fact constitute discovery.”); Puritan Inv. Corp. v. ASLL Corp., 1997 WL
793569 at *1 (E. D. Pa. 1997) (“Rule 45 "trial subpoenas [duces tecum]) may not be used ... as
means to engage in discovery after the discovery deadline has passed.”) (See Kane Decl. §10);
Dreyer v. GACS Inc., 204 F.R.D. 120, 122-23 (N.D. Ind. 2001) (“Rule 45 subpoenas constitute
‘discovery’ within the meaning of Rules 26 and 34. . . . This Court ... does not believe that a
party should be allowed to employ a subpoena after a discovery deadline to obtain materials
from third parties that could have been produced during discovery.”) (quotation omitted); Grant
v. Otis Elevator Co., 199 FR.D. 673, 675 (N.D. Okla. 2001) (“Litigants may not use the
subpoena power of the court to conduct discovery after the discovery deadline.”); Alper v. United
States, 190 F.R.D. 281, 283-84 (D. Mass. 2000); Rice v. United States, 164 F.R.D. 556,558 &
n.1 (N.D. Okla. 1995).

As in Dodson and other cases, here the USHCOC is seeking the production of documents
prior to the date that the witness is scheduled to appear to testify. Moreover, the scope of the
document requests are clearly designed to obtain discovery, as opposed to satisfying a legitimate,
last-minute trial related need as might relate to a specific, known document. See e.g. Kane Decl.,

15, Ex. F, Schedule B, Req. No. 5 (commanding that the third party produce, among other things,



emails, or the like reflecting communications with the U.S. Chamber of Commerce,
.41 the U.S. Chamber of Commerce, or any agreements or licenses with the U.S.
: »mmerce”). In fact, at no point during discovery did the USHCOC ever seek any
~ e from the subpoenaed third party, thus foreclosing any argument that the subpoena
- 1> actually for some specific, trial-related need, rather than merely being for general

-’y request (which, of course, 1s also evident by the earlier return date).



CONCLUSION
For the reasons discussed above, the U.S. Chamber requests that the subpoena duces
tecum that the USHCOC issued on the Swedish-American Chambers of Commerce USA should
be quashed, and that a protective order should be entered prohibiting the production of requested

documents.

Respectfully submitted,

KENYON & KENYON LLP

Date: 2/’5/0X By: ﬁ~c~ /4"(/

William M. Merone (VSB #38,861)
Erik C. Kane (VSB #68,294)
KENYON & KENYON LLP

1500 K Street, N.W_; Suite 700
Washington, D.C. 20005

Tel.: (202) 220 - 4200

Fax: (202) 220 - 4201

Counsel for Movant, The Chamber of Commerce
of the United States of America



IN THE UNITED STATES DISTRICT COURT
FOR THE EASTERN DISTRICT OF VIRGINIA

THE CHAMBER OF COMMERCE OF THE United States Patent and Trademark Office

UNITED STATES OF AMERICA Trademark Trial and Appeal Board
Opposition No.: 91/156,321
Movant, Serial No.: 78/081,731
V.

UNITED STATES HISPANIC CHAMBER
OF COMMERCE FOUNDATION,

Non-Movanit.

ERIK C. KANE, under penalty of perjury, declares as follows:

1. I am an associate with the law firm of Kenyon & Kenyon LLP, which represents
Movant The Chamber of Commerce of the United States of America (“U.S. Chamber”) in this
matter. 1 make this declaration in support of U.S. Chamber’s Motion to Quash Trial Testimony
Subpoena Duces Tecum of The Swedish-American Chamber of Commerce USA.

2. Attached hereto as Exhibit A is a true and correct copy of a April 26, 2006
scheduling order issued by the Trademark Trial and Appeal Board (“TTAB”).

3. Attached hereto as Exhibits B-C are true and correct copies of the parties’ April
16, 2007 stipulated motion to reset trial dates and the TTAB’s April 18, 2007 order entering the
stipulated motion.

4. Attached hereto as Exhibits D-E are true and correct copies of the parties’
October 1, 2007 stipulated motion for an extension of time and the TTAB’s October 2, 2007
order entering the stipulated motion.

5. Attached hereto as Exhibit F is a third party subpoena issued by the United States

Hispanic Chamber of Commerce Foundation on February 8, 2008.



6. Attached hereto as Exhibit G are true and correct copies of various sections of the
Trademark Trial and Appeal Board Trademark Board Manual of Procedure.

7. Attached hereto as Exhibit H is a true and correct copy of Dodson v. CBS Broad.,
2005 U.S. Dist. LEXIS 30126 (S.D.N.Y. 2005).

8. Attached hereto as Exhibit I is a true and correct copy of McKay v. Triborough
Bridge and Tunnel Authority, 2007 WL 3275918 (S.D.N.Y. 2007).

9. Attached hereto as Exhibit J is a true and correct copy of BASF Corp. v. Old
World Trading Co., 1992 WL 24076 (N.D. Ill. 1992).

10.  Attached hereto as Exhibit K is a true and correct copy of Puritan Inv. Corp. v.

ASLL Corp., 1997 WL 793569 (E. D. Pa. 1997).

Dated: February 13, 2008 ﬂVC ’£V

Erik C. Kane




Exhibit A



UNITED STATES PATENT AND TRADEMARK OFFICE
Trademark Trial and Appeal Board

P.O. Box 1451

Alexandria, VA 22313-1451

Mailed: April 26, 2006
Opposition No. 91156321

THE CHAMBER OF COMMERCE OF THE
UNITED STATES

V.

United States Hispanic Chamber
of Commerce Foundation

Linda Skoro, Interlocutory Attorney

This case comes up on opposer’s motion to suspend and/or
extend the trial dates filed on March 13, 2006. Applicant has
opposed the motion.'

The grounds for its motion are to “afford the parties
time to continue ongoing settlement negotiations..”.
Applicant’s objection is that “opposer has made very little

effort to advance the settlement of this matter in the last

' Applicant requests that the motion be denied because opposer

failed to sexve a copy of the motion on applicant and also that
the motion not be considered filed on the last day of the
discovery period, i.e., March 13, 2006, due to the failure of
service. However, the Board issued an order on April 21, 2006
requiring opposer to provide a service copy to applicant, and now
that applicant has actual notice and has responded to the motion,
opposer’s motion is being considered as filed on March 13, 2006.
Opposer is reminded, however, of its obligation to serve copies
of electronic filings on opposing counsel and to have the
certificate of service contained in the electronic filing.



tiiz”, the length of time this matter has been pénding,
ii.ree years, and a desire to move the matter forward.
zi:.ause applicant states that settlement negotiations are
nouwinere and because this is the eighth request for
ifuircher delay, opposer’s motion to suspend is hereby denied,

but its motion to extend the trial periods®’ is hereby granted

o aet forth below.

Discovery period to close: 6/1/ 2006

30-day testimony period for party in position of plaintiff 8/30/2006
to close:

30-day testimony period for party in position of 10/29/2006
defendant to close:

15-day rebuttal testimony period to close: 12/13/2006

In each instance, a copy of the transcript of testimony
together with copies of documentary exhibits must be served on
the adverse party within thirty days after completion of the
taking of testimony. Trademark Rule 2.125.

Briefs shall be filed in accordance with Trademark Rule
2.128(a) and (b). An oral hearing will be set only upon

request filed as provided by Trademark Rule 2.129.

.000.

icant opposed opposer’s request for a sixty-day extenxion,
<use opposer’s motion was filed on the last day of the
wvery period, and the Board is just now addressing the

+ thirty-day extension is being granted.
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ESTTA Tracking number: ESTTA135576
Filing date: 04/16/2007

IN THE UNITED STATES PATENT AND TRADEMARK OFFICE
BEFORE THE TRADEMARK TRIAL AND APPEAL BOARD

Proceeding 91156321

Party Plaintiff
The Chamber of Commerce of the United States of America
The Chamber of Commerce of the United States of America

Correspondence William M. Merone

Address Kenyon &amp; Kenyon

1500 K Street N.W., Suite 700
Washington, DC 20005
UNITED STATES
ekane@kenyon.com

Submission Stipulated/Consent Motion to Extend
Filer's Name William M. Merone

Filer's e-mail tmdocketdc@kenyon.com

Signature /William M. Merone/

Date 04/16/2007

Attachments Motion to Reset Trial Dates (USHCOC).pdf ( 4 pages 26191 bytes )




IN THE UNITED STATES PATENT AND TRADEMARK OFFICE
BEFORE THE TRADEMARK TRIAL AND APPEAL BOARD

THE CHAMBER OF COMMERCE OF
THE UNITED STATES OF AMERICA

Opposer, Opposition No.: 91/156,321
v. Serial No.: 78/081.,731

UNITED STATES HISPANIC CHAMBER
OF COMMERCE FOUNDATION,

Applicant.

MOTION ON CONSENT TO RESET TRIAL DATES

Pursuant to TBMP Section 509 and Trademark Rule 2.121. Opposer, The
Chamber of Commerce of the United States of America, requests that the tiial dates for
this proceeding be reset in accordance with the schedule below. Opposer is making this
request to accommodate the schedu]ing conflicts of counsel for Applicant, United States
Hispanic Chamber of Commerce Foundation, which has consented to this request.

Testimony in the present case opened on March 20", 2007. On April 2",
Opposer served on Applicant its Notices of Taking Testimonial Depositions, setting
testimony in this case for April 18" — 20™. Shortly thereafter, Applicant asserted that it
would be unable to attend the scheduled testimony. and that it also could not attend any
depositions in May because of a conflicting trial schedule. Applicant thus requested that
Opposer reschedule its testimony depositions for some time beginning the first week of
June. To accommodate that request, Opposer has agreed to reschedule its testimony

dates, which will now run from June 8 — 28"



Opposer thus submits that it has shown good cause for extending the tesﬁmony
period, and requests on consent that its testimony period be extended up through and
including Friday, June 29'". Specifically, the parties consent to the following schedule:

- 30-day testimony period for plaintiff
in the opposition to close: 6/29/2007

30-day testimony period for defendant in the

Opposition and as plaintiff in the counterclaim

to close: 8/2972007
30-day testimony period for defendant in the

counterclaim and its rebuttal testimony as plaintiff

in the opposition to close: 10/29/2007

15-day rebuttal testimony period for plaintitf
in the counterclaim to close: 12/15/2007

Briefs shall be due as follows:
[See Trademark rule 2.128(a)(2)].

Brief for plaintitf in the opposition shall be due: 2/15/2008

Brief for detendant in the opposition and as
plaintiff in the counterclaim shall be due: 3/17/2008

Brief for defendant in the counterclaim and its
Reply brief (if any) as plaintiff in the opposition
shall be due: 4/17/2008

Reply brief (if any) for plaintiff in the
counterclaim shall be due: 5/2/2008

-

Opposer submits that the proposed schedule modifications are necessary to permit
the orderly presentation of evidence in this case and are being made to accommodate the
parties’ scheduling concerns, and not for the purpose of delaying these proceedings.

However, should the Board not agree to the above proposed schedule, Opposer requests in



the alternative that the Board grant at least a thirty (30) day extension of time to permut

Opposer to reschedule the trial depositions previously noticed.

Respectfully submitted,

Date: April 16, 2006 /William M. Merone/
Edward T. Colbert
William M. Merone
KENYON & KENYON
1500 K Street, N.W_; Suite 700
Washington, D.C. 20005
Tel.: (202) 220 - 4200
Fax: (202) 220 - 4201

Counsel for Opposer, The Chamber of
Commerce of the United States of America



CERTIFICATE OF SERVICE
© -t certify that the required number of copies of the foregoing Motion On
¢ w-eni o Reset Trial Dates was served on the parties or counsel on the date and as

¢l below:

By First-Class Mail (Postage Prepaid)
and Facsimile: (310) 312 — 4224

Jill M. Pietrini

Andrew Eliseev

MANATT PHELPS & PHILLIPS, LLP
11355 W. Olympic Boulevard
Los Angeles. CA 90064-1614

Date: April 16, 2007 /William M. Merone/
Edward T. Colbert
William M. Merone
Erik C. Kane
KENYON & KENYON LLP
1500 K Street, N.W_; Suite 700
Washington, D.C. 20005
Tel.: (202) 220 - 4200
Fax: (202) 220 - 4201

Counsel for Opposer, The Chamber of
Commerce of the United States of America

-



Exhibit C



| UNITED STATES PATENT AND TRADEMARK OFFICE
' Trademark Trial and Appeal Board

P.O. Box 1451

Alexandria, VA 22313-1451

Mailed: April 18, 2007
Opposition No. 91156321

The Chamber of Commerce of the
United States of America

V.

United States Hispanic Chamber
of Commerce Foundation

Linda Skoro, Interlocutory Attorney

On March 15, 2007, the Board denied applicant’s motion
to compel discovery, finding that applicant had not made the
requisite good faith effort to resolve the discovery
dispute, and further that opposer’s discovery responses were
sufficient. Applicant has filed a timely request for
reconsideration to which opposer has objected.

Motions for reconsideration, as set forth in 37 C.F.R.
3> 2.127(b), provide an opportunity for a party to point out
any error the Board may have made in considering the matter
initially. It is not to be a reargument of the points
presented in its original motion. In this case, applicant
continues to argue that it is prejudiced by opposer’s
failure to supplement its discovery responses.

Upon careful consideration of applicant’s arguments on

reconsideration, we are not persuaded that there was any



error in our decision. Applicant appears to misunderstand
its burden in a motion to compel. Opposer stated its
objections to certain discovery requests. Applicant
disagreed with those objections, but did not inform opposer
as to why it disagreed with opposer’s objections. It is not
opposer’s burden to justify its objections if applicant has
not stated grounds why it challenges the objections.
Generally the Board looks for the parties’ good faith effort
to work out any discovery disputes through an exchange of
correspondence designed to resolve the disagreement. That
clearly was not present before the motion to compel was
filed.

Accordingly, the request for reconsideration is denied.
The parties’ consented motion to reset dates, filed April
16, 2007, is hereby granted. Dates are set as provided in
that motion.

.000.
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