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UNITED STATES, PATENT AND TRADEMARK OFFICE

BEFORE THE TRADEMARK TRIAL AND APPEAL BOARD

. ' 04-04-2003

Lisa Frank’ Inc" ) U.S. Patent & TMOfc/TM Mail Rept Dt. #58
- Opposer )
o )
)

v ) Application Serial No. 78-133307

)
Rose Art Industries, Inc. )
)
)

NOTICE OF OPPOSITION
Opﬁdsér, Lisa Frank, I«nT:., an Arizona Corporation (“Opposer”), located and doing
Business ét 6760 .S. Lisa Frank Avc., Tucson,vAZ 85706, believes that it will be harmed by the
registratioﬁ of the mark, “RAINBOW COLOR CASE”, shown in Application Serial No. 78-
133307‘ filed June 5 , 2602 by Rose Art Industries, Inc. (“AppliczTnt”) for g‘oodé classified in
: Ipterhational Class 016 and hereby oppéses the same. A description of the Applicant’s
R ';Ppﬁcation is as follows: | | |

- MARK: RAINBOW COLOR CASE -

) ol -
: 4 - ; : S
~ SERIAL NO.: 78-133307 S . oo
o FILED: June 5, 2002 | | | o
) CLASS 016 L
- R
€ -

= GOODS SET CONTAIN ING ART SUPPLIES; NAMELY, MARKERS CRAYONS, — i,
PENCILS, SCISSORS, PAINTS, A PAINT CADDY, AND ARTISTS BRUSH AND CHALK
SOLD INA PLASTIC CASE WITH A HANDLE
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. As grounds for the opposition, Opposer alleges that:

1.

For several years and long prior to the use of Applicaﬁt, Opposer has been engagéd in the

manufacture and sale of stationery items, writing instruments, paint and drawing sets for

_children and related goods for childrenvbeafing the mark,;RAINBOW_ CHASER

(Registration Nos. 1846209 and 1901259) aé well as the mark RAINBOW REEF

(Registration No. 2288083).

Opposer is also the owner of and relies on its common law rights in the trademarks,
RAINBOW CHASER and RAINBOW REEF. Opposer has continuously used
RAINBOW CHASER in interstate comrherce since at least as early as December 9, 1991

and has continuously used RAINBOW REEF in interstate commerce since at least as

early _as‘September 28, 1995. The use of these marks has gained a reputation and

recognition among customers as being affiliated with Lisa Frank, Inc.

Opposer is the owner of Registration No.s 1846209 and 1901259 for RAINBOW

'CHASER and Registration No. 2288083 for RAINBOW REEF shown in the TARR

records attached as Exhibit “A” through “C”, respectively, to this Notice of Opposition.
Applicant is a direct competitor of Opposer in the children’s market, including, but not
limited to, the market in stationery, writing instruments, paint and drawing sets for

chil'dren', and related goods. Applicant’s goods and Opposér’s goods travel in preci_éely

- “the same_ channels of trade and are evaluated for purchase by the same buying entities in

‘ . “the retéit distribution chain.

‘ 'Qpposér’s primary customers for its RAINBOW COLOR CASE goods would be

o ind_isﬁnguishable from those of the intendé_d customers of Applicant’s goods and tlllwei: '

. customer bases overlap.



6. Applicant’s adof)tion-of RAINBOW COLOR CASE is confusingly similar to Opposer’s

iarks, RAINBOW CHASER and RAINBOW REEF, and its use by Applicant is likely

to create confusion, deception, and"mistake Applicant’s' use of the mark, RAINBOW

COLOR CASE, interferes with Opposer s use of the marks RAINBOW CHASER and
‘ RAINBOW REEF for this purpose and w111 cause mjury to Opposer
7.- In view of the 51m11ar1ty of the respectlve marks and the direct competltion ‘be.tween '
Opposer and Apphcant who sell the same goods to the same customers in the same
channels of trade, it is. alleged that Applicant’s mark is confusmgly similar to Opposer s
pre-existing marks and that Apphcant s adoption, use, and registration of the mark is
iikely‘to ﬁalise confusion, or to cause misfake, or to deceive potential buyers of Opposer’s

products_.

Wherefore, Opposer requests that Application Serial No. 78-133307 be rejected and stricken,
that no r_cgistratibn be issued thereon to Applicant, and that this opposition be sustained with

_ brejud_ice m favor of Opposer.

Respectfully submitted,

Cmelpzzen () (b Sde

Anne Aikman-Scalese, Esq.

L ' : Attorney for Opposer
e ' Lisa Frank, Inc.
R : 6760 S. Lisa Frank Ave.
LT - Tucson, AZ 85706
Phone: (520) 547-1412
Fax: (520) 547-1413
aaikman@lisafrank.com




Certificate of First Class Mailing

Date of Deposit: April 2, 2003, 1 hereby certlfy that the Notice of Opposmon to Senal No.
78/133307, RAINBOW COLOR CASE, in Class 16 is being deposited with the United States
Postal Service on the date indicated above with sufficient first class postage and is addressed to
the Commisioner for Trademarks, Trademark Trial and Appeal Board, Box TTAB FEE, 2900

Crystal DI'IVC Arlington, VA 22202-3513.
e i ,,Qu/&e

Anne Aikman-Scalese .
Legal Affairs Manager
Lisa Frank, Inc.

6760 S. Lisa Frank Ave.
Tucson, AZ 85706 .
Phone: (520) 547-1412
Fax: (520) 547-1413

Certiﬁcate of Service

- The unders1gned hereby certifies that the foregoing Notice of Opposmon to Senal No. 78-

133307, RAINBOW COLOR CASE, in Class 16 was served on Applicant, Rose Art Industries,

" Inc. by mailing a true copy, by first class mail on April 2, 2003, postage prepaid, to the Applicant

at the designated correspondence address of Robert W. Smith, McCarter & English, LLP, Four

- Gateway Center, 100 Mulberry Street, Newark; NJ 87889 oTio\ ~ §65 2

O e et

Anne Aikman-Scalese
- : . : Legal Affairs Manager.
= ' ' Lisa Frank, Inc.
: ' 6760 S. Lisa Frank Ave.
. Tucson, AZ 85706
Phone: (520) 547-1412
Fax: (520) 547-1413
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’ _http://té_i‘r'r‘.uspto. gov/servlef/tarr?regseFregiétration&entry=1 846209&acti6n=Request+Status 3/26/03
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httpf//té_u‘f.ﬁsptd.gov/servlef/tarr?r,egéér=regiétratidn&gntry=1846209&action=Request+Status 3/26/03



Latest Status Info

http i'//ta}r‘r.Aiispto.gov/seerei/tarr?regscFregisltratiOn&entry

=1846209&action=Request+Status  3/26/03



Latest Status Info Woq

Pége.l of 3
158

http :-//ta_r'f,ﬁSpto. gov/serVIeﬂtan?regséﬁegiStratioh&entry= 1901259

3/26/03
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- http://tarr.uspto.gov/servlet/arrregser=registration&entry=1901259 < 3/26/03
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- . hﬁpf//téﬁ.uspto. gov/servlei/térr?regs¢r=regi§trétiqh&ehtry=1901259 - 3/26/03
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- http://ta}r.uspto.gov/sefvlét/tarr?regser?r,egiStfatidn&éntry=2288083&action=Request+Status 3/26/03
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