UNITED STATES DEPARTMENT OF COMMERCE

THI'S DI SPOSI TION | S NOT Patent and Trademark Office
Cl TABLE AS PRECEDENT OF Trademark Trial and Appeal Board
THE T.T. A B. Commissioner for Trademarks
P.O. Box 1451

Alexandria, VA 22313-1451

But | er Mai | date: Novenber 2, 2004
Qpposition No. 91156064
Dal | as Basketbal | Limted
V.

John Jacob Carlisle

Before Sinmms, Hanak and Walters, Adm nistrative Trademark Judges.

By the Board:

Applicant is seeking to register the foll ow ng mark

for “shirts, baseball caps, shorts, pants, socks, sweat suits,

j ackets, sweatshirts, sweatpants, bandanas, shoes, wist bands,
head bands, winter sock hats, visors, gloves and scarves.”! The
sol e ground for the opposition reads as follows: “Additionally,
Opposer contends that Applicant failed to have a bona fide

intention to use his mark in conmerce when Applicant filed its

1 Application Serial No. 76165865, filed on Novenber 16, 2000, claining
a bona fide intent to use the nark in conmerce.
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intent-to-use application.”?

(See paragraph no. 5 of the notice
of opposition.) Applicant denies the allegations of the notice
of opposition.

This case now conmes up on applicant’s fully briefed notion,
filed February 20, 2004, for summary judgnent.

As background, applicant provides that, in 1998 when he was
a student in college, he and two of his friends, all nenbers of
t he basketball team tal ked about how DEEP 3 woul d be a great
brand nanme for clothing, but that nothing further ensued.
Applicant states that no business relationship was forned, and
that no prom ses were nmade to operate as a partnership, but that
the three remained friends. Indeed, one friend, Jim Hajdukovich
is now applicant’s brother-in-law. According to applicant, in
Cct ober 2000, after gaining experience in graphic design and
mar keti ng, applicant began to design DEEP 3 |ogos. Shortly
thereafter, applicant was speaking with one of his college
friends, Dan Meckel, who decided to purchase sone DEEP3 t-shirts.
Applicant indicates that he then decided to formalize his
busi ness by registering it as a sole proprietorship (in Texas);
filing an intent to use tradenmark application with the USPTGQ and
regi stering a domain nane, the latter with the assistance of M.
Hadj ukovi ch, who applicant says he reinbursed the cost of the

registration. Applicant indicates that he sought M.

2 Opposer pl eads ownership of a pending application, Serial No.
76380739, for the mark DEEP 3 for a wide variety of clothing itens,
filed on March 8, 2002. Applicant’s application has been referenced
as a potential cite under Trademark Act Section 2(d), should it mature
into a registration

2
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Hadj ukovi ch’ s assistance as a friend and because his w fe,
applicant’s sister, was famliar wth the domai n nane
regi stration process. Applicant states that, on Decenber 1,
2000, he personally placed his first order for DEEP 3 | ogo t-
shirts, paid for on his personal checking account; and that, on
Decenber 5, 2000, he nmade his first sale to The Hoop, in Sal em
Oregon. According to applicant, his business continued to grow
with the help of his friends, who were not business partners, did
not receive any receipts of sales, were not owners, and were not
paid for any help they provided. Eventually, though, the three
friends decided to enter into a formal relationship and, on
January 14, 2003, Deep Three, Inc. was incorporated. Throughout
this time, applicant indicates that he continuously sold clothing
bearing his mark. Wth respect to the abandonnent of his
application in January 2002, which he discovered on May 31, 2002
doi ng a status check, applicant indicates that M. Haj dukovich
assisted himby filing the request for reinstatenent but,
concerned that the request may be insufficient, applicant
contacted trademark counsel, who filed a supplenent to the
request on July 11, 2002.3

Appl i cant argues that there are no genuine issues of
material fact and that he did not |ack a bona fide intent to use
his mark when he filed his application and, in fact, has sold

clothing itens bearing the mark and, thus, has nade actual use.

® The Ofice granted the requested reinstatenment of the application on
Sept enber 29, 2002.
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Applicant, in response to opposer’s anticipated argunent that
applicant was not the proper owner of the mark at the tine the
application was filed, argues that there are no genui ne issues of
material fact and that he is the owner of the mark sought to be
regi stered. Applicant contends that the assistance of his
friends was nothing nore; and that their |ater decision to enter
into a formal business rel ationship was a devel opnent of the
grow h of his business.

Applicant’s notion is acconpani ed by his declaration and
acconpanyi ng exhibits* as follows: an assumed busi ness nane
certificate and application therefor, filed by applicant on
Novenber 11, 2000 in Bexar County, Texas; an invoice, dated
Decenber 1, 2000, for shirts, purchased by applicant for further
resale; a copy of applicant’s personal check to the Comm ssi oner
of Patent and Tradenmar ks, dated Novenber 13, 2000; a copy of an
i nvoi ce statenment dated Decenber 5, 2000 for applicant’s first
sale; a copy of schedule C of applicant’s 2000 federal tax return
where applicant lists his trademark filing fee, business |icense
fee, and webhosting fee as expenses; and a copy of a corporate
charter for Deep Three, Inc. dated January 14, 2003.°

I n response, opposer argues that, at the tinme he filed his
application, applicant did not have the bona fide intent to use

the mark in his “individual” capacity, but always had the

4 Applicant’s declaration was filed under seal. In this decision, the
Board refers to the exhibits in general ternms, as does applicant in
his notion.

> Applicant’s separate exhibits B-D are copies of matter already in the
record (e.g., exhibit Bis a copy of the notice of opposition).

4
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intention of formng a business with his friends, M. Meckel and
M . Haj dukovi ch, which subsequently canme to pass when they forned
the corporation Deep Three, Inc. Qpposer argues that, |ess than
four nonths after the application filing date, applicant sent an
email to his friends with ideas for corporate structure,

i ncl udi ng proposed stock ownership. Qpposer contends that, on
Novenber 13, 2003 in order to support his recitation of the
facts, applicant amended his tax returns for the years 2000 and
2001; that the original returns do not reflect any inconme or |oss
fromany DEEP 3 business; and that applicant only relies on the
anmended returns in support of his notion for sunmary judgnent,
failing to informthe Board the originals did not reflect any
busi ness rel ated expenses. Qpposer argues that it has submtted
docunents produced by applicant which raise a genuine issue as to
applicant’s intent to use the mark in his individual capacity
because they refer to Deep Three as being founded by John
Carlisle, James Haj dukovich and Dan Meckel in Novenber 2000;
because they show busi ness undertaken with respect to the DEEP 3
mar k by M. Haj dukovich; and because they show use of DEEP 3 by
Janmes and M chael Haj dukovich for a summer canp during July 2000,
before applicant filed his application.

Qpposer’ s response i s acconpani ed by excerpts fromthe
deposition of applicant concerning his email to his friends and
sister in March 2001 about the structure of a possible conpany;
an emai |l exchange dated May 31, 2002 from M. Hajdukovich (to

Mar k Cuban) concerning applicant’s then abandoned application

5
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stating, in part, “lI ...coined the phrase [Deep 3] with two
teammates and we started the business”; a copy of the request for
reinstatenent of applicant’s application filed by M.
Haj dukovi ch; a copy of an enail dated January 31, 2003 including
an account statenment for “...your account ‘deep3.net’” addressed
to Mchele (Ms. Hajdukovich); a copy of the flyer for the July
2000 sunmer canp offered by Mke & Ji nmmy Haj dukovi ch showi ng use
of a DEEP 3 | ogo; copies of applicant’s original and anended t ax
returns for cal endar years 2000-2002; and a docunent entitled
“Deep Three Inc. (DBA Deep 3) Executive Summary,” which descri bes
the conpany, its products, its trademark, and its sharehol ders.
In reply, applicant argues that all the evidence establishes
that no genuine issues of material fact exist and that applicant
had a bona fide intent to use his mark as of the application
filing date. Applicant argues the opposer’s “insinuations” that
he anmended his tax returns to develop a “story” are conpletely
unf ounded; and that the tax returns were anended solely in
consultation wth applicant’s accountant, who had m ssed an
opportunity for applicant to claima val uabl e deducti on.
Appl i cant argues that the “Executive Sunmmary” was not prepared by
him but was only a draft, never distributed, prepared by M.
Haj dukovi ch i n Decenber 2002, two years after the application was
filed, as the three friends were beginning to formalize their
relationship (which resulted in the formati on of Deep Three, Inc.
on January 14, 2003); and that the deposition excerpts of

appl i cant and of Dan Meckel support the status of this docunent.
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Wth respect to M. Hajdukovich’s email to Mark Cuban, applicant
argues that it was sent 18 nonths after applicant filed his
application and, in any event, w thout applicant’s know edge or
authority. Applicant argues that the basketball flyers for the
canp run by the Haj dukovich brothers were prepared by applicant,
but were never distributed;® that the nmock-up flyer was |ocated
on applicant’s conputer hard drive and produced in response to
document requests.’

Applicant’s reply is acconpani ed by applicant’s deposition
in support of his position; excerpts fromthe deposition of Dan
Meckel , one of applicant’s college friends and presently a
m nority shareholder in Deep Three, Inc.; applicant’s
suppl enmental declaration stating in part that the decision to
amend his tax returns was nade with the advice of his accountant
because the deductions were allowed and had been overl| ooked
earlier, and that the basketball canp flyer referred to by
opposer was a nock-up to see how the DEEP 3 | ogo woul d | ook, nade
in Cctober 2000 after the basketball canp (which took place in
the sumer of 2000), and that the nock-up was never used, though
it was produced fromapplicant’s conputer hard drive because it

was found when searching for docunents; the declaration of

® Applicant notes that opposer did not choose to depose M.

Haj dukovi ch, as it could have in view of the grant of the 56(f)

di scovery. Applicant argues that, had opposer deposed M.

Haj dukovi ch, opposer coul d have asked questi ons about the basket ball
canp and this flyer and ascertained that the flyer was never used.

" Applicant expl ai ned previously the circunstances surrounding the
domai n nanme registration, including the involvenent of his sister and
hi s brother-in-Iaw
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M chael Haj dukovich (brother of Janes), stating that he never had
any ownership interest in Deep Three, Inc., wth acconpanying
exhi bits of copies of the flyers actually for the basket bal

canp, and further confirmng that the flyer referenced by opposer
was not used for the canp and stating that he “...never saw it
until | was asked about it for this case”; the declaration of
Janes Haj dukovi ch, stating, in part, that he is now part owner of
Deep Three, Inc., introducing the flyers he and his brother used
for their basketball canmp in the summers of 2001-2002,2 and
stating he never saw the flyer referenced by opposer until asked
about it for this case; a copy of applicant’s March 12, 2001
email to his friends and sister outlining a possible business
structure; and a copy of the previously referenced “Executive
Summary.”

As a prelimnary matter, to the extent that opposer is
argui ng that applicant was not the owner of the mark at the tine
the application was filed, such argument is not the subject of a
pl eaded issue (i.e., alleged in the notice of opposition). Thus,
it cannot be considered on sunmary judgnment. See TBMP §528. 07
(2"4 ed. rev. 2004), and discussion therein. Noreover, ownership
i ssues arise in the context of an application seeking
regi stration under Trademark Act Section 1(a), which permts
“[t]he owner of a trademark used in commerce..”” to request
registration of its trademark on the principal register. Cf.

Trademar k Act Section 1(b) which permts “[a] person who has a

8 They are the same flyers introduced by M chael Hajdukovi ch.
8
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bona fide intention ...to use a trademark in conmerce..” to request
registration of its trademark on the principal register. See

al so TMEP §803.01 (3'% ed. rev. 2 May 2003) (“An application to
register a mark nust be filed by the owner of the mark or, in the
case of an intent-to-use application under 15 U S.C 81051(b), by
the person who is entitled to use the mark in comrerce.”).

In a notion for summary judgnent, the noving party has the
burden of establishing the absence of any genui ne issue of
material fact and that it is entitled to judgnent as a matter of
law. See Fed. R Cv. P. 56. A genuine dispute with respect to
a material fact exists if sufficient evidence is presented that a
reasonabl e fact finder could decide the question in favor of the
non-novi ng party. See Opryland USA Inc. v. Great Anmerican Misic
Show, Inc., 970 F.2d 847, 23 USPQ2d 1471 (Fed. Cir. 1992). Thus,
all doubts as to whether any particular factual issues are
genuinely in dispute nust be resolved in the |ight nost favorable
to the non-noving party. See O de Tyne Foods Inc. v. Roundy’s
Inc., 961 F.2d 200, 22 USPQ 1542 (Fed. Cir. 1992).

The legislative history of the Trademark Law Revi sion Act of
1988 (TLRA) indicates that the purpose of the intent-to-use
provisions was to elimnate “...the requirenent that U S. citizens
and busi nesses, unlike their foreign counterparts, nust use a
mark in comrerce before they can file an application to register
it.” See S. Rep. 100-515 100'" Cong., 2d Sess. (1988) at 4, 1988
US CC AN 5577, 5580. Congress explains further that, in

recognition of the preapplication use requirenents, courts had
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sanctioned the practice of “token use,” a legal fiction, not
avai l abl e to all businesses and industries, essential under the
Trademark |aw at the tinme because it reduced sonme of the |ega
and econom c risks of entering the market place. 1Id. at 5-6,
5581-5582. Notwi thstanding the virtues of an intent-to-use
system Congress al so recogni zed that there was sone potenti al
for abuse, particularly where a single business or individual
sought to nonopolize a | arge nunber of marks, which could be
m nimzed by requiring the specified intent to be bona fide. Id.
at 6, 5582. Inasnuch as a dual application system based either
on preapplication use in conmerce or an a bona fide intention to
use the mark in commerce, addresses the problens sought to be
resol ved by the anmendnent to the Trademark Act, “token use”
becane unnecessary and i nappropriate under the intent-to-use
application system |Id. Thus, the legislative history
illustrates that the Trademark Act was anended to permt
applications, particularly donestic applications, to be filed
prior to actual use of the mark in commerce and to elimnate the
need for the legal fiction of “token use.” By requiring that an
intent-to-use applicant have a bona fide intent to use the mark
in comrerce, Congress addressed the potential abuse of
trafficking in trademarks.

When consi dering whet her an applicant has a bona fide
intention to use the mark in conmerce, any such determnation is

to be a fair, objective determ nation based on all the

10
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ci rcunstances. See Lane Ltd. v. Jackson International Trading
Co., 33 USP2d 1351, 1355 (TTAB 1994).

Inits response to applicant’s notion, opposer adds an
el enent that does not appear in the statute or in the |egislative
history to Trademark Act Section 1(b). By arguing that applicant
did not have the bona fide intent to use the mark in a particular
| egal entity-type capacity, opposer’s position effectively
inposes a limtation on any intent-to-use applicant that may have
hopes and pl ans for business devel opnent and |icensing potential,
that may seek business consultation advice or |egal advice from
third parties, and that may change its business type after filing
an intent-to-use application. This [imtation may certainly
af fect corporate subsidiary applicants which file intent-to-use
applications and | ater, as may happen under sone corporate
busi ness nodel s, transfer the application or mark to the parent
or to a related trademark hol di ng conpany responsi ble for
mai ntai ning a trademark portfolio.

In this case, opposer contends that applicant |acked a
bona fide intent to use the mark in his individual capacity
because he always had the intention of formng a business with
his friends, as denonstrated, according to opposer, in his
actions of speaking of his hopes and plans with his famly and
friends, of seeking and accepting the assistance of his friends
and famly in the trademark application process, and in
devel opi ng a business, resulting in the incorporation of Deep
Three, Inc. However, opposer’s position sinply does not raise a

11
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genui ne issue of material fact for trial as to applicant’s bona
fide intention to use the mark in commerce in view of applicant’s
evi dence, including his statements and acconpanyi ng
docunentation, that he did have the requisite bona fide intention
to use the mark in commerce at the tine of the application, has
subsequently used the mark in comerce, and continues to use the
mark in commerce. ®

Accordingly, no genuine issue of material fact existing as
to applicant’s bona fide intention to use his mark, applicant’s
notion for sunmary judgnent in his favor is granted, and the
opposition is dismssed with prejudice.

eseses

°® Based on his statements that he continues to use the mark, it does
not appear that applicant has assigned the mark and the application to
the corporation, Deep Three, Inc. (nor is he required to do so).
However, in the event that applicant has transferred the mark, al ong
with the entire business relative to the mark, applicant may wish to
record any such assignment so that any subsequent registration wll
issue in the name of the corporation. See Trademark Act Section 10;
and TMEP 8§501.01(a) (3'% ed. rev. 2 May 2003).
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