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IN THE UNITED STATES PATENT AND TRADEMARK OFFIéE
BEFORE THE TRADEMARK TRIAL AND APPEAL BOARD:

SPENCER DISTRIBUTING, L.P. and

Opposition No. 01-30-20(§ o
JERRY SPENCER, L.P. 165,0 O

Opposer, In the matter of:

Application Serial No. 76/202,318
MARK: RACETRAC and Building Design

Filed on: January 30, 2001
Published in the Official Gazette

on January 21,2003 _

Rr i

02-20-2003

| U.S. Patent& TMOfeiTM Mail Rept Dt #01
BOX TTAB .
NO FEE :

- RACETRAC PETROLEUM, INC.,

Applicént. :

S N N N N N’ Nt S N N N N N -

Assistant Commissioner for Trademarks
2900 Crystal Drive ‘
Arlington, VA 22202-3513

MOTION TO SUSPEND AND BRIEF

Opposer Spencer Distributing, L.P. and Jerry Spencer, L.P. (“Opposor”), limited partnerships
organized and existing under the laws of the State of Texas, and having a principal place of business
at 3008 Highway 155 North, Palestine, Texas 75801, files this their motion to suspend and brief in
th¢ above matter under 37 C.F.R. § 2.1 1_7, and in support thereof Opposer alleges: |

1. The rights of Applicant to the above-referenced mark are currehtly being litigated in
Civil Action No. 3:01-CV-1397-P styled “RaceTrac Petr;éeum, Inc. v. JJ. Fast Stop, Inc., etal. S
pending in the United States District Couft for the Northern District of Texas, Dallas Division (the

“Federal Court Proceedings”). The Federal Court Proceedings are based upon the identical set of

MOTION TO SUSPEND AND BRIEF

PAGE 1
OPPOSITION NO. 01-30-2003

136408.2



OPPOSITION NO. 01-30-2003

L
, : : :
transactional fdcts as the above-referenced application. A true and correct copy of Applicant’s

amended compia:int in the Federal Court Proceedings is attached hereto as Exhibiit.“A.”

2. | Opposer filed a summary judgment motion seeking, infer ali‘g, a ruling that
Applicant’s trade dress is not inherently distinctive, ilas not acquired secondary meaning, and that
tﬁere 1s no likelihood of confusion. On February 3, 2003, the district court granted Opposer’s
summary judgment motion with respect to applicant’s claim of trade dress infringerpent. A true and
correct copy of the court’s February 3, 2003 memorandum opinion and order is aﬁached hereto a
Exhibit “B.” In its opinion, the court concluded that RaceTrac’s trade dress was not entitled to trade
dress protection because it consisted of an ordinary arrangement of functional features, was not
inherently distinctive, and had not acquired secondary meaning. Slip op. at 23-37.

3. Once this order becomes final, the decision by the district court on RaceTrac’s trade
dress will be binding upon the Trademark Trial and Appeal Board. See Goya Foods, Inc. v.
Tropicana Products, Inc., 846 F.2d 848, 6 U.S.P.Q.2d 1950 >(2d Cir. 1988); American Bakeries
Corﬁpany V. Pen—O—Gold Baking Company, 650 F.Supp. 563, 2 U.S.P.Q.2d 1208 (D. Minn. 1986);
Toro Company v. Hardigg Industries, Inc., 187 U.S.P.Q. 689 (TTAB 1975), reversed on other.

grounds, 549 F.2d f85, 193 U.S.P.Q. 149 (CCPA 1977); Other Tele. Co. v. Connecticut Nat’l Tele.;
181 U.S.P.Q. 125 (TTAB 1994), pet. denied 181 U.S.P.Q. 779 (Comm’r 1974); Tokaido v. Honda
Assoc., Iné., 179 tJLS.P.Q. 861 (TTAB 1973); Whopper-Burger, Inc. v. Burger King Corp., 171
U.S.P.Q. 805 (TTAB 1971); Tuvache, Inc. v. Emilio Pucci Perfumes Internat’l, Inc., 263 F.Supp.
104,152 U.S.P.Q. 574 (S.D. N.Y. 1967); Midland ]nterncﬁz; ‘I Corp. v. Midland Cooperatives, Inc.,
434»F.2d 1399, 1403 (C.CI.P.A. 1970); Midland Internat’l Corp., 421 F.2d 754, 753-60 (C.C.PA.
1970); Mother’s Restaurants, Inc. v. Mama’s Pizza, Inc., 723 F.2d 1566, 1569—'1572 (Fed. Cir.

1983); Domino’s Pizza, Inc. v. Little Caesar Enterprises, Inc., 7U.S.P.Q.2d 1359 (T.T.A.B. 1988).
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4. 37 CFR. §2.117(a) prov1des that:

Whenever it shall come to the attention of the Trademark Trlal and

Appeal Board that parties to a pending case are engaged in a civil

action which may be dispositive of the case, proceedings before the

Board may be suspended until termination of the civil action.
Because the F ederal ACourt Proceedings involves issues in common with those in the proceeding
before the Board, Opposer requests that the Board suspend this proceeding until final determination
of the Federal Court Proceedings, 37 C.F.R. § 2.117(a); General Motors Corp. v. Cadillac Club
Fashions, Inc.,22 U.S.P.Q.2d 1933 (TTAB 1992); Toro Company v. Hardigg Industries, Inc., 187
U.S.P.Q. 689 (TTAB 1975), reversed on other grounds, 549 F.2d 785, 193 U.S.P.Q. 149 (CCPA
1977); Other Tele. Co. v. Connecticut Nat'l Tele., 181 .U.S.P.Q.‘125 (TTAB 1‘994); pet. denied 181
U.S.P.Q. 779 (Comm’r 1974); Tokaido v. Honda Assoc., Inc., 179 U.S.P.Q. 861 (TTAB 1973);
Whopper-Burger, Inc. v. Burger King Corp., 171 U.S.P.Q. 805 (TTAB. 1971); iSquirrel Brand
Company v. Barnard Nut Company, 101 U.S.P.Q. 340 (Comm’r 1954); Townley Clothes, Inc. v.

Gola’rihg,_[nc., 100 U.S.P.Q. 57 (Comm’r 1953).

Respectfully submitted,

o Y
State Bar No. 04378900

BRACKETT & ELLIS

A Professional Corporation
100 Main Street

Fort Worth, Texas 76102-3090
Telephone: 817/338-1700
Metro: 817/429-9181
Facsimile: 817/870-2265
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CERTIFICATE OF “EXPRESS MAIL” TRANSMISSION UNDER 37 C F.R. §1.10 10

|
I hereby certify that this correspondence is being deposited with the Umted States Postal
Service “Express Mail Post Office to Addressee” service under 37 C.F.R. § 1. 10 in an envelope
addressed to: Trademark Trial and Appeal Board, Assistant 2(‘)mmlssmner for T;ademarks 2900
2003. :

Crystal Drive, Arlington, VA 22202-3512, on February }/{

First Class Express Mail Certificate No. EL 500853824US

CERTIFICATE OF SERVICE UNDER 37 C.F.R. §2.119
I hereby certlfy that on February Z é‘t‘:ZOOZ% this correspondence is belng deposited with
the United States Postal Service “Express Mail Post Office to Addressee” service! under 37CF.R
§2.119inan envelope addressed to:

Joa'n L. Dillon

Kilpatrick & Stockton
1100 Peachtree Street NE, Suite 2800
Atlanta, GA 30309-4530.

First Class Express Mail Certificate No. K ,:\ 500853838US

136408.2
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~ INTHE UNITED STATES DISTRICT COURT
'FOR THE NORTHERN DISTRICT OF TEXAS
DALLAS DIVISION '

RACETRAC PETROLEUM, INC.

VS. CIVIL ACTION NO. 3:CV-01-1397-P

W2 O L L L

J.J. FAST STOP, INC,, et al.

DEFENDANTS JERRY J. SPENCER’S, SPENCER DISTRIBUTING,
L.P.’S, and JERRY SPENCER, L.P.’S FIRST AMENDED
ANSWER, AFFIRMATIVE DEFENSES AND JURY DEMAND

Defendants Jerry J. Spencer, Spencer Distributing, L.P., and Jerry Spencer, L.P. (“Spencer
Defendants”) file this their first amended answer to the First Amended Complaint filed by Plaintiff

RaceTrac Petroleum, Inc. (“RaceTrac”), and in support thereof would state as follows:

ANSWER

1. In answer to paragraph 1 of RaceTrac’s complaint, Spencer Defendants are without

sufficient knowledge or information to form a belief as to the truth of the allegations contained

therein and, therefore, deny the allegations contained in paragraph 1.

2. Spencer Defendants admit the allegations in paragraph 2 of Race Trac’s first amended
- complaint.

3. Spencer Defendants admit the allegatidns in paragraph 3 of RaceTrac’s first amended
complaint.

4. Spencer Defendants admit the allegations in paragraph 4 of RaceTrac’s first amended
complaint. _

S. Spencer Defendants admit the allegations in paragraph 5 of RaceTrac’s first amended
complaint. "

'The following answers are numbered identically to the corresponding paragraphs o

f RaceTrac’s
-amended complaint. | "

Exhibit “A" S
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6. Spencer Defendants admit the allegations in paragraph 6 of RaceTrac’s first amended

complaint.

7. Spéncer Defendants deny that it or any other Defendant maintaméd an infringing

operation in Kaufman County within this Judicial District and Division. Except as so denied,
Spencer Defendants admit the remaining allegations of paragraph 7.

8. In answer to paragraph 8 of RaceTrac’s complaint, Spencer Defendants are without

sufficient knowledge -of information to form a belief as to the truth of the allegations contained

therein and, therefore, deny the allegations contained in paragraph 8.

9. . In answer to paragraph 9 of RaceTrac’s complaint, Spencer Defendants deny that

RaceTrac stores are considered at the forefront in terms of design, marketing, and location and deny
that the RaceTrac stations are known by their trade dress. As to the remaininé allegations of
paragraph 9, Spencer Defendants are without sufficient knowledge or information to form a belief
as to the ﬁuth of the allegations contained therein and, therefore, deny the allegations contained in
paragraph 9. N

10.  Inanswer to paragraph 10 of RaceTrac’s complaint, Spencer Defendants are without

sufficient knowledge of information to form a belief as to the truth of the allegati‘ons contained

therein and, therefore, deny the allegations contained in paragraph 10.

11.  Inanswer to paragraph 11 of RaceTrac’s complaint, Spencer Defendants are without

sufficient knowledge of information to form a belief as to the truth of the allegations contained

therein and, therefore, deny the allegations contained in paragraph 11

12.  Spencer Defendants deny that the elements described as. RaceTrac’s trade dress in

paragraph 12 of RaceTrac’s amended complaint are protectable under state or federal law. In further
answer to paragraph 12, Spencer Defendants are without sufficient knowledge orinformation to form

a belief as to the truth of the remaining allegations contained therein and, therefore, deny the
remaining allegations of paragraph 12.

13. Spencer Defendants deny the allegations of paragraph 13.

Defendants Jerry J. Spencer, Spencer Distributing, L.P., and Jerry Spencer,
L.P.’s First Amended Answer, Affirmative Defenses and Jury Demand
Civil Action No. 3-CV-01-1397-P; Page 2



| |
14. Spencer Defendants admit that in December 2000, J .J:’s Fast Sto:p, Inc. sold and
assigned its interest in the JJ’s Fastrac Mark to defendant Jerry Spencer who liceﬁses the mark to
defendants Spencer Distributing, L.P, Jerryv Spencer, L.P. and Gerry Red, I_-né. Except as so
admitted, Spencer Defendants deny the remaining allegations of paragraph 14 of RaceTrac’s first
amended complaint.
15. Spencer Defendants deny the allegations of paragraph 15.
16. Spencer Defendants deny the allegations of paragraph 16.
17.  Spencer Defendants dehy the allegations of paragraph 17.
18. Spencer Defendants deny the allegations of paragraph 18.
19. - Spencer Defendants deny the allegations of paragraph 19.
20. Spenéer Defendants deny the allegations of paragraph 20.
21.  With respect to paragraph 21 of RaceTrac’s first amended complaiht, no answer is
necessary. ‘
22. Spencer Defendants deny the allegations of paragraph 22.
23.  Spencer Defendants deny the allegations of paragraph 23. |
24, Spencer Defendants deny the allegations of paragraph 24.
~ 25. With respect to paragraph 25 of RaceTrac’s first amended complaint, no answer is
necessary.
26. Spencer Defendants deny the aliegations of paragraph 26.
27. Spencer Defendants deny the allegations of paragraph 27.
- 28. Spencer Defendants deny the allegations of paragraph 28. |
29.  With respect to paragraph 29 of RaceTrac’s first amended complaint, no answer is
necessary.
30.  Spencer Defendants deny the allegations of paragraph 30.
31. Spencer Defendants deny the allegations of paragraph 31.
32. Spencer Defendants deny thé allegations of pa:ragraph>3.2.

33.  With respect to paragraph 33 of RaceTrac’s first amended complaint, no answer is

necessary.

Defendants Jerry J. Spencer, Spencer Distributing, L.P,, and Jerry Spencer,
L.P.’s First Amended Answer, Affirmative Defenses and Jury Demand
Civil Action No. 3-CV-01-1397-P; Page 3
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34. Spencer Defendants deny the aliegations of paragraph 34.
35. - Spencer Defendants deny the allegations of paragraph 35.
36.  Spencer Defendants deny the éllegaﬁons of pélragraph 36.
37. Spencer Defendants deny the allegations of paragraph 37.

38.  With respect to paragraph 38 of RaceTrac’s first amended complaint, no answer is
necessary.

39. Spencer Defendants deny the allegations of paragraph 39.
40. Spencer Defendants de"ny-the allegations of paragraph 40.

AFFIRMATIVE DEFENSES

In further answer, if any is necessary, Spencer Defendants assert the following affirmative
defenses:-

First Affirmative Defense

RaceTrac’s claims are barred in whole or in part due to the lack of any distinctiveness in
" RaceTrac’s trade dress.

Second Affirmative Defense

RaceTrac’s claims are barred in whole or in part because RaceTrac’s trade dre$s is functional
and, therefore, is not protectable trade dress.

Third Affirmative Defense

' RaceTrac’s claims are barred in whole or in part because RaceTrac’s trade dress has not
acquired secondary meaning.

Fourth Affirmative Defense

RaceTrac’s claims are barred in whole or in part by the presumption of lack of confusion
arising from side-by-side use.

Defendants Jerry J. Spencer, Spencer Distributing, L.P., and Jerry Spencer,
L.P.’s First Amended Answer, Affirmative Defenses and Jury Demand
Civil Action No. 3-CV-01-1397-P; Page 4



Fifth Affirmative Defense . a
RaceTrac’s claims are barred in whole or in part because the use of the JJ’s Fastrac Marks

and trade dress are not likely to cause confusion with the RaceTrac Marks and trade dress.

Sixth Affirmative Defense

RaceTrac’s claims are barred in whole or in part because the RaceTrac Marks and trade dress

are not similar to the JJ’s Fastrac Marks and trade dress.

Seventh Affirmative Defense
RaceTrac’s claims are barred in whole or in part because there has been no unfair

competition on the "part of defendants by their use of the JJ’s Fastrac Marks or trade dress.

. Eighth Affirmative Defense ‘
RaceTrac’s claims are barred in whole or in part because there is no actual competition

existing between the parties in certain territories.

Ninth Affirmative Defense

RaceTrac’s claims are barred in whole or in part by limitations, laches, waiver, and estoppel.
Tenth Affirmative Defense

RaceTrac’s claims are barred in whole or in part by RaceTrac’s consent to or acquiescence

in defendants’ use of the JJ’s Fastrac Marks and trade dress.

Eleventh Affirmative Defense

RaceTrac’s claims are barred in whole or in part because defendants obtained and relied upon

advice of counsel before registering and using the JJ°s Fastrac Marks.

Defendants Jerry J. Spencer, Spencer Distributing, L.P., and Jerry Spencer,
L.P.’s First Amended Answer, Affirmative Defenses and Jury Demand
Civil Action No. 3-CV-01-1397-P; Page 5
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DEMAND FOR JURY TRIAL ;

Spencer Defendants demand a jury trial as provided by Rule 38(a) of the Federal Rules of

Civil Procedure.

PRAYER
For the reasons stated, Defendants Jerry J. Spencer, Spencer Distributing, L.P., and Jerry
Spencer, L.P. pray that Plaiﬁﬁff RaceTrac Petroleum, Inc.’s claims be dismissed with prejudice, and
that Defendants Jerry J. Spencer, Spencer Distributing, L.P., and Jerry Spencer, L.P. be granted such
other and further relief to which they may show themselves justly entitled. |

Respeétfully submitted,

Attorney-in-Charge
State Bar No. 00784308

CHRISTINE L. DURRETT
Of Counsel
State Bar No. 24027301

HARRISON & HULL LLP.

ATTORNEYS AND COUNSELORS
307 West Washington, Suite 202
P.O. Box 340

Sherman, Texas 75091-0340

(903) 893-9421

(903) 893-1174 facsimile

ATTORNEYS FOR DEFENDANTS JERRY J.
SPENCER, SPENCER DISTRIBUTING, L.P.
and JERRY-SPENCER, L.P.

Defendants Jerry J. Spencer, Spencer Distributing, L.P., and Jerry Spencer,
L.P.’s First Amended Answer, Affirmative Defenses and Jury Demand
Civil Action No. 3-CV-01-1397-P; Page 6
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- A true and correct copy of the above and foregoing Defendants Jerry J. Spencer’s, Spencer
Distributing, L.P.’s, and Jerry Spencer, L.P.’s First Amended Answer, Affirmative Defenses, and
Jury Demand has been sent by the United States Postal Service, first class.mail, postage pre-paid on

this the 25% day of April 2002, to all counsel of record as follows:

Robert W. Turner/Hilda Galvan
JONES, DAY, REAVIS & POGUE
2727 N. Harwood Street
Dallas, Texas 75201-1515

via first class U.S. mail

Joseph F. Cleveland, Jr.

BRACKETT & ELLIS, P.C.

100 Main Street

Fort Worth, Texas 76102-3090
via first class U.S. mail

ASA D. HULL

Defendants Jerry J. Spencer, Spencer Distributing, L.P., and Jerry Spencer,
L.P.’s First Amended Answer, Affirmative Defenses and Jury Demand
Civil Action No. 3-CV-01-1397-P; Page 7






FOR THE NORTHERN DISTRICT OF TEXAS :
DALLAS DIVISION I | 'm-3 Zma
RACETRAC PETROLEUM, INC,, § CL: K US BiseicT p{
_ ' § V )
Plaintiff, §
§ .
v, § CIVIL ACTION NO..
§ 3:01-CV-1397P 3\%,
1.1.’S FAST STOP, INC. et al, § -
. § :
Defendant, § /

(-

@
(3)

4

)
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IN THE UNITED STATES DISTRICT COURT \ '

LS

PYN,

MEMORANDUM OPINION AND ORDER

Now before the Court for its consideration are:

Defendants J.J.’s Fast Stop, Inc., Gerry Red, Inc., Spencer Distributing, LP., Jerry
Spencer, L.P., and Jerry Spencer’s (collectively, “Defendants” or Fastrac™) Motion for

Summary Judgment, filed August 2, 2002;'
Defendants’ Motion Requesting Oral Argumént filed August 2, 2002;?

Defendants’ Motion to Exclude Expert Testimony of Carl E. Block, Pu.D.,, filed August
2,2002; '

Plaintiff RaceTrac Petroleum, Inc.’s (“Plaintiff” or “RaceTrac™) Motion to Strike Expert

Report of Michael O’Neil, or alternatively, Motion for Leave to Designate a Rebuttal
Expert, filed August 2, 2002;*

Defendants’ Motion to Strike Plaintiff's Summary Judgment Evidence, filed September |

! Plaintiff RaceTrac Petroleum, Inc. filed its response brief on August 22, 2002 and Defendants filed their

reply brief on September 9, 2002.

9, 2002.

9,2002.

2 Deféndants‘ filed a second motion requesting oral argument on October 15, 2002.

3 Plaintiff filed its response brief on August 22, 2002 and Defendants filed their reply brief on September

4 Defendants filed their response brief on August 22, 2002 aﬁd Plaintiff filed its reply brief on September

MEMORANDUM OPINION AND ORDER

‘ PAGE1
3:01-CV-1397-P
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9,2002;*
(6)  Defendants’ Motion to Exclude for Destruction of Evidence, filed September 9, 2002;¢

(7)  Defendants’ Motion to ‘Strike Plaintiffs Supplemental Summary Judgment vadence,
filed October 1, 2002;’

3] Plaintiff’s Motion for Leave to File Supplemental Authority, filed October 8, 2002;

(9)  Plaintiff RaceTrac Petroleum, Inc.’s Motion for Leave to File Sur-Reply and Motion to
Strike, filed October 16, 2002;

(10)  Plaintiff’s Motion for Leave to File Sur-Reply, filed November 6, 2002;® and

(11) Defendants’ Motion for Leave to F11e Newly Discovered Summary Judgment Evidence,
: filed November 12, 2002.°

For the reasons stated herein, Defendants’ Motion for Summary Judgment is DENIED
with respect to Plgintiﬁ’s claim §f tradcmax_'k infringement and is GRANTED wit‘h brespect to
Plaintiff's claim of trade dress infx:ingement. Defendants’ Request for Oral Argument is hereby
DENIED. Defendants’ Motion to Exclude Expert Testimony of Carl E. Block, Ph.D. is hereby
DENIED as prema@e. Plaintiff’s Motion to Strike the Expert Report of Michaei O’Nell, or, in
the Alternative, Motion for Leave to'Designate a Rebuttal Expert is hereby DENIED as

premature. Defendants’ Motion to Strike RaceTrac’s Summary Judgment Evidence is hereby

¥ RaceTrac filed its response brief on October 3, 2002 and filed 2 supplemental fesponse brief (without
leave of court) on October 4, 2002. Defendants filed their reply brief on October 22, 2002.

6 Plaintiff filed its response brief on October 3, 2002 and Defendants filed their reply brief on October 18,
2002, .

7 Defendants filed their response brief on October 3, 2002.
% Defendants did not file a response brief.

s RaceTrac filed its response on November 20, 2002,

MEMORANDUM OPINION AND ORDER
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|
DENIED in part, DENIED as MOQOT in part, and GRANTED in part. Dcfendaz]us’ Motion to
Exclude for Destruction of Evidence is hereby DENIED as premature. Defm@ts’ Motion to
Strike Plaintiff’s Supplemental Summary Judgment Evidence is hereby DENIED. Plaintiff’s
Motion for Leave to File Supplemental Authority is hereby GRANTED. PIaintiffs Motion for
Leave to File Sur-Reply in Response to the Defendants’ Summary Judgment Reply is hereby
DENIED and Plaintiff’s Motion to Strike is GRANTED. Plaintiff's Motion for Leave to File
Sur-Reply is hereby DENIED. Defendants’ Motion for Leave to File Newly Disc;overed
Summary Judgment Evidence is hereby DENIED as MOOT.

Plaintiff RaceTrac owns and operates approximately 500 gas.oline stadoné/convenience
stores in 12 to 14 stafes, including Texas and Louisiana. (Pl.’s App. 159-60, 165.) Since at least
as early as 1975, RaceTrac has used the RaceTrac trademark on its gasoline stations/convenience
stores. (Pl.’s App. 161.) RaceTrac owns several certificates of federal registration issued by the
United States Pafent and Trademark office for the RaceTrac trademark. (PL.’s Apf). 6, 150-54.)

In the mid-1980's RaceTrac began using a trade dress in connection with the RaceTrac
trademark. (P1.’s App. at 54.) Racetrac describes its trade dress as having the following

characteristics:

(1) the term “TRAC?” displayed in a slanted manner on signs,
canopies, and trim;

(2) relatively large bonnets on the top of gasoline pumps that -
display the name “TRAC” in white letters and outlined by black on
a red background;

(3) large price signs at or near the street or highway that bear the
name “TRAC” on a red background above oversize black numbers
set on a yellow background;

(4) a large brightly lit canopy that bears the name “TRAC;”

MEMORANDUM OPINION AND ORDER PAGE 3
3:01-CV-1397-P o



(5) a convenience store that bears the name TRAC; \
(6) gasoline pumps positioned perpendicular to the road; \
(7) red striping on buildings, islands, pumps, and signage; and |
(8) long center islands. :

(P1.’s Resp. to Defs.” Mot. for Summ. J. at 2-3.)
Defendants own and operate a small chain of discount gasoline station/convenience stores

located in Texas and Louisiana. (Defs.” App. 22-26.) From 1997 to 2002, Defendants’ gas

Fastrac” was registered with the United States Patent and Trademark Office. (Defs.” App. at 7,
19-21; P1.’s App. 6-8.)
After RaceTrac threatened to file this Jawsuit, Defendants, in an effort to avert further
!

litiéation with RaceTrac, voluntarily agreed to change the name of its stores from s Fastrac to -
37’s Fast Stop and instructed its attorneys to abandon the “JJ’s Fastrac” mark with the United
States Patent and Trademark Office. (Defs.’ Mot. at 8; Defs.” App. at 13-14, 32-34.) Despite
Defendapts’ abandonment of the “JJ’s Fastrac” mark, RaceTrac sued Defendants for trademark -
infringement, trade dress 'mfrifxgement, unfair competition, trademark dilution, and unjust

enrichment.'®

Defendants now seek summary judgment and seeking dismissal of all of Plaintiff’s

remaining claims.

i
i
l
|
»
l
|
|
|
|
\ stations/convenience stores were operated as “JJ’s Fastrac.” (Defs.’ Mot. at 3.) The name “JJ’s
|
|
)
|
|
)
|
|
i
|
|
i
l
|
i
|
|
l
|
|
|
:
|
v
x
|
5
I
]
!
i

"9 RaceTrac voluntarily dismissed its claims of trademark dilution and unjust enrichment with prejddice.
(Pl’sResp.at2.n. 2.}

MEMORANDUM OPINION AND ORDER PAGE4
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MOTION FOR SUMMARY JUDGMENT |

1. LEGAL STANDARD FOR SUMMARY JUDGMENT.
Summary judgment shall be rendered when the pleadings, depositions, Mem to

interrogatories and admissions on ﬁle, together with affidavits, if any, show that ﬁere is no
genuine issue of material fact and tlié_moving party is entitled to judgment as a matter of law.
See Fed. R. Civ. P. 56(c); Celotex Corp. v. Catrett, 477 U.S. 317, 323 (1986). Summary
judgment is appropriate in any case whérc the critical evidence is so weak or temipus on an
essential fact that it céuld\not-support a judgment in favor of the nonmovant. Seé Little v. Liquid
Air Corf., 37F.3d 1069, 1076 (5th Cir. 1994). All evidence and the reasonable ihferences to be
drawn therefrom must be viewed in the light most favorable to the party opposiné the motion.
See United States v. Diebold, Inc., 369 U.S. 654, 655 (1962).

The moving party bears the burden of informing the district court of the bésis for its
belief that there is an absence of a genuine issue for trial, and of identifying those bortions of the
record that demonstrate such an absence. See Celotex, 477 U.S. at 323. Once the moving party
has made an initial showing, the party opposing the motion must come forward wi{th competent
summary judgment evidence of the existence of a genuine fact issue. ‘See Matsushita Elec. Indus.
Co., Ltd. v. Zenith Radio Corp., 475 U.S. 574, 586 (1986). The mere existence of some factual
dispute will not defeat a motion for summary judgment. See Willis v. Roche Biomedical Ldb.,

Inc., 61 F.3d 313, 315 (5th Cir. 1995). Only disputes over facts that might affect thc outcome of
the suit under the governing law will precludt; summary judgment. See id. Moreover, a dispute

about a material fact is genuine only if the evidence is such that a reasonable jury could return a

verdict for the nonmoving party. See id.

MEMORANDUM OPINION AND ORDER . PAGES
3:01-CV-1397-P
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The Court will not, in the absence of any proof, assume that the nonmox}%ng party could or
would prové the necessary facts. See Little, 37 F.3d at 1075. Therefore, if the nonmoving party
‘fails to make a showing sufficient to establish the existence of an element essential to its case,

and on which he bears the burden of proof at trial, summary judgment must be granted. See

Celotex, 477 U.S. at 322-323.
I.. TRADEMARK INFRINGEMENT.

RaceTrac alleges that Fastrac’s previous use of the registered trademark “LU ’s Fastrac”
constitutes trademark infringement in violation of the Lanham Act, 15 US.C. § 1%1 14(1)."" Fora
plaintiff to prevail on a trademark ixifringément claim, he must show (1) that he has a valid
trademark'? that is entitled to protection under the Lanham Act and (2) that the usé of the

defendant’s mark infringes, or is likely to infringe, the mark of the plaintiff. See Quantum

115 U.S.C. § 1114(1) reads in pertinent part as follows:

Any person who shall, without the consent of the registrant

() use in commerce any reproduction, counterfei, copy, or colorable imitation of a
registered mark in connection with the sale, offering for sale, distribution, or advertising

of any goods or services on or in connection with which such use is likely to cause
confusion, or to cause mistake, or to deceive; or

(b) reproduce, counterfeit, copy, or colorably imitate a registered mark and apply such
reproduction, counterfeit, copy, or colorable imitation to labels, signs, prints, packages,
wrappers, receptacies or advertiserents intended to be used in commerce upon or in
connection with the sale, offering for sale, distribution, or advertising of goods or 'services

on or in connection with which such use is likely to cause confusion, or to cause rmstake
or to deceive,

subsection (b) hereof, the registrant shall not be entitled to recover profits or damages unless the
acts have been committed with knowledge that such imitation is intended to be used to cause

b
|
\
\ shall be liable in a civil action by the registrant for the remedies hereinafter provided. Under
!
1 confusion, or to'cause mistake, or to deceive,

|

2 The term “trademark” includes “‘any word, name, symbol, or device, or any combination thereof” used
‘ by a person “to identify and distinguish his or her goods, including a unigue product, from those manufactured or
| sold by others and to indicate the source of the goods, even if that source is unknown.” 15 U.S.C. § 1127.
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Fitmess Corp. v. Quantum Lifestyle Centers, L.L.C., 83 F. Supp. 2d 810, 816 (S.l?. Tex. 1999).

A. Valldity of the Trademark.

The first element - that the piaintiﬁ' has a valid trademark - is met througﬁ evidence of
distinctiveness or secondary meaning. See Pebble Beach Co. v. Tour 181 Ltd., 155F3d 526,
537 (5th Cir. 1998). The degree to which a mark is entitled to protection under tl‘ixe {Lanham]
Act dependé on whether the mark is classified as (a) generic, (b) descriptive, (c) s;lggestive, (d)
arbitrary or (¢) fanciful. Pebble Beach, 155 F.3d at 540. Because only suggesﬁvé, arbitrary, and
fanciful terms are federally registrable without proof of secondary meaning, a certificate of
registratioﬁ for a given mark constifutes prima facie evidence of the validity of thémark and

provides prima facie evidence of the registrant’s exclusive right to use the mark ix{ commerce for
the services specified in the registration. See American Heritage Life Ins. Co. v. H:eritage Life
_ Ins. Co., 494 F.2d 3, 10 (5th Cir. 1974); Quantum Fitness Corp., 83 F. Supp. 2d atl817. A
registration becomes conclusive eﬁdence of the registrant’s exclusive right to use a mark after
 five consecutive yearé of continuous use in commerce, subject to a few enumerated defenses.
Quantum Fitness Corp., 83 F. Supp. 2d at 817. The presumption of validity of the inark is
irebut’table and may be overcome by demonstrating, by a preponderance of the evidence, that the
mark is generic, of if descriptive, that it lacks a secondary meaning. See March Madness Athletic
Ass'n., L.L.C. v, Netfire, Inc., 162 F. Supp. 2d 560, 568 (N.D. Tex. 2001). “Eﬁden?e used to
overcofne the presumption can include uncontested generic use by competitors, generic use by
the plaintiff, dictionary deﬁnitions, media usage, testimony of persons in the trade, and consumer
surveys.” Id.
B. Trademark Infringement.
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To demonstrate that a protectable, federally registered trademark has been infringed under
Section 32(1) of the Lanham Act, 2 plaintiff must show that a defendant used (1§~any
reproduction, counterfeit, copy or colorable imitation of the mark; (2) without tl;e registrant’s
consent; (3) in commerce; (4) in connection with the sale, offering for sale, distribution or
advertising of any goods; (5) where such use was iikely to cause confusion or to ;cause mistake or
to deceive. Seg 15US.C. § 1114( I)Za); Boston Prof’l Hockey Ass’n, Inc. v. Dallas Cap &
Emblem Mfg., Inc., 510 F.2d 1004, 1009-10 (Sih Cir. 1975); Quantum Fitness C&rp., 83 F. Supp.
2d at 817. The‘ﬁrst four fequiremems are'easily satisfied in most cases and have been satisfied
‘here. “‘Likelihood of confusion’ is thus the central issue in any suit for trademark infringement.”
Fuji Photo Film Co. v. Skinohara Shoji Kabushiki Kaisha, 754 F.2d 591, 594 (St Cir, 1985);
Quantum F itne;ss Corp., 83 F. Supp. 2d at 817. Therefore, the analysis turns on V\ilhetﬁer the
defendant’s use of its mark creates a likelihood of confusion in the minds of potetLtial consumers
as t§ the source of the goods. See Pebble Beach, 155 F.3d at 543.

“Likelihood of confusion is synonymous with a probability of confusion, which is more
than the mere possibility of coﬁfusion.” Pebble Beach, 155 F.3d at 543. In determining whether
a likelihood of confusion exists, courts consider the following non-exclusive factors: (1) the type
of mark allegedly infringed (i.e. the “strength” or distinctiver@s of the mark); (2) the similérity
between the two marks; (3) the similarity of the products or services; (4) the identity of the retail
outlets and purchasers; (5) the identity of the advertising media used; (6) the defendant’s intent;
and (7) any evidence of actual confusion. See Pebble ééach, 155 F.3d at 543. “No single factor

ﬁs dispositive, and a finding of likelihood of confusion docé not reqﬁire a posiﬁve ﬁnding ona

majority” of these elements. Jd. Likelihood of confusion is a question of fact. Id. at 537; Society
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of Fin. Exam'rs v. National Ass'n of Certified Fraud Exam’rs, Inc., 41 F.3d 22i, 225 (5th Cir.

1995); Exxon Corp. v. Texas Motor Exch. of Houston, 628 F.2d 500, 504 (Sth Qir. 1980).

Because Plaintiff’s “R;sceTrac” trademark has been registered with the 6nited States
Patent and Trademark Office, it is entitled to trademark protection by virtue of its status as a
registrant. See American Heritage sze Ins. Co., 494 F.2d at 10; Quantum Fitne.;‘"s Co@., 83F.
Supp. 2d at 817; Pl.’s Resp. at 2; PL.’s App. at 150-54. In their motion for suMaw Jjudgment,
Defendants do not dispute the validity of the mark; instead Defendants argue theke is no genuine
issue of material fact with respect to the likelihood of confusion between the “JJ ls Fastrac” and-
“RaceTrac” marks.

1. Type of Mark Allegedly Infringed.

The first consideration in determining whether a fact issue exists s o likelihood of
confusion is to idéntify the type of trademark at issue. The type of trademark refers to the
strength of the mark and focuses on the senior usér’s mark. See Elvis Presley Enterps. v. Capece,
141 F.3d 188, 201 (5th Cir. 1998). “The stronger the mark, the greater the protec‘tion. it receives

because the greater the likelihood that consumers will confuse the junior user’s use with that of

the senior user.” Id.

The distinctiveness or “strength” of a mark measures its capacity to indicate the source of

the goods or services with which it is used. See Restatement (Third) Unfair Competition § 21

cmt. i; Quantum Fitness Corp., 83 F. Supp. 2d at 818-19. “The greater the distinctiveness of the
mark, the greater the likelihood that prospective purchasers will associate the same or a similar

designation found on other goods, services, or businesses with the prior user.” Restatement
p
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(Third) Unfair Competition § 21 cmt. i; Exxon Corp., 628 F.2d at 504. Thus, “tstrong” marks
that have a high degree of distinctiveness are entitled to more protection againstithe use of
similar marks on a wider rangé of goods or services than are “weak™ designations that have less

distinctiveness or market recognition. See Restatement (Third) Unfair Competition § 21 cmt. i.

One measure of the strength of a trademark is its classification into one of five categories:
(1) generic; (2) descriptive; (3) suggestive; (4) arbitrary; or (5) fanciful. See Pebble Beach Co.,
155 F.3d at 540.

As a general rule, trademarks that are fanciful or arbitrary tend to be stronger than
those that are suggestive, and suggestive marks tend to be stronger than those that
are descriptive, geographically descriptive, or are personal names. Such
classifications are not conclusive of “strength,” however, since the issue
ultimately depends on the degree to which the designation is associated by
prospective purchasers with a particular source. Thus, a descriptive mark through
vigorous promotion can become a strong mark, and an arbitrary mark that is not
well known in the market can be a weak mark.

Restatement (Third) Unfair Competition § 21, cmt. 1.
“A generic mark . . . is never protectable because it connotes ‘a particular génus or class

of which an individual [product] éf service is but a member . . ., rather than the more

| individualized characteristics of a particular product.’” Pebble Beach, 155 F.3d at 540 (citation
o’mitfed). “Amark...is descriptivé if it “identifies a characteristic or quality of an article or

| service, such as its color, odor, function, dimensions, or ingredients.’” Id. (quoting Zatarains,
Inc. v. Qak Grovg Smokehouse, Inc., 698 F.2d 786, 790;’(_’5th Cir. 1983)). “[IJn many cases, 2
descriptive term will be an adjective suph as ‘speedy,’ ‘ﬁ'iendly;’ ‘green,’ ‘menthol,’ or |
‘reliable.”” Union Nat’l Bank of Texas, Laredo.v. Union Nat'l Bank of Texas, Austin, 909 F.2d
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839, 845 (5th Cir. 1990) (citation omitted). A descriptive mark is protectable only when it has

acquired a secondafy meaning in the minds of the consuming public." See Pebblé Beach, 155

F.3d at 540.

The last three categories - suggestive, arbitrary, and fanciful - are inherexitly distinctive,
requiring no additional sl:xowing to be protectable, “because their intrinsic nature serves to
identify a pa.rticularl source of a product.” [d. A suggestive mark is one that “‘suggests rather
than describes some particular characteristic of the goods or services to which it applies and
requires the lmagmatxon in order to draw a conclusion as to the nature of goods and services.™
Union Nat'l Bank, 909 F.2d at 845 (quoting Zatarains, 698 F.2d at 791). Suggestwe marks
subtly connote something about the service of the product and enjoy only a narrow scope of

protection under the trademark laws. See Sun Banks of Fla., Inc. v. Sun Fed. Savsl. and Loan
Ass’'n, 651 F.2d 311, 315 (5th Cir. 1981). Even though the mark is suggestive, it ;ﬁll requires a
mental leap from the mark to the product and thus is strong enough to warrant trademark
protection without proof of secondary meaning. See Amicus Communications, LP.v.
Hewlett—Packdrd Co., Inc., NO. CIV. A. SA-98CA1176PMA, 1999 WL 495921, at *14 (W.D.
Tex. Jun 1 1, 1999); Sun Banks of Fla., 651 F.2d at 315 (“Although less distinctive than a
fictitious, arbitrary or fanciful mark and therefore a comparatively weak mark, a su‘gg&stive mark
will be protected without proof of secondary meaning.”) “An oft-cited example oéa suggestive

term is ‘Penguin’ as applied to refrigerators.” Union Nat'l Bank, 909 F.2d at 845.

Arbitrary and fanciful marks are those that are not suggestive of the producfs or services

with which they are associated. See id. “An arbitrary mark has a common meaning unrelated to

P
|
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the product for which it has been assigned, such as APPLE when applied to computers or
IVORY és applied to soap. See First Savs. Bank, F.S.B. v. First Bank System, I;zc., 101 F.3d 645,
655 ( IOih Cir. 1996); Union Nat'l Bank, 969 F.2d at 845. “Fanciful” marks, by Econtrast, are

usually “coined words, such as XEROX or KODAK?” that signify nothing but the product. See

First Savs. Bank, 101 F.3d at 655; Union Nat'l Bank, 909 F.2d at 845.

The mark “Racetrac,” as used in this context, suggests speedy, swift retrieval of gasoline,
snacks, and service. The slanted letters used in conjunction with the word further enhance the
image of efﬁéiency. The term “RaceTrac,” even though spelled differently fromi the dictionary
term “racetrack,” is not a coined word and is not purely fanciful. Nor is its use a;fbitrary - the
term “RaceTrac” is related to automobiles and driving. “RaceTrac” is a suggesti;\'e term, and
consequently, it is entitled to trademark protection without a showing of secondaty meaning -

albeit only a narrow scope of protection.”

Third-party uses and registrations “limit the protection to be accorded plaintiff’s mark
outside the uses to which plaintiff has already put its mark.” Amstar Corp. v. Dolmino s Pizza,
Inc., 615 F.2d 252, 260 (5th Cir. 1980); Exxbn Corp., 628 F.2d at 504; Quantum }Fz‘tness Corp.,
83 F. Supp. 2d at 820. “Unlike some coutrts, the Fifth Circuit considers evidence bf third-party

usage of a mark on unrelated goods and services in assessing the mark’s strength in the

13 Although Plaintiff need not prove secondary meaning to receive trademark protecnon, secondary
meamng is relevant to assessing the commercial strength of the mark. See Restatement (Third) Unfatr Competition §
2} cmt. i. “Secondary meaning attaches to a mark when the consuming public primarily assocxates the term with a
particular source.” Estee Lauder, Inc. v. The Gap, Inc., 108 F.3d 1503, 1509 (2d Cir. 1997). Yet; Plaintiff has not

shown that the term “RaceTrac" and Plaintiff's business have “become synonymous in the mind of the public.” See
id. ‘
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marketplace.” Quantum Fitness Corﬁ., 83 F. Supp. 2d at 820; seé Union Nat'l lk?ank, 909 F.2d at
848 n. 24; Sun Banks, 651 F:2d at 315-16; Amstar Corp., 615 F.2d at 259-60. Wle the Fifth

| Circuit requires a broad examination of the marketplaée, it also recognizes that éxtcnsi\;e
third-party usage may weaken a mark but does not in itself eliminate a mark;s pr“otectability in all
cases. See Quantum Fitness Corp. ,_“'83 F. Supp.: 2d at 820 (citing Amstar Corp., 615 F.2d at 259).
“The greater the number of identical or more or less similar trademarks already in use on

. different kinds of goods, t_he less the likelihood of confusion.” Exxon Corp., 628 F.2d at 504,

Defendants note that there are 528 pcnding applicaﬁons and registrations ?ontaining the
work “track” or other similar derivations in International Class 35 (marks rclating: to convenience
store services) such as “Trac,” “Trak,” “Trax,” 6r “Tracs.” (Defs.” Mot. at 39-40; 1|Defs.’ App. at
58-59.) Defendants also note that “Trac” is used with other gasoline station convénicnce stores
including Petrotrac, USASpeedTrac, and Quicktrack. (Def.’s Mot. at 40;ADe.fs.’ Abp. at 736-37,
783.) This third-party use of the suffix “track” and similar derivations thereof di}u\"}te the strength
of the RaceTrac mark and entitle it to a narrower range of protection. See Oreck Ci)rp. v. US.
Floor Sys., Inc., 803 F.2d 166, 170 (5th Cir. 1986); See-Amicus Communications, L.P., 1999 WL

495921, at *9. In sum, the RaceTrac mark, though not a weak mark, is not an espe¢ially strong

mark either.

2. Similarity of the Trademarks.

i
i

Defendants contend there is no similarity between RaceTrac’s and Fastrac’s marks. They
~ argue that (1).the “IJF astrac” mark was registered nearly 20 years after RaceTrac’s mark was

registered; (2) the United States Patent and Trademark Office’s registration of the “JJ’s Fastrac”

MEMORANDUM OPINION AND ORDER ‘ PAGE 13
3:01-CV-1397-P :




“ ¢

mark in light of the previously-registered “RaceTrac” mark “amounts to an adm?nistrative

determination of non-infringement;”"* (3) the marks are differentiated by the inclusion of “JJ’s”
|

14 Defendants assert that the “United States Patent and Trademark Office would not have issued a
registration for JJ°s Fastrac if it considered it to be an infringement of the previously registered “RaceTrac” mark.
Thus, they reason, the action taken by the United States Patent and Trademark Office comprises an administrative
determination of non-infringement.” (Defs.’ Resp. at 39; Defs.” App. at 58-59.) In support of their argument,
Defendants cite to 15 U.S.C. § 1052(d) which provides that the United States Patent and Trademark Office may
refuse registration of a trademark when it

so resembles a mark registered in the Patent and Trademark Office, or a mark or trade name
previously used in the United States by another and not abandoned, as to be likely, wheniused on
or in connection with the goods of the applicant, to cause confusion, or to cause mistake, or to
deceive. Provided, that if the Director determines that confusion, mistake, or deception is not
likely to result from the continued use by more than one person of the same or similar marks under
conditions and limitations as to the mode or place of use of the marks or the goods on or in
connection with which such marks are used, concurrent registrations may be issued to such
persons.

15 U.S.C. § 1052(d).

Defendants try to make the leap that because a trademark may be refused registration due }o its similarity
with another mark, a trademark that is registered necessarily does not infringe any other registered mark. Yet
Defendants have not provided any legal authority for this position. As Plaintiff points out, using this logic, if the
examining attorney’s.decision to register a mark was conclusive evidence of non-infringement, there would be no
basis for any party to use the cancellation process insofar as it would be used to seek cancellation of a registered
mark based on infringement of a prior registration. (Pl.’s Resp. at 20; PI's. App. at 6-7.)

Defendants also argue that there are 528 pending applications and registrations containing the word “track”
or other similar derivations in International Class 35 which is the classification for marks relating to “convenience
store/filling station services.” (Defs.” App. at 58-59.) According to the Declaration of Michael O'Neil, two of these
registrations belong to RaceTrac. (Defs.’ App. at 59.) The United States Patent and Trademark Ofﬁce allowed
Fastrac to register its mark-in Class 35. (Pl.’s App. at 6.) Defendants conclude that the fact that thcse 528
applications and registrations exist demonstrates that RaceTrac does not own the exclusive right to the suffix “track”

and the derivations thereof. (Defs.” App. at 59.)

In contrast, Plaintiff’s evidence indicates that RaceTrac had three registrations, one in Class 35 (retail
convenience store services) and two in Class 37 (gasoline station services). (Defs.' App. at6.) The evidence
indicates that the RaceTrac registration in Class 35 was not issued until afier the Fastrac mark was issued. (14.)
Therefore, at the time Fastrac sought registration of its mark in Class 35, Racetrac’s mark was not onlfile with the
United States Patent and Trademark Office in that class. Thus, the examiner probably did not consider the RaceTrac
mark when considering whether to register the Fastrac mark in Class 35, Plaintiff also notes that cem:n statutory
advantages exist for marks that are registered, for example, registration of a mark constitutes prima facxe evidence of
the validity of the mark. (Pl.’s App. at 7); see American Heritage Life Ins. Co., 494 F.2d at 10; Quantum Fitness
Corp., 83 F. Supp. 2d at 817. However, the law does not include in its list of advantages a presumption that
registration equals a presumption or a finding of non-infringement. (PL’s App. at 7.)

Therefore, the Court rejects Defendants® argument that the registration of “JJ's Fastrac” when the RaceTrac
mark was already registered comprises an administrative determination of non-infringement.

MEMORANDUM OPINION AND ORDER PAGE 14
3:61-CV-1397-P



.‘__" Q 3

in an oval disc next to the word “Fastrac;” (4) the word “Fastrac” does not lookklike the waord

|
i
|

“RaceTrac.” (Def.’s Mot. at 39.)

The issue for dctcrmin-atioh is whether the two marks are sufficiently sirrtlilar in
appearance to result in confusion in the market place. “The similarit& of the marks in question is
determined by comparing the mark;: appearance, sound, and meaning.” Elvis Pkesley Enters.,
141 F.3d at 201. This comparison, which has been described as “really nothing more than a -
subjective eyeball test” requires consideration of “the overall impression created by the mark as a

- whole rather than simply comparing individual features of the rﬁarks.” Exxon Co%rp‘, 628 F.2d at

504. “Obviously, the greater the similarity in the design of the trademarks, the greater the
likelihood of confusion.” /d.

RaceTrac’s mark is spelled R-A-C-E-T-R-A-C and contains capitalized Iei.ters *“R” and
“T” (PL’s App. at 154.) As used, the word is written in white block letters with a black outline

on a red background. (Pl.’s App. at 154, 141.) The letters are slanted slightly to the right. (PL’s
App. at 154, 141.)

Defendants’ mark is identified in its registration simply as “JI’s Fastrac” with no
pa;ticular stylized design. (Defs.’ App. at 21.) However, Defendants have alsé reéistered the
JJ7’s mark, which does contain a stylized design. The JJ’s mark contains two “J’s \%/ith the “J” on
the left slightly e!evated and the “‘é” written in superscript to the right of the “JJ.” “’I‘hcre are two

horizontal lines underlining the “JJ’s” and the entire mark is contained in a shaded }ound space.

(Defs.” App. at 18.)
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When used, the “JJ’s” is smaller and less noticeable than the word “Fastl‘rac,.” which
predominates. “‘{Olne feature of a mark may be more significant than other fea‘ttures, and...it
is proper to givé greater force and effect to that dominant feature.”” Quantum Fi ;'tness Corp., 83
F. Supp. 2d 810, 823 (S.D. Tex. 1999) (quoting Giant Food, Inc. v. thion ’s Foodservice, Inc.,
710 F.2d 1565, 1570 (Fed. Cir. 19833). Here, the portion of the mark thatis a rof.md disc

containing “JJ ;s" is the less significant part of the mark. The predominant part o&' the Fastrac

mark is that part of the mark that reads “Fastrac.” Like the word “RaceTrac” used in the

RaceTrac mark, the word “Fastrac,” when used, is slanted slightly to the right," usés a block
print style? is displayed in white letfeﬁng with a black cutline on a red background,“ contains thé
“trac” suffix, and contains a prefix suggesting speed (e.g. “Race” and “Fast”). (PL’s App. at 41-
42, 214-70.)" These factors ultimately make the entire “JJ’s Fastrac™ mark similar to the

“Racetrac” mark.
3. Similarity of Products.

The third factor to evaluate when determining whether there is a likelthood of confusion

is the Similarity between the products and the services provided by the plaintiff and the

18 Defendants contend that the only slanted letter in the Fastrac mark is the letter “F,” (Defs.’ App. at27.)
However, it appears from the photographs contained in the record that the entire word “Fastrac” is slanted slightly to
the right. Perhaps the underlining of the “astrac” gives it a slanted impression. (P1.’s App. at 214-70.) In any case,
using an “eyeball test, " the Court finds that “the overall i xmpressxon created by the mark™ is that of a slanted image.
See Exxon Corp., 628 F.2d at 504.

18 Defendants contend that the red shade used by Fastrac.is “fire engine red” whereas the red shade used by
RaceTracis “dark red.” (Defs.” App. at 27.) The photographs of both stores depict bright red background colors that
are virtually indistinguishable from one another. (PL.’s App. at 138-49, 214-70.)

’ Spencer states that the color scheme used in the JJ's Fastrac mark is “light tan and fire engine red.”
(Defs.” App. at 8.) However, using an “eyeball test, " the mark used on the Fastrac stations and the areas described
by Spencer as “light tan” appear white. See Exxon Corp., 628 F.2d at 504; Defs.” App. at 9; PL."s App. at 214-70.
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defendant. See Exxon Corp., 628 F.2d at 505. The greater the similarity betwe%n the products

\
and services, the greater the likelihood of confusion. It is undisputed that both Plaintiff and
' . . |

Defendants own gasoline station/convenience stores in Texas and Louisiana. Because the

Parties’ products and services are virtually identical, this factor weighs in Plaintiff’s favor.
4. Identity of Retail Outlets and Purchasers.

“‘Dissimilarities between the retail outlets for and the predominant consu:mers of
plaintiff’s and defendant’s goods lessen the possibility of confusion, mistake, or &eception.”’
Exxon Corp., 628 F.2d at 505. In the case at bar, there is a strong similarity bet\w;een the
- predominant consumers of the Parties’ goods and services and the type of retail o‘ytlets used by
both Partics. Both Plaintiff and Defendants own the same type of retail outlet, ga%oline
station/convenience stores. Likewise, their products are purchased by drivers liké}y to be living
or travcliﬂg through the areas where their retail outlets are located (i.e. Texas and ELouisiana).

Most of their customers are members of the car driving public who seek to pmchaée gasoline or

other various sundries. o
5. Identity of Advertising Media.

' The fifth factor used in evaluating the likelihood of confusion is the sirﬁilaﬁty between
the parties’ advertising campaigns. “The greater the similarity in the campaigns, the greater the
likelihood of confusion.” Exxon Corp., 628 F.2d at 506. In the case at bar, both. Plélinﬁﬁ and
Defendants advertise priniarily through use of their signs, both of which display théjr own
trademark above a yellow pﬁce sign containing black numbers. (Pl.’s App. at 54-5 5, 143, 147,

183, 207-08, 238.)
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6. Defendants’ Intent.

“A defendant’s intent to deceive buyers is merely one factor to be considered in

‘ determining whether there is a likelihood of confusion.” Exxon Corp., 628 F.Zci at 506. If,
however, a plaintiff can show that a defendant adopted a mark with the intent of deriving benefit
from the reputation of the plaintiff, that fact alone may be sufficient to justify the inference that

there is confusing similarity. See id.; Amstar Corp., 615 F.2d at 263. In the casc at bar, the

evidence on Defendants’ intent is mixed.

According to Defendant Jerry Spencer (“Spencer”™), Spencer chose the wo‘fd “Fastrac”
because he liked the sound of “trac” which had a “go-go motor sound” and a “motor fuel” sound
to him and he liked the sound of Gillette’s Trac II razor blades. (Pl.’s App. at 194; Defs.” App. at
6.) Spencer also owned stock in a company called “Rentrak.” (Defs.” App. at 6.) When
deciding what to name his gasoline station/convenience stores, Spencer considered that other
businesses in the same industry used trade names with the same prefix or suffix - such as Kmart

and Wal-Mart, Speedway and Raceway, and Dollar General and Family General. tDefs.’ App. at
6.)

In 1996, Spencer hired the law firm of Gardere & Wynn_e to make sure that there would
be no trademark infringement problems. (Defs.” App. at 6.) He states fhat his lawy‘ylers told him
if he used “JI's” in combination with “Fastrac,” spelled with either a “c” or a “ck,”rathat it would
eliminate any potential confusion, though this interpretation of the legal advice he received

differs slightly from that contained in the written correspondence contained in the record. (Defs.’

App. at 6-7, PL.’s App. at 271-72.)
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According to a letter dated October 21, 1996, Defendants corresponded \?vith their legal
counsel concerning potential names for their gas stations/convenience stores. In[ a letter from
. |
Spencer to Kay Schwartz at Gardere & Wynne, Spencer listed six potential names in his order of
. |
preference: (1) Fastrac; (2) Fastrac II; (3) JJ’s Fastrac; (4) Fastrak; (5) JJ°s Fastrak; and (6)
Fastrak II. (Pl.’s Abp. at 271.) Spencer acknowledged that his counsel had adviéed him that
“Fastrac” and “Fastrac II” “will not work.” (PL’s App. at271.) The conespondénce also

suggests that Spencer knew of RaceTrac and the similarity of the Racetrac mark to his choices.

Specifically, Spencer states

Number 3 would have the circular JI's logo in front of the ‘Fastrac.” Our actual
trade name is JJ's Fast Stop so there is more similarity to our actual trade name
than to Racetrac, if that has any relevance.

' |
(PL.’s App. at 271.) On October 31, 1996, Michael O’Neil (“O’Neil™) of Gardere &

Wynne explained in a letter to Spencer that his

opinion does not change with respect to the use of the name “Fastrac,” regardless

of whether you use the letter c’ or the letter *k’ or the Roman Numeral II is added
to the name. |

(PL’s App. at 272.) O'Neil added that “if you use your registered trademark ‘JI’s’ in

|
combination with Fastrack,” you clearly eliminate any potential confusion.” (PL’s App. at272.)

According to these letters, O’Neil did not explicitly advise Spencer on whether the use of J7’s in

|
!

combination with “Fastrac” would present a problem. Ultimately, Spencer chose to use his

registered trademark “JJ’s” in combination with “Fastrac” without a “k.” (Pl.’s App. at 194-95.)

The letters and testimony in the record do not conclusively establish that Spencer
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intended to deceive Buyers as to the origination of the product. Nor does it conclusively establish
that Defendants adopted the mark with the intent of deriving a benefit from Plaintiff’ $ reputation.

However, the evidence does raise a fact issue as to Defendants’ intent.
7. Actual Confusion.
a) Direct Evidence.

The best evidence of likelihood of confusion is provided by evidence of éctual confusion.
See Exxon Corp., 628 F.2d at 506; Amstar, 615 F.2d at 263. Plaintiff proﬁ’c:s evidence of actual
confusion from the testimony of several RaceTrac employees. First, Steven Prewitt (“Prewitt”),
a RaceTrac area supervisor, states that “Sometime after the Fastrac station on Randol Mill Road
in Fort Worth, Texas opened, I received several calls from people who believed tl;at this Randol

|

Mill station was a RaceTrac station.” (PL's App. at 77.) Prewitt explained that t@ose people
were friends of his who lived in the area calling to let him k_now they saw the newt\RaceTrac
station on Randol Mill Road. (Pl.’s App. at 77.) Prewitt explains that he was confused by their
calls because Rachrac did not have a station at that location. (Pl.’s App. at 75.) SO he

investigated it and realized the new gas station to which his friends were referring was not a

Racetrac station, but a Fastrac station. (Pl.’s App. at 77.)

Tom Jarrett (“Jarrett”), another RaceTrac area supervisor, testified in his deéosition that
he received a customer complaint “about our store on Randol Mill Road” when he was managing
the store on Berry Street. (Jarrett Dep. at 10.) Yet, as explained above, RaceTmc does ﬁot have
a store on Randol Mill Road. (P1.’s App. at 77.) Rather, the Randol Mill station is ;Fasmc

station. (Pl.’s App. at 77.)
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Larry Duncan (“Duncan”), another RaceTrac employee, testified in his dcposmon that the
first time he saw the Fastrac station on Randol Mill Road, he thought it was a EaceTrac station.
(Duncan Dep. at 11-12, 16.) When Duncan asked the person he was ﬂding in tﬂe car with “what

store of ours is that?” the person told Duncan it was a Fastrac, not a RaceTrac. (Duncan Dep. at

16.)

Defendants assert that the testimony of Prewitt and Jarrett is inadmissible hearsay and
should not be considered by the Court. (Defs.” Reply at 23; Defs.” Objections to RaceTrac’s
Summ. J, Ev. at 1-2.) However, the Fifth Circuit has considered and rejected this argument,
allowing such evidence because it is not being offered to prove the truth of the maittter asserted.
See Armco, Inc. v. Armco Burglar Alarm Co., Inc., 693 F.2d 1155, 1160 (5th Cir.11982) (“The
testimony about phone calls and converéations was not being offered to show thatl [Plaintiff] and
{Defendant] were the same business, but to show that people thought they were. ”) :'® Quantum
Fitness Corp., 83 F. Supp. 2d at 829-30. Likewise, in this case, the statements arei not being
offered to prove the truth of the matters asserted - specifically, that theré was a new RaceTrac

store on Randol Mill Road, as with the Prewitt case, or that the customer had a complaint with

'® In Armco, one of the plaintiff's employees testified that he received phone calls at least once 2 month
from people trying to reach the defendant, who ran 2 burglar alarm company. He also testified that two
acquaintances of his had asked, “When did y'all get into the burglar alarm business?” Two other employees of the
plaintiff also testified that they had received one phone call each from a person trying to reach the defendant. The
Fifth Circuit held that this evidence did not constitute inadmissible hearsay because it was not being offered to prove
the truth of the matter asserted. “The testimony about phone calls and conversations was not being offered to show
that [Plaintiff] and [Defendant] were the same business, but to show that people thought they were. [Defendant]
claims that the statements were the equivalent of ‘I believe that defendant and plaintiff are one and the same or are
related,” and were offered to prove the truth of the matter asserted, namely that the declarant actually\‘dld hold such a

belief. Even so, they would be admissible under the state of mind exception. Fed. R. Evid. 803(3).” Armco, 693
F.2d at 1160.
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the store on Randol Mill Road, as with the Jarrett case. Moreover, the fact that Prewitt and
Jarrett do not identify the callers by name or explain the reason given by the _callérs for their

confusion may affect the probative value of the evidence, but does not affect its admissibility.

(See Defs.’ Reply at 24.)

Defendants argue that Duncan’s testimony is inadmissible because he is an employee of
Racetrac, not a consumer of its services. Defendants reason that because Plaintiff is required to
establish a likelihood of confusion among consumers in the gasoline market, Duncan’s testimony

is irrelevant and thus, inadmissible. The Court rejects this lbgic.

In the “actual confusion” digit of the likelihood-of-confusion analysis, a pléintiff_ may
bring forward evidence of confusion of customers or others as to the source of the 1product. See
Society of Fin. Exam 'rs v. National Ass’n of Certified Fraud Exam'rs, Inc., 41 F 3d 223,228
n.11 (5th Cir. 1995) (holding that the plaintiff need not prove confusion in actual consumers to
establish likelihood of confusion in trademark infringement action; evidence of confusion in
others permits inference of confusion in purchasers); Fuji Photo Film Co., Inc. v. Shinohara
Shoji Kabushiki Kaisha, 754 F.2d 591, 597 (5th Cir. 1985) (error to discount evidence of actual
confusion on the pari of distribﬁtors and trade show visitors; confusion in customers inferred
from confusion in retailers, sales clerks, distributors) (collecting cases). “Evidence §f confusion
in others permits the inference of confuéion of purchasers." Society of Fin. Exam rs, 41 F.3d at
228 n.11. Therefore, Duncan’s testimony of his actual confusion is admissible as evidence that

there is a likelihood of confusion among consumers.
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b) Survey Evidence. ‘[

Plaintiff also offers the results of a survéy as evidence of the erliho’od of confusion.
“Parties often introduce surve)-r evidence in an effort to dempnstrate that there is ‘g likelihood of
confusion.” Exxon Corp., 628 F.2d at 506. Defendants object to the admissibiliéy of this survey
evidence for several reasons. Becax;;e the Court need not consider the survey resuits to rule on
this summary judgment motion, the Coust will reserve the issue of the adxﬁissibility of the survey
evidence for pre-trial consideration and determination. The Court will hear Parties’ érguments

on this issue at the pretrial conference scheduled for February 28, 2003.

In light of the analysis presented herein, the Court finds that a fact issue exists as to
whether the;e is a likelihood of confusion between the two marks. Therefore, Defendants’

Motion for Summary Judgment is hereby DENIED with respect to Plaintiff’s claim of trademark

infringement.
III. TRADE DRESS INFRINGEMENT.

Defendants also seek dismissal of RaceTrac’s claim that Defendants mfnnged on
RaceTrac s trade dress in vxolatlon of Section 43(a) of the Lanham Act. See 15 U. S C.§

1125¢a)(1)."* “Trade dress” refers to the design or packaging of a product that serves to identify

, ¥ Section 1125(a)(1) reads:

(1) Any person who, on or in connection with any goods or services, or any container for got’ods,

uses in commerce any word, term, name, symbol, or device; or any combination thereof, or any

false designation of origin, false or misieading description of fact, or false or misleading

. representation of fact, which-- -

(A) is likely to cause confusion, or to cause mistake, or to deceive as to the afﬁhatxon
connection, or association of such person with another person, or as to the origin,
sponsorship, or approval of hxs or her goods, services, or commercial activities by another
person, or :
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the product’s source. Eppendorf-Netheler-Hinz GMBH v. Ritter GMBH, 289 F.3d 351, 354-55

(5th Cir. 2002) (pet. filed Aug. 22, 2002). - Trade dress ;efers to the total image,idesign, and
appearance of a product and m'ay include features such as size, shape, color, colc}r cpmbinations,
texture, graphics, and sales techniques. See Pebble Beach Co. v. Tour 18 itd., 155 F.3d 526, 536
(Sth Cir. 1998); Clicks Billiards, Inc. v. Sixshooters, Inc., 251 F.3d 1252, 1257 (Sth Cir. 2001).
With trade dress, the question is whether the “combination of features creates a ciistinctiye visual

impression, identifying the source of the product;” Pebble Beach, 155 F.3d at 536.

The purpose of trade dress protection, like trademark protection, is to “‘secure the owner
of the [trade dress] the goodwill of his business and to protect the ability of consumers to
distihguish among competing products.”” Eppendorf, 289 F.3d at 355 (quoting 7wo Pesos, Inc.

v. Taco Cabana, Inc., 505 U.S. 763, 774 (1992)).

Tf a product feature is functional, it cannot be protected trade dress. Id. Thus, unless
protected by patent or copyright, functional features may be cépiéd freely by competitors in the

marketplace. Jd.

!

If a trade dress is not functional, it is entitled to protection if it is distinctive or has
acquired a “secondary meaning” such that the consumihg public ass‘ociates the trade dress with a
particular source. See Allied Marketing Group, Inc. v. CDL Mﬁrketing Group, 878 F.2d 806, 813

(5th Cir. 1989). However, proof of secondary meaning is not required if a trade dress is

(B) in commercial advertising or promotion, misrepresents the nature, characteristics,
qualities, or geographic origin of his or her or another person's goods, services, or
commercial activities,
shall be liable in a civil action by any person who believes that he or she is or is likely to be
damaged by such act.
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*“sufficiently distinctive of itseif to identify the producer,’ as when the dress cd%sists of fanciful
or arbitrarily-selected features which do not serve simply to ‘describe the produ;:t or to assist in
its effective packaging.”” See ,;ﬂlied Marketing Group, Inc., 878 F.2d at 813 (citations omitted).
If a court determines that the trade dress is protected - because it is non-ﬁgnctional and is
either distinctive or has acquired sgégndary meaning, the court must then détermine whether the
» trade dress has been infringed. See 4llied Marketing Group, Inc., 878 F.2d at 813. Infringement

is shown by demonstrating that the substantial similarity in trade dress is likely to confuse

consumers as to the source of the product. See id.

In.this case, the features that comprise RaceTrac’s trade dress include: (1) 1;86 of the
“RaceTrac” mark in slanted white letters outlined in black on a red background on the
convenience store, the islands/canopies, the gas pumps (i.e. pump toppers or bonnets), and signs;
(2) the large price sign loéated near the road with the “RaceTrac” mark in slanted wixite letters

outlined in black on a red background above a pﬁce in large black letters on a bright yellow
. background; (3) the use of gasoline pumps positioned perpendicular to the road (i.e. “dive-in”

pumps); (4) red striping on buildings, islands, pumps, and signage; and (5) long center islands.

(See P1.’s App. 139-49 147; P1.’s Resp. at 2, 24-25.)
A. Is RaceTrac’s Trade Dress Functional?

Defendants maintain that RaceTrac’s trade dress is functional, and therefore RaceTrac is
not entitled to protection under the Lanham Act. The Lanham Act expressly limits the Scopc of
trade dress protection by providing that “the person who asserts trade dress protection has the

burden of proving that the matter sought to be protected is not functional.” 15 U.S.C. §
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lIZS(a)(3)‘ The requirement of non-functionality “‘prevents trademark law, w:hich seeks to
prombte competition by protecting a firm’s reputation, from instead i'nhibitit:xg iegiﬁmate
competiﬁon by allowing a pro&ucer to control a useful product feature.” Eppendorf, 289 F.3d at
355 tcitation omitted). The non-functionality requirement also ‘“servés to assure that

competition will not be stifled by 'thé;cxhaustion of a limited number of trade dresses.”” Pebble

Beach, 155 F.3d at 537 (citation omitted).

It is well-established that functional product features do not enjoy trade dress proteﬁtion.
When determining whether a product feature is functional, courts must assess “whether the
feature is essential to the use or purpose of the product of whether it affects the cost or quality of
the product.” Eppendorf, 289 F.3d at 356. Under this traditional definition of ﬁlr;btionality, ifa
product feature ““is the reason the device works,’ then the feature is functional.” Id If the trade
dress is essential to the use or purpose of the product or affects the cost or quality of the product,
a finding of functionality is required regardless of whether or not the use of that trade dress is a
“competitive neceséity.” Id. 1f a product feature is functional under this definition, nothing more

need be considered - the trade dress is not entitled to protection. Id,

v

However, even if the trade dress is considered non-functional under the Vtrad‘i‘tional
definition, if the case involves “aesthetic functionality,” courts may consider whether exclusive
use of the feature “would put competitors at a significant, non-reputation-related disadvantage.”

TrafFix Devices, Inc. v. Marketing Dzls‘blays, Inc., 532 U.S. 23, 33-34 (2001); see Eppendorf, 289

MEMORANDUM OPINION AND ORDER PAGE 26
3:01-CV-1397-P



“ o

i

F.3d at 356.® Aesthetic functionality involves designs that use ornamental feétures with the

“potential to influence consumer behavior, but are peither essential nor helpful to the primary

function of the product.” Mitéliéll M. Wong, The Aesthestic Functionality Doctrine and the Law
of Trade Dress Protection, 83 Comell L. Rev. 1116, 1153 (May 1998); TrafFix, 532 U.S. at 34
This “competmve necessity test” for functxonahty may be used in conjunction w1th the traditional
dcﬁnition, though it is not used as a comprehensive test. See Eppendorf; 289 F.3d at 356. Thus,
the Court must first consider, in light of TrafFix and Eppendorf, whether Plaintii'f has raised a
fact issue as to the non-essential nature of its trade dress to thc use or purpose of 1ts product or
that its trade dress does not affect the cost or quality of its product. See Eppendo;f, 289 F.3d at
356, |

“A collection of functional features in a product design does not necessariiy make the

combination of those features functional.” Pebble Beach, 155 F.3d at 538. In trade dress cases

involving establishments, courts evaluate “the combination of visual elements that taken together
may create a distinctive visual impression,” identifying the source of the product. Clicks, 251

E.3d at 1258-59; see Pebble Beach, 155 F.3d at 536.

According to the record before the Court, the dive-in pump configuration (with gasoline

% The Court notes that the Fifth Circuit has expressly rejected the doctrine of aesthetic functionality. See
Pebble Beach, 155 F.3d at 540 1.6; Sno-Wizard Mfg., Inc. v. Eisenmann Prods. Co., 791 F.2d 423, 426 n.3 (5th Cir.
1986). However, the United States Supreme Court acknowledged the doctrine of aesthetic functionality in Qualitex
Co. v. Jacobson Products Co., Inc., 514 U.S. 159 (1995) and in TrafFix Devices, Inc. v. Marketing Dzsplays Inc.,
532 U.S. 23, 33-34 (2001). In TrafFix, the Supreme Court held that the proper use of the “competitive necessity’
test is in those cases involving aesthetic functionality. In Eppendorf, the Fifth Circuit recognized the application of
the “competitive necessity” test, but did not discuss its relation to aesthetic functionality, Rather, the Eppendorf
Court described the TrafFix holding as recognizing the traditional definition of functionality as the main test for
functionality and the utilitarian/competitive necessity definition of functionality as “an expansion of the fraditional

test.” Eppendorf, 289 F.3d at 356.
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pumps positioned perpendicular to the road) “increases the number of pumps in a given spacé,
increases the gal_lons of gasoline that can be sold, and allows for easier custom;; access to the
convenience store.” (Déf.’s M;)t. at 13-14; Defs.’ App. at 10-11, 48, 147.) The yellow and black
price signs positioned near the road are used to draw customers to the store. Thé price signs are
used by discount gasoliné retailers hke Plaintiff and Defendants to advertise the price of the
gasoline and the visibility of those price signs is essential for drawing customers into the store.
(Défs.’ Mot. at 4—5-;Defs.’ App. at 12-13; Pl.’s App. at 54-55, 143, 147, 183, 207-08, 238.)
According to Defendants’ expert, Marc A. Green Ph.D., the large yellow price sigh with black
numbers makes the sign visible and conspicuous. (Défs.’ App. at 113.) The high brightness
contrast between black and yellow enables drivers to see the price information at greater
distances, with smaller numbers, in periphcral vision, and under poorer weather conditions.
(Defs.” App. at 16, 113.) Black-on-yellow provides high legibility and works extre;pely well to
displa;' the price of the gasoline. (Defs.” App. at 113-14.) While there may be diffé;ent color
;:ombinations ayailable to retailers, there are only a few that work effectively to display the price
of gasoline on outdoor price signs. The predominate colors used in the gasoline retai\l
marketplace are black, white, red, blue, yellow, and green. (Defs.” App. at 66-76.) According to”
the brochure for May’s Advertising - a gésoline price sign manufacturer - there &e, at most, ten
color combinations available for gasoline price signs. (Defs.” App. at 66-76.) The fact that there

are only a limited number of color combinations that work well to draw the customer’s eye cuts

against a determination of non-functionality.*'

#! To the extent the Parties dispute the admissibility of the “color chart” provided by RaceTrac in its
Appendix at 3-4, the Court will not consider the color chart as evidence. The color chart may only be considered by
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'Likewise, the use of the RaceTrac mark in white lettering on a red bacléground placed on
the convenience store, the islands/canopies, the gas pumps (i.e. pump toppers ér bénnets), and
signs is functional. Because mbst gas station/convenience stores configurations look alike, the
placement of the retailer’s trademark on the gas station/convenience stbres is essential to the
retailer’s ability té identify itself an& Jdistinguish itself from other retailers. (Defs.” App. at 783.)
There are only a limited number of places a gasoline station/convenience store retailer can put its
name. Further, the color combination used by Plaintiff - white block letters on a red background
- attracts the eye of the customer and conveys the image of energy, heat and fire. (Defs.” App. at
- 114.) Again, the predominate colors used in the gasoline retail marketplace are bfgck, white, red,
blﬁe, yellow, 'and' green. (Defs.” App. at 66-76.) The fact that there are only a lim%lted number of

color combinations that work well to draw the customer’s eye cuts against a determination of
. {

non-functionality.. (Def.’s Reply at 6; Defs.” App. at 31, 47.)

Further, allowing RaceTrac exclusive rights to this arrangement of features . including
the red/white color combination on its signs, bonnets, the convenience store, the |
islands/canopies, and the gas pumps; red striping on buildings, islands, pumps, and ‘\signagc; long
center islands; the yellow and black price signs; the position of the price signs near tf;e road; and
. the dive-in pump configuration would put other gasoline retailers at a competitive di%advanmge.
\
The configuration of the gasoline-station features used by RaceTrac is typical and the}g are few

available alternatives. (Defs.” App. at 783.) Because discount gasoline retailers use their signs

as their primary means of advertising (Pl.’s App. at 54-55, 143, 147, 183, 207-08, 238), because

the Court as a demonstrative aid for exanﬁnihg other authenticated and admissible evidence.
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there are only a limited number of color combinations avai lable that attract attention of drivers
. . ’ \
from the road, and because the dive-in pump configuration serves many functic';ns, competitors

should not be deprived of this ;:onﬁguration of features.

RaceTrac has failed to meet its burden of raising a fact issue as to non-functionality
‘because it has not established that its trade dress is anything more than an ordinary arrangement
of functional features - in other words, its trade dress is simply one variation selected from a

limited number of ways to combine functional gasoline station/convenience store features.
B. Protectability of RaceTrac’s Claimed Trade Dress.

Although summary judgment in favor of Defendants on the trade dress cldim would be
- appropriate solgly on the basis that RaceTrac has failed to raise a fact issue as to non-
functionality, the Court believes that the other requirement for protectable trade drEss - whether
RaceTrac has offered sufficient evidence to create a genu_ineAissue of material fact %hat its

claimed trade dress is distinctive - also warrants discussion.

Defendants argue that because the design of RaceTrac’s trade dress is comnionplace
among gas stations/convenience stores, its trade dress is generic and is not entitled to protection
from infringement. (Defs.’ Mot. at 23-27.) In response, RaceTrac contends that the prominent
use of its mark on the building structure aﬁd signage combined with the striping, color scheme,
and placement of the gas station’s features makes the trade dress distinctive. RaceTrac also
relies on survey evidence that indicates that some consumers specifically identified Ri‘;ceTrac as
having “the biggest sign,” “5 huge siéiz,” “lots of pumps,” “a lot of space,” “low priceé,” “a big

convenience store,” and “high visibility.” (P1.’s Resp. at 29 [citing P1.’s App. at 331, 333-34].)
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RaceTrac also contends that the survey evidence revealed that “a number of licensed drivers

recognized the signs, designs, color scheme, and layout of RaceTrac stations.” (I;l.‘s Resp. at
2) |
!
Trademarks and trade dress are distinctive and protectable if they serve as indicators of
source. See Pebble Beach, 155 F 3d ;xt 540. Like trademarks, trade dress is classified in five
categories of increasing distinctiveness: (1) generic, (2) descriptive, (3) suggesti\%e, (4) arbitrary,
or (5) fanciful. See Two Pesos, Inc. v. Taco Cabana, Inc., 505 U.S. 763, 769 (19;92); Pebble
Beach, 155 F.3d at 540. Suggestive, arbitrary, or fanciful marks or trade dress by their very
ﬂanxre serve to idenﬁfy the source of a product and are deemed inherently distinc;tive and are
protectable without a showing of secondary meaning. See Pebble Beach, 155 F 3d at 540.
Generic marks or trade dress are not inherently distinctive nor can they acquire distinctiveness
through secondary meaning, and therefore, generic marks are not protectable under any
circumstances. /d. Descriptive marks or trade dress, on the other hand, while nat inherently
distinctive, can acquire distinctiveness through secondary meaning. /7d. Second;ry meaning
requires a showing that “in the minds of the public, the primary significance of a product feature
or term is to identify the source of the product rather than the product itéelf.” T uj'o Pesos, Inc.,

505 U.S. 767 n.4. Distinctiveness is a question of fact. First Brands Corp. v. Fred Meyer, Inc.,

809 F.2d 1378, 1383 (9th Cir. 1987).

In certain trade dress cases, and as in the case here, application of the traditional spectrum

. of marks categories can be difficult and confusing. See 1 J. Thomas McCarthy, McCarthy on

Trademarks and Unfair Competition § 8:13 (4th ed. 2002). In the seminal case, Seabrook
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Foods, Inc. v. Barr-Well Foods, Ltd., 568 F.2d 1342, 1344 (CCPA 1977), the United States
Courts of Customs and Patent Appeals, now the Federal Circuit, set forth a three-;art test to
gauge the inherent distinctiver;ess of a trade dress. Under the Seabrook test, one asks whether M
the design or shgbe is a common, basic shape or design; (2) the design is unique qr unusual in a
particular field; and (3) the design was a mere refinement of a commonly-adopted and well-
known form of ornamentation for a particular class of goods that consumers view as mere

omamentation. Jd.

Professor McCarthy paraphrased the essence of the Seabrook test by stating:

In reality, all three questions are merely different ways to ask whether the
design, shape or combination of elements is so unique, unusual or unexpected in
this market that one can assume without proof that it will automatically be
perceived by customers as an indicia of origin - a trademark. The issue is whether
the trade dress is of such an unusual design that a buyer will immediately rely on
it to differentiate the source of the product. f'

McCarthy, supra, § 8.13. Several courts have adopted the Seabrook test and Proﬁfessor McCarthy
believes it is “by far the preferable test to classify inherently distinctive trade dress in packaging
and containers [as opposed to product design].” fd. (citing cases in the First, Second, Fourth,

Seventh, Eighth, Ninth and Eleventh Circuits that have addpted the Seabrook analysis).

The converse of this theory is also true - “trade dress rights cannot be validly achieved in
an ordinary or common place exterior or interior retail building design that is shared by many

competitors.” McCarthy § 8:6.1. Such an everyday design will be considered unprotectable.

When determining whether RaceTrac’s trade dress is inherently distinctive, the Court

must analyze the “overall look” of the gas station/convenience store and determine whether the
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total image, design, and appearance of the structure identifies the source of the prfoduct. See

Pebble Beach, 155 F.3d at 536. In this case, after reviewing the photographs of tile RaceTrac
stores, the Court cont:ludes‘tha.t thé trade dfess of RaceTrac is a configuration of commonplace
features of a gas station/convenience store. The cdmbinﬁtion of features compris:ing the
RaceTrac trade dress is not so uniql;(; or distinctive that it is automatically perqei;ved by
customers as an indicia of origin. RaceTrac is merely trying to claim trade dress gprotection for

the impression created by a collection of common or functional elements of gas

station/convenience store decor that is combined in basic, ordinary ways.

The evidence presented by RaceTrac that some consumers specifically identified
RaceTrac’s trade dress as having “the biggest sign,” “a huge sign,” “lots of pufnés,” alot of
space,”- low prices,” “a big convenience store,” and “high visibility” is inapposite. The
characteristics the consumers associated with RaceTrac are not the elements of RaceTrac’s trade
dress that RaceTrac seeks to p’rotect. Race Trac’s trade dress - as set forth in its ‘own court
documents - is not comprised of the elements described by these consumers. Mbreover, the
elements described by the consumers are functional elements that, even combined and considered

as a whole, would prevent RaceTrac from acquiring trade dress protection. (Pl.fs Resp. at 29
[citing PL’s App. at 331, 333-34].) |
The use of RaceTrac’s mark on the structure does not automatically convert this non-

distinctive trade dress into an inherently distinctive trade dress. See, e.g., Florida Breckenridge,

22 Plaintiff’s contention that the survey evidence revealed that “a number of licensed drivers recognized the
signs, designs, color scheme, and layout of RaceTracstations” is misleading. (PL's Resp. at 29.) At most, the survey
to which Plaintiff refers revealed that some licensed drivers identify RaceTrac’s frade mark, not its trade dress, as
having certain distinctive features. (PL.’s App. at 79.)
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Inc. v.. Solvay Pharmaceuticals, Inc., 43 U.S.P.Q.2d 1878 (S.D. Fla. 1997) (trade:i dress of pill
with manufacturer’s name stamped on it is not inherently distinctive due to extexfasive third-party
use of other elements such as s.hape, color, and coating); Hampton Inns, Inc. v. Ameritel Inns,
Inc., No. 93-459-S-BLW, 1995 WL 762148 (D. Idaho Oct. 19, 1995) (.trade dress of hotel chain
is not inherently distinctive despite ‘i“c':ientiﬁcation sign due to lack of distinctivenjess of other
featur_es such as columns, roof color, arches, canopy). The Court must conéider Eall elements of
RaceTrac’s trade dress when determining whether it is distinctive. RaceTrac has é typical design
with a convenience store Iocatcd‘ adjacent to the gas pump area. The gas pumps} are located
beneath a canopy that is lit. The gas pumps are set-up in the dive-in format. RajceTrac uses a red
and white color scheme and places a large price sign near the road with the pricif:: in large black
letters on a bright yellow background. This particular combination is common énd basic and is

neither unique nor unusual among gas stations/convenience stores in the industry. Therefore,

RaceTrac’s trade dress it is not inherently distinctive.

C. Secondary Meaning.

Because RaceTrac’s trade dress is not inherently distinctive, RaceTrac is required to
establish that its trade dress has acquired secondary meaning, Sée Pebble Beach, 155 F.3d at
540-41; McCarthy, supra, § 8:13. Courts consider the following factors when determining
whether a trade dress has acquired secondary meaning: (1) length and manner o:f use of the trade
dress; (2) volume of sales; (3) amount and manner of adenising; (4) nature.of use of the trade
dress in newspapers ax;d magazines; (5) consumer survey evidence; and (6) defé:ndaﬁt’s intent in
copying the trade dress. |
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1. Length and Manner of Use of the Trade Dress. l
According to Plaintiff, RaceTrac has used its trade dress in aséociatidn wjith its trademark

since the mid-1980s. (Pl.’s A;;p. at 54.) The evidence indicates that Race’l‘ra'c’s:{ trade dress has
consisted of a convenience store with the RaceTrac mark- in white on a red b_ackéround with a
white-striped border underneath, a s;nd—alone canopy covering multiple gas pufnps with the
RaceTrac mark in white and a red-striped border underneath on “up to all four sides of the
canopy eave.” (Pl.’s App. at 54.) RaceTrac has also used large price signs in bl‘;ack and yellow

with the RaceTrac mark displayed thereon. (Pl.’s App. at 54.)
2. Yolume of Sales.

Although the evidence indicates that this trade dress has been used for nearly twénty

years, there is no evidence of RaceTrac’s volume of sales during those years.
3. Amount and Manner of Advertising.

According to the evidence, RaceTrac has engaged in some limited advertising - through
the use of price signs at each store location, coupons, door hangers for new RaceTrac locations,

billboards, and promotional flyers. (Pl.’s App. at 171-76.) However, “in the case of ad&er’tising,

spending substantial amounts of money does not itself cause a . . . trade dress to acquire

secondary meaning;” the advertisements should emphasize the source of the product through

t

prominent us¢ of the trade dress. Pebble Beach, 155 F.3d at 541 (citing Restatement (Third)
Unfair Competition § 13 cmt. ¢ (which is now cmt. e)); Rally’s, Inc. v. International Shortstap,
Inc., 776 F. Supp. 45[; 456 (E.D. Ark. 1990) (no secondary meaning where advertisements do

not focus on trade dress); See Hampton Inns, 1995 WL 762148, at * 27 (same). In this case,
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there is no evidence that RaceTrac’s advertising used or incorporated its trade drfess. ,

4. Nature of Use of the Trade Dress in Newspaperé and Mag;!izines.

There is no evidence that RaceTrac advertises in newspapers or magazines or uses its

trade dress in the advertising that it does conduct.
S. Consumer Survey Evidence.

RaceTrac relies on two types of survey evidence in support of its mnthtion that
RaceTrac’s tra&e dress has acquired secondary meaning: first, Plaintiff relies o;i Dr. Block’s
survey in which “18.9% of roughly 367 licensed drivers living in the areas where Fastrac stations
are ope:;ated.m#de references to RaceTrac upon seeing a Fastrac sign.” (PL’s Resp. at 32.) Dr.
Block’s survey was designed to show that a likelihood of confusion existed between the
RaceTrac and the Fastrac marks. (Pl.’s App. at 79-121.) This evidence is of no value to Plaintiff
in this situation because the survey did not test fo_r secondary meaning’and did not test
participants’ impressions of RaceTrac’s trade dress. By Dr. Block’s own admission, Dr, Block’s
survey never tested for secondary meaning. (Defs.’ App. at 901.) Moreover, the purported
outcome of the survey - that “18.9% of roughly 367 licensed drivers made reférences to RaceTrac
upon seeing a Fastrac sign” - has nothing to dé with wixether the trade dress of RaceTrac has

acquired secondary meaning.

RaceTrac also relies on a focus-group survey it conducted in which participants described
what they knew about RaceTrac- specifically, what sets it apart from other places. (PL.’s App. at
331.) When asked what attracts people to RaceTrac and “what’s distinctively RaceTrac?” the

respondents answered, inter alia: “they’re not always on a comner,” “they tend to buy cheaper
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real estate,” “the stores ére newer,” “they’re big,” very clean,” ‘Wery high visibili;ty,” “never
heard about them in the news,” “the price,” “quick.” (P1.’s App. at 331.) Althouéh Plaintiff -
contends that the participants a;ssociated RaceTrac with its large signs and gasoiifne punips, this
characterization is misleading. The participants barely mentioned any.feature oé RaceTrac’s

trade dress in their responses. (Pl.’é App. at 331.)
6. Intent to Copy.

With respect to the intent-to-copy factor, Plaintiff again relies on the lett’er dated October
21, 1996 in which Defendants discussed with their Iegal couﬂscl potential namé.s for their gas
stations/convenience stores. (Pl.’s Resp. at 32; P1.’s App. at 271.) The Coﬁrt has already
analyzed tﬁis evidence and found that the correspondence between Dcfendantsfand their legal
counsel is amﬁi guous, and may or may not prove intent to infringe. More importantly, the letter
to which Plaintiff refers in support of its intent-to-infringe argument deals only with the Parties’
marks, not with trade dress. Therefore, the relevance of this evidence to the issue of trade dress is”

highly questionable.

For the reasons stated herein, the Court concludes that Plaintiff has failed to raise a fact
issue as to secondary meaning associated with its trade dress. Therefore, RaceTrac’s trade is not
entitled to trade dress protection and Defendants’ Motion for Summary Judgment is GRANTED

with respect to trade dress.
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OTHER MATTERS !

A, Plaintiff’s Motion for Léave to File a Sur-reply in Response fo the Defeﬁdants’ Su

|
!

Judgment Reply and Motion to Strike, filed October 16, 2002.%

In its motion for leave, Plaintiff merely challenges the legal arguments made by
Defendants in their reply brief. Th; ;purpose for baving a motion, response, and reply is to give
the movant the final opportunity to be heard. A sur-reply is appropriate by the non-movant only
when the movant raises new legal theories or attempts to present new evidence at the reply stage.
In this case, Plaintiff is_ not challenging any alleged newly-presented legal theories raised by
Defendants in their reply. Plaintiff simply wants an opportunity to continue the argument. This

is not permitted and therefore, Plaintiff’s motion for leave to file a sur-reply is DENIED.

Plaintiff also seeks to ﬁave the Court strike Volume 8Six of Defendants’ appendix because
it contains newly-presented evidence that was filed in conjunction with Plaintiff’s reply brief. As
Judge Fitzwater pointed out in Dethrow v. Parkland Health Hosp., 204 F.R.D. 102, 103 (N.D.
Tex. 2001), this court has declined to consider the contents of summary judgment reply
appendixes oﬁ the ground that they are not permitted under this court’s local civil rules. Before
the 1998 summary Jjudgment local rules amendments, it was setﬂed that a 'pm%cy,coul;i not submit
new evidence by way of a reply brief. See Springs Indus., Inc. v. American Motorzsts Ins. Co.,

137 F.R.D. 238, 239-40 (N.D. Tex 1991) (Fitzwater, J.) (The purpose “of the reply brief
permitted by Rule [7].1(f) is to rebut the nonmovant’s response, thereby persfﬁading the court that

the movant is entitled to the relief requested by the motion. The document is to contain

3 Defendants did not file 2 response brief to this motion,
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argument, nbt new supporting rﬁaterials.”). “The summary judgment local rule§ adopted iﬁ 1998
do not permit a party to submit additional evidence with a reply brief” either. I;jethraw , 204
F.R.D. at 103.

Local Rule 56.5(c) confirms this, providing that ;‘{a} party whése motidn OF response is
accompanied by an appeixdix must Egclude in its brief citatiohs to each page off" the appendix that
supports each assertion that the party makes concerning the summary judgment evidence.”

(Local R. 56.5(c).) Local Rule 56.5(c) does not refer to a reply that is accomp%mied by an

appendix.

Moreover, Local Rule 7.1(f), the general reply brief rule that applies to all civil motions,
including summary judgment motions, does no£ refer to an evidentiary appendix. (Local R.
7.1(f).) And Local Rule 56.7 states that additional summary judgment evidexice may only be
filed with leave of court. (See Local Rule 56.7.) Accordingly, a party may not file a reply ‘brief

appendix without first obtaining leave of court.

Because the purpose of a reply brief is to rebut the nonmovant’s response, not to
introduce new evidence, such leave will be granted onjy in limited circumsta;nces. Because a
summary judgment movant may not, as of right, file an appendix in support of his reply brief,
and because Defendants have failed to provide the Court with a good reasori for allowing the
evidence at this stage of the summary judgment briefing, Plaintiff's motion to strike Volume VI

of Defendants® Appendix is hereby GRANTED.
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B. Defendants’ Objections to RaceTrac’s ummary Judgment Evidence, ﬁl{ed September 9,
2002.% : ) {

|
i

For the reasons stated herein, Defendants’ Objections to RaceTrac’s Su%nmary Judgment
Evidence is hereb}‘{ DENIED in part, DENIED as MOOT in part, and GRANTI}ED in part,
Specifically, Defendants’ objection to the Declaration of Steven D. Pruitt is hgireby DENIED
pursuant to the Fifth Circuit’s reasoning in Armco, Inc. v. Armco Burglar Alar'ﬁz Co., Inc., 693
F.2d 1155, 1160 (5th Cir. 1982). See discussion, supra.

Defendants’ objection to the Declaration of Mollie Buck Richard is héreby DENIED as
MOOT because Plaintiff remedied the defect by filing a supplemental declar;ition. |

Defengiants’ objection to Plaintiff’s “color chart” is DENIED as MOéT because the
Parties appear to agree that the chart may only be used as a demonstrative aid for examining
other authenticated and admissible evidence and the Court will only use it as an aid.

Defendants’ hearsay and authentication objections to the Consumer Licensed Driver

| Survey are likewise DENIED as MOOT because Plaintiff supplemented Drf.’ Block’s report and

declaration to fully authenticate the survey.

Defendants’ objection to the RaceTrac Focus Group Report is hereﬁy DENIED because
Max McBrayer authenticated the report in his deposition. (App. to Resp. to Defs.” Obj. to

RaccTréc’s Summ. J. Ev. and Mot. to Strike at 16.)

Defendants’ objection to Tyson’s affidavit is hereby DENIED. As Plaintiff ’points out,

* Plaintiff filed its supplemental response on October 4, 2002 (atthough Plaintiff did not receive leave of
court to file the supplemental response, all changes made to the response were non-substantive). Defendants did not
file 8 reply brief. ' :

MEMORANDUM OPINION AND ORDER PAGE 40

3:01-CV-1397-P



* B
_ !y
the requirementé upon which Defendants rely - namely, thﬁt the affiant provide éhe specific
factual basis supporting his conclusions and the process of reasoning that makes; the affiant’s
conclusions viable - are imposéd only on expert witnesses, not on fact witnesse; like Tyson
(P1.’s Resp. to-Defs.” Obj. to RaceTrac’s Summ. J. Ev. and Mot. to Stﬁke at 8.);
With respect to Defendants’ Tt;bjgction to the unsworn nature of the Dec%laration of CarlE

Block, Plaintiff has remedied the defect and the objection is DENIED as MOQT. The Court

further DENIES Defendants’ objection to Dr. Block’s declaration based on incompetent

evidence. The Court concludes that Dr. Block’s sworn statement that he has personal knowledge

of the facts contained in his declaration satisfies the requirement of Rule 56(¢). Moreover, the

statements to which Defendants object are not hearsay, because they are not statements made by
someone other than the declarant.
The Court declines to rule at this time on Defendants’ remaining argument concerning

Dr. Block’s alleged destruction of evidence. The Court will hear Parties’ arguments on this issue

at the pretrial conference scheduled for February 28, 2003.

C. Plaintiff RaceTrac Petroleum, Inc.'s Motion for Leave to File Sup_pl’émental Authority,

filed October 8, 2002.%

On August 22, 2002 RaceTrac filed its response to Defendants’ Mdtion for Summary
Judgment and the accompanying evidence in support thereof. Defendants objected to some of
Plamtiff’s evidence because some of the declarations did not contain the réqmsue ‘penalty of

perjury” language. Plaintiff resubmitted the declarations, but failed to seek leave of court to

¥ Defendants did not file a response to this motion.
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submit this supplemental evidence. Consequently, Defendants moved to strike éhe supplemental

j
evidence. Now, Plaintiff files its motion for leave to file the corrected declarations. That motion
' |

is GRANTED.

In addition, Plaintiff seeks to supplement its summary judgment recordf with deposition
excerpts of Tom Jarrett and Larry Ij;;ncan that allegedly contain evidence of ag';tual confusion.
Because these depositions were taken by Defendants (who have not objected t}) the moiion), this

does not present a situation where newly-revealed evidence will unduly prejudice Defendants.

Therefore, Plaintiff’s Motion for Leave to File Supplemental Authority is hereby GRANTED.

D.  Defendants’ Motion to Strike, filed October 1, 2002.%

Defendants move to strike Plaintiff’s supplemental summary judgmcht evidence -

|

specifically, the supplemental appendix filed September 19, 2002 and the thice of

Supplemental Authority, filed September 24, 2002 because Plaintiff failed to seek leave of Court
for its admission. As stated supra, Plaintiff did move on October 8 for leave to file the two
appendices containing the corrected declarations and the deposition testimony of Jarrett and

Duncan. That motion was granted, and therefore Defendants’ Motion to Strike that evidence is

DENIED.

E. Defendants’ Motion for Leave to File Newly Discovered Summary Judgment Evidence,
. filed November 12, 2002.

On November 1'2, 2002, Plaintiff sought to supplement its appendix by adding the recent

% Plaintiff filed its response brief on October 10,
22, 2002.

2002 and Defendants filed their reply brief on October
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United States Patent and Trademark Office report denying RaceTrac’s application for trade dress
protection. Because this evidence, if admitted, would have no effect on the Court’s ultimate
. t

summary judgment ruling, Def’endants’ Motion is hereby DENIED as MOOT.

F. Defendants’ Motion to Exclude Expert Testimony of Carl E. Block Pﬁ.D., filed August
2,2002.7 ‘

Because resolution of Defendants’ Motion to Exclude Expert Testimony of Carl E.
Block, Ph.D. will not affect tﬁe outcome of this Court’s ruling on Defendant§" summary
judgment motion, the Court declines to rule at this time on Defendants’ Moﬁon to Exclude
Expert Testimony of Carl E. Block, Ph.D. Therefore, Defendants’ Motion to Exclude Expert
Testimony of Carl E. Block, Ph.D. is hereby DENIED as premature. The C§un will hear Parties’

arguments on this issue at the pretrial conference scheduled for February 28, 2003.

G. Defendants® Motion to Exclude for Destruction of Evidence, filed September 9, 2002.%

Because resolution of Defendants’ Motion to Exclude for Destmct{ion of Evidence will
not affect the outcome of this Court’s ruling on Defendants’ summary judgment motion, the
Court deqlines to rule at this time on Defendants’ Motion to Exclude for Destruction of
Evidence. Therefore, Defendants’ Motioh to Exclude for Destruction of fividence is hereby
DENIED as premature. The Court will hear Parties’ arguments on this issue at the pretrial

conference scheduled for February 28, 2003.

77 Plaintiff filed its response brief on August 22, 2002 and Defendants filed their reply brief on September

9, 2002.

2 Plaintiff filed its response on October 3, 2002 and Defendants filed their reply brief on October 18,
2002. . ‘,
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H. Plaintiff RaceTrac Petroleum, Inc.’s Motion for Leave to File Sur-Reply, filed November
6,2002.% |

In its motion for leave, Plaintiff seeks to file a sur-reply that challenges éiertain alleged
“factual inaccuracies” contained in Defendants’ reply brief to their Motion to E;cclude Expert
Testimony of Carl E. Block, Ph.D. The purpose for having a motion, response; and reply is to
give the movant the final opportunity to be heard. A sur-reply is appropriate by the non-movant
only when the mévant raises new legal theories or attempts to present new evidence at the reply
stage. In this case, Plaintiff is not challenging any alleged newly-presented ]egal theories raised

by Defendants in their reply. Plaintiff simply wants an opportunity to continue the argument.

This is not permitted and therefore, Plaintiff’s motion for leave to file a sur-reply is DENIED.

L Plaintiff RaceTrac Petroleum. Inc.’s Motion to Strike the Expert Report of Michael
O’Neil, or, in the Alternative, Motion for Leave to Designate a Rebuttal Expert, filed

August 2, 2002.%

Because resolution of Plaintiff’s Motion to Strike the Expert Reportr’ of Michael O’Neil,
or, in the Alternative, Motion for Leave to Designate a Rebuttal Expert will not affect the |
| outcome of this Court’s ruling on Defendants’ summary judgment motion,; the Court declines to
rule at this time on Plaintiff's Motion to Stn'ke‘the Expert Report of Michi;el O’Nell, or, in the |
Alternative, Motion for Leave to Designate a Rebuttal Expert. Therefore, Plaintiff’s Motion to
Strike the Expert Report of Michael O’Neil, or, in the Alternative, Motion for Leave to Designaté

a Rebuttal Expert is hereby DENIED as premature. The Court will hear Parties’ arguments on

¥ Defendants did not file a response bricf,

* Defendants’ response brief was filed August 22, 2002. Plaintiff’s reply was filed September 9, 2002.
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this isgue ét the pretrial conference scheduled for February 28, 2003.
A Deféndants’ Request for Oral Argument, filed August 2, 20023 :
Because the Partiés have presented more than sufficient argument and"}evidencé to enable
the Court to resolve the issues pendigg before it, the Court finds that oral argu;nent on the same

issues would be redundant and unnecessary. Defendants’ request is hereby DENIED.

day of February, 2003.

JORGE A. SOLIS
UNITED STATES DISTRICT JUDGE

SO ORDERED, this -9A4

3! Defendants' filed a second motion requesting oral argument on Qctober 15, 2002.
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