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IN THE UNITED STATES PATENT AND TRADEMARK OFFICE
BEFORE THE TRADEMARK TRIAL AND APPEAL BOARD

In the matter of trademark application Serial No.: 76/347,685
Filed: December 12, 2001
For the mark: WHO’ZIT
Published in the Official Gazette on: October 22,2002
)
Manhattan Group, LLC )
)
Opposer, )
Vs. ) Opposition No:
)
Eric James Holmstrom ) Opposer’s File No.: 21,792.0PP
)
Applicant. ) |
D A
BOX TTAB/FEE L, 1202002 ‘
Commissioner for Trademarks S Patent & TMOTC/TM Mail RoptDt. #78
2900 Crystal Drive

Arlington, VA 22202-3513

NOTICE OF OPPOSITION

Opposer, Manhattan Group, LLC, organized and existing under the laws of the state of T
[ o

cr
Wyoming and having a place of business at 430 First Avenue North, Suite 500, Minneapolis,

Minnesota 55401, believes that it will be damaged by registration of the mark, in International _
Classes 9, 28 and 41, shown in the above-identified application, and hereby opposes the sa;;_le. o
¢yl
Express Mail No.: __EL386704957US o oy
Date of Deposit November 20, 2002 ’

I hereby certify that this paper or fee is being deposited with the

1270672002 GTHOMAS2 00000138 76347685 United States Postal Service “Express Mail Post Office to
Addressee” service under 37 CFR 1.10 on the date indicated above

900.00 0¥hd is addressed to the Commissioner for Trademarks, 2900
Crystal Drive, Arlington, Virginia 22202-3513
Catherine MllVood

01 FC:6402
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The grounds for opposition are as follows:

1. Applicant, Eric James Holmstrom, applied for registration on the Principal
Register of the mark WHO’ZIT in International Class 28 on December 12, 2001. Afier
amendments to the description of goods and services in response to Office Actions, the current
description of goods and services for this application is as follows: “video game software, discs
and cartridges; and computer game software, programs, discs and cartridges” in International
Class 9; “games, namely, board games, parlor games, party games, role playing games, action
skill games, action target games, aero-dynamic disk for use in playing catch garﬁes, manipulative
games, jigsaw puzzles, card games, promotional card games, promotional gamé materials and
hand-held unit for playing video and electronic games” in International Class Zé; and
“entertainment in the nature of on-going radio and television programs in the fi€ld of game
shows; and providing an on-line computer game; entertainment in the nature of Qn-going radio
and television programs in the field of game shows via a global computer netwo}k; entertainment
services, namely, production and distribution of a game show; providing a compiuter game that
may be accessed network-wide by network users” in International Class 41. This application
was assigned Serial No. 76/347,685 and was published for opposition on Octobe"r 22,2002. In

the application, Applicant listed his address as 222 29th Avenue, San Mateo, California 94403.

2. Opposer is the owner of trademark Registration No. 2,642,678 for the mark
WHOOZIT, registered October 29, 2002 on the Principal Register for “infant toys, musical
toys, noise-making toys, namely, musical mobiles, music boxes, squeakers, crinkle paper toy,
soft and plush toys, travel toys, sock toys and sock puppets, rattles, plush and soft sculpture toys,
multiple activity toys, rattles, baby rattles incorporating teething rings, toy mobilés” in

International Class 28. An uncertified copy of this registration is attached hereto as Exhibit 1.




3. Opposer is the owner of trademark Registration No. 2,406,289 for the mark
WHOOZIT & Design, registered November 21, 2000 on the Principal Register for “soft toy,
namely, a 12 inch diameter circular-shaped toy with a face, appendages, and noisemakers” in

International Class 28. An uncertified copy of this registration is attached hereto as Exhibit 2.

4, Opposer is the owner of trademark Registration No. 2,198,613 for the mark
WHOOZIT, registered October 20, 1998 on the Principal Register for “soft toy, namely, a 12
inch diameter circular-shaped toy with a face, appendages, and noisemakers” in International

Class 28. An uncertified copy of this registration is attached hereto as Exhibit 3.

5. Opposer is the owner of trademark Registration No. 2,476,261 for the mark
WHOOZIT PLAYMAT, registered August 7, 2001 on the Principal Register: for “Soft playmat
containing infant toys” in International Class 28. An uncertified copy of this registration is

attached hereto as Exhibit 4.

6. Opposer is the owner of trademark Registration No. 2,199,952 for the mark
BABY WHOOZIT, registered October 27, 1998 on the Principal Register for “soft toy, namely,
a soft 6 inch diameter circular-shaped toy with a face, appendages, and noisemakers” in

International Class 28. An uncertified copy of this registration is attached hereto as Exhibit 5.

7. Opposer has sold the goods listed in the aforesaid registrations and other goods

under the aforesaid marks throughout the United States.

8. Opposer’s mark WHOOZIT has become highly distinctive of the goods sold

under that mark. There are currently no other registered marks for the word WHOOZIT, or




phonetic equivalents, on related goods or services. The distinctiveness of Opposer’s mark would

be lost if Applicant’s mark is allowed to register.

9. By virtue of its efforts, and the expenditure of considerable sums for advertising
and marketing, and by virtue of the excellence of its products, Opposer’s WHOOZIT mark has

become famous.

10.  There is no question as to priority. As indicated on the attached registrations,
Opposer’s mark WHOOZIT has been used to identify toys and related goods since at least as
early as February 1, 1996 and the mark has been in such use continuously since then. Opposer’s

use thus long predates Applicant’s alleged date of first use, December 7, 2001.

11.  The mark WHO’ZIT proposed for registration by Applicant is virtually identical

in sound, meaning and appearance to Opposer’s mark WHOOZIT.

12.  Opposer alleges that the goods and services of Opposer and Applicant are offered
in the same channels of commerce and offered to the same class of purchasers. Seé Exhibit 6 for

printouts from websites that sell both Opposer’s goods and Applicant’s goods.

13.  Asaresult of the confusing similarity between Opposer’s mark and Applicant’s
mark and because the goods and services of Applicant and Opposer are similar, are sold in the
same channels of commerce, and are directed to similar customers, registration of Applicant’s
mark WHO’ZIT in connection with Applicant’s goods and services is likely to causé confusion
or is likely to deceive purchasers as to the source or sponsorship of such goods and services.

Any such confusion in trade inevitably would result in a loss of sales to Opposer.



14.  If Applicant is permitted to register its mark, any defect, objection or fault found
with Applicant’s goods or services marketed under its mark would necessarily reflect upon and
seriously injure the reputation and goodwill which Opposer has established for its products

merchandised under its marks.

15.  The registration and use by Applicant of the WHO’ZIT mark will dilute or
impair Opposer’s trademark rights and will eventually result in a lack of designation or

indication of origin and loss of distinctiveness or exclusivity or Opposer’s mark.

16.  Upon information and belief, Opposer alleges that Applicant’s apﬁlication for the
mark WHO’ZIT is void because there was no bona fide use of Applicant’s mark in commerce

prior to Applicant’s filing of the application for registration on December 12, 2001.

17.  Opposer alleges that Applicant is improperly using the federal registration symbol

in connection with its use of the WHO’ZIT mark.

18.  Opposer alleges that Applicant’s application for registration of the mark
WHO’ZIT is defective because dates of use and specimens were not submitted for classes 9 and
41, which were added to the application in response to an Office Action. Opposer requests that
the description of goods in International Class 9 and the recitation of services in Intérnational

Class 41 be stricken from Applicant’s application.

WHEREFORE, Opposer, Manhattan Group, LLC, prays that the application: for the mark

WHO’ZIT Serial No. 76/347,685 be rejected and that the registration for that mark be refused.




A duplicate copy of this Notice of Opposition and the fee required by 37 C.F.R.
§2.6(a)(17) are enclosed herewith. If the amount of the check is for any reason insufficient,
please draw the remainder from the deposit account of Dorsey & Whitney, No. 04-1420.

Please direct all future communications regarding this matter to Jamie Nafziger at Dorsey
& Whitney LLP, Suite 1500, 50 South Sixth Street, Minneapolis, Minnesota 55402-1498.

Respectfully submitted,
Date: /\/m,emm 20, 2002 MANHATTAN GROUP, LLC

By: demw /\/&74*%

lizabeth C. Buckingham /
Jajnie Nafziger

ichael J. Kroll

ORSEY & WHITNEY LLP
Suite 1500
50 South Sixth Street
Minneapolis, Minnesota 55402-1498
Tel: (612) 343-7922
Fax: (612) 340-8856

ATTORNEYS FOR OPPOSER
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November 20, 2002

VIA EXPRESS MAIL !
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BOX TTAB - FEE
Commissioner for Trademarks

2900 Crystal Drive
Arlington, VA 22202-3513

Re:  Trademark Opposition
Opposer: Manhattan Group, LLC

11-20-2002

U.8. Patent & TMOTC/TM Mail ReptDt. #75

Mark: WHO’ZIT l

Serial No.: 76/347,685

Our File: 21,792.0PP l

Dear Commissioner:

Enclosed herewith please find the following:
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COSTA MESA
BILLINGS
FARGO
HONG KONG
GREAT FALLS
ROCHESTER
TOKYQ
MISSOULA
VANCOUVER
TORONTOQ
SHANGHAI

Sty

r
o
—
—~—
s
-
-

4

1. One (1) original and one (1) copy of a Notice of Opposition, with EXhlbltg,,tO ,L

U.S. Trademark Application No. 76/347,685;

2. Check in the amount of $900.00 in payment of the filing fee; and

3. Postcard acknowledging receipt of the above documents.

[




Commissioner for Trademarks
November 20, 2002
Page 2

If this amount is for any reason insufficient, please draw the remainder

Account No. 04-1420.

JIN:MJK:cmw
Enclosures

DORSEY & WHITNEY LLP

Respectfully submitted,

from Deposit
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