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By the Board:

Appl i cant seeks to register the marks STEALTHVERGE f or
“software for use in creating i nages based on data received from
medi cal devices”! and STEALTHDRI VE for “surgical inplants
conprised of artificial material, nanely a m cropositioner for

"2 |n the notices of opposition, each with

use in spinal surgery.
53 nunbered paragraphs, opposer sets forth nunmerous grounds for
the conplaints, including allegations that applicant’s marks are
likely to cause confusion with opposer’s previously used and
regi stered STEALTH narks, as well as previously used STEALTH

mar ks for which applications are pending, which allegedly forma

1 Application No. 78099238, filed on Decenber 19, 2001, claimng a bona
fide intention to use the mark in comerce. Said application is the
subj ect of Opposition No. 91154585.

2 Application No. 78057633, filed on April 10, 2001, claining a bona
fide intention to use the mark in comerce. Said application is the
subj ect of Opposition No. 91154617.



Opposition Nos. 91154585 and 91154617

famly of marks; an allegation of dilution under Trademark Act
Section 43(c); an allegation that applicant’s marks are nerely
descriptive; allegations of applicant’s fraud on the Ofice;
all egations that the applications set forth the mark in a
different font than the one in which it is actually used;

al l egations that applicant is not the owner of the marks; and
al l egations that applicant’s identifications of goods are not
definite.

Qpposition No. 91154585 was instituted by order of the Board
dated January 21, 2003. Qpposition No. 91154617 was instituted
on January 22, 2003.

In an order dated March 17, 2003, the Board consoli dat ed,
sua sponte, Opposition Nos. 91154585 and 91154617, identifying
91154585 as the “parent” case nunber. The Board further noted
that each opposition listed both Leo Stoller and Central Mg. Co.
as opposers; that only one fee had been paid in each opposition;
and that an additional fee nust be paid in each proceeding if
j oi nt opposers existed or the oppositions nmust each be restricted
to one opposer. The naned opposers were allowed tinme to notify
the Board as to their intention. Proceedings were otherw se
suspended pendi ng disposition of applicant’s notion to dism ss
filed on March 6, 2003.

This case now conmes up on the follow ng notions and matters:

1) applicant’s fully-briefed notion, filed March 6, 2003,

to dism ss the opposition;

2) opposer’s conbined notion, filed March 11, 2003, to

conpel responses to witten discovery requests and to
test the sufficiency of responses to requests for

adm ssi on;
2
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3) opposer’s notion, filed March 17, 2003, to strike
applicant’s notion, filed March 6, 2003 in Opposition
No. 91154617, to consolidate proceedi ngs;

4) opposer’s fully-briefed notion, filed March 17, 2003,
to strike applicant’s notion to di smss;

5) applicant’s response, filed March 19, 2003, to
opposer’s notion to substitute;?

6) applicant’s response, filed March 19, 2003, to
opposer’s notion, filed March 11, 2003, to extend its
time to respond to applicant’s notion to dismss where
the Board, on April 18, 2003, granted opposer’s notion
to extend as conceded; and

7) opposer’s fully-briefed notion, filed April 21, 2003,
for sanctions in the nature of judgnent in its favor
under Fed. R CGv. P. 11.

Opposer’s notion to substitute

As di scussed above, the Board, in its order of March 17,
2003, allowed Leo Stoller and Central Mg. Co. tine to submt a
second fee for two opposers, including a showing of privity, as
necessary, or to submt a statenent indicating which single
opposer will be going forward with the oppositions. In
Qpposition No. 91154617, on February 28, 2003, in response to a
separate deficient fee order, opposer indicates that the single
named opposer is Central Mg. Co. Wth respect to the Board’s
March 17, 2003 order on the consolidated case, opposer served on
applicant a “notion to substitute” prior to issuance of that
order, also indicating that Central Mg. Co. is the single naned

opposer. Although, said notion is not of record,* applicant

3 (pposer’s notion to substitute has never been received by the Board
and is not of record. This will be discussed in nore detail later in
thi s deci si on.

“ I'n view of opposer’s request to go forward only as one opposer,
Central Mg. Co., there is no need to provide the Board with a copy

t her eof .
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filed a response to opposer’s “notion to substitute.” Applicant
states as foll ows:

In his Motion to Substitute, Stoller requests that Central

Mg. Co. be substituted for Leo Stoller in this action.

Medtronic is unclear what this neans since Central Mg. Co.

is already a party. To the extent that Leo Stoller is

requesting withdrawal, Medtronic has no objection to

Stoller’s requested “substitution.” Medtronic wi shes to

notify the Board that Exhibit A allegedly attached to

Stoller’s Motion to Substitute was not attached to the

Moti on copy received by Medtronic.

Appl i cant by now understands that opposer was required
either to pay an additional fee and show privity for tw naned
opposers or to limt the plaintiff to one named opposer. See
TBMP Sections 303.06 and 308 (2" ed. June 2003). Applicant also
indicates that it has no objection to Central Mg. Co. being the
si ngl e named opposer. Accordingly, Central Mg. Co. is the naned
opposer in each of the two oppositions which formthis
consol i dated proceedi ng, and the captions are so anended.

Qpposer’s notion to extend its tinme to respond to applicant’s
notion to dism ss

Qpposer, on March 11, 2003, filed a notion to extend its
time until April 22, 2003 to respond to applicant’s notion to
dismss, filed March 6, 2003. On April 18, 2003, the Board
granted opposer’s notion as conceded notw t hstandi ng applicant’s
substanti ve response, filed March 19, 2003, in opposition
thereto. In view of applicant’s response, the Board’ s order of
April 18, 2003 is hereby vacated, and the Board will now

determ ne opposer’s notion to extend tinme on its nerits.



Opposition Nos. 91154585 and 91154617

In support of its notion, opposer argues that, at the tine,
it was preparing an appeal to the Federal Circuit as well as a
trial brief in another opposition.

In response, applicant argues that opposer brought this
proceeding and its involvenent in other cases should not be
all owed to establish good cause for del aying this case.

Appl i cant notes that inasmuch as opposer’s appeal to the Federal
Circuit in the case referenced by opposer was then due April 26,
2003, the requested date of the extension in this case, April 22,
2003, woul d not appear to have relieved opposer of any clained
pressure.

In addition, the Board notes that, while claimng a need for
an extension of tinme to respond to the March 6, 2003 notion to
di sm ss, opposer nonetheless found tine to file a notion to
conpel (March 11, 2003); a notion to strike applicant’s notion to
dism ss (March 17, 2003); a notion to strike applicant’s notion
for consolidation (March 17, 2003); and a notion for Rule 11
sanctions (April 21, 2003).

In view of opposer’s activity in this case, its clainmed need
for an extension of tinme to respond to applicant’s notion to
dismss is not credible. The tine opposer spent preparing and
filing the other notions identified above could have been used to
prepare and file a tinely substantive response to the notion to
di sm ss.

Accordi ngly, opposer’s notion to extend its time until Apri

22, 2003 to respond to applicant’s notion to dism ss is denied;

5
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and opposer’s response, dated April 21, 2003, wll not be
considered.® See Fed. R Civ. P. 6(b).

Opposer’s notion to strike applicant’s notion to consolidate

On March 6, 2003, applicant filed a notion to consolidate in
Qpposition No. 91154617, seeking to consolidate said opposition
with Qpposition No. 91154585. Apparently, the notion was not
associated with the electronic file at the tinme of the Board's
March 17, 2003 order which consolidated said proceedi ngs sua
sponte. ®

In support of its notion to strike, opposer argues that
appl i cant has naned a non-party “Leo Stoller, dba Central Mg.
Co.” as opposer, and the notion nust be stricken as a matter of
| aw. Qpposer’s notion is without nerit, constitutes harassnent,
and can only be assuned to have been brought for purposes of
delay. Opposer identified itself as “Leo Stoller Central Mg.
Co.” in both notices of opposition and as “Leo Stoller, dba
Central Mg. Co.” in other papers presented in the cases. Until
opposer finally clarified whether or not there were nultiple
opposers, applicant could reasonably rely on how opposer

identified itself.

®> The Board will not grant applicant’s notion to disniss as conceded,
but will consider said notion on its nmerits. See Trademark Rul e
2.127(a).

® When cases invol ving comon questions of |aw or fact are pending
before the Board, consolidation of such cases nay be found appropriate
and consol i dated upon the Board’s own initiative. See Fed. R Cv. P
42(a); and TBMP Section 511 (2" ed. June 2003).

6
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Accordi ngly, opposer’s notion to strike applicant’s notion
to consolidate is denied.’

Opposer’s notion to strike applicant’s notion to dism ss

As wth its notion to strike applicant’s notion to
consol i date, opposer argues that applicant has nanmed a non-party
“Leo Stoller, dba Central Mg. Co.” as opposer, and applicant’s

& In

notion to dism ss nust be stricken as a matter of |aw.
response, applicant argues that it has nanmed the proper opposer
based on the information made available to it. Applicant argues
t hat opposers were listed as Leo Stoller and Central Mg. Co. in
the notices of opposition, and that said notices were signed by
Leo Stoller individually and as president of Central Mg. Co.

Again, as with its notion to strike applicant’s notion to
consol i date, opposer’s notion to strike applicant’s notion to
dismss is without nerit, constitutes harassnent, and can only be
assunmed to have been brought for purposes of delay. Applicant
reasonably relied on the information presented by opposer until
the record was clarified.

Accordi ngly, opposer’s notion to strike applicant’s notion

to dismiss is denied.”®

" Opposer shoul d note that the Board does not generally strike notions.
Rat her, opposer should direct its argunents to why a notion should not
be granted in a tinely response to the notion.

8 As discussed in nore detail earlier in this decision, the record has
now been clarified and the sol e opposer is Central Mg. Co. in each
opposi tion.

° As noted in footnote 7, supra, in response to a notion of the adverse
party, opposer should direct its argunments to the nerits of a notion

7
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Opposer’s notion to conpel

Applicant filed its notion to dismss on March 6, 2003, in
whi ch applicant al so requested suspension of proceedings in
accordance with Trademark Rule 2.127(d). On March 11, 2003,
opposer filed a conbined notion to conpel and to test the
sufficiency of applicant’s responses to opposer’s requests for
adm ssion. (Qpposer argues that applicant refused to respond to
the di scovery requests in view of applicant’s pending notion to
di sm ss. Opposer argues further that, at the tine its conbi ned
notion was filed, because there was no order of the Board
suspendi ng proceedi ngs, applicant was obliged to respond to the
written di scovery requests.

When a party files a potentially dispositive notion, such as
a notion to dismss, the Board wll suspend proceedings with
respect to all matters not germane to the notion. See Trademark
Rul e 2.127(d); and TBMP Section 510.03(a) (2" ed. June 2003).
VWiile it is true that the filing of a dispositive notion does not
automatically suspend proceedi ngs, the Board will ordinarily
treat the proceedi ng as having been suspended since the date of
the filing of the potentially dispositive notion. 1d. 1In
addi tion, because the parties are presuned to know that the
filing of a potentially dispositive notion will result in a
suspension order, as occurred in this consolidated case on March
17, 2003, the filing of such a notion generally wll provide
parties with good cause to cease or defer activities unrelated to

the briefing of such notion.
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Accordi ngly, while proceedings had not been officially
suspended by the Board at the tine applicant’s responses to
opposer’ s discovery requests appear to have been due, '° the
Board, in this instance, considers proceedi ngs suspended
retroactive to the date of filing of applicant’s notion to
dism ss. See Leeds Technol ogies Ltd. v. Topaz Conmuni cations
Ltd., 65 USPQ2d 1303 (TTAB 2002).

Thus, applicant’s responses to the discovery requests were
not due, and opposer’s conbi ned notion to conpel and to test the
sufficiency of applicant’s responses to requests for adm ssion
was premature, and is denied.

Applicant’s notion to dism ss

Applicant seeks to dism ss the notices of opposition for
failure to state a claimupon which relief can be granted in
accordance wwth Fed. R Gv. P. 12(b)(6) or, alternatively, on
the basis of “collateral estoppel.”

In support of its notion, applicant argues that opposer’s
allegations are legally insufficient to support even a prina
facie finding that (i) likelihood of confusion exists; (ii)
opposer’s STEALTH marks are or will be diluted; and (iii) opposer
is damaged by registrations of applicant’s STEALTHVERGE and
STEALTHDRI VE marks. I n particular, applicant argues that opposer

makes no factual allegations that it sells goods that overlap in

1t is unclear that opposer’s discovery requests were all served on
the sanme day because the dates in sonme of the certificates of service
are not | egible.
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1 and that a court

any way with the goods offered by applicant;?
has already held as a matter of |law that “.the goods registered
by plaintiff such as netal alloys, sporting equi pnent, paint,
com ¢ books, notorcycles, bicycles, boats and | awn sprinklers are
not even renotely related to conputers or conputer related
goods.” Citing S Industries, Inc. v. D anond Miltinmedia Sytens,
Inc., 991 F.Supp. 1012, 1017 (N.D. IIl. 1998).1

Appl i cant al so argues that opposer’s allegations of fraud,
application for the marks in “incorrect type,” indefinite
description of goods, |ack of bona fide intention to use the
mar ks, and to rightful ownership of the marks are unsupported by
any further factual allegations and are inproper as a matter of
|l aw. Applicant contends that the sane allegations were dism ssed
sua sponte by the Board in Central Mg. v. Surgical Navigation
Technol ogi es, Inc., Opposition No. 91117480 (TTAB January 13,
2003) appeal pending at Federal Circuit. Applicant argues that
its marks differ from opposer’s clainmed nmarks; that opposer’s
dilution claimis insufficient because opposer’s marks have been
found not to be famous, citing S Industries, Inc. v. D anond
Mul ti media, 911 F. Supp at 1021; and that opposer cannot be
damaged by registration of applicant’s marks, because applicant’s

existing registration of the mark STEALTHSTATI ON has been

1 Applicant notes that it never received copies of opposer’s
registration certificates pleaded in Opposition No. 91/154585.
2 S Industries is a predecessor in interest to at |east some of the
regi strations pleaded by Central Mg. Co. See, for exanple, Reel
1707, Frame 0794 with respect to Registration No. 1434542.

10
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unchal | enged by opposer.®® Thus, applicant asserts the
affirmati ve defense of acqui escence by opposer, barring opposer’s
present cl ai ns.

Prelimnarily, the Board notes that applicant’s notion to
dismss is prem sed on several different |egal concepts and types
of evidence. Applicant’s argunent that the allegations of the
noti ces of opposition are barred by “coll ateral estoppel” is
actually conposed of three distinctly separate concepts: res
judicata (claimpreclusion), collateral estoppel (issue
preclusion), and the Mrehouse defense. |nasnmuch as the Board
must | ook to matters outside the pleadings, as discussed in nore
detail, infra, applicant’s notion to dism ss nust be considered a
notion for summary judgnent with respect to these argunents.

However, applicant’s notion to dismss is also directed to
the Il egal sufficiency of specific allegations in opposer’s
noti ces of opposition, and such argunents do not require the
Board to consider natters outside the pleadings. Thus,
applicant’s notion remains, in part, one to dismss for failure
to state a claimwthin the neaning of Fed. R Cv. P. 12(b)(6),

and wi Il be discussed separately.

13 Registration No. 2191709 for the mark STEALTHSTATION for “surgi cal
medi cal navi gation system nanely, a surgical reference arc and
cabl es, canmera array, probe with transmtters, high resolution graphic
computer, 3D optical digitizer, surgical field breakout box, foot
switch and portable nounting stand and cart with isolation transforner
sold as a unit and used for surgical procedures” issued Septenber 29,
1998, claimng a date of first use and first use in comerce since
July 31, 1995. Section 8 affidavit accepted; Section 15 affidavit
acknowl edged. The records of the USPTO show this registration issued
to Surgical Navigational Technol ogies, Inc., and no assignnent to
applicant or any other entity has been recorded.

11
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Motion for sunmary judgnent

We turn first to applicant’s notion to dismss based on its
argunents broadly characterized as “collateral estoppel.” As a
procedural matter, when, on a notion to dismss, natters outside
the pl eadings are submtted and not excluded by the Board, the
notion will be treated as a notion for summary judgnent. To the
extent that applicant’s notion is predicated on prior court and
Board determ nations and, thus, involves matters outside the
pl eadi ngs, said notion will be treated as one for summary
judgnment. See Selva & Sons, Inc. v. Nina Footwear, Inc., 705
F.2d 1316, 217 USPQ 641 (Fed. Cir. 1983).

In a notion for summary judgnent, the noving party has the
burden of establishing the absence of any genui ne issue of
material fact and that it is entitled to judgnent as a matter of
law. See Fed. R Cv. P. 56. A genuine dispute with respect to
a material fact exists if sufficient evidence is presented that a
reasonabl e fact finder could decide the question in favor of the
non-novi ng party. See Opryland USA Inc. v. Great Anmerican Misic
Show, Inc., 970 F.2d 847, 23 USPQ2d 1471 (Fed. Cir. 1992). Thus,
all doubts as to whether any particular factual issues are
genuinely in dispute nust be resolved in the |ight nost favorable
to the non-noving party. See O de Tyne Foods Inc. v. Roundy’s
Inc., 961 F.2d 200, 22 USPQ 1542 (Fed. Cir. 1992).

In Central Mg. v. Surgical Navigation Technol ogi es, supra,
the defendant’s invol ved mark was STEALTHVI EW (application Seri al

No. 75577215) for a “conputer system conprised primarily of
12
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har dwar e and software for using nmedical scanning information for
surgical planning for use in imge guided surgery.” The Board
granted Surgical Navigation's notion for sunmary judgnent as
conceded, and di sm ssed the opposition with prejudice.

Applicant seeks to dism ss these now consolidated notices of
opposition on the basis of claimpreclusion (res judicata),
relying on the final determnation in Central Mg. v. Surgical
Navi gati on Technol ogi es, and arguing that said case involved the
sane parties and “identical issues” on a “related mark.” Under
the doctrine of claimpreclusion, the entry of a final judgnent
“on the nerits” of a claim(i.e., cause of action) in a
proceedi ng serves to preclude the relitigation of the sane claim
in a subsequent proceeding between the parties or their privies,
even in those cases where prior judgnent was the result of a
default or consent. See Lawlor v. National Screen Service Corp.,
349 U.S. 322, 75 S.C. 865, 99 L.Ed. 1122 (1955); Chronall oy
Anerican Corp. v. Kenneth Gordon, Ltd., 736 F.2d 694, 222 USPQ
187 (Fed. Cir. 1984); and Flowers Industries, Inc. v. Interstate
Brands Corp., 5 USPQ2d 1580 (TTAB 1987).

There was a final judgnment in Central Mg. v. Surgica
Navi gati on Technol ogi es. However, no evidence has been offered
as to what clains were presented therein. In addition, the
parties are not the sane. Although there is sone evidence that S
I ndustries was a predecessor in interest to Central Mg. Co. (by
way of the recorded assignnents in the Ofice concerning sone of

Central Mg.’s pleaded registration), there is no evidence that
13
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Sur gi cal Navi gation Technol ogi es and applicant herein are in
privity.

Accordi ngly, because genuine issues of material fact exist,
applicant’s notion to dismss, construed as a notion for sunmary
j udgment, based on res judicata is denied.

We turn next to applicant’s argunents that are actually
prem sed on the | egal concept of collateral estoppel (issue
preclusion). Applicant relies on the decision in S Industries,
Inc. v. Dianond Multimedia Sytenms, Inc., 991 F. Supp. 1012, 1017
(N.D. I'l'l. 1998) to establish issue preclusion with respect to
opposer’s |ikelihood of confusion claimarguing that the invol ved
goods are unrelated, and to strike opposer’s claimthat its
STEALTH mar ks are fanous.

Under the doctrine of collateral estoppel, or issue
preclusion, if an issue is actually and necessarily determ ned by
a court of conpetent jurisdiction, that determnation is normally
conclusive in a subsequent suit involving the parties to the
prior litigation. The requirenents which nust be net for issue
preclusion are: (1) the issue to be determ ned nust be identical
to the issue involved in the prior action; (2) the issue nust
have been raised, |itigated and actually adjudged in the prior
action; (3) the determ nation of the issue nust have been
necessary and essential to the resulting judgnent; and (4) the
party precluded nust have been fully been represented in the
prior action. See Laram Corp. v. Talk To Me Prograns Inc., 36
UsP2d 1840, 1843-1844 (TTAB 1995), citing Lukens Inc. v. Vesper

14
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Corporation, 1 USPQ2d 1299 (TTAB 1986), aff’d Appeal No. 87-1187
(Fed. Cir. Sept. 18, 1987). Nonethel ess, changes in controlling
facts essential to a judgnment will render collateral estoppel

i napplicable in a subsequent action raising the sane issues. See
Montana v. United States, 440 U. S. 147 (1979).

Opposer’ s pl eaded regi strations now i nclude regi strations
covering conputer goods, and opposer has pleaded a famly of
mar ks. Moreover, because of the passage of tinme since the
Court’s decision in 1998, circunstances may have changed with
respect to opposer’s allegations of fane.

Appl i cant has not shown for purposes of judgnent as a nmatter
of law herein that the decision in S Industries, Inc. v. D anond
Mul ti media Systenms is controlling. Moreover, genuine issues of
material fact existing, at a mninum as to opposer’s claimof a
famly of marks, rel atedness of goods in opposer’s other pleaded
regi strations, and opposer’s allegations of fane. Accordingly,
applicant’s notion to dismss, construed as a notion for sunmary
judgnent, based on issue preclusion is denied.

We turn next to applicant’s argunent that opposer cannot be
damaged by registration of the marks STEALTHVERGE and
STEALTHDRI VE in view of applicant’s clained registration for the
mar K STEALTHSTATION. More particularly, it is applicant’s
position, relying on Morehouse Mg. Corp. v. Strickland & Co.,
160 USPQ 715 (CCPA) affirm ng Morehouse Mg. Corp. v. Strickland
& Co., 150 USPQ 688 (TTAB 1966), that because the present

oppositions involve the sane parties; that applicant’s registered

15
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mark and two applied for marks are simlar including the
identical term*“stealth;” and that applicant’s regi stered goods
and applied for goods are related, being within the sane famly
of products as were involved in Central Mg. v. Surgical

Navi gati on Technol ogi es, supra, opposer cannot be damaged, and
opposer has acquiesced to the registration of STEALTHSTATI ON.

In this case, no evidence has been presented, at a m ni mum
that Medtronic Sof anor Danek, Inc. is the ower of the registered
mar k STEALTHSTATI ON. Moreover, the marks STEALTHSTATI ON and
STEALTHVERGE and STEALTHDRI VE are not substantially simlar and
t he goods are not substantially the sane.

Accordingly, applicant’s notion to dismss, construed as a
notion for sunmary judgnent, based on the Mrehouse defense, and
to whatever extent it is based on acqui escence, is denied.

Motion to dismss for failure to state a cl ai mupon which relief
can be granted

Applicant seeks to dismi ss certain portions of the
consol i dat ed opposition for failure to state a clai mupon which
relief can be granted. 1In order to withstand such a notion, a
pl eadi ng need only allege such facts as would, if proved,
establish that the plaintiff is entitled to the relief sought,
that is, that (1) the plaintiff has standing to maintain the
proceeding, and (2) a valid ground exists for denying the
regi stration sought (in the case of an opposition). See Lipton
| ndustries, Inc. v. Ralston Purina Co., 670 F.2d 1024, 213 USPQ

185 (CCPA 1982). For purposes of determning a notion to dism ss

16
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for failure to state a clai mupon which relief can be granted,
all of the plaintiff's well pleaded allegations nust be accepted
as true, and the conpl aint nust be construed in the |ight nost
favorable to the plaintiff. See Advanced Cardi ovascul ar Systens
Inc. v. SciMed Life Systenms Inc., 988 F.2d 1157, 26 USPQ2d 1038
(Fed. Cir. 1993); Fed. R Gv. P. 12(b)(6); and TBMP Secti on
503.02 (2" ed. June 2003). To establish standing, it must be
shown that a plaintiff has a “real interest” in the outcone of a
proceeding; that is, plaintiff nust have a direct and personal
stake in the outcome of the opposition. See Ritchie v. Sinpson,
50 USPQ2d 1023 (Fed. Cir. 1999).

We find that opposer has adequately, though not succinctly
or artfully, pleaded priority of use and |ikelihood of confusion
based on its various STEALTH marks. Opposer has pl eaded
ownership of registrations and applications with specificity,
including a chart.* In addition, opposer’s allegations under
Section 2(e)(1) of the Trademark Act (i.e., that applicant’s mark
is merely descriptive or deceptively m sdescriptive of the
goods), and that applicant is not the owner of the marks sought
to be registered, are legally sufficient. (See, e.g., paragraph

nos. 32 and 46 of the notices of opposition.) Qpposer adequately

 The Board notes, as applicant conplains, that informational copies
of the pleaded registrations are not attached in Cpposition No.
91154585, al though said attachnments were referenced. Opposer is
allowed until twenty days fromthe mailing date of this order to serve
said copies on applicant, and to informthe Board when such copies
were served on applicant. A chart was attached to the notice of
opposition. A copy of said chart is included herewith in the event
that it did not acconpany the applicant’s copy of the institution
order for Opposition No. 91154858.

17
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pl eaded its standing with respect to these allegations, and the
above-referenced allegations in the notices of opposition are
sufficient, that, if proven, woul d enabl e opposer to prevail in
t he consol i dated proceedi ng.

Accordingly, applicant’s notion to dismss for failure to
state a claimupon which relief can be granted is denied as to
opposer’s allegations of priority and |ikelihood of confusion,
that applicant’s mark is nerely descriptive or deceptively
m sdescriptive of its goods, and that applicant is not the owner
of the marks sought to be registered.

Qpposer’s allegation of dilutionis legally insufficient in
its present form because there is no allegation as to when
opposer’s marks becanme fanpbus. See Toro Co. v. ToroHead, Inc.,
61 USPQR2 1164 (TTAB 2001); and Polaris Industries Inc. v. DC
Com cs, 59 USPQ2d 1798 (TTAB 2000). Inasnuch as the consoli dated
proceeding is still in the discovery phase, opposer wll be
permtted to file a consolidated anended notice of opposition
with regard to dilution, as discussed later in this decision.
(See paragraph no. 16.)

W turn finally to applicant’s notion to dismss for failure
to state a claimwith respect to certain allegations in the
noti ces of opposition that are insufficient or inpermssible.
Where a proposed pleading is legally insufficient, or would serve
no useful purpose, the Board may, on its own initiative, strike
the inmperm ssible or insufficient claim See Fed. R Cv. P.
12(f); and TBMP Section 506 (2" ed. June 2003). Accordingly,
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applicant’s notion to dismss is granted as to the foll ow ng
clainms, which are stricken fromthe notices of opposition:

1) Qpposer’s all egations that applicant’s
identification of goods in each of the
applications is indefinite. Said identifications
were acceptable to the Exami ning Operation of the
United States Patent & Trademark O fice.

Qpposer’s allegation pertains solely to an

exam nation issue. See, e.g., Phonak Hol di ng AG
v. ReSound GmbH, 56 USP@@d 1057 (TTAB 2000).
Accordi ngly, paragraph nos. 34 and 50 in each
notice of opposition are stricken.

2) Qpposer’s all egations that applicant commtted
fraud by filing intent-to-use applications
pursuant to Trademark Act Section 1(b) when
applicant was actually using the mark. A 81(b)
applicant nmay assert dates of use that are earlier
than the filing date of the application in an
anendnent to all ege use or statenent of use. See
TVEP Section 903 (3'¢ ed. June 2002). Thus, it is
contenpl ated that an applicant filing an intent to
use application nmay actually be using the mark at
the tine the intent to use application is filed.
Accordi ngly, paragraph nos. 35-38 and 40-45 in
each notice of opposition are stricken.

3) Qpposer’s allegation that the marks applied for in
each application are not in “.correct type as
shown..” in the respective applications. The marks
in the drawi ngs of applicant’s two invol ved
applications are set out in typed form The
pur pose of presenting a mark sought to be
registered in typed formis that the applicant is
not limting the depiction of the mark to any
special formor lettering. See Trademark Rule
2.52(a)(1); and TMEP Section 807.06 (3% ed. June
2002). Accordingly, paragraph no. 45 in each
noti ce of opposition is stricken.

Appropriate dates are discussed and reset later in this
deci si on.

Opposer’s Rule 11 notion

In support of its notion, opposer argues that applicant’s
notion to dismss is frivolous on its face, and requests judgnment
inits favor.

19



Opposition Nos. 91154585 and 91154617

In response, applicant argues that, if opposer disagrees
with the notion to dismss, opposer should respond to the notion
on its merits, not bring a Rule 11 notion; and that there is no
proof that its notion to dismss was brought for an inproper
pur pose and, indeed, its notion to dismss is neritorious.

W agree with applicant. There is not a scintilla of proof
that applicant’s notion to dism ss was brought for any i nproper
pur pose. Moreover, the notion was granted, in part,
denonstrating that it was neritorious.

Accordi ngly, opposer’s notion for sanctions under Fed. R
Civ. P. 11 is denied.?

Sanctions i nposed agai nst opposer

In view of the Board's determ nation that opposer’s Rule 11
notion |acked nerit, and in view of other notions brought by
opposer in this consolidated case that have been determined to be
w thout nmerit, constitute harassnent, and can only be assuned to
have been brought for purposes of delay, the Board hereby
exercises its inherent authority to enter sanctions agai nst

opposer.® See Chambers v. NASCO, Inc., 501 U S. 32, 111 S. Ct.

1> pposer is adnonished that the action of bringing a notion under
Rule 11 that is found to be without nerit may be viewed as
sanctionable itself. See Fed. R Cv. P. 11(b) and (c). (“As under
former Rule 11, the filing of a notion for sanctions is itself subject
to the requirenments of the rule and can lead to sanctions.” Advisory
Conmittee’'s note (1993)). Opposer is hereby specifically warned that
any future groundless Rule 11 notions may result in sanctions in the
form of judgnent agai nst opposer.
8 While the Board is entering sanctions agai nst opposer here based on
opposer’s behavior in this case, the Board is cognizant of our
experiences in other cases involving the conduct of M. Stoller,
Central Mg. and other related entities, as well as the experiences of
the Seventh Circuit and the Northern District of Illinois. Said
experi ences may be considered as a “history in this type of
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2123 (1991); and Carrini Inc. v. Carla Carini S.R L., 57 USPQd
1067 (TTAB 2000).

Accordi ngly, opposer, Central Mg. Co. is sanctioned as
fol | ows:

1) Discovery is closed for opposer, although discovery is
reset below for applicant. (The tine for applicant to
respond to the witten discovery requests served by
opposer in February 2003 will be reset in this decision.)

2) Qpposer is prohibited fromfiling any further notions in
this consolidated case without prior |eave of the Board.
To be clear, this nmeans that opposer nust first file a
notion for |eave (i.e. permssion) to file a particular
notion, with the argunents, authority and evidence in
support thereof, and that opposer’s notion for |eave mnust
be properly served on applicant in order that applicant
may respond, if it chooses to do so. |If the Board grants
opposer’s notion for |leave, the Board will set the due
date by which opposer may then file the notion it sought
permssion to filed. (If opposer files the substantive
notion, of course it must be properly served on applicant
in order that applicant may respond.) Qpposer is ordered
not to conbine any notion for leave to file a notion with
a substantive notion on its nerits.

Qpposer is specifically warned that failure to adhere to the
above outlined sanctions may result in the inposition of future

sanctions, including entry of judgnent agai nst opposer.

litigation.” In re Itel Securities Litigation, 596 F.Supp. 226, 235
(N.D. Cal. 1984). See also, Central Mg., Inc. v. Third MII ennium
Technol ogy, Inc., 61 USPQ2d 1210 (TTAB 2001) (opposition disnissed
with prejudice; Leo Stoller sanctioned under the Board s inherent
authority); and S Industries Inc. v. Lanb-Wston, Inc., 45 USPQd 1923
(TTAB 1997) (petitioners’ notion to extend was based on report that
its president, i.e. Leo Stoller, was involved in numerous other
proceedi ngs before the Board). Court cases include S Industries, Inc.
v. Centra 2000, Inc. and Auto-Trol Technology, Inc., 249 F.3d 625, 58
USPQd 1635 (7'" Gir. 2001) (“Finally, we note that S Industries’
behavior in this case is not isolated. As the cases collected in our
first footnote show, its actions here look to be a part of a pattern
of abusive and inproper litigation with which the conpany and Leo
Stoller, its sole sharehol der, have burdened the courts and this
circuit. As ...the district court noted in a different case, the
conpany has filed at |east 33 tradenmark infringenent suits ...between
1995 and 1997.")
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Proceedi ngs resuned; discovery for applicant and trial dates
reset

Proceedi ngs are resuned, and dates are reset as foll ows:

In view of our decision concerning applicant’s notion to
di sm ss, opposer is allowed until twenty days fromthe mailing
date of this decision to file (and serve), if it chooses to do
so, an anended consolidated notice of opposition to present a
l egally sufficient claimof dilution, failing which, said claim
will be stricken.

| f opposer files an anended consolidated notice of
opposition, applicant is then allowed until fifty days fromthe
mai ling date of this decision to file its answer to the anended
consol idated notice of opposition. 1In the event that opposer
does not serve an anended consolidated notice of opposition,
applicant is allowed until fifty days fromthe nailing date of
this decision to file its answers to each notice of opposition
involved in this consolidated opposition proceeding.

| nasnuch as the record indicates that both opposer and
appl i cant have served di scovery which has not yet been responded
to by the adverse party, the Board hereby schedul es due dates for
said responses. Both parties are allowed until thirty days from
the mailing date of this order to respond to any outstandi ng

di scovery requests of their adversary. (For applicant, those
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requests include the ones served by opposer on or about February
11, 2003.)7%
Di scovery and trial dates are:

THE PERI OD FOR DI SCOVERY TO CLOSE: June 15, 2004
(For applicant only.)

30-day testinony period for party
in position of plaintiff to close: Sept enber 13, 2004

30-day testinony period for party
in position of defendant to cl ose: Novenber 12, 2004

15-day rebuttal testinony period
to cl ose: Decenber 27, 2004

In each instance, a copy of the transcript of testinony
together with copies of docunentary exhibits, nust be served on
the adverse party within thirty days after conpletion of the
taking of testinony. Trademark Rule 2.1 25.

Briefs shall be filed in accordance with Trademark Rul e
2.128(a) and (b). An oral hearing wll be set only upon request
filed as provided by Trademark Rule 2.1 29.

The Board now provides information at

http://ttabvue. uspto. gov/ttabvue/ , where the parties may view

and print filings in this proceeding fromthe USPTO dat abase.

eseses

" By resetting this tinme, the Board is nerely issuing a scheduling
order. The rescheduled tine is not an order conpelling discovery, and
any notion based on a presunption that this resetting of tinme is an
order conpelling discovery will not be considered.

23



Qpposi tion Nos. 91154585 and 91154617

THE STEALTH FAMOUS BRAND
FEDERAL TRADEMARKS
REGISTRATICH LIETED OWNER
N NUMBER MUARE GOODSSERVICESICLASS
int Clage 28: Sporteng goods, gpacifically, 1enmes
rackals, golf Clubs, bennis balls, baskebails, basabass, F— Co
1,332 378 Staalin ¢ balls, ol balls, cr08s bows, tennis racket sirings " Mg
nd shultlipoocks
1 454 54T Staalin + inf, Glass 17 Bicyckes, molorcycles and boals Central Mg Co
17700 Staglih Iml Class 20 Microwas a0sorbing sutomobike paint Central Mg Co
1,785 BO6 Samain | Ind. Clage 78 Fishing lackle fioats (bobbers) Cantral Mig Co
1.B46182 Sheaith It Class 12 Aubomalive tires, Camnbral Mg Co
Inl. Class 28. Pool Cus, pool lables, darls., billiand Galls,
1,887 OuT Si=ahh s S racke, billiard g ) Central Mg Co.
; .
' Simahin I Class 9 Compuler hardware and computes utility |
1,947 145 Tachnciogy | trware and Bling manusls Cantral Mig. Co
2,007 248 Staalth Sguad ial. Cigee 156 Comic books Crnteal Mg Co
2,024 889 The Stealih Il Class 21 Léan spinkiars Cenbral Mig. Co.
il Clags & Medal alloys for use in sporting goods and
2025156 Sreash transportaticn and wirkdow kecks Caniral Mig. Co
2074 T80 Sleaith inf. Class & Autamabile-mouried redar deiecions Central Mg Co
. Imf. Class 38 Ferancial planoing, inaeeimeant
2,227 (89 Sleshh & Insunenes corsul Central Mg, Co
22680113 . Steath Assaul ini Class 28 Haﬂ-hmula for playing sleciromneg Central Mg Co.
2272 61 Siaalh nf, Clags T4 Tie fastenars. Central kifg Co.
i Chass 40 Manwaciure @nd assambly of lireanms 1o
L0000 Ciwalh ShEA tha orger and the specilicatson of olhars, Cerdral Mig. Co.
Stanitn Dbl . Class 40 Manulaclure and assembly of Hrearmrs o
2325054 Shagcw il orriRr and the specification of ofhers Cernel Mig. Co
Staalin Ragistratons. 11,1802 Flpu[!
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2,330 457

2403 775

2,439,735

2433, 330

£478 74z

2,497 857

2,457 558

2,505 638

2,525 745

Slealth

Healih

Stealih

Staalth

i Clage 78

W -

maiatam, SEim p=— L5

laairar altache casas

inf. Clazs B Pocesl knfees, non-aleciric can opanarg,
cutlery, namaly, orks, knives, and spoons, nail clippers,
IWERZErSs, SOSLOrs, and eyalash curlars,

inf. Class § Aadios and speakers lor Bulamabiles.
M0 SrABkor DoEas, ApE recofders, Lape playss and
portable sleacs.

taf Clagses 8 4 10 Speciolized hand fools for uss in
the fabrication and assembly of prosthatic limbs and
prosibetic limb components. namedy, tenrmopastc
tocsng. Ihermosat tooling and foam extraction locing
Prosihalic limb companenis; ramely, shublie locks,
pyvamids, pyramid receivers, sach fool adeplors, pylons,
e clamps, sLchon seals, adapler plales, altachmant

! plabas, prosinalic knee syslams, prosthelic inee chassis

Srealin

Staail Spray .
]

Stoakh Sosp

Siealth

Steatth

2.551 385

2,858,045

and prosihetic fesl

Inf Ciggs @ Computer application soitwarg for crealing
talabases. blank videa flm and video tapes, safely
@opgles, radios, pholographic and wieo cameras

Inf (Mass 28 Hunlers' ssent camouliaga

Inf. Class 28 Hunlers' scanl camouliags,

Inf Class 11 Mation sctivated slectnic lighting Tixlures

int. Class 26 Plastic buckios and tasseners Tor uss in
conrachion with bsckpacks, Iole bags, sporing goodas

and toul wealher gear and apparel and olber drmilar
aniclas

Ceniral Mig Co

Certral Mip. Co

Ceniral by Co

Canlral Mig. Co.

Ceniral Mig. Co

Cariral Mig. Co.

Cantral Mig, Co.

Cantral Mig. Co

Central Mig. Co

Staairh

Staaltn

Ind Class & Elecins locks for garage doars

Ird. Cigss 000 Owihodarndic ;ﬁplm&.s_ ramaly,
crthodaniac brackets, arch wires, ingual holding arches
and hoois

Cariral Mig. Co.

Caniral Mig Co

E Ty

may indicate,

Cantral Mfg. Co. (Inc.) Is the rights holder in the above STEALTH Federal Trademark Registrations,
notwithstanding what the Principal Register may indicate, nor what the Assignmant Division records

Stepmh Hogstratons. 11,18 032
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THE STEALTH FAMOUS BRAND

FPENDING APPLICATIONS

BPPLECATION
HUSSHER

GODONRSERNLES

FILING DA TE

Ta-3IT 774

74-343 554

75009143

Th016 550

4035, 387

75185379

TE-0F 1,233

Funaih

Ssmalih

Sueallh

Sl

Siaaith

Slaash

Paper gooos and prirded matier, namay,
pans, pancils, drawing nalans, oaper
clips, rubbRrpands, mamd pads,
v bape S0 SRRlicrany or
household usa, nor-elecine srasers,
snap-off blads culbar for osting papsr
pancll sharpaner, Touniain pens, ballpoini
pars, SIEIonary, namaly, wTilEg paparn
Al BnwRicpaRs, playing CAnds B Soimis
e k]

Toys and sporting goods, namedy, model;

airpliane kils, oy boats_ loy guns, bay
robols, and oy soldiers

Comnpuban, dol msine printars;
compuler Gec drives lex modem cards;
compuier moniars. computar kayooards

comguler deketia SIorage conianers,
compuinr solbwars for comoule Setup
and dakn bass Tiles, ek vadoo foes and
vedae tapes. sataly pogoles. radios;
dmpraddnd af Splirdars 10 uas wilh
Greafing apparatas

Flashlights, pon liphts, slectric lamps:
oo fans, wall Tans, dask fans, ponabls
Farv.

Bowing alioy cleaning machines and
maring propellers

Auglcrolila-meurtsd radar detesiore
Households gir cioanars, Rousehald air

chuarmrs with ipnzer, domaslic and
Cormenancaal gir purifars, ¢ condilisrnan

U R-Mo-B

D55

2200

£0-0ay-95

Jarwary, 199%

Jaruary, 1585

January, 1985

Oetobar, 19093

Janry, 1904

Judy, THGS

Simalih Applicalions 11 18 0F
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q APPLICATION
HUMBER

‘

T6-215,703

TE-OTE,511

T5=565,743

7823075

TiE4a 8

T8-114.518

TE-DEE, T

Slealth Basshall sofball, i-Dall bals.

Marwfacturing e Stealih || sanes HF
[High Fraguency] Mobile anterras I
prcreiiiess [0 randgs communicalion in
the 350 MHZ frequency rangs fom
vahipuiar or salionary posilions. Unigus
in ferm; Contar loaded, red or olhar color
of isding cod, wih bass seclion for e
funing molor and whip seclian lor
radiaianiiesving of sgnal, Anlenna

Slpallh B HF
Mabile
Anlgnnas

Stealih Il Series bar WF [High Freguency)’
communicalion, long disiance, world

wida fram veficudar or slaticnery
posilion, in the 360 MHY? fraquency

range

ith
Sl therah

Anli-Glare wsor shogs glara caused by

sunlight or back highling on compuier

SN VOr, o ilons, laptops and aiher elecirical
' displays

Bailing machines for use in recycing and

Sealtn wisle material dspesal

P Sleath Bicycie paris

R — Insdabead Food Transport and

Dispansng Conlainers

Riacing sutomoldes and sinuchional pas:

HWnﬂlﬁlﬁ!ﬂEM| FILING DATE 1 FIRET USE

E-Fatr-01

F2=Jun1

70148

Ze-Gol-0d

16-Hou-E8

13-Mar-1?

14-0z5-58

January. 2001

- Jaruary, 1585

fugust 1392

Seplember,
1988

February, 1568

January. 1559

Cicicbar, 139

Siealth Applications 11 18,02
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