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Qpposi tion No. 91156355

The Board instituted this proceeding in an order dated My
19, 2003. Applicant’s answer was due by June 28, 2003. On My
28, 2003, the order sent to applicant was returned as
undel i verabl e. On August 8, 2003, applicant filed a notion for
| eave to file an answer. Applicant notes that it never received
notice fromthe Board of the proceeding, and that the address
used by the Board was not that of applicant’s attorney of record.
Applicant requests until Septenber 17, 2003 to file its answer,
and that the Board send its attorney a copy of the notice of
opposition. Applicant also infornms the Board of rel ated
Qpposi tion Nos. 91152775 and 91154020. Applicant filed an answer

to the notice of opposition on Septenber 17, 2003.



Qpposition No. 91152775; 91154020; and 91156355

Applicant’s notion to file an answer to the notice of
opposition is granted, and applicant’s answer is noted and
entered. A copy of the notice of opposition is attached for
applicant. The database is updated to reflect applicant’s
representati on and correspondence address.

Appl i cant, on Novenber 25, 2003, filed a consented notion to
extend dates, indicating that the parties are di scussing

settlenent. Said notion will be addressed later in this order.

Qpposition No. 91152775

Appl i cant, on Novenber 25, 2003, filed a consented notion to
extend dates, indicating that the parties are discussing

settlenment. Said notion will be addressed later in this order.

Qpposition No. 91154020

Thi s proceedi ng has been suspended since August 21, 2003 to

facilitate the parties’ settlenent discussions.

Proceedi ngs consol i dat ed

Applicant has notified the Board of the pendency of the
rel ated proceedi ngs, set out above. The Board has reviewed each
of the oppositions, and answers have been filed. Each proceeding
i nvol ves the sane parties and at | east sonme of the sane questions

of law and fact.



Qpposition No. 91152775; 91154020; and 91156355

When cases invol ving common questions of |aw or fact are
pendi ng before the Board, the Board may order the consolidation
of the cases. Such consolidation nay be ordered on the Board’s
own initiative. See Fed. R Cv. P. 42(a); Regatta Sports Ltd.
v. Tel ux-Pioneer, Inc., 20 USPQ2d 1154 (TTAB 1991); Estate of
Biro v. Bic Corp., 18 USPQR2d 1382 (TTAB 1991); and TBMP Secti on
511 (June 2003).

Accordingly, Opposition Nos. 91152775; 91154020; and
91156355 are hereby consolidated, and may be presented on the
same records and briefs. The record will be maintained in
Qpposition No. 91152775 as the “parent” case, but all papers
filed in these cases should include all proceedi ng nunbers in

ascendi ng order.

Proceedi ngs suspended

Applicant’s consented notions, both filed on Novenber 25, 2003
and requesting contenporaneous dates, to extend di scovery and tri al
dates are granted. Moreover, because the parties are negotiating
for possible settlenent of this case, proceedings herein are
suspended until six nmonths fromthe mailing date of this action,
subject to the right of either party to request resunption at any
tinme. See Trademark Rule 2.117(c).

In the event that there is no word fromeither party

concerning the progress of their negotiations within the next six



Qpposition No. 91152775; 91154020; and 91156355

nont hs, the Board will issue an order resum ng proceedi ngs and
resetting trial dates, including the tinme for discovery.

| f, during the suspension period, either of the parties or
their attorneys should have a change of address, the Board should

be so i nforned.



Qpposition No. 91152775; 91154020; and 91156355

As grounds for opposition, it is alleged that: L

|. Opposer Lipton Investments, Inc, is the owner of the tradernark SLIM-FAST and
variants thereal (colloctively, the “SLIM-FAST Marks"), and 1]1-1: following registrations
therefor, issued by the United States Pateot and Trademark Cffice:

i
TRADEMARE . ' | REG. NO.. | REG. DATE JGOODS - |
| SLIM-FAST L1022 508 | September 19, 1978 | Protein food supplement
SLIM-FAST L8616 | August T, 1984 Beverage powder meal
I 1 replocement mix
SLIM-FAST 1,358,816 | Septemmber 10, 1985 | Dictary meal
replacement nutritional
bars, and instant
: pudding maal
replacement mix

The above-lisied TI:'IiFI‘I'N-'iI:FI.F are: valid, subsisling, unrevoked, ulmn'g::]lnd and incontesiable.
2. Opposer, Conopea, Inc., dba Slm-Fast Foods Company s the exclusive licensee of
Lipten Investments, Inc. to sell weight management and mical replacement prodscts under the
SLIM-FAST Marks in the United States. Conopen, e, dba SIiJﬂ-Flr:ll Foods Company and
Lipton Investments, Ine. are hercinafter collectively refarred 1o as “ﬂpﬁbm."

3. For many years, and long prior to any date upon which Applicant can rely for
purposcs of priority, Opposers and their predecessors-in-interest have used the SLIM-FAST
Marks in compperce mﬂnunuglim with the nationwide pmdm:tinn.diurim sale amd

promotion of weight management and meal replacement products, As a result of these efforis,
Opposers” SLIM-FAST Marks are famous in the United Sintes and are u!ll:lc'ul.-nd wilh (dpposers
und their high quality weight management and meal replacement products only. Oppossrs"

SLIM-FAST Marks became famows long before the fling date of Applicant®s application, were

als



OQpposi tion No. 91152775; 91154020; and 91156355
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