THIS OPINION IS NOT UNITED STATES DEPARTMENT OF COMMERCE

CITABLE Patent and Trademark Office
AS PRECEDENT OF Trademark Trial and Appeal Board
THE T.T.AB. 2900 Crystal Drive

Arlington, Virginia 22202-3513

But | er Mai | date: May 20, 2004
Qpposition No. 91153755
Wal ters Gardens, Inc.
V.

Pride of Place Plants, Inc.

Bef ore Qui nn, Hohein and Bucher, Adm nistrative Trademark Judges.
By the Board:

Applicant is seeking to register the mark PIILU for “live
plants.”! As grounds for the opposition, opposer alleges that
applicant’s mark is the cultivar nane and, thus, the generic nane

for a Cematis plant.? Applicant, in its answer, denies the

salient allegations of the notice of opposition.?

! Application Serial No. 76201447, filed on January 29, 2001, clainng
a bona fide intention to use the mark in comrerce. Applicant includes
a statenent that PIILU translates into English as “little duckling.”

2 Al though opposer articul ates |anguage which appears to invoke Section
2(d) of the Trademark Act, |ikelihood of confusion with a previously
used or previously used and regi stered mark, opposer does not plead a
mar k, and further conbines such | anguage with all egations that
applicant’s mark is a cultivar nane for live Clematis plants. See
paragraph no. 5 of the notice of opposition. Such allegations appear
to be anplifications of opposer’s claimthat applicant’s mark is
generic. Thus, the only pleaded claim and the claimbefore us, is
that applicant’s mark, as a cultivar nane, is the generic nane for the
goods.

3 pposer’s consented notion, filed Septenber 28, 2003, to extend

di scovery and trial dates is granted.
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This case now conmes up on opposer’s fully-briefed notion,
filed Novenber 21, 2003, for summary judgnent in its favor on the
ground that applicant’s mark is the cultivar nane of a Clematis
pl ant and, thus, the generic name of the goods.? |In addition,
applicant has filed objections to nost of the evidence submtted

by opposer, which we address first.

Applicant’s objections to evidence

Applicant’s objection to opposer’s Exhibit Nos. 1 and 2
(phot ocopi es of books) as unauthenticated is overrul ed.
Applicant’s objection to Exhibit No. 2 as not being introduced by
way of a witness testifying to the truth, identification, or
authenticity of such exhibit is overruled. Trademark Rul e
2.122(e) allows the introduction of printed publications,

i ncl udi ng books. On summary judgnent, said materials need not be
i ntroduced by way of notice of reliance or affidavit or
declaration of a witness. See TBMP Section 528.05(e) (2" ed.
Rev. 1 March 2004). Both subm ssions contain appropriate
information for self-authentication, including: title, editor or
conpiler, organization for whom materials were conpil ed,
publ i sher, city of publishing, and copyright date. Cf. Wight &

Gol d, 31 Federal Practice and Procedure: Evidence 8§ 7140 (2000),

* To the extent that opposer argues (at p. 12 of its brief) that
applicant’s nmark is deceptive or deceptively msdecriptive, said
i ssues have not been pleaded and are not before us. See Fed. R Gv.
P. 56(a); and TBWP Section 528.07(a) (2" ed. Rev. 1 March 2004).
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di scussing Fed. R Evi. 902(6), (“The rule extends to both
donestic and foreign publications.”) W note that Exhibit No. 1
is published in the United Kingdomand is in English.
Applicant’s objections to opposer’s Exhibit No. 1 that it

al l egedly evidences foreign use by applicant and that it my
contain references in a | anguage ot her than English are
overruled.® To the extent applicant is objecting to Latin
references to the genus and species of plants, and foreign terns
used as the cultivar nanes of plants, applicant objection is

wi thout nmerit. Such references go to the practice in the field
of nam ng plants and may be highly relevant to public perception
inthe United States of the term applicant seeks to register, and
of the ultimate issue before us: whether the PIILUIis the
generic nane of a Clematis plant.

Applicant’s objection to opposer’s Exhibit Nos. 3, 6, 7, 8
and 9 (Internet printouts) as unauthenticated, and thus as
hearsay, is overruled. QOpposer has now submtted a declaration
is support of said exhibits. See Raccioppi v. Apogee Inc., 47
USPQ2d 1368 (TTAB 1998). Cf. Tanpa Rico Inc. v. Puros Indios
Cigars Inc., 56 USPQ2d 1382 (TTAB 2000) (“...this defect is
curable.”). Applicant’s objections to Exhibit Nos. 6-10 and 13
as allegedly evidencing foreign use by applicant and because they

may contain references in a | anguage other than English are

® The Board notes in passing the some of applicant’s exhibits also are
in foreign | anguages, at least in part.
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overruled. For the nost part, the references are also in
English. In addition, as stated previously, Latin terns for
genus and species, and foreign terns used as cul tivar nanes, may
be relevant to this proceeding.

Applicant’s objection to opposer’s Exhibit Nos. 4, 10, 11,
12, 13, 14 and 17 (responses to discovery requests, including
produced docunents) as unauthenticated is overruled. Trademark
Rule 2.127(e)(2) permts the filing of responses to di scovery
requests, including produced docunents, for purposes of sunmary
judgment. See al so TBWP Section 528.05(c) (2" ed. Rev. 1 March
2004). Applicant’s objections to Exhibit No. 13 as irrel evant
because it allegedly evidences foreign use by applicant and
because it may contain references in a | anguage other than
English are overrul ed for reasons stated previously. Applicant’s
obj ection to opposer’s Exhibit No. 16 (copy of a peri odi cal
article) as unauthenticated is overruled. Trademark Rule
2.122(e) allows the introduction of printed publications,
i ncludi ng excerpts fromperiodicals. On sunmary judgnent, said
mat eri als need not be introduced by way of notice of reliance or
affidavit or declaration of a witness. See TBMP Section
528.05(e) (2" ed. Rev. 1 March 2004). The submi ssion contains
appropriate information for self-authentication: nane of
periodical, date of publication, page nunbers, title to article,
and author of article. Cf. Wight & Gold, supra, discussing Fed.

R Evi. 902(6), (“...no extrinsic evidence is required to
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authenticate printed materials purporting to be newspapers or
periodicals.”)

Applicant’s objection to opposer’s Exhibit No. 5 (affidavit
of Clarence H Falstad, Ill) is overruled. Affidavits nay be
subm tted on summary judgnent even though they may be self-
serving in nature and there is no opportunity for cross
exam nation. See TBMP Section 528.05(b) (2" ed. Rev. 1 March
2004) .

Applicant’s objection to opposer’s Exhibit No. 15 as
unaut henticated is sustained. The exhibit is conposed of an
apparent letter from applicant to opposer, dated 1998, and an
acconpanyi ng press release. Wile such information nay be
i ntroduced by way of affidavit or declaration or as discovery
responses, the exhibit in question does not appear to be part of
any di scovery response. Although an affidavit was submtted in
support of the exhibit, it does not establish the affiant’s
per sonal know edge of the docunents and his conpetency to testify
to the matters therein. Instead, the affiant, who identifies
hi nsel f as opposer’s | aboratory director, states only that he is
famliar with the subm ssions by way of witten and verbal
correspondence with another of opposer’s enployees and by way of
exam nation of the docunents at issue. However, this does not
establish affiant’s. Wy, for exanple, the affidavit of the

addressee, an apparent enpl oyee of opposer, was not submtted is
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not explained.® See TBWMP Sections 528.05(a)-(c) (2" ed. rev'd
March 2004).

Applicant’s objection to opposer’s Exhibit No. 18 as
unaut henticated is noot. The exhibit appears to be a TESS
printout fromthe Ofice database of the status of applicant’s
subj ect application Serial No. 76201447. At this time, such
printouts may only be introduced on summary judgnment by way of
affidavit or declaration or by way of a discovery deposition.
See 1d. at subsections (a), (b), (c), and (e). Nonetheless, the
application file is of record for all purposes, including summary
judgment, in this opposition. See Trademark Rule 2.122(b); and
TBMP Section 528.05(a) (2" ed. Rev. 1 March 2004). Thus, the
TESS printout is sinply redundant information.

Applicant did not object to opposer’s Exhibit No. 19, a copy
of the notice of opposition, which is, of course, of record.

Applicant’s objection to the cover pages of opposer’s
Exhi bit Nos. 6-9 as out-of-court statenments by an unidentified
declarant offered for the truth thereof is overruled. The cover
page to each exhibit is no nore than an index identifying the

subm ssions made with the exhibit.

® At trial, the business records of a party are to be introduced by way
of a testinonial deposition as exhibits thereto. See TBMP Sections
702 and 703 (2" ed. Rev. 1 March 2004). The Board notes that

consi deration of Exhibit 15 would not have changed our deci sion on
summary judgnent.
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Qpposer’s notion for summary judgnent

As general background in the plant nam ng field, opposer
argues that plants are scientifically nanmed according to the
I nternational Code of Botanical Nonmenclature by providing a Latin
genus and species nane; that cultivars, or cultivated varieties,
are plants that originated and persist due to human mani pul ati on;
that the International Code of Nonenclature for Cultivated Plants
(hereinafter 1CNCP), established in 1953, provides a franmework
for identifying, nam ng, registering and using cultivar nanes;
that the |1 CNCP recogni zes the difference between scientific
nanmes, which nust be available in all countries for use by any
person, and trademarks, which are not universally available for
any person to use; that a cultivar status of a termis identified
by placing the term between single quotation or downward verti cal
marks follow ng the Latin genus nane; that the Roya
Horticultural Society (hereinafter RHS) is the international
cultivar registration authority for Clematis nanes; and that the
RHS registered the termPIILU as a cultivar for Clematis in the
year 2000.

Wth respect to this particul ar case, opposer argues that
Uno and Aili Kivistik, of Estonia, first devel oped the plant
Clematis “PIILU in 1984, which they flowered in 1987 and naned
in 1988.7 According to opposer, PlIILU was registered by Aili

Kivistik with the Estonian Plant Production Inspectorate Variety

" Opposer notes that Uno Kivistik died in 1998.
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Control Departnent, which is the identified registering party of

PlILUwWth the RHS; and The International Cenmatis Register and

Checklist for 2002, published by RHS, acknow edges the Kivistik
famly and identifies the first published reference to Clematis
‘“Piilu in a 1992 catal ogue.

It is opposer’s position that the plant industry is conposed
of four identifiable groups: organizations, businesses,
hobbyi sts, and the nmedia. Qpposer contends that, because
Internet offerings and catal ogues are comonpl ace ways in which
pl ants are marketed, purchasers in the United States often
purchase plants fromdi stant sellers, and have been exposed to
use of the termPIILU used as a cultivar since as early as 1992,
the first known published (foreign) reference and, as to
references in the United States, at |east since 1999. According
to opposer, it has been offering the cultivar ematis ‘Piilu
since 2000. Qpposer argues that applicant’s own use of the term
PIILU, like that of the Kivistik famly, denonstrates that, unti
recently, they treated Clematis ‘Piilu as a cultivar nanme and
not as a trademark. Qpposer argues that, in response to its
interrogatory request seeking fromapplicant information
concerning “.the genus, species, subspecies, varietal, cultivar,
common, and commercial nanes, if any, for the cultivar of
Clematis sold and pronoted in association with the PIILU mark,”
applicant stated it “..does not know the answer to this

interrogatory request..” Subsequently, opposer argues,
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applicant, on Septenber 19, 2003, submtted a notification of
nanme change, apparently to opposer’s attorney, which, opposer
argues further, contradicts applicant’s response to opposer’s
di scovery request.

Qpposer argues that, as the cultivar name for a Clematis
plant, PIILUis the generic nane for the plant and cannot be
regi stered. Qpposer’s notion is acconpanied by the foll ow ng

exhi bits: | nternati onal Code of Nonenclature for Cultivated

Plants 1995; The International Cematis Register and Checkli st

2002; printouts fromapplicant’s website; various e-mai
exchanges between the Kivistiks and applicant’s president, Rick
Sorenson; the affidavit of Clarence H Falstad, IIl, |aboratory
director for opposer, describing, in part, his perception of and
experience in the plant industry; website printouts fromvarious
Clemati s organi zations, both foreign and donestic, copies of web
cat al ogues and Internet sites, both foreign and donestic,
selling ematis ‘Piilu wthout tradenmark designation; hobbyi st
websites including references to Clematis ‘Piilu, such site
appearing to be exclusively foreign; published articles from
periodicals, accessed fromwebsites, both foreign and donesti c,

referencing ematis ‘Piilu from 2000-2003; Cematis Catal og

1999 fromJ. van Zoest, Holl and; opposer’s spring catal ogs for
t he years 2000-2003 referencing Clematis ‘Piilu ; copies of e-
mai | exchanges between applicant’s president and third parties

concerning awards won by the Clematis ‘Piilu ; a copy of Al
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Kivistik’s 2003 authorization for Australian agent, identifying
‘“PIILU as the variety and | eaving bl ank “al so known as,” further
specified as “breeder’s code, trade nane etc. for variety”; a
copy of applicant’s responses to opposer’s second set of

di scovery requests; a copy of a signed 1998 |etter and
acconpanyi ng press release from M. Sorenson, applicant’s

8

president, to opposer;°® a copy of M. Sorenson’s 1999 article in

“American Nurseryman,” Cinbing the Walls, inconsistently

referring to C *Piilu and Piilu™ a copy of applicant’s
notification of change of name of cultivar; a TESS printout of
the status and acconpanying information of applicant’s
application; and a copy of the notice of opposition.

In response, ® applicant indicates that it is the exclusive
U S distributor and the owner of the trademark rights for the
Clematis plants originating with the Kivistik famly of Estonia.
Applicant argues that PIILUis a well established trademark, its
first international use being since 1992, and its use in the
United States being since 1998. Applicant accuses opposer of
using applicant’s mark as a generic term and of submtting no
evi dence that applicant’s “.well-known mark PIILU is ...generic.”
Applicant argues that it wdely licenses its mark in the U S.;

and that its mark is not found as a cultivar nane in any U S. or

8 I nasnmuch as applicant’s objection to this subm ssion as

unaut henti cated was sustai ned, the subm ssion was not consi dered.
® Applicant’s objections to opposer’s evidentiary subm ssions have
al ready been rul ed on.

10
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i nternational database. Applicant argues that the RHS does not
list applicant’s mark as a cultivar in its database; that any
all eged “registration” on an RHS checklist was done by a third
party; that there is no requirenent that applicant use a
trademark notice every tinme it uses its mark; that use of its
mark in single quotes does not result in “automatic genericide”;
t hat opposer has not produced any surveys of consuner perception
of the termPIILU;, that the foreign uses establish the strength
of applicant’s mark; and that the foreign uses do not show that
PlIILUIis a cultivar nane in the United States.

Applicant’s response is acconpani ed by the declaration of
its attorney in support of twenty Internet printouts including:
order forms from opposer’s website wherein Alcea r. ‘Peaches 'n’
Dreans’ is displayed inconsistently with Alcea r. ‘Peaches ‘n’
Dreans’ ™ various catal ogue or website sales offerings of
applicant’s Clematis plant showi ng uses of applicant’s mark as
Piilu, dematis ‘Little Duckling’ “Piilu”™Patens), Cematis
Kivistik, Piilu, The Kivistik Collection Piilut.m; printouts
fromthe Estonian Plant Production Inspectorate; a printout from
the RHS pl ant sel ector database which found zero entries for the
termpiilu; a TESS printout and acconpanying article concerning a
mar k (ENDLESS SUMMER) for |ive ornanental plants; a printout from

opposer’s website; an excerpt fromthe International Cematis

Regi ster for the disclainmer that “[I]nformation given in the

Regi ster can only be as good as that supplied by the registrant”;

11
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an excerpt of guidance notes for International Cultivar

Regi stration Authorities; printouts show ng the inconsistent uses
of Hell eborus Royal Heritage™and Hel | eborus ‘ Royal Heritage’', of
Weigela Florida ‘“wine & roses’ and Wne & Roses® Wi gel a, of
Penstenon ‘ Red Rocks’ and Penstenon x nexicali ‘Red Rocks’ ™ of
Anbri dge Rose® Cv. Auswonder, Pat Austin™Cv. Ausnmum Wenl ock®
Cv. Auswen and ‘ Anbri dge Rose’ (Auswonder), ‘Wenlock’ (Auswen)
and a TARR printout for the registration of WENLOCK for |ive rose
pl ants; various printouts showi ng terns used as trademarks and
ternms used as cultivars; printouts fromvarious U S. databases
where plant nanmes nay be registered or |isted; and search results
fromvarious databases. |In addition, applicant’s response is
acconpani ed by a copy of a January 6, 2003 email fromthe
Kivistik famly to opposer expressing the Kivistik’s position
that Piilu has not becone generic for their Cematis cultivar;
that plants of the cultivar were given to nenbers of The
International Clematis Society during the 1998 visit, but no
perm ssion was given to nenbers to propagate and sell in North
Anmerica; that any sales by non-licensed growers are being done

w t hout perm ssion; and that applicant nay agree to sub-license
opposer to grow the Clematis cultivars. The declaration of
applicant’s president al so acconpani es applicant’s response, and
is made in support of applicant’s position as excl usive
distributor in the United States of the Kivistik's plants;

indicating further that applicant distributes plant |icenses,

12
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including four in Canada, one in Australia, and eight in the
United States; and that applicant began use in the United States
of the mark in 1998, inporting the first plants in the spring of
1999. A copy of the parties’ executive protective agreenent for
t he exchange of confidential information also acconpanies
applicant’s response.

In reply, opposer maintains its position that ‘Piilu is a
generic termas the termwas set aside as the taxonom c nane for
a Clematis cultivar to give the worldwi de community a uniform way
to identify a specific plant. QOpposer argues that applicant’s
“dat abase argunents” are m sleading as exenplified by applicant’s
position that the RHS “does not list PIILU anywhere in its plants
keyword search database.” Qpposer contends that applicant
m sl eadi ngly searched only RHS s “Plant Sel ector” database, which
does not list the term“piilu,” but RHS s “Plant Finder” database
does yield a citation to Clematis ‘Piilu as a cultivar nane.
Opposer argues that applicant inflates opposer’s foreign
subm ssions by stating, “.fromeverywhere in the world except the
United States,” when opposer has submtted anpl e evidence of use
of the term“piilu” in the United States. Qpposer contends that
its foreign sources help clarify howthe term“piilu” is
perceived in the United States, are relevant in |light of the
doctrine of foreign equivalents, and are relevant in view of the
international effort in establishing taxonom c nanes, including

cultivar nanes, for plants. Opposer also argues that applicant’s

13
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own inconsistent use of PIILU denonstrates that it is the
cultivar nane, and that applicant recently has made attenpts to
remove this generic termfromthe public domain and make the term
its trademark.

In a notion for summary judgnent, the noving party has the
burden of establishing the absence of any genui ne issue of
material fact and that it is entitled to judgnent as a matter of
law. See Fed. R GCv. P. 56. The novant is held to a stringent

standard. See 10A Wight, MIler & Kane, Federal Practice and

Procedure: Civil 3d 8§ 2727 (1998). Summary judgnent is not a

substitute for the trial of disputed issues of fact. |Id. at
2712. A genuine dispute with respect to a material fact exists
if sufficient evidence is presented that a reasonable fact finder
coul d decide the question in favor of the non-noving party. See
Qoryland USA Inc. v. Geat American Miusic Show, Inc., 970 F.2d
847, 23 USPQ2d 1471 (Fed. Cr. 1992). Thus, all doubts as to
whet her any particular factual issues are genuinely in dispute
must be resolved in the light nost favorable to the non-noving
party. See O de Tyne Foods Inc. v. Roundy’s Inc., 961 F.2d 200,

22 USPQ 1542 (Fed. Gir. 1992).

Cul tivar names, designations given to cultivated varieties
or subspecies of plants or agricultural seeds, are the generic
nanes of the plant or seed variety as known to the public.

Mar ket realities and |ack of |aws concerning the registration of

varietal and cultivar nanes have created a nunber of problens in

14
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this area. Sone varietal nanmes are not attractive or easy to
remenber by the public. As aresult, many arbitrary terns are
used as varietal names. Problens arise when trademark
registration is sought for varietal nanmes, when arbitrary
varietal nanes are thought of as being trademarks by the public,
and when terns intended as trademarks by plant breeders becone
generic through public use. These problens make this a difficult
evidentiary area. See TMEP § 1202.12 (3'% ed. Rev. 2, June 24,
2002) . Cf. Inre Delta and Pine Land Co., 26 USPQ2d 1157 (TTAB
1993), where registration of the word DELTAPINE, identifying the
prom nent portion of applicant’s acknow edged varietal nanes

whi ch conbined the term DELTAPINE with another term was refused
(“.this is an unusual case and ...little or no precedent

exists...”)

After careful consideration of the extensive record
submtted by both parties, we find that genui ne issues of
material fact exist, at a mninum wth respect to the public

perception in the United States of the termPIILU.

Accordi ngly, opposer’s notion for sunmary judgnment is
deni ed. Moreover, given the nature of the intense factual
consi derations which are necessary to ascertain whether PIILU is
a trademark or a cultivar nanme, we find the matter unsuitable for

determ nation on sunmmary judgnent. Thus, this case is going to

15
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trial (or settlenment). No further summary judgnent notions are

to be filed.

Prot ective agreenent noted

The stipul ated protective agreenent acconpanying applicant’s
response to opposer’s notion for summary judgnent is noted. The
parties are referred, as appropriate, to TBMP 88 412.03
(Signature of Protective Order), 412.04 (Filing Confidenti al
Materials Wth Board), 412.05 (Handling of Confidential Mterials
by Board) (2" ed. Rev. 1, March 2004).

The parties are advised that only confidential or trade
secret information should be filed pursuant to a stipul ated
protective agreenent. Such an agreenent may not be used as a
nmeans of circunmventing paragraphs (d) and (e) of 37 CFR § 2. 27,
whi ch provide, in essence, that the file of a published
application or issued registration, and all proceedings relating

thereto, should otherw se be available for public inspection.

Proceedi ngs resuned; dates reset

Proceedi ngs are resuned. Discovery closed on Novenber 6, 2003,
in accordance with applicant’s consented notion to extend dates,
filed Septenber 8, 2003. Trial dates are reset as indicated bel ow

THE PERI OD FOR DI SCOVERY TO CLOSE: CLOSED

30-day testinony period for party
in position of plaintiff to close: August 31, 2004

16
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30-day testinony period for party
in position of defendant to cl ose: COct ober 30, 2004

15-day rebuttal testinony period
to cl ose: Decenber 14, 2004

In each instance, a copy of the transcript of testinony
together with copies of docunentary exhibits, nust be served on
the adverse party within thirty days after conpletion of the
taking of testinony. Trademark Rule 2.1 25.

Briefs shall be filed in accordance with Rule 2.128(a) and
(b). An oral hearing will be set only upon request filed as
provi ded by Trademark Rule 2.1 29.

eseses
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