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IN THE UNITED STATES PATENT AND TRADEMARK OFFICE -
BEFORE THE TRADEMARK TRIAL AND APPEAL BOARD

In the Matter of Application Serial No. 76/295, 515
Published in the Official Gazette on June 18, 2002 : 4

UNIVERSAL CITY STUDIOS,INC., . | Opposition No. 153,683

Opposer, o . o GERTIFICATE OF MAILING
V. N - | hereby certify that on March 25, 2003, this paper is baing

s - deposited with the U.S, Postal Service by “Express Mail Post
S e . .| Office to Addressee” service with Express Mail Label No.

VALEN BROST, e EL123675661US for delivery to the Commissioner for
- s Trademarks, Box TTAB NO-FEE, 2900 Crysxal Drive, Arlington,
. - VA 22202-3513.
Applicant. -
z Eleanor Elko

OPPOSER’S NOTICE OF MOTION AND MOTION FOR PARTIAL
SUMMARY JUDGMENT STRIKING APPLICANT’S AFFIRMATIVE

DEFENSES OF LACHES, ESTOPPEL, AND ACQUIESCENC
TO APPLICANT AND HIS COUNSEL OF RECORD: ’ ‘

PLEASE TAKE NOTICE that pursuant to Rule 56 of the Federal Ru]cs of Civil
Procedure, opposer Universal C1ty Studlos Inc. (“Umversal”) hereby moves the Trademark
Trial and Appeal Board for an order grantmg Umversal partlal summary _}udgment stnkmg the
three affirmative defenses pleaded in the answer of applicant Valen Brost (“Apphcant") on the
ground that there is no genuine issue of matenal fact regardmg any of Apphcaut s affirmative

defenses, and that Unwersal-lsr entitled to judgment as a matter of law on all of them.

¥

! Universal has s:multancously filed a motion under Rule 25(¢) of the Federal Rules of Civil
Procedure to substitute Universal City Studios LLLP, successor-in-interest by conversion and

change of name to the original named opposer, Umversal City Studios, Inc., as the party plaintiff
in this action.

LAl 6395469.1 / 34422-001197
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This motion will be based upon ﬂns Not:ce the accompanymg declaranons of

Christopher C. Larkin and Anne B N1elsen the pleadmgs in this action, the attached bnef m

support of the motion, and such’ other a.rgpments and ev_ldence as may be -presented to the Board

on this motion.

Dated: March 25, 2003

‘LA 6395468.1 / 34422-001197

 Facsimile: (310) 201-5219

]iespéctfully submitted, f

SEYFARTH SHAW .

F-271

Christopher C. Larkin -
Joan Kupersmith Larkin
Attomeys for Opposer

UNIVERSAL CITY STUDIOS, INC. '

2029 Century Park East, Suite 3300
- Los Angeles, CA 90067-3063

Telephone: (310) 277-7200 |
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OPPOSER’S BRIEF IN SUPPORT OK ITS MOTION
FOR PARTIAL SUMMARY .]'UDGMENT

t

'INTROQUCTION AND BACKGROUND

In the opposed appliéatién, Applziéant éeeks registration of the rhark “UNWER§AL
TOYS” for goods identified : as “toy. rockets,” based upon alleged ﬁrst use of the 1;1ark m
commerce on July 31, 2001. Umversal has opposed the apphcatlon under § 2(d) of the Lanham
Act on the basis of its long pnor use of vanous “UNIVERSAL” marks m connecnon vnth
motion pictures, and a wide vanety of entertamment—relatcd goods and services, mcludmg toys,
and the existence of a likelihood of confl;smn /

Applicant’s answer, served on January 17 2003 asserts three afﬁrmatwe defenses: (1)
“Opposer’s claims are barred by laches based on another incontestable mark Umversal Games’

of which the instant mark is derivative;” (2) “Opposer is estopped from raising the clmms made

in its opposition;” and (3) “Opposer has 1mphed1y acqmcsced to App]icant’s use of the published

. mark.” These defenses are a]i;insufﬁcientjés a matter of law and partial sununaryj‘udgmént

“ * striking them should be granted.

ARGUMENT

UNIVERSAL IS ENTITLED TO SUMMARY JUDGMENT |
ON APPLICANT’S AFFIRMATIVE DEFENSES |

“Summary judgment is appropnate where the movant has established that there is.no

genuine issue as to any material fact and that the movant is entitled to judgment as a matter of
- law.” Nat'l Cable Television Ass n Inc. v, Amerzcan Cmema Editors Inc., 937 F. 2d 1572, 19

. USPQ2d 1424, 1427 (Fed. Cir. 1991) (grantmg summary judgment on equitable defenses of

- Apphcant s answer was untimely served and filed. The Board’s order serving Umversal s
. Notice of Opposition was mailed on December 2, 2002, making Applicant’s answer due to be

served and filed 40 days later, or by J anuary 11, 2003, It was served and filed six days later,
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laches, estoppel, and acquiéscencé). Fér the reas—c’ﬁs diséussed below,.Unjversalé_is entitled to
summary judgment on eaChi of Applicalilt_’s 'ecrluitarb.le defenses.
S |
THERE IS NO GENU]NE ISSiJ'E OF MATERIAL FACT ON APPLiCANT’S

LACHES DEFENSE AND UNIVERSAL IS ENTITLED TO JUDGMENT
AS A MATTER OF LAW STRIKING THAT DEFENSE,

Applicant’s first affirmative defense asserts that Universal's cléims “are barred by laches
based on another incontestable mark ‘Ui_:ivcrsal Games’ of which the instant mark is derivative.”

Answ. First Aff. Def.? As pleaded, Apblicant’s laches defense is a *“prior registré.tion” or

114 ‘
‘Morehouse” defense.

“The prior reglstranon or Morehouse defense 1s an equ:table defense, to the effect that if

¥

the opposer can not be further m]ured because there already exists an injurious reg15n"at10n the
{

opposer can not object to an addmonal reglstranon that does not add to thc mJury ? O-M Bread
Inc. v. United States Olympzc Comm., 65 F3d 933, 36 USPQ2d 1041, 1045 (Fed Cir. 1995)
The defense applies, however only where the mark and goods in the pre—emstmg regmtranon
are substantially identical to the mark and goods WhJCh are the subj ect of the mvolved |
application.” TBC Corp. v. Grand Przx Lta’ 12 USPQ2d 1311, 1314 (TTAB 1989) (citations

omitted). There is no genume issue of matenal fact that neither the mark nor the goods in the

prior registration owned by Apphcant are substanually 1dent1cal” to their counterpans m the

opposed application. o L o _

B 3 The referenced mark is ShOWIl in Reg. No 1,990, 982 Wthh issued to Apphcant on August 6,
. - 1996 for goods identified as “board games.” Larkin Dec). Ex. 2.

¢

4 Morehouse Mfg. Co. v. J. Strickland Co.; 407 F.2d 881, 160 USPQ 715 (CCPA 1969).

LA1 6395469.1 / 34422-001197
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A. The Marks Are Not Sl_x‘gstantfally Identical

The Morehouse defénsé “requifé[s] that the pri01_' and proposed marks be essentially the d
same.” O-M Bread, 36 USPQ2d at 10035 . Tobe “csséntially the same:” the ma.rics must either be
literally the same or “legal equwalents ?.Jd. at 1045-46; La .Fara Importing Co v F. LI: de
Cecco, 8 USPQ2d 1143, 1147 (TTAB 1988) DC Comzcs Inc. v. Scholastic Magazmes Inc., 210

-~ USPQ299 (TTAB 1980).” '- | |

The mark “UNIVERSAL GAMES” in the. pnor registration and the mark “UNIVERSAL
TOYS” in the opposed apphcat:on are not the same or le gally equwalem Although they share a
common element, the word ‘U'NIV"ERSAL ” they contain different sufﬁx elements and when
considered in their enuretxes,; do not “crgate the same, continuing commercial 1m;;3re'ssxon.” ‘Van
Dyne-Crotty, 17 USPQ2d at i868. Appiit:ant himéelf implicitly acknowledged tﬂch differences
in the prosecution of the opposed apphcatxon In a July 31, 2001 cover letter to the Patent and
- Trademark Office, Apphcant stated that “I currently am the reg;stered owner for the tm-
‘Universal Games.” 1 am startmg a toy d1V131on under the ‘name ‘Universal Toys Please issue

the trm Universal Toys. I do not Object to] the use of the tm “Unjversal Toys as mfnngmg on, or

being confusingly similar to my tm ‘Umversal Games’.” Larkin Decl. Ex 1.

But even 1f the marks {nt_ght be c0{151dered _couﬂtsmgly s:m;lar for § 2(d) p%rpbse"s, that is -
| . ot enough; to be legally equivalent, they;inust be SO .simi]ar as to be essentially oﬁe and the |
- same mark. The marks here fall far short of meetmg that exactmg standard See O-M Bread 36
USPQ2d at 1045-46 (marks “OLYMPIC” and “OLYMPIC KIDS” were nc1ther “the same mark

.- legal equivalents™ and the apphca.nt s longstandmg reglstranon of “OLYMPIC“ for

t

o * Legally equivalent marks “must create ‘the same, contmumg comimercial i 1mpress:on . and

. the later mark should not materially differ from or alter the character of the [prior] mark . Van
- Dyne-Crouy Inc. v. Wear-Guard Cor;p 926 F.2d 1156, 17 USPQ2d 1866 1868 (Fed Cn‘ 1991)

~ (quotations omitted).

LAl 6395469.1/ 34422-001197
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bakery products did not prov:de MorehOuSe defense to opposer’s opposmon to reglstratlon of

“OLYMPIC KIDS” for the 1dent1cal goods) Apphcant s pleaded Morehouse defense falls for

S ¢

this reason alome. S : &

P Lo . ¢

B. The Goods Are Not Substantiallv The Same

For the Morehouse defense to apply, the goods in the prior reg151rauon and the opposed

L application must be ldentxca] substannally the same or 50 related so as to represent in law a

. distinction without a dxfference » La Fara supra 8 USPQZd at 1147 (spaghem sauce and

[
i

{
There is no genuine issue of fact that the board games identified in the prior’ registration

and the toy rockets rdenuﬁed in the Opposed apphcanon are not “1denncal substanually the

* same, or 50 related as to represent in law a distinction withéut a d:fference ™ Id. By Appl:cant s

‘own admission in his July 31, 2001 letter to the Patent and Trademark Ofﬁce he markets the

goods separately, through d1stmct port;ons of his busmess The goods are also d1fferent in nature

. " and have different wtended uses. As shown by the specr.men of record in the opposed

apphcatxon Larkin Decl. Ex. L, the toy rockets in the opposed application, which apparently can

travel 400 feet, are intended for use in acuve outdoor play By contrast board games of the sort

. ‘that are identified in the prior regrstratlon are usually 1ntended for quieter, pnmanly indoor, play.

§
i
¥

To be sure, while the goods in the opposed appllcanon and the prior reglstratlon are

somewhat similar, as they are both intended: for recreatlonal use by children, that is not sufficient

f

to raise a triable issue of fact on Appheant’s M0rehou.se defense The defense fails as a matter of

law where, as here, the goods in the opposed application and the prior registration are at most

“related to and within the natural zone of expansion” of each other. TBC, 12 USPQZd at 1314,

| LAT 6395469.1 / 34422001197 ' : : )
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Because neither the marks nor lbe goods are sufficiently identical to sustéin a Morehouse

defense, Applicant’s ﬁrst‘afﬁﬁnative dcifcnse.of laches is insufficient és a maneﬁ of law and
should be stricken. :
I . |
n

THERE IS NO GENUINE ISSUE OF MATERIAL FACT ON APPLICANT’S
ESTOPPEL DEFENSE AND UNIVERSAL IS ENTITLED TO JUDGMENT AS A
MATTER OF LAW STRIKING THAT DEFENSE. |

¥
i

Applicant’s second afﬁrmanve defense c]alms that Universal is “estopped from raising

the claims made in this oppOs:tlon Answ Second Aff. Def “[E]Smppe] requlre[s] some
affirmative act by opposer w}uch led apphcant 10 reasonably beheve that opposer would not

l

oppose applicant’s reglstranon of its mark ? DAK Indus. Inc. v. Daiichi Kosho Ca L., 25
USPQ2d 1622, 1625 (TTAB 1993) As set forth in the Nielsen declaration, Umversal had no
contact with Applicant or his ;epresentatiyes regarding the mark shown in the Opﬁosed :

application prior 10 the pub]icétion of the Eapplication opposition, and has never st:;ted to‘

.. Applicant or his reprcsentanves that Umversal would not oppose registration. Nlelsen Decl q2.

~* There is an absence of ev;dence 10 suppon Apphcant S proof on its estoppel defense and
l

- Universal has carried its burden under Ru]e 56 of showmg that the defense Jacks merit. See
1

* Celotex Corp. v. Catrett, 477US 317 325 (1986) Kellogg Co. v. Pack’em Enterprzses Inc.,

.+ 951 F.2d 330, 21 USPQ2d 1142 1145 (Fed Clr 1991) Apphcant s estoppel defense is

insufficient as a matter of law and should be stncken :-
S s om |
. ACQUIESCENCE DEFENSE AND UNIVERSAL IS ENTITLED TO JUDGMENT AS A

MATTER OF LAW STRIKING THAT DEFENSE. ;

Applicant’s third afﬁnnatxve defense asserts that Universal “has impliedly acqu1esced to

i Applicant’s use of the published mark.” Answ Thnrd Aff. Def. As pleaded, this defense is a

;- 7 ’ . l
(- -LAY 6395465.1 / 34422-001197 !
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laches defense based upon UnjVErsal’s :illeged failure 1o challenge Applicant’s cl'aimed' use of

the mark. See Nat’l Cable, 19 USPQ2d at 143] (equxtable defense based upon fa;lure of opposer
l

!
:
{

Universal concedes that it has not challenged Applicant’s use of the “UNIVERSAL
TOYS” mark at any time smce such use beoan But even assummg, for purposes of this motion

only, that Universal has thus unphedly acqulesced” in Apphcant s use of the “UNIVERSAL

TOYS” mark, any such acqulescence n Apph_eant s use of the mark is insufficient as a matter of
. C L . ‘ { ‘

law as a defense to Universal’s right to challenge its registration.

“In the context of a trademark opposition or 'cancellation proceeding, [the laches] defense
must be tied to a party’s reglstratxon of a mark rather than to its use of the mark.” | Turner v

Hops Grill & Bar Inc., 52 USPQZd 1310 1312 (TTAB 1999). InNat’l Cable, supra the |

l
Federal Circuit rejected, asa matter of law, the underpmnmg of Applicant’s defense of lache‘s by

acquiescence: “[L]aches begins to run from the time action could be taken aga.instl the acquisition
s S 7 ' |
by another of a set of nghts to which objection is latér made ... Under the view that laches runs

S ¢
i

from knowledge of use, a trademark owner would be obhgated to bring suit to stop use upon

learning of a possible conﬂlctmg mark or; suffer the poss:bxl:ty of being barred by the passage of
l

. time from later opposing or cancehng reg:szratmn of the mark. We see nothing in; loglc or the

l

© statute which requires this expansive v1ewk,‘()f lache“s.’? 19 USPQZd at 1432 (emphasis in

{
i

' z
Under Nat'l Cable, the laehes penod began 1o run here when the mark was published for

. opposition in the Official Gazette on Junc 18 2002.. Umversal timely filed this opposmon on

October 14, 2002 after obtammg extens:ons of time to oppose pursuant to § 2.102 of the

- %As discussed in Point I, supra acqulescence other than by an opposer’s failure to' challenge the
 applicant’s use of its mark requires an affirmarive act relied upon by the apphcant
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Trademark Rules of Practice. -Applicant’s laches defense is insufficient as a matter of law and

should be stricken.

CONCLUSION

For all of the foregomg reasons, Umvcrsal’s motlon for partial summary Judgment
striking Applicant’s affirmative defense§ should b,e granted in its entirety..

Dated: March 25, 2003 .Respectfully submitted,’

SEYFARTH SHAW

{

;

i

=
[

;‘

{

§

L ChnstOpher C. Larkin
o o Joan Kupersmith Larkin
: Attorneys for Opposer ‘
UNIVERSAL CITY STUDIOS INC

- 2029 Century Park East, Sulte 3300
“ - Los Angeles, CA 90067-3063 !
SR Telephone: (310) 277-7200
*+ - Facsimile: (310) 201-5219
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CERTIFICATE OF SERVICE
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i
;
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Q

T hereby certify thal on March 25 2003 I served the foregoing Opposer’ s‘ Notlce of

Motion and Motion for Panm] Summary Jud gment on Apphcant’s Affirmative Defenses on the
applicant by depositing a true copy thereof ina sealed envelope, postage prepald in First-Class

U.S. mail addressed to apphcant s counsel as follqws:’ _

Kefmeth R. Caldwell, Esq.
Skinner Watson & Rounds

~ 548 California Avenue
Reno NV 89451

s
5
{
%
!
l
I
|
|
l
|
Eleanor Elko i
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IN THE UNITED STATES PATENT AND TRADEMARK OFFICE
BEFORE THE TR.ADEMARK TRIAL AND APPEAL BOARD
¥
In the Matter of Application Serial No. 76/295 515 i
Published in the Official Gazetie on June 18, 2002- (

{
t
3
i
f

1

CERTIFICATE QF MAILING

UNIVERSAL CITY STUDIOS, INC.,*© | Opposition No. 153,683

Opposer, -
v - -l hereby certify that on March 25, 2003, thls paper is being
: - - deposited with the U.S. Postal Serwce by “Express Mail Post
- : - Office 1o Addressee” service with Express Mail Label No.
= o “EL123675661US for gelivery 1o the Commissioner for
VALEN B ROST’ . - Trademarks, Box TTAB NO FEE, 2900 Crystal Orive, Aringtan,
VA 22202- 3513. !

Applicant. L - uﬁ . Qg D
_ . T N Eleanor Elko %

I

DECLARATION OF CHRISTOPHER C LARKIN IN SUPPORT OF OPPOSER’S
MOTION FOR PARTIAL SUMMARY - JUDGMENT STRIKING APPLICANT’S
AFFIRMATIVE DEFENSES OF LACHES, ESTOPPEL. AND ACQUIESCENCE

FREEE

. ) i

I, CHRISTOPHER C. LARKIN, bereby declare: ‘ %

1. 1 am an attorney licensed to practice in the States of New York an;d California and
am a member of the firm of Seyfarth Shaw, counsel for opposer Universal City %mdios, Ine.

(“Universal”). 1 make this declaration on the basis of my own personal knowledge and in
support of Universal’s motion for partial summary judgment striking the three af'ﬁnnative

)

defenses pleaded in the answer of applic—:ém Valen Brost (“Applicant™).

2. Attached hereto as Exhib‘iAt 1 is a rue and correct copy of the file hgstory of the
opposed Application Serial No. 76/295, 515 - | ’;

3. Attached hereto as Exhlbl'( 2 is étrue and correct copy of the cemfiicate of
registration for Reg. No. 1,990,982, whlch is asserted as the basis for Applicant’ siﬁrst
affirmative defense, and a copy of the sPc;c_Jmeg_of record from the file history of Ithe reg_istration.

: i
I declare under penalty of perjury under the laws of the United States of America that the

foregoing is true and correct.

|

|
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CHRISTOPHER C. LARKIN

8
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i

1

| f L |
Executed this 25th day of March, 2003 at Los Angeles, California. i
1

|

|
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CERTIFICATE OF SERVICE

1 hereby certify that on March 25 i'iOOS" 1 served the foregoing Declaration of

|
Christopher C. Larkin in Support of Opposer s"Motion for Partial Summary Judgmem on

Applicant’s Affirmative Defenses, on the apphcam by depositing a true copy thereof in a sealed
envelope, postage prepaid, in First-Class U.S. mail addressed to applicant’s counscl as follows:
! - |
Kenneth R. Caldwell, Esq.
Skinner Watson & Rounds

548 Califomnia Avenue
Reno, NV 89451

%ﬁ%w.c

|
}
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|

|

!

|

Eleanor Elkko |
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IN THE UNITED STATES PATENT AND TRADEMARK OFFICE

BEFORE THE TRADEMARK TRIAL AND APPEAL BOARD|

| In the Matter of Application Serial No. 76/295,515
' Published in the Official Gazette on Iune 18, 2002

. UNIVERSAL CITY STUDIOS, INC.,,

Opposer,
V.
| VALEN BROST,
Applicant.

‘| Opposition No. 153,683

‘
b
|
I
\
|
F

CERTIFICATE OF MAIL\NG

1 hereby cartify that on March 25, 2003, this paper is being
.depasited with the U.S. Postal Service by Express Mail Post

Offica 10 Addressee™ service with Express Mall Label No.
EL123675661US for delivery to the Commissloner for

Tradamarks, Box TTAB NO FEE, 2900 Crystal Drive, Arlington,
VA 222023513

Ler, S 00

Eleanor Elko {

: : !
" DECLARATION OF ANNE B. NIELSEN IN SUPPORT OF OPPOSER’S MOTION FOR

PARTIAL SUMMARY JUDGMENT STRIKING APPLICANT’S AFFIRMATIVE
DEFENSES OF LACHES ESTOPPEL AND ACQUIESCENCE

I, ANNE B. NIELSEN, hereby declare:

i
|
1
b
i
t
{
i

|

1. I am Vice President and Senior Trademark Counsel for opposer Uniw“/ersal City

: B . i
. Studios LLLP (“Universal”), successor-in-interest to Universal] City Studios, Inc. Iimake this

' |
* 'declaration on the basis of my own personal knowledge and in support of Universalzg’s motion for

1 : i
' partial summary judgment striking the three affirmative defenses pleaded in the ans’yver of

; '-:applicant Valen Brost (“Applicant™).

3

!
|
i

. - ' [ .
o 2. Prior to the publication of the:Application Serial No. 76/295,515 (the “Opposed

‘Application™), Universal never had any correspondence or communication with Applicant or his

|

. representatives regarding use or registration of the mark shown in the Opposed Appiication.

|

* Universal has never stated to Applicant or his representatives that Universal would rsot oppose

registration of the mark shown in the Opposed Application.

!

!
i
|
i
f
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I declare under penalty of perjury under the laws of the United States of America that the

o j
P . . i
' foregoing is true and correct. 5
Y Executed this _[_S/day of March, 2003 at Universal City, California. ,t
- {
f 1
%&MM y/ ( |
B. NIELSEN |
!
1
i
i
’ |
’ |
| |
|
I
‘t
£
!
t

|
I
|
|
|
i
!
|
’ |
’ |
) t
|
i
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|
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CERTIFICATE OF SERVICE

i
i
1
t
1
i
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!
1 hereby certify that on March 25,2003, 1 served the foregoing Declaration of Anne B.

Nielsen in Support of Opposer’s Motion for Partial Summary Judgment on Appl%cmt’s

: 1
Affirmative Defenses, on the applicant by depositing a true copy thereof in a sealed envelope,

. t
postage prepaid, in First-Class U.S. mail addressed to applicant’s counsel as follows:

- N . |
Kenneth R. Caldwell, Esq. \
Skinner Watson & Rounds |
548 Califorma Avenue {
Reno, NV 89451

Eleanor Elko !

T LAL 63979211
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. . :

+*% User: lmicklebur *** o L

; ' |

# | Total Dead Live Live Status/ Search |

Marks Marks Viewed Viewed Search i

Docs Images Duration

i

01 1 0 1 1 0:01 76295516

02 ’: 12 N/A 0 0  0:01 Brostion] |
03 E 15 N/A 0 0 0:01 .Valen[on] 1
06 | . 9 2 7 7 0:01 2 and 3

05 §3557 N/B 0 0 0:01 sky*[bi,ti] L
06 | 31664 N/A 0 0 0:02 *rocket® [bi,ti]
07 | 2087 N/A 0 0 0:01 universal{bi,ti] %
08 (156590 N/A 0 0 . 0:02 "028"[ic) | f
09 | 74 34 28 28 0:01 7 and 8

10 .19 6. 13 13 0:01 5 and 6

Session started 09/18/01 10:49:44 AM
Sessiion finished 09/18/01 10:52:28 AM
Total search duration 0:12 minutes i
Session Duration 2:44 minutes ' |

Default NEAR limit= 1 ADJ limit= 1
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Print: Apr 23, 2002 76295515

|
|
{
|
|
i
|
?
@
|
|
|

UNIVERSAL TOYS | -

Serial Number ‘ - | |
76295515 ' ‘

'Siatus
PUBLICATION/ISSUE REVIEW COMPLETE

Word Mark -
UNIVERSAL TOYS |

Type of Mark
TRADEMARK

Régister
PRINCIPAL

Mark Drawing Code
(1) TYPED DRAWING

Owner

Brost, Valen INDIVIDUAL UNITED STATES 770 Southwood # 1
Village NEVADA 89451 :

Incline
|

|
I

GoodsIServices !

(lass Status ~- ACTIVE. IC 028. US 022 023 038 050. G & S: To
rockets. First Use: 2001/07/01. First Use In Commerce: 20&01/07/31.

Disclaimer Statement

NO.CLAIM IS MADE TO THE EXCLUSIVE RIGHT TO USE "TOys" |
MARK AS SHOWN . | APARTEFROM THE

|
|

Filing Date
2001/08/06

Examining Attorney
MICKLEBURGH, LINDA
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|
l
|
|
l

(

I
|
I
!
[

|
|
|

Serial Number
76295515

- Examining Attorney
- MICKLEBURGH, LINDA
~LAW OFFICE 106

Filing Date

.Status of
APPRQ

Type of Mafk
‘TRADE

Register
PRINCIPAL

Word Mark
UNIVERSAIL TOYS

OTHER MARK PATA

Color Drawing Indicator
NO COLOR DRAWI

Mark Drawing Code
(1) TYPED DRAWING

OWNER DATA

UNIVERSAL TOYS

12:08 PM
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Apr 19, 2002 76295515 12:08 PM

ASSIGNMENT RECORDED:
Brost, Vale

UNITED STATE

TNDIVIDUAL ' ' , |
770 Southwood # A«D{ ' :
‘Incline Villag€, NEV 8945 : |

GOODS AND SERVICES DATA

0)50. First Use: Jul 1, 2

G & S: Class Status -- ACTIVES Toy rocketAOZB. Us' 022 0 38
1. First Use In Commerce: Jul 31l 01

QTHER DATA

Disclaimer Statement

NO CLAIM IS MADE TO THE EXCLUSIVE RIGHT TO USE "TO
MARK AS SHOWN. '

APART FROM THE

[

'FOREIGN REGISTRATION DATA

i
t
i
i

CORRESPONDENCE DATA

o

Automatic Last Update |
NQOT UPDATED ’

HiSTQ_RY OF CORRESPONDENCE CHANGES
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. o 106

STRADEMARK LAW QFFICE 106
Serial Number: 76/295815
Marks LINIVERSAL TOYS } :
_//)) *#Please Place on Urper Riakt Corner*
*#o0f Respon=se to Office Action ONLY ##

PRSI NRT ORI

12/13/01

Commissioner for Trademarks |

2900 Crystal Drive , 1 2-26-2901
Arlington, VA 22202 - 3513 UJ.letlmowMﬂ RzptDL #70

RE: application for Trademark Ser # 76/295515

Applicant: Valen Brost, 770 Southwood #1, Incline village, NV 89451

Phone # (775) 833-4263 or (530) 268-6397 |
Examining Attorney: Linda E B Mickleburg Law Office # 106 |
Filing Date: 7/31/0]1

Office action mailing date: 9/20/01

}
|
|
1
i
|

Please add the following disclaimer to the application: |
zNo claim is made to the exclusive right to use TOYS apart from the mark asi shown.) F M

Please amend the application to clarify the identification of goods as: “Toy RoclL:ets”, in
class 28. : |

|
i
Applicant is citizen of the United States of America. I
|
|
|

Sincerely,

e

Valen Brost

UAALE S B
M2 d h- w200
SOT 331440 AT
OTWi
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i
I
|
l
i
|
i
i

UNITED STATES PATENT AND TRADEMARK OFFICE
PAPE?{ NO.
SERIAL NO. APPLICANT L
F&/ZFE518 Brost, Valen |
MARK ' ADDRESS:

TUERS . Commissiener for Trademarks
;‘g;:arg;: P ACTION NO AriD Crystal Drive
VALEN BROST - 01 . Arlington, X:; 22202-3513

1 . i wWWw.uspto.gov
770 SOUTHWODL # 1 L |
LT 5 S9dq8 Hno foes ure enclased, the address should inclade
] NC:,L.]. NE VILLAGE NV o< 451 MA["I%"/‘EDD/AJF Wt:d:'Bo:?Ru wi-NoFac.' ould include the
REE. NO. ‘ Pleasc proivide m al] conrespondence:
: 1. Fxlmg l?uq sexial number, peark and
FORM PTO-1525 (5-90) U.S. DEPT. OF COMM. PAT. & TM OFFICE ) 2 ﬁ’f&?“d;‘m Office action,
‘ 3. Examining Allamey's nsme and
Law Office number., b
4. Your telephonc number and ZIP code.
j

i

- |
‘A PROPER RESPONSE TO THIS OFFICE ACTION MUST BE RECEIVED WITHIN 6
‘MONTHS FROM THE DATE OF THIS ACTION IN ORDER TO AVOID ABANDONMENT.

|
RE: Serial Number: 76/295515 . |

}
The assigned examining attorney has reviewed the referenced application and determined the
following. |

SEARCH RESULTS i
The examining attorney has searched the Office records and has found no similar registered or

pending mark which would bar registration under Trademark Act Section 2(d), 15 U.S.C, Section
1052(d). TMEP section 1105.01. |

DISCLAJMER V j

The applicant must disclaim the descriptive wording "TOYS" apart from the m#k as shown.
Trademark Act Section 6, 15 U.S.C. Section .1056; TMEP sections 1213 and 1213.02(a). The
‘wording is merely descriptive because it is the type of goods. ‘

h
|
[

The computerized printing format for the 7; rademark Official Gazette tequires a standard form for a
disclaimer. TMEP section 1213.09(a)(i). A properly worded disclaimer should read as follows:

i

No claim is made to the exclusive right to use TOYS apart from the mark as sﬁown,

!t
|
I
!
I
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. Seelnre Owatonna Tool Cop., 231 USPQ 493 (Comm'r Pats. 1983).

' IDENTIFICATION OF GOODS

}
!
.
|
1
!
|

 The applicant must clarify the identification of goods by adopting: “Toy rockets”, in class 28.
" TMEP section 804, |

- Please note that, while an application. may be amended to clarify or limit the identification,
additions to the identification are not permitted. 37 CF.R. Section 2.71(b); TMEP section 804.09.

Therefore, the applicant may not amend to include any goods that are not within thé scope of goods
set forth in the present identification, ‘

' CITIZENSHYP OMTTTED

4

The applicant must indicate his national citizenship for the record, Trademark A

ct Sectionn 1, 15
" U.S.C. Section 1051; 37 C.F.R. Section 2.32(a)(3)(i); TMEP section 802.04. | :

jNo set form is required for response to this Office action. The applicant must réspond to each

point raised. The applicant should simply set forth the required changes or statements and request

~that the Office enter them. The applicant must sign the response. In addition to !the identifying
.information required at the beginning of this letter, the applicant should always provide a telephone
- number to speed up further processing, 1 ‘

\
|
|

ckleburgh |
Trademark Attorney ’
Law Office 106 ‘

(703) 308-9106 ext 222
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770 Soutwood #1
Incline Village, NV 89451
775 833 4263

7131/01

Assistant Commissioner for Trademarks
Arlington, VA
RE: App for tm “Universal Toys”

Dear TM App Examiner,

being confusingly similar to my tm “Universal Games.”

Sincerely,

%/Kw

Valen Brost

T-178

!

P.026/040 F-271

{ currently am the registered ownef for the tm “Universal Games.” 1 am Lstarting a
toy division under the name “Universal Toys™. Please issue the tm Universal
Toys. |do not object to the use of the tm “Universal Toys” as infringingjon. or
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B[ MARK (Word sntor Desigs W1

CLASS NO. @f known)

' UN w'ersa.) 7;ys

o OMNISSIONERFOR TRADEMARKST .

APPLICANTSNAME: __ Valen frosT

[ |
APPLICANT'S BUSINESS ADDRESS: __ 770 S' ovthweod ¥ :/ =z ,'
(bkphy address cxactly as it INQ"NE V. "(49&; N £9ys i

|

s

should appear on rcgistration) . ;
‘ ) . |

rx T T

¥ |individual = Citizen of (Country): |
" |Parthership - State where organized (Country, if appropriate): __~ }
J Namnes and Citizenship (Country) of General Partners: - '

Corporation - State (Country, if appropriate) of Incorporation:

1 . Other ( ific Nature of Entity and Domicile): |
LEOODSANDIORSERVICES: SRRV IR i, Sl et S

-Applicant requ;s registration of the trademark/service mark shown in the accompenying drawing in the United St.n.les Patoot ad Trads.
miark Office on the Principal Register estsblished by the Act of July 5, 1946 (15 U.S.C. 1051:¢t. seq., as amended) for the following goods/
sepaca (SPECIFIC GOODS AND/OR SERVICES MUST BE INSERTED HERE): - |

3 -y £

L

Applicant is using mark in commerec on or in connection with the above identified goods/services. (15 U.S.C. 1051(p),
as amended.) Three specimens showing the mark a3 used in commeree are submitted with this application. | .
« Datc of first use of the mark inco which the U:S. Congress may regulate (for example, interstaze or botween'the U.S,
and & foreign country): Ju '\l 21°T Qopl L
¢ Specify the Yype of commeree: vy

L . < v

(for cxamaple, intersute or betwesn the U.S. and 3 npcc?icd /ﬁ?ign sountry)
o Date of first usc anywhere (the same a3 or before usc in commerce dakc): 2fel/fol
» Specify intended manner or mode of use of mark on or in connection with the goods/services: Za =&

, 2‘1'@'“2’@4 do Jghels
(for example, tademark in applicd 10 labels, service mark is uaed in advertisements)

Applicant has a bona fide intention to use the mark incommeree on or in connection wn.h the above identified goolddla:ac\u(HUSC
1051(b), as amended.) . o PR Pval-rit
o Specify manner or mods of use of mark on of in canncction with the goods/scrvices;

(for example, tadcmark will be applied 1o Jabels, service mark will bo used in advertizements) R

Applicant has & bona fide intention to wac the mask in commerce o of in connection With the sbove identified goods/servicns
snd assexus a claim of priority based upan & forcign application in sccordance with 15 U.S.C, 1126(d), as amended.

f
@ Country of forcign filing: . ¢ Darc of forcign filing: f

(] Applicant has a bona fide intention to use the mark in commerce or in conncrlion With the above identified goods/services,
and, accompanying this application, submits a certification or eenificd capy of a forcign registration in lwoxdnncéw:th 15
U.S.C 1126(c), as amended. . ‘ o . i .

|
*C y of regi :

= Registration pumbar:

Form 1478 (REV 10/54)
OMB No. 06510009 (Exp. 6/30/95) ‘ ' .

»
i
i
|
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05 : .
. L) DECLARATION R4

|
The undersigned being hereby warned that willful false statements and the like so made anfz punishable
by fine or imprisonment, or both, under 18 Us.C 1001, and that such willful false statem?nts may
~jebpardize the validity of the application or any resuilting registration, declares that he/she is properly
authorized to execute this application this application on behalf of the applicant; he/she believes the
:ébplicémt to be owner of the trademark/service mark sought to be registered, or if the application is
being files under 15 U.S.C. 1051(b), he/she believes applicant to be entitled to use such m?rk in com-
merce; to the best of hisher knowledge and belief:no other person, firm, corporation, or association has
the right to use the above identified mark in commerce, either in the identical form thereof. Eorvin‘ swch
near resemblance thereto as to be likely, when used on or in connection with the goods/services of such -
other person, to caus€ confusion, or to cause mistake, or to deceive; and that all statements made of his/
her own knowledge are true and that all statements made on information and belief are believe’d to be

true. |
;‘ 7~ ; /- 0/ “ - '
DATE SIGNATURE =~ = |
775 §32- 4263 | Vo len K. Brost
TELEPHONE NUMBER ‘ PRINT OR TYPE NAME

I
INSTRUCTIONS AND INFORMATION FOR APPLICANT -
. . * ‘ - )
TO RECEIVE A FILING. DATE, THE APPLICATION MUST BE COMPLETED AND SI¢NED BY
THE APPLICANT AND SUBMITTED ALONG WITH:. o | ‘

+ - ﬂ ‘

1. The prescribed FEE of $248200* for each class of goods/services listed in thé app!icatioh;

2. A DRAWING PAGE displaying the mark in conformance with 37 CFR 2.52; |

3. Ifthe application is based on use of the mark in commerce, THREE (3) SPECIMENS |(evidence)

"of the mark as used in commerce for each class of goods/services listed in the application. All three
specimens may be in the nature of: (a) labels showing the mark which are placed onthe 'goéds;, )

photographs of the mark as it appears on the goods, (c) brochures or advertisements showirig :the mark

as used in connéction with the services. : ‘ ' ‘ ‘, .

4. An APPLICATION WITH DECLARATION (this form) - The application must be signed in crder

for . the application to receive a filing date. Only the following person may sign the declaration, depend-

i

(

ng on the applicant's legal entity: (a) the individual applicant; (b) an officer of the corporate applicant;
c) one general partner of a partnership applicant; (d) all joint applicants. ' )

SEND APPLICATION FORM, DRAWING PAGE, FEE AND SPECIMENS (IF APPROPRIATE) TO;
Assistant Commissioner for Trademarks l
Box New App/ Fee !
2900 Crystal Drive ‘ - 1 -
Arlington, VA 22202-3513 b
|

Aldditional information concerning the requirements for filing an application. is available in a booklet
entitled Basic Facts About Registering a Trademark, which may be obtained by writing u::. the above
‘address or by calling: (703) 308-9000. . . : :

. |

* Fees are subject to change; changes usually take effect on October 1. Iffiling on or after October 1,
1995, please call the PTO to confirmthe correct fee,” ‘ T | Tt

This fwrm i salimaicd 1o taks an averags of 1 bour W compleis. including tioe requirad for reading wnd und ding « jone, putherier Yy nf P e ,'%,_—d iy ’vwi‘h'm

mformation. Any comments aa thix form, hum.hmdﬁmnqﬂmumyku@illwm.ll’mllhunlblhome.plwu;-mw xaly .UJ.N—I'-‘TM-QDN'-Q.UJ:

Depoament of Coenmerce, Washingion, D.C, 20231. and Paper Reduction Project 06510009, Office of Inferppion and Regubsory Affeirs, Officu o~ mgsment aod Ml‘-w D.C.24D.. Do -
' . - : e 1 . .

LRl o 1o either of these 9dd M T ——

n o
B i SR PP SN
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i’.
If submitted on one page, side two oﬂe form should-be Upside Down" in ~rela§a to page -l | ;
— DECLARATION |

The undersigned being hereby warned that willful false statements and the like so made are punishable
by fine or imprisonment, or both, under 18 U.S.C. 100!,' and that such willful false statemﬁnts may
jeopardize the validity of the application or any resulting registration, declares that he/she is properly
authorized to execute this application this application on behalf of the applicant; he/she believes the
applicant to be owner of the trademark/service mark sought to be registered, or if the application is
being files under 15 U.S.C. 1051(b), he/she believes applicant to be entitled to use such mark in com-
fn;zrce; to the best of his/her knowledge and beliefno other person, firm, corporation, or association has
the right to use the above identified mark in commerce, either in the identical form thereof or in such
near resemblance thereto as to be likely, when used on or in connection with the goods/services of stch -
other person, to caus€ confusion, or to cause mistake, or to deceive; and that all statements made of his/
her own knowledge are true and that all statements made on information and belief are believed to be

e 5 20-0) L bl

DATE SIGNATURE = |
725~ 833 4263 Volew K. Brost |

TELEPHONE NUMBER . ~____PRINT OR TYPE NAME |

o INSTRUCTIONS AND INFORMATION FOR APPLICANT }

THE APPLICANT AND SUBMITTED ALONG WITH:. |
: ' 325 . .

1. ;The prescribed FEE of $248700* for each class of goods/services listed in thé applicatio;n;

2. 'A DRAWING PAGE displaying the mark in conformance with 37 CFR 2.52, ;

3. .If the application is based on use of the mark in commerce, THREE (3) SPECIMENS | (evidence)

"of the mark as used in commerce for each class of goods/services listed in the application. All three

specimens may be in the nature of: (a) labels showing the mark which are placed on the goods; (b)

photographs of the mark as it appears on the goods, (¢) brochures or advenisemcnts'showiri:g‘thjg_ mark

as used in connection with the services. ‘ ' Ny T

4. An APPLICATION WITH DECLARATION (this form) - The application must be signed in order

for| the application to receive a filing date. Only the following person may sign the declaration, depend-

ﬂng on the applicant's lega) entity: (a) the individual applicant; (b) an officer of the corporaté:,_apg_l_icant;

(c) one general partner of a partnership applicant; (d) all joint applicants, |
. - |

TO RECEIVE A FILING DATE, THE APPLICATION MUST BE COMPLETED AND SIéNED BY

SEND APPLICATION FORM, DRAWING PAGE, FEE AND SPECIMENS (IF APPROPRIATE) TO:
Z Assistant Commissioner for Trademarks *
Box New App / Fee '
2900 Crystal Drive
Arlington, VA 22202-3513

!

v

Additional information concerning the requirements for filing an application.is available in a ;booklet
entitled Basic Facts About Registering a Trademark, which may be obtained by writing to the above
‘address or by calling; (703) 308-9000, | . L

. |
Fees are subject to change; changes usually take effect on October 1. If filing on or after October .

+

1995, please call the PTO to confirm the correct fee. P T R
s Tormiis estimated te aka na pverags of | baur W complete. including lime required for moding wnd understanding instroctians, puiharing y infarmation, recenl, ,‘ s - Ly providing tre
Womraun, Any commens.on this form, cluding the o ims requined 1n complets this form. ahould be et 1o the Office of M and Organigations, U.3. Putest sad Trodemark Offien, U.S!

Diepanument of Cotnmercs, Washiagws, D.C. 201, and Paper Rwductian Preject O£51-0009, Offiet of Informmtios and Regubaiory Allsira, Office o

emmct nsd Budpet, Waskingus, D.C. 2080, |
NOT 1end gompleizd [eTyt o cither ol thexe Iddmlﬂl L . ) v ; “?' Ll e e Dn
“, _ . | P

|
f
i



