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08-26-2002

U.S. Patent & TMOfc/TM Mail Rept Dt. #11

IN THE UNITED STATES PATENT AND TRADEMARK OFFICE
BEFORE THE TRADEMARK TRIAL AND APPEAL BOARD

In re Serial No. 75-898,707
Filed: 1-21-2000

KAREN SHINODA,
Opposer, Opposition No.
Vs,
AMERICAN EAGLE WHEEL CORPORATION, I~
Y
Applicant. &
/ (o8}
o =
NOTICE OF OPPOSITION =
e i
Box TTAB i Z
Assistant Commissioner for Trademarks =
2900 Crystal Drive

Arlington, VA 22202-3513

Dear Sir:

Karen Shinoda, having an address at 500 East 85th St. Apt 17d, New York, NY 10028,
believes that she will be damaged by registration of the mark shown in Serial No. 75/898,707,.in
International Class 12 (US Classes 19, 21, 23, 31, 35 and 44) and hereby opposes the same.

As grounds of opposition, it is alleged that:

1. The Applicant, American Eagle Wheel Corporation, seeks to register the term BOSS
MOTOR SPORTS in International Class 12 as a trademark for wheel rims and parts thereof,
namely, fasteners and hub caps for use with automobiles and motorcycles as evidenced by the
publication of said mark in the Official Gazette of the United States Patent and Trademark Office
on page 389 of the April 30, 2002 issue (Exhibit A). Applicant's trademark application was filed on

January 21, 2000 based on intent to use.
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2. The Opposer has used the mark BOSS SHINODA for automotive accessories, in
interstate commerce since 1994, more than six years prior to the filing of Applicant’s intent-to-use
application. ‘

3. Opposer has developed exceedingly valuable goodwill and consumer recognition
with respect to its use of the mark BOSS SHINODA. By virtue of its efforts, and the expenditure
of considerable sums for promotional activities, and by virtue of the excellent quality of its goods
the Opposer has gained a most valuable reputation for its goods in conjunction with the term BOSS
SHINODA.

4. The Applicant's mark is so closely similar to Opposer's mark so as to cause
confusion and lead to deception as to the origin of Applicant's goods identified with the Applicant's
mark. This confusion will be exacerbated by the closely similar nature of the goods and by the
common channels of trade through which the products of both Applicant and Opposer will travel.

5. If the Applicant is permitted to use and register its mark for its goods, as specified in
the application herein opposed, confusion in trade resulting in damage and injury to the Opposer
would be caused and would result by reason of use of the closely similar mark on closely related
goods by both Applicant and Opposer. Persons familiar with Opposer's use of the mark would be
likely to buy Applicant's goods as and for goods offered by the Opposer. Any such confusion in
trade inevitably would result in loss of sales to the Opposer. Furthermore, any defect, objection or
fault found with Applicant's goods marketed under its mark would necessarily reflect upon and
seriously injure the reputation which the Opposer has established for its goods merchandised under
its mark.

6. If the Applicant is granted the registration herein opposed, it would thereby obtain at
least a prima facie exclusive right to the use of its mark, in direct conflict with Opposer's exclusive
rights deriving from its own use of the BOSS SHINODA mark for similar, closely related goods.

Such a conflicting registration would be a source of damage and injury to the Opposer.
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WHEREFORE, the Opposer prays that the application Serial No. 75-898,707 be rejected,
that no notice of allowance or registration be issued thereon to Applicant, and that this opposition
be sustained in favor of Opposer. Opposer hereby gives notice that after hearing and in any appeal
on this opposition proceeding, it will rely on its exhibits annexed to this notice of opposition as
evidence in support of this notice of opposition.

A check in the amount of $300 is enclosed to cover the filing fee for this opposition.

| Opposer hereby appoints the attorneys of Gifford, Krass, Groh, Sprinkle, Anderson &
Citkowski, P.C., a law firm having a place of business at 280 N. Old Woodward, Suite 400,
Birmingham, MI 48009, to act as attorneys for Opposer herein, with full power to prosecute said
opposition, to transact all relative business in the United States Patent and Trademark Office and in
the United States courts, and to receive all official communications in connection with this
opposition.

Respectfully submitted,

KAREN SHINDOA

N/

““Aulie A. Greenberg
Allen M. Krass
GIFFORD, KRASS, GROH, SPRINKLE,
ANDERSON & CITKOWSKI, P.C.
280 N. Old Woodward, Suite 400
Birmingham, MI 48009
(248) 647-6000

Attorneys for Opposer

Dated: August 22, 2002
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IN THE UNITED STATES PATENT AND TRADEMARK OFFICE
BEFORE THE TRADEMARK TRIAL AND APPEAL BOARD

In re Serial No. 75-898,707
Filed: 1-21-2000

KAREN SHINODA,
Opposer, Opposition No.
VS.
AMERICAN EAGLE WHEEL CORPORATION, IR T
\\\\\\\\\\\\\\\\\\\\\\\\\\\\\\\\\\\\\\\\\\\\\\\\\\
Applicant. |
/ 08-26-2002 1
y.s. Patentd TMOfeITM Mall ReptD® "
TRANSMITTAL
BOX TTAB S
Assistant Commissioner for Trademarks
2900 Crystal Drive

Arlington, VA 22202-3513

:9 Hd 02Ny

Dear Sir:

Enclosed for filing with the Trademark Trial and Appeal Board is a Notice of Opgasitioéin
duplicate, opposing registration of the mark “BOSS MOTOR SPORTS” of U.S. Serial No.78-
898,707, filed January 21, 2000.

Enclosed is a check in the amount of $300 to cover the Opposition filing fee. The

Commissioner is hereby authorized to charge any deficiencies in fees during the Opposition
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proceeding to Deposit Account No. 07-1180. A duplicate of this Transmittal is enclosed for that

purpose.

Respectfully submitted,

KAREN SHINODA

Julie A. Greenberg

Allen M. Krass

GIFFORD, KRASS, GROH, SPRINKLE,
ANDERSON & CITKOWSKI, P.C.

280 N. Old Woodward, Suite 400

Birmingham, MI 48009

(248) 647-6000

Attorneys for Opposer

Dated: August 22, 2002
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IN THE UNITED STATES PATENT AND TRADEMARK OFFICE
BEFORE THE TRADEMARK TRIAL AND APPEAL BOARD

In re Serial No. 75-898,707
Filed: 1-21-2000

KAREN SHINODA,

Opposer, Opposition No.
Vs.
AMERICAN EAGLE WHEEL CORPORATION,

Applicant.

CERTIFICATE OF MAILING UNDER 37 CFR 1.8(a)

I hereby certify that the attached correspondence comprising:

Transmittal (in duplicate)

Notice of Opposition (in duplicate)
$300 filing fee

postcard

is being deposited with the United States Postal Service as first class mail on August 22, 2002 in an
envelope addressed to:
Box TTAB
Assistant Commissioner for Trademarks

2900 Crystal Drive
Arlington, VA 22202-3513

P IO,

Teresa L. Tomayko




