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IN THE UNITED STATES PATENT AND TRADEMARK OFFICE
BEFORE THE TRADEMARK TRIAL AND APPEAL BOARD

ROBERT J. THATE, Opposition No. 91152180
1 Mark: YAYA (Appl. Ser. No. 76/105,574)
Opposer,
‘ Opposition No. 91152228

V. Mark: YAYA.COM (Appl. Ser. No. 76/105,571)

YAYA, LLC, and YAYA MEDIA, | Opposition No. 91152320

INC., | Mark: YAYA.COM (Appl. Ser. No. 76/105,564)
|
P\pplicams. Opposition No. 91152712

Mark: YAYA (Appl. Ser. No. 76/198,605)

CONSOLIDATED BY T.T.A.B. ORDER

Our Ref No. 64234-0020

APPLICANT YAYA MEDIA, INC.'S REQUEST FOR RECONSIDERATION OF THE
; TRADEMARK TRIAL AND APPEAL BOARD'S ORDER

i Applicant YaYa Media, Inc. ("YaYa Media") hereby respectfully requests that
the Trademark Trial and Appeal Board (the "Board") reconsider its order granting Opposer
Robert J| Thate's ("Opposer") Motion to Compel Discovery and Motion for Discovery
Sanctions (the "Motion to Compel") against YaYa Media, issued on April 10, 2004.

In its order, the Board notes that Opposer filed his Motion to Compel on
February 3, 2004, and office records indicate that YaYa Media did not file a response to the
Motion to Compel. However, YaYa Media did file a timely opposition to the Motion to
Compel on February 20, 2004. Furthermore, the Board sent a stamped postcard dated
Februar;j{ 23, 2004 indicating receipt YaYa Media's opposition to the Motion to Compel.
Attached hereto as Exhibit A are copies of both YaYa Media's timely-filed opposition, and the

Board's gate-stamped postcard.
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For the foregoing reasons, YaYa Media respectfully requests that the Board

review Y{aYa Media's opposition to the Motion to Compel, and reconsider its order to grant

the Motipn to Compel.

DATED: April 19, 2004 By: W Yo
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/" Bernard R. Gans
Melissa B. Bloom
Attorneys for Applicants
JEFFER, MANGELS, BUTLER & MARMARO LLP
1900 Avenue of the Stars, Sixth Floor
Los Angeles, California 90067
Tel.: (310) 203-8080; Fax: (310) 203-0567




CERTIFICATE OF TRANSMISSION

|

i I hereby certify that the enclosed APPLICANT YAYA MEDIA, INC.'S
REQUEST FOR RECONSIDERATION OF THE TRADEMARK TRIAL AND APPEAL
BOARH'S ORDER is being transmitted to the United States Patent and Trademark Office via
ESTTA (Electronic System for Trademark Trials and Appeals) on April 19, 2004.

Simone Robinson

PROOF OF SERVICE

The undersigned hereby declares that on April 19, 2004 the enclosed
APPLIdANT YAYA MEDIA, INC.'S REQUEST FOR RECONSIDERATION OF THE
TRADEMARK TRIAL AND APPEAL BOARD'S ORDER was served on the party listed
below via U.S. Mail;

Mr. Robert J. Thate
519 Red Birch Road
Miuersvple, MD 21108

I declare under penalty of perjury that the foregoing is true and correct.

ey

Simone Robinson
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EXHIBIT A




ROBERT

Opposer,

IN THE UNITED STATES PATENT AND TRADEMARK OFFICE
BEFORE THE TRADEMARK TRIAL AND APPEAL BOARD

J. THATE, Opposition No. 91152180
Mark: YAYA (Appl. Ser. No. 76/105,574)

Opposition No. 91152228
Mark: YAYA.COM (Appl. Ser. No. 76/105,571)

YAYA, LILC, and YAYA MEDIA, | Opposition No. 91152320

INC.,

Mark: YAYA.COM (Appl. Ser. No. 76/105,564)

Applicants. Opposition No. 91152712

Mark: YAYA (Appl. Ser. No. 76/198,605)

CONSOLIDATED BY T.T.A.B. ORDER

Our Ref No. 64234-0020

APPLICANT YAYA MEDIA, INC.'S OPPOSITION TO

OBPOSER ROBERT J. THATE'S MOTION TO COMPEL DISCOVERY

AND MOTION FOR DISCOVERY SANCTIONS

Applicant YaYa Media, Inc. ("YaYa Media") hereby opposes Opposer Robert

J. Thate's ("Opposer”) Motion to Compel Discovery and Motion for Discovery Sanctions

against YaYa Media.

L.
FACTUAL BACKGROUND

| Applicant YaYa, LLC ("YaYa LLC") applied for federal trademark

registratiodjs for the following marks: YAYA (Appl. Ser. No. 76/105,574), YAYA.COM
(Appl. Scrl No. 76/105,571), YAYA.COM (Appl. Ser. No. 76/105,564), and YAYA (Appl.

Ser. No. 76/198,605) (the "YAYA Marks"). Opposer opposed registration of the YAYA
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Marks, sﬂ)eciﬁcally, in Opposition No. 91152180 (for YAYA, Appl. Ser. No. 76/105,574),
Oppositidn No. 91152228 (for YAYA.COM, Appl. Ser. No. 76/105,571), Opposition No.
9115232Q‘) (for YAYA.COM, Appl. Ser. No. 76/105,564), and Opposition No. 91152712 (for
YAYA, } ppl. Ser. No. 76/198,605) (collectively, the "oppositions”). The oppositions were
consolidated by an order dated December 27, 2002 issued by the Trademark Trial and Appeal
Board ('loard") Thereafter, the Board issued an order setting the pretrial dates for the
opposmohs, including the close of the discovery period on March 19, 2003.

1 Opposer did not serve any discovery on YaYa LLC during the discovery
period, v&hlch ended on March 19, 2003. Thereafter, YaYa LLC transferred its business
assets, mpludmg the subject trademark applications, to YaYa Media. As part of the sale of the
business Pf YaYa LLC through the sale of assets, the subject applications were assigned to
YaYa M#dia. YaYa LLC assigned the subject applications to YaYa Media on May 30, 2003
and submitted the assignments on or about June 3, 2003 for recordation to the Assignment
Services Division of the United States Patent and Trademark Office. Thereafter, YaYa LLC
filed a motion requesting that the Board substitute YaYa Media as the applicant in the
oppositio}ns.

Opposer opposed the motion and filed an additional motion for an order
allowing Opposer to serve discovery on YaYa Media. The Board joined YaYa Media as the
applicant and granted Opposer's motion to serve discovery on YaYa Media. However, the
Board specifically stated in its order that the discovery period in this matter would be reopened
for the limited purpose of allowing Opposer an opportunity to propound discovery on YaYa

Media only and that no discovery could be taken of YaYa, LLC, specifically stating:

"

To avoid possible prejudice to opposer, the discovery period will be reopened
for the limited purpose of allowing opposer an opportunity to propound

discovery on YaYa Media, Inc. only. No further discovery may be taken of

YaYa, LLC."
A true arﬁl correct copy of the Board's Order is attached hereto as Exhibit A. Therefore, the
discover# period in this matter was reopened for the sole purpose of allowing Opposer to serve

discoverj‘( on YaYa Media, the business successor to YaYa LLC,
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On the last day of the limited discovery period, i.e. November 15, 2003,

Opposer §erved a First Set of Interrogatories ("Interrogatories") and a First Set of Requests
for Production of Documents and Things ("Requests for Production”) on YaYa Media, copies
of which lare attached as Exhibit B to Opposer's Motion to Compel Discovery and for
Discoverl/ Sanctions ("Opposer's Motion").

! YaYa Media timely served its responses to the Interrogatories and Requests for
Producti&n on December 19, 2003, copies of which are attached as Exhibit C to Opposer's

Motion.

IL.
OPPOSER'S MOTION SHOULD BE DENIED

Opposer's Motion should be denied on the grounds that the Requests for

Producti?n and Interrogatories merely seek discovery of information and documents which
were disc#overable from YaYa LLC, which Opposer failed to request from YaYa, LLC during
the discoT'ery period.

The Requests for Production and Interrogatories served on YaYa Media attempt
to obtain iinformation that Opposer failed to obtain from YaYa LLC, i.e. seek information

|

which would have been in the possession of YaYa LLC prior to the close of the original
discover)T period. Opposer should not be allowed to obtain this information now simply
because YaYa LLC has transferred its assets to a new company. In other words, Opposer is
not entitltd to obtain discovery it previously failed to obtain simply because there is a new
owner of! the applications.’

In addition, the information sought by the Requests for Production and
Interrogatories is irrelevant because it is unnecessary to the determination of likelihood of

1/ YaYE]Media would agree to amend its responses to certain of the Requests for Production

and Interrogatories only to the extent that they relate specifically to YaYa Media and are for
the relevant time period, i.e. from May 30, 2003 (the date of the assignment) to the present,
i.e. do not seek to obtain discovery which has been waived.

3-
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confusion. Opposer opposed YaYa's applications for YAYA and YAYA.COM on the
grounds of likelihood of confusion with Opposer's mark YAYA. Under the test developed in

In re E.1., Du Pont de Nemours & Co.?, Opposer must prove that there is a likelihood of
confusiod; between Applicants' marks and Opposer's mark sufficient to refuse registration of
Applicamijs' marks. In evaluating the similarity of the marks, the Board will consider the
similaritw of the marks at issue in appearance, connotation and meaning. The Board also will
evaluate Yvhether the goods and services listed in the registration and applications for the
marks at issue are similar. The information sought from YaYa Media by the Requests for
Productidn and Interrogatories is irrelevant to this determination.

‘ Therefore, Opposer's Motion should be denied on the grounds that the Requests
for Proddction and Interrogatories are an attempt to circumvent the Board's Order reopening
the discovery period, and the discovery sought by the Requests for Production and

L
InterrogaForles is irrelevant.

| 1L
| CONCLUSION

For the foregoing reasons, YaYa Media respectfully requests that the Board
deny Opposer's Motion.,

DATED:| February 20, 2004 By: /ZM 'Q @‘M

Bernard R. Gans

Christina Harvell Brown

Attorneys for Applicants

JEFFER, MANGELS, BUTLER & MARMARO LLP
1900 Avenue of the Stars, Sixth Floor

Los Angeles, California 90067

Tel.: (310) 203-8080; Fax: (310) 203-0567

2/ 476 F.2d 1357, 1361 (C.C.P.A. 1973), later adopted by the successor court, the Federal
Circuit, in Specialty Brands, Inc. v. Coffee Bean Distributors, Inc., 748 F.2d 669, 671-672
(Fed. Cir. 1984).
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CERTIFICATE OF MAILING

The undersigned hereby declares under the penalty of perjury that the enclosed

APPLICANT YAYA MEDIA, INC.'S OPPOSITION TO OPPOSER ROBERT J.
THATE'S MOTION TO COMPEL DISCOVERY AND MOTION FOR DISCOVERY
SANCTIONS was forwarded to the Commissioner for Trademarks, 2900 Crystal Drive,
Arlington, Virginia 22202-3514, via first class mail, postage prepaid, on February 20, 2004.

=0

Simone Robinson

PROOF OF SERVICE

The undersigned hereby declares that on February 20, 2004 the enclosed

APPLICANT YAYA MEDIA, INC.'S OPPOSITION TO OPPOSER ROBERT J.
THATE'S MOTION TO COMPEL DISCOVERY AND MOTION FOR DISCOVERY
SANCTIONS was served on the party listed below via U.S. Mail:

|

Mr. Ro ;rt J. Thate

519 Red

irch Road

Millersville, MD 21108
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} I declare under penalty of perjury that the foregoing is true and correct.

=

Simone Robinson
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