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i IN THE UNITED STATES PATENT AND TRADEMARK OFFICE
BEFORE THE TRADEMARK TRIAL AND APPEAL BOARD

The Chamberlain Group, Inc. ) I hereby certify that this paper is being deposited with
) the United States Postal Service as first class mail in an
O envelope addressed to:
PPOset, ) Assistant Commissioner for Trademarks, 2900 Crystal
V. ) Drive,
) Arlington, VA 22202-3513 on this date.
)
AWI Acquisition Company d/b/a Allied )
International )
: ) —
f Applicant, g OO
Skrial No.:  76/019,995 ) 02042002 TF
F[lxled: April 6, 2000 ) U'S. Patent & TMOfe/TM wa ééb;ot, .l
Mark: FORMULA 1 .
Fublished: October 2, 2001 -
NOTICE OF OPPOSITION

The Chamberlain Group, Inc., a Connecticut corporation, located and doing
business at 845 Larch Avenue, Elmhurst, lllinois 60126-1196 (hereinafter referred to as
"CGI") believes that it will be damaged by Registration of the trademark, Application
No. 76/019,995 by AWI Acquisition Company d/b/a Allied International and hereby

opposes the same upon the following grounds:

COUNT I - TRADEMARK INFRINGEMENT

1. Inits Application Serial No. 76/019,995, Applicant is seeking to obtain

registration on the Principal Register of the mark FORMULA 1 as a trademark for use

02/06/2002 | TSHITH 00000094 061135 76019995
01 FC:377 300.00 CH



on manually operated automotive tools for lifting, namely, bottle jacks, trolley jacks,
and engine hoists.

2. Since at least as early as early as January 4, 1993 CGI adopted and began
using the mark FORMULA I for use on electric garage door openers which are and
have been marketed in commerce throughout the United States. On January 9, 1992,
CGI applied for registration of the mark FORMULA I with the U.S. Patent and
Trademark Office and on November 16, 1993, the United States Patent and Trademark
Office registered on the Principal Register and issued Registration No. 1,805,160 for the
mark FORMULA I for use on said goods. Said Registration is presently valid and

subsisting and is now owed by CGI and is prima facie evidence of CGI's exclusive right
to use said mark in commerce on goods. Said Registration is also incontestable under
the provision of §15 of the Lanham Act.

3. CGI owns U.S. Trademark Registration No. 1,805,160 registered on
November 16, 1993, for the mark FORMULA I for electric garage door openers with
constructive use at least as early as January 9, 1992.

4. CGI has been using its FORMULA I mark on electric garage door openers,
which generate for CGI common law rights in addition to its rights by virtue of its
federal registration.

5. CGl is the owner of the FORMULA I mark in connection with its goods

having adopted and continuously used the FORMULA I in connection with said goods

in commerce throughout the United States beginning at least as early as January 4, 1993.
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6. CGI has expended substantial monies in marketing, advertising and
promoting the FORMULA I mark in connection with its goods in the United States.

7. CGI has enjoyed substantial sales of said goods in the United States with the
FORMULA I mark.

8. By reason of the extensive marketing, advertising and promotion of said
goods with the FORMULA I mark and the high quality of those goods, this mark has
come to represent an extremely valuable goodwill associated with CGI long prior to
April 15, 1999, the date of first use of Application Serial No. 76/019,995 for the

FORMULA 1 trademark by Applicant and for which Applicant is now seeking

registration.

9. On information and belief, the earliest date of constructive or actual use of the
FORMULA 1 trademark on manually operated automotive tools for lifting, namely,
bottle jacks, trolley jacks, and engine hoists, that Applicant can rely on is no earlier than
April 15,1999, .the date of first use specified in Application Serial No. 76/019,995.

10. Applicant's intended adoption and use of the FORMULA 1 trademark has
been without the consent or permission of CGL

11. On information and belief, Applicant's intended adoption and use of its
FORMULA 1 trademark has been with actual or constructive knowledge of CGI's prior
use of and registration of its FORMULA I mark in connection with its goods.

12. On information and belief, the goods for which Applicant seeks registration

of the FORMULA 1 mark are similar to CGI’s goods with its FORMULA I mark.

3.



13. On information and belief, the goods for which the Applicant seeks
registration of its FORMULA 1 mark are likely to be sold to the same customers or
channels of trade to which CGI sells its goods with the FORMULA I mark.

14. The FORMULA 1 trademark for which Applicant seeks registration is
similar, if not identical, to the FORMULA I mark that is used by CGI to sell its goods in
the United States.

15. If Applicant is granted registration of its FORMULA 1 trademark as shown
in Application Serial No. 76/019,995, Applicant will thereby obtain the prima facie
exclusive right to use such mark, and such registration will impair, diminish, and dilute
CGI's goodwill and rights in its FORMULA I mark, causing irreparable injury to CGIL.

16. Applicant's FORMULA 1 trademark is confusingly similar to CGl's
FORMULA I trademark, and use thereof by the Applicant on the goods specified in
Application No. 76/019,995 is likely to cause confusion, mistake, or deception that
Applicant's goods are those of CGI or are otherwise endorsed, sponsored, or approved
by CGI, whereby CGI will be damaged by the registration of Applicant's FORMULA 1

trademark on the Principal Register of the United States Patent and Trademark Office.

COUNT II -DILUTION

17. Paragraphs nos. 1-16 are incorporated by reference herein.

18. CGI, the owner of the mark FORMULA I, has adopted and has continuously

used said mark on and in connection with various goods in commerce throughout the

United States beginning at least as early as January 4, 1993.
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19. CGI owns a federal trademark registration of the FORMULA I mark.

20. CGI has expended substantial monies in marketing, advertising and
promoting its FORMULA I marks on its goods.

21. By reason of its extensive use, marketing, publicity, advertising, geographical
extent of its trading use and promotion of its goods, using the above FORMULA I mark
and the high quality of those goods, CGl is possessed with extremely valuable good
will associated with its mark long prior to the filing of this Application Serial No.
76/019,995 for Applicant’'s FORMULA 1 mark.

22. CGI has for several years made extensive sales of goods with the FORMULA
I mark.

23. The FORMULA I mark is famous and distinctive within the meaning of the
Lanham Act, and is entitled to the protection of the anti-dilution provisions of the
Lanham Act, including 15 U.S.C. § 1125 (¢).

24. Based upon information and belief, Applicant’s filing of the application was
made at a period of time after which CGI's FORMULA I mark became famous and
distinctive.

25. If Applicant is granted registration of its FORMULA 1 mark as shown in
Application Serial No. 76/019,995, Applicant will thereby obtain the prima facie
exclusive right to use such mark, and such registration will impair, diminish, and dilute
CGI’s goodwill and rights in its FORMULA I mark, causing irreparable injury to CGI.
Therefore, CGI opposes registration of Applicant’s FORMULA 1 mark pursuant to 15

U.S.C. §1052 AND 1063(a), as amended by the Trademark Amendment Act of 1999,



which permits opposition of trademark applications filed on or after January 16, 1996

on grounds of dilution.

26. If Applicant is granted registration of its claimed FORMULA I mark as

shown in Application Serial No. 76/019,995, Applicant will thereby obtain the prima

facie exclusive right to use such mark in the United States, and such registration will

impair and diminish CGI's goodwill and rights in its FORMULA 1 mark causing

irreparable damage and injury to CGL



PRAYER FOR RELIEF

WHEREFORE, The Chamberlain Group, Inc. prays that Application Serial No.
76/019,995 be rejected and that registration of the FORMULA 1 trademark for the

goods specified therein be refused.

Respectfully submitted,

By: e

oséph T. Nabor

Timothy E. Levstik
FITCH, EVEN, TABIN & FLANNERY

January 30, 2002

CERTIFICATE OF OPPOSER'S ATTORNEYS

We hereby certify that we are trademark attorneys for The Chamberlain Group,

Inc., Opposer herein, and that we have been instructed to file the foregoing Opposition.

We are, therefore, filing this Opposition under Section 13 of the Trademark Act of 1946
and under Trademark Rule 2.101.

FITCH, EVEN, TABIN & FLANNERY

e/ 4

ogéph T. Nabor
Timothy E. Levstik

120 South LaSalle Street
Suite 1600

Chicago, IL 60603-3406
312-577-7000

January 30, 2002 By:

Attorneys for the Opposer



MORGAN L. FITCH, JR.
FRANCIS A. EVEN
JULIUS TABIN

JOHN F. FLANNERY
ROBERT B, JONES
JAMES J. SCHUMANN
JAMES J. HAMILL
TIMOTHY E. LEVSTIK
JOSEPH E. SHIPLEY
ROBERT J. FOX
KENNETH H. SAMPLES
PHILIP T. PETTI
JOSEPH T. NABOR
STEVEN C. SCHROER
RICHARD A. KABA"
KARL R. FINK

MARK W. HETZLER
TIMOTHY P. MALONEY
PERRY J. HOFFMAN

FITCH, EVEN, TABIN & FLANNERY

ATTORNEYS AND COUNSELLORS AT LAW

Established in 1859

SUITE 1600 - 120 SOUTH LA SALLE STREET
CHICAGO, ILLINOIS 60603-3406

TELEPHONE (312) 577-7000
FACSIMILE (312)577-7007

CALIFORNIA OFFICE
SUITE 510 - 4250 EXECUTIVE SQUARE
SAN DIEGO, CALIFORNIA 92037-9105
TELEPHONE (858) 552-i31(

JAMES P. KRUEGER
STEPHEN S. FAVAKEH
EDWARD W. GRAY, JR.

WASHINGTON, D.C. OFFICE
SUITE 40IL - 1801 K STREET, NW
WASHINGTON, D.C. 20006-1201

TELEPHONE (202) 419-7000

COLORADO OFFICE
SUITE 213 - 1942 BROADWAY
BOULDER, COLORADO 80302

TELEPHONE (303) 402-6966

January 30, 2002

Hon. Commissioner of Patents

and Trademarks
Arlington, VA 22202-3513

BOX TTAB FEE

Re:  Transmittal of Notice of Opposition for:

BRUCE R. MANSFIELD -
SHERRI N. BLOUNT" :
RICHARD E. WAWRZYNIAK®*
CHARLES WILLIAM PETERSON, JR.*
KATHLEEN A. RANNEY

KENDREW H. COLTON®

ROMI N. BOSE

STEVEN G. PARMELEE

CHRISTOPHER E. GEORGE*
SCOTT J. MENGHINI™
EDWARD E. CLAIR
PAMELA L. STEWART
SANDRA V. SCAVO

JON A. BIRMINGHAM
RUDY KRATZ

RAMON R. HOCH®*
JOHN E. LYHUS
STEVEN M. FREELAND®
DONNA E. BECKER

PATENT AGENTS

ERIC J. WHITESELL
KURT J. FUGMAN

JONATHAN H. BACKENSTOSE
LILIA |. SAFONOV '

OF COUNSEL
THOMAS F. LEBENS*

*NOT ADMITTED TO ILLINOIS BAR
€
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The Chamberlain Group, Inc. v. AWI Acquisition Company d/b/a Allied

International: Mark: FORMULA I
Ser. No. 76/019,995 Filed: April 6, 2000
Our File No. 5569-52573

Honorable Sir;

Please file the enclosed Notice of Opposition. The Commissioner is hereby
authorized to charge the $300.00 to Deposit Account No. 06-1135. The Commissioner is
hereby authorized to charge any fees which may be required in this proceeding during
its entire pendency, or credit any overpayment, to Deposit Account No. 06-1135.

Respectfully Submitted,

By: ;‘7%

h T. Nabor

Timothy E. Levstik
FITCH, EVEN, TABIN & FLANNERY

16th Floor

120 South LaSalle Street
Chicago, Illinois 60603-3406

JTN:dir
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