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IN THE UNITED STATES PATENT AND TRADEMARK OFFICE
BEFORE THE TRADEMARK TRIAL AND APPEAL BOARD

In the Matter of Application Serial No. 76/090,263; SM: MEDNET BANK
Published in the Official Gazette on September 4, 2001 at TM545.

NetBank, Inc., )
)
Opposer, )
) /TM Mail Rept, D1. #57
VS. ) Hllllllll\lllllllllll IlI\l\IlIlI\lII||\|H||||||l
) 12-07-2001
Med on Web, Inc., )
)
Applicant. )
To: Commissioner for Trademarks
Box: TTAB NO FEE ¢
2900 Crystal Drive .
Arlington, Virginia 22202 £
o
NOTICE OF OPPOSITION

This matter relates to an Intent to Use application filed on July 17, 2000 by Apﬁllcant
Med on Web, Inc. for MEDNET BANK, Serial No. 76/090,263, in connection with serv1ces in’
International Class 36. The proposed mark was published for opposition in the Official Gazette
of the United States Patent and Trademark Office (“PTO”) on September 4, 2001. The PTO
granted NetBank, Inc. an extension of time until December 4, 2001, to file an opposition to the
proposed mark.

As grounds for opposition, Opposer alleges as follows:

1. Opposer in this case is NetBank, Inc., a Georgia corporation, with its principal
place of business located at Royal Centre Three, Suite 100, 11475 Great Oaks Way, Alpharetta,
GA 30022.

2. Applicant’s last known address according to the records of the PTO is Med on

Web, Inc., 1920-E Hallandale Beach Bivd., Suite 705, Hallandale, Florida 33009.
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3. Since 1996, Opposer has continuously used its NETBANK® mark in interstate
commerce for electronic bill payment a;ld banking services provided over the Internet.

4. Opposer’s NETBANK® mark was registered on the Principal Register on August
22, 1995 as Registration No. 1,913,750, in International Class 36, and had a filing date of July
13, 1994.

5. Opposer took the NETBANK® mark by assignment from Software Agents, Inc.,
P.O. Box 541, Germantown, Maryland 20875, and said assignment has been recorded with the
PTO.

6. The PTO accepted Opposer’s Section 8 and 15 affidavits demonstrating
continuous use of the NETBANK® mark, and Opposer’s registration has become incontestable.

7. Opposer’s first use of the NETBANK® mark predates Applicant’s filing date for
the proposed mark MEDNET BANK.

8. Applicant intends to use its proposed mark MEDNET BANK in conjunction with
providing banking services for health care professionals over the Internet.

9. Applicant’s proposed use of MEDNET BANK is likely to cause confusion as to
the source or affiliation of the services Med on Web, Inc. offers in violation of 15 U.S.C. §1114.

10.  Applicant’s proposed use of MEDNET BANK is likely to cause confusion,
mistake or deception among consumers to the detriment and damage of Opposer in violation of
15U.S.C. §§ 1114 and 1125.

11.  Applicant’s proposed use of MEDNET BANK dilutes the distinctive commercial

impression of Opposer’s NETBANK mark in violation of 15 U.S.C. §1125(c).




12.  Opposer has a specific and personal interest in the subject registration and in the
disposition of this matter, beyond any interest shared by the general public, and consequently has
the requisite standing to bring and prosecute this petition.

COUNT ONE
LIKELIHOOD OF CONFUSION

13.  Opposer hereby incorporates and realleges the facts and contentions contained in
Paragraphs 1 through 12 as if fully set forth herein.

14.  Opposer alleges that the goods and services of Opposer and Applicant are offered
in similar channels of commerce and offered to the same or similar customers.

15.  Applicant’s proposed mark is likely to cause confusion, mistake or deception
among consumers to the detriment and damage of Opposer because of the confusing similarity
and impression between Applicant’s and Opposer’s marks and because Applicant intends to use
its mark in connection with similar goods and services as Opposer, targeting the same or similar
customers in similar channels of commerce.

COUNT TWO
TRADEMARK DILUTION

16. Opposer hereby incorporates and realleges the facts and contentions contained in
Paragraphs 1 through 15 as if fully set forth herein.

17.  Opposer has used its NETBANK® mark in commerce since 1996 and such mark
has become famous in the Internet banking industry.

18.  Applicant markets its services offered under its proposed MEDNET BANK mark
to substantially the same customers and potential customers in the banking industry where

Opposer markets its services.




19.  Applicant’s adoption of MEDNET BANK dilutes the distinctive commercial
impression of Opposer’s NETBANK@ mark, and such dilution is likely to continue as long as
Applicant uses MEDNET BANK.

WHEREFORE, Opposer respectfully requests that the Intent to Use application for
MEDNET BANK, Serial No. 76/090,263, filed by Applicant Med on Web, Inc. be DENIED,
and prays for such other and further relief as is deemed just and proper.

Please charge Deposit Account 501429 iﬁ the amount of $300.00 for the Opposition

filing fee.

Respectfully submitted,

By:

El¢Zabeth Ann Morgan
Georgia Bar No. 522206
Ryan T. Pumpian
Georgia Bar No. 589822

POWELL, GOLDSTEIN, FRAZER & MURPHY LLP
191 Peachtree Street, N.E.

16™ Floor

Atlanta, Georgia 30303

404 572-6600

Attorneys for Opposer NetBank, Inc.



CERTIFICATE OF EXPRESS MAILING

I hereby certify that a copy of this Notice of Opposition is being deposited with the
United States Postal Service “Express Mail Post Office to Addressee” service under 37 C.F.R. §
1.10 on December 3, 2001, and under the mailing label No. EK786158529US and addressed to
the Commussioner for Trademarks, Attn: Box TTAB NO FEE, 2900 Crystal Drive, Arlington,

Virginia 22202-3513.

This 3rd day of December, 2001.

A

Elizabéth Ann Morgan, Esq.

Georgia Bar No. 522206

POWELL, GOLDSTEIN, FRAZER & MURPHY LLP
191 Peachtree Street, N.E.

16 Floor

Atlanta, Georgia 30303

404 572-6600
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