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Dani el A. Rosenberg of Davis, Brown, Koehn, Shors & Roberts
for Titan International, Inc.
Bef or e Hanak, Chapman and Qui nn, Adm nistrative Tradenmark
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Opi nion by Quinn, Adm nistrative Trademark Judge:

An application was filed by Titan International, Inc.
to register the mark REALTOR for “tires.”?

Regi strati on was opposed by National Association of
Real tors under Section 2(d) of the Trademark Act on the
ground that applicant’s mark, when applied to applicant’s

goods, so resenbl es opposer’s previously used and regi stered

! Application Serial No. 76321648, filed Cctober 4, 2001,
alleging first use anywhere and first use in commerce on January
29, 1999.
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mar ks REALTOR, REALTOR COM and REALTOR VIP for a variety of
services, as to be likely to cause confusion.

Applicant, in its answer, denied the salient
allegations in the notice of opposition.?

The record consists of the pleadings; the file of the
i nvol ved application; certified copies of opposer’s pleaded
registrations, dictionary definitions of “Realtor,” excerpts
fromprinted publications, printed publications in their
entirety, excerpts of articles retrieved fromthe NEXI S
dat abase, and excerpts of web sites taken fromthe Internet,
all introduced by way of opposer’s notices of reliance; and
third-party registrations nade of record by applicant. The
parties filed briefs.® An oral hearing was not requested.

There is no issue as to opposer’s priority in view of
opposer’s registrations of its REALTOR marks whi ch opposer
has made of record. King Candy, Inc. v. Eunice King s
Kitchen, Inc., 496 F.2d 1400, 182 USPQ 108 (CCPA 1974). The
pl eaded regi strations nade of record are as foll ows:
REALTOR as a col l ective trademark for “brokerage of real
estate, industrial brokerage, farm brokerage, nortgage

brokerage, in the appraisal of real estate, managenent of

2 Applicant set forth certain allegations, including that
opposer’s nmark is generic, in its answer as “affirmative
defenses.” No counterclaimwas ever filed against any of the

pl eaded regi strations and, accordingly, no consideration will be
given to the allegation of genericness.

3 pposer’s notion to extend its time to file a reply brief, to
whi ch applicant consented, is granted. Accordingly, opposer’s
reply brief is considered tinely filed.
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real estate, in the building of structures on real estate,
in the subdivision of real estate properties, and in
comunity planning for the devel opnent of raw | and and sl um
cl earance areas”* REALTOR COM (“.COM disclai ned) for
“providing an online data base which features information
regarding real estate listings which are carried by the
appl i cant’ s menbers”® and REALTOR VIP for “association
servi ces, nanely, devel opi ng group purchasing prograns and
identifying vendors who have agreed to provide di scounts or
ot her enhancenents on their goods and services for
applicant’s nenbers,” and “financial and insurance services
for menbers of the applicant, consisting of a program
enconpassi ng retirenent and investnent offerings, nanely,
underwiting property/casualty insurance, underwiting
lifel/health insurance, financial planning, funds investnent
and investnent consultation.”®

Qur determ nation under Section 2(d) is based on an
analysis of all of the facts in evidence that are rel evant
to the factors bearing on the |ikelihood of confusion issue.
Inre E |I. du Pont de Nenmours & Co., 476 F.2d 1357, 177
USPQ 563 (CCPA 1973). 1In any |ikelihood of confusion
anal ysis, two key considerations are the simlarities or

dissimlarities between the marks and the simlarities or

* Registration No. 519789, issued January 10, 1950; renewed.
5 Regi stration No. 2291873, issued Novenber 16, 1999.
® Registration No. 2615872, issued Septenber 3, 2002.
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dissimlarities between the goods and/or services.
Feder at ed Foods, Inc. v. Fort Howard Paper Co., 544 F.2d
1098, 192 USPQ 24 (CCPA 1976).

Applicant’s mark is identical to the REALTOR nmark of
opposer. Further, applicant’s mark is substantially simlar
to opposer’s REALTOR COM and REALTOR VI P marks. Both of
these latter marks of opposer are dom nated by REALTOR
whi ch, again, is identical to applicant’s mark.

W turn next to the second du Pont factor, that is, the
simlarity or dissimlarity of the parties’ respective goods
and/ or services. As has been often stated, it is not
necessary that the goods and/or services of the parties be
simlar or conpetitive, or even that they nove in the sane
channel s of trade to support a holding of Iikelihood of
confusion. It is sufficient that the respective goods
and/ or services of the parties are related in sonme manner,
and/or that the conditions and activities surrounding the
mar keti ng of the goods and/or services are such that they
woul d or could be encountered by the sane persons under
ci rcunst ances that could, because of the simlarity of the
mar ks, give rise to the m staken belief that they originate
fromthe sane producer. In re Martin's Fanous Pastry
Shoppe, Inc., 748 F.2d 1565, 223 USPQ 1289 (Fed. Cir. 1984);
and In re International Tel ephone & Tel egraph Corp., 197

UsP2d 910 (TTAB 1978). Moreover, the greater the degree of
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simlarity between the parties’ marks, the | esser the degree
of simlarity between the parties’ goods and/or services
that is required to support a finding of |ikelihood of
confusion. Inre Shell GI Co., 992 F.2d 1204, 26 USPQd
1687 (Fed. Cr. 1993); and In re Qous One Inc., 60 USPQd
1812 (TTAB 2001).

| nsof ar as opposer’s registrations cover real estate
rel ated services, opposer has not established that these
services and tires are related. And, indeed, we find that
these real estate services and tires are not commercially
related. Although opposer’s primary services relate to real
estate, opposer is quick to point out that “[p]articularly
relevant to the confusion likely to arise out of Applicant’s
use of its mark i s Qpposer’s nenbership service program
entitled the REALTOR VI P nenber benefits program” (Brief,
p. 7). According to opposer, it, |like many other trade and
pr of essi onal nenbership associ ati ons, has established an
affinity programfor the benefit of its menbers. The
prograns, opposer clains, are a natural and expected
function of such nenbership organi zati ons. Qpposer states
that these prograns provide special benefits or value to the
menbers who purchase a vendor’s product or service, while at
the sanme tine providing licensing incone to the nmenbership
organi zati on through the vendor’s use of opposer’s marks.

One of opposer’s prograns is related to the purchase of
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aut onobi | es whereby a nenber participant qualifies for a
$500 cash all owance on certain nodels. Opposer goes on to
argue as follows:

[ All t hough sonme of the products and
services included in Opposer’s REALTOR
VIP programare directly related to the
real estate business (e.g., professional
liability insurance), other products and
services offered by REALTOR VIP vendors
are not related to real estate (e.qg.
museum nenbership, flowers and cars).
Thus, in assessing the |ikelihood of
confusion it is insufficient to conpare
real estate services and prograns with
tires as Applicant has done. |Instead,

t he assessnent nust consi der whet her
menbers of Cpposer, having seen the
REALTOR Fam |y marks used in connection
wi th the purchase of consuner products
and services unrelated to real estate
such as nuseum nenbership, flowers and
cars, would be likely to believe that
the use of the sane mark in connection
w t h anot her consuner product, nanely,
tires, mght be confused so as to
believe incorrectly that those tires are
associ ated with Opposer through
Opposer’s REALTOR VI P nenbership
benefits program

To be sure, Qpposer has not and does not
claimthat others would be likely to
believe, incorrectly, that Opposer

manuf actures or sells tires. Wat
Qpposer does claim and what is in fact
al nost certainly true, is that nenbers
of Opposer w || m sunderstand
Applicant’s use of the REALTOR mark on
tires to be pursuant to Applicant’s
participation in the REALTOR VI P program
or ot her program of Qpposer, and thus

i ndicative of the existence of a

rel ati onshi p between Applicant and
Applicant’s tires and Opposer. Menbers
of Opposer are likely to see a direct
paral |l el between Applicant’s use of the
REALTOR mark on tires and QOpposer’s
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allowing its REALTOR Fam |y of marks to

be used to identify other products or

services of third parties whom Qpposer

is reconmending to its nenbers.

(Brief, pp. 8-9).
Thus, we will focus our attention, as opposer has done, on
the |ikelihood of confusion between opposer’s REALTOR VI P
mark and its association services related to group
pur chasi ng prograns rendered thereunder, and applicant’s
mark REALTOR for tires.

The fact that applicant’s mark may call to m nd
opposer’s REALTOR mark is not dispositive of the |ikelihood
of confusion claimherein. Likelihood of confusion under
Section 2(d) neans nore than the |ikelihood that rel evant
purchasers will recall a mark on seeing the sane mark used
by another.” 1t must also be established that “there is a
reasonabl e basis for the public to attribute the particul ar
product or service of another to the source of the goods or
services associated wth the fanmous mark.” University of
Notre Dame Du Lac v. J.C. Gournet Food Inports Co., Inc.,
703 F.2d 1372, 217 USPQ 505, 507 (Fed. Cir. 1983), aff’'g 213
USPQ 594 (TTAB 1982). See also: Jacobs v. International
Mul tifoods Corp., 668 F.2d 1234, 212 USPQ 641, 642 (CCPA

1982), aff’'g 211 USPQ 165 (TTAB 1981); In re Ferrero, 479

" See generally 4 J.T. Ntcarthx, McCarthy on Tradenmarks and
Unfair Conpetition, 8§ 24:70 (4'" ed. 2001): “Difference between
dilution and likelihood of confusion.” A dilution claimwas not
raised in the present proceeding.
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F.2d 1395, 178 USPQ 167 (CCPA 1973); Viacom International
Inc. v. Komm 46 USPQ2d 1233 (TTAB 1998); Original
Appal achian Artworks, Inc. v. Streeter, 3 USPQ 1717 (TTAB
1987); and Anerican Express Co. v. Payless Cashways, Inc.,
222 USPQ 907 (TTAB 1984). Here, the record falls short of
establ i shing the reasonabl e basis contenpl ated by the
Federal Crcuit. As applicant points out: “The only
connection between Qpposer, and its marks, and the
goods/services of the others under its VIP program is the
di scount provided and not the goods/services thenselves. In
ot her words, what Opposer provides as a benefit to its
nmenbers is the discount, and not the actual goods/services.
O herwi se, there is no connection between Qpposer and the
source of the discounted good/service.” (Brief, pp. 7-8).
A factor nentioned by opposer, and one that is
significant if established, is fame. According to opposer,
its REALTOR mark “enjoys significant fame within the real
estate field.” (Reply Brief, p. 10).® Qpposer points to
its long use of the mark; its current nenbership in excess
of 900, 000 nenbers (which, according to opposer, nakes it

the | argest professional association in the country); and

8 Inits main brief, opposer cites to five rel evant du Pont
factors as supporting its claimof Iikelihood of confusion in
this case. (Brief, p. 9). Conspicuously absent fromthis

di scussion in the main brief is a reference to the du Pont factor
of fane.
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its ongoing advertising canmpaign that, in 2002, exceeded $15
mllion.?

Al though it may be |ikely opposer could establish that
its REALTOR mark is famous in the real estate field, the
record before us sinply falls short of establishing this
fame. See Hard Rock Café Licensing Corp. v. Elsea, 48
USPQ2d 1400 (TTAB 1998). Cf. Bose Corp. v. QSC Audio
Products Inc., 293 F.3d 1367, 63 USPQ2d 1303 (Fed. Cir.
2002); Recot Inc. v. MC Becton, 214 F. 3d 1322, 54 USPQd
1894 (Fed. G r. 2000); and Kenner Parker Toys, Inc. v. Rose
Art Industries, Inc., 963 F.2d 350, 22 USPQ2d 1453 (Fed.

Cr. 1992). 1In any event, even if it were shown that

® Opposer did not take any testinony in this proceeding, but

rat her chose to introduce its case by way of notices of reliance.
Al t hough applicant has not questioned the facts underlying
opposer’s assertion of fame, the nmanner in which these facts were
i ntroduced is questionable. Wth respect to its purported | ong
use of the mark REALTOR, opposer has pointed to its dates of
first use set forth in its registrations. W would point out,
however, that the allegation in a registration of a date of use
is not evidence on behalf of the registrant in an inter partes
proceeding; to be relied upon by the registrant, a clained date
of use of a mark must be established by conpetent evidence.
Tradenmark Rule 2.122(b)(2). See Levi Strauss & Co. v. R Josephs
Sportswear Inc., 28 USPQ2d 1464 (TTAB 1993). See also TBWP §
704.04 (2d ed. rev. 2004). Further, opposer has relied upon
printed publications (“REALTOR’ magazine) to establish nmenbership
nunbers and 2002 advertising expenditures. However, printed
publ i cations are adm ssible and probative only for what they show
on their face, not for the truth of the matters contai ned
therein, unless a conpetent witness has testified to the truth of
such matters. See Mdwest Plastic Fabricators Inc. v.
Underwiters Laboratories Inc., 12 USPQd 1267, 1270 n. 5 (TTAB
1989), aff’'d, 906 F.2d 1568, 15 USPQ2d 1359 (Fed. Cir. 1990);
Food Producers, Inc. v. Swift & Co., 194 USPQ 299, 301 n. 2 (TTAB
1977); and Litton Industries, Inc. v. Litronix, Inc., 188 USPQ
407, 408 n. 5 (TTAB 1975). See also TBWMP § 704.08 (2d ed. rev.
2004). As indicated above, these facts, even if true, fail to
establish the fane of opposer’s REALTOR nark
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opposer’s REALTOR mark is fanpus for its real estate-type
services, that fanme is unlikely to extend to REALTOR VIP for
specifically distinct services such as those listed in

Regi stration No. 2615872, “associ ation services, nanely,
devel opi ng group purchasing prograns and identifying vendors
who have agreed to provide discounts or other enhancenents
on their goods and services for applicant’s nenbers.” There
is no evidence of record that opposer has marketed tires (or
any ot her consuner product) under the REALTOR nmarks, nor is
there any evidence to suggest that other nenbership

organi zations with simlar group purchasing prograns al so
mar ket products, both under the sanme or simlar mark.

Sinply put, opposer has not shown that it has beconme known
for the sale of any consunmer products |like tires, or that
its REALTOR mark has becone identified wth such goods. See
G H Mimm & Cie v. Desnoes & Geddes Ltd., 917 F.2d 1292, 16
USPQ2d 1635, 1639 (Fed. Cir. 1990) [strength of opposer’s
mark for sparkling wi nes does not extend to other al coholic
beverages such as beer]. To hold otherwise would result in
gi ving opposer a right in gross which is contrary to
principles of trademark | aw and to Section 2(d) of the
Trademark Act. See University of Notre Danme Du Lac v. J.C
Gourmet Food Inports Co., Inc., supra. See also Enterprise
Rent - A-Car Co. v. Advantage Rent-A-Car Inc., 330 F.3d 1333,

66 USPQ2d 1811 (Fed. Gr. 2003).

10
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For the reasons discussed above, we find that the
relatively sparse evidence of record does not support a
finding that there is a likelihood of confusion between any
of opposer’s marks and applicant’s mark. Perhaps on a nore
conplete record, a different result would pertain, but we
are, of course, constrained to nmake our decision based on
the pl eaded claimand the particular record before us in any
gi ven case.

Deci sion: The opposition is dism ssed.
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