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1 Re:  The ServiceMaster Company v, UGI HVAC Er drpirises, Inc.
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. ; Morks: SERVICEMARK HEATING COOLING BLUMBING
i & DESIGN and SERVICEMARK, 5
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' :. We writ Pto alert you to anl administrative problem we have repcatedgj' encountered with

i regpect to the abgve consolidated phoceedings, i

il i on Septeﬂuber 10, 2004,

e

tective Orderlito Prevent Discoyery Deposition of Jonathan P, Ward”, wit the Board. The
h iL'.fﬁou, which })re all three proceeding numbers in its caption, was appat htly matched only
ith Opposition} No. 91/152,104, according to the electronic docket| hvailable through

;,T ABVue. i i ’
ooy ; b
,‘i + Although||we included ali|three proceeding numbers in the captic%r& if the filing, as
il diggcted by the [Board’s consoﬁ«ﬁbﬁon Order, and listed what we believh to| be the “load™
!l prabeeding number as the first of the three, the Motion was not processe iin & manner that

jj allsived your review, according to your Order dated November 1, 2004. Yo fnay reocall that we
il engbuntered a si tilar problem withf an earlier filing in the same consolidated doceeding.

i In the futhre, we will avail ourselves of the electronic filing featuriia\i@ilable through
ETITA when possible, but felt it imivort,ant to alert you to what may be a systetrlatic problem with
thejdocket mail i ¥ this matter. !
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himay, assist with l:; administration df this case, or if you have any other questibns.
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QEF VICEMARK,

and SERVICEMARK HEATING COOL%E] NG PLUMBING
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s (0 for use in
, ot the basis

VICEMASTER

: arks of U.5. Registration Nos. 1,220, 269 and 1,272,228 (“the SERVICEMAE

il 1 twal aud overlapping goods ant services.

:1? ' On Aug

¢d a8 Opposer's Chairmen and Chief Executive Officer

BR marks™), for

"J

CEQ Ward for

tcmber 23, 2904, A copy of tHe Notice of Deposition is sttached hereto jl]ix hibit A, CEQ
lnoel April 2002,
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nd| of the goods

¥ Tolated to the selcction and adoption of the SERVICEMAS

i{ marketing ¢
- It is ung
Mposer did not |

hi | consolidated

dentify CBO Wartl as a petson with information relevant to

fa i , s at issue,

{e i:u_:sel; Sherry

T lxcant & Interrogatory No. 1: Identify the person or persons most familiar with the use by
S ”l VICEMASTE Rag. No, 1,220,269 Rep. No. 1,272,228,
Oglioser’s Answer: douglus W, Colbey, Bq,, Vice Prosident, Assistant Secretary and Legal Co
Manager, Legal Depariment,

Campbell, Tradefnark Manager, Legal Department; and

by bcll, Trad

ad| general knowledj:; of Opposer’s SERVICEMASTER mark 5
ks, CEQ Ward’s responsibilities and duti

fegal enforcementlefforts regarding the company’s SERVICE \
lear bow Applicant amived at CEO Ward as a potential depo

procesding in regponse to Applicant’s written discovery re;

e do not include
R pnarks, nor to

TER marks.
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nt in this case.
fI‘.s at igsue in

&' Instead,
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amely Douglas Calber, Bsq., Vice President, Assistant Se;lﬁary, and Legal

litchéll T. Engel,

:pfoscr of the marks

sel; Sherry
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-gf,Mkaﬁn Ofﬁeer ("Mr. Bhigel”). Indcod, Opposer has offered Me. 5%1’ one of the

r': hest ranking hfficers in the combany., ' .

Upon regeipt of the Notige of Deposition, and in an attempt to résIlue this maiter,

nsel for Opposer contacted couhsel for Applicant by telephone, on August ahd Auvgust 26,
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th
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04, offering t¢ substitute a morelknowlcdgeable witness in the place of CEOKWard, noting that

itchcll T. Engel, Chief Marketing Officer, wag the most appropriate w:t; dss Applicant’s
nse, has refused {o substitute any of the proposed witness
|

s counsel’s writtén response of August 30, 2004, attached hdrbtol as Exhibit B,

n place of CEO

]
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s that Mr. W:‘ljd possesses unique personal knowledge >‘
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dispute and that ke has issued highly Eﬁtinent

i - relevant [fto issues in thi
! iged by

.. statements, the meaning
g; ~ other poténtial deponents.

d effect of which cannot be adequately exp

In response, Opposer filed this Motion.

GUMENT

' Trademark Rule 2.120(f) and Rule 26(¢) of the Foderal Rules of Civil P deeHlure grant the ’

uo d discretion| upon a showing 'of good cause, to fashion an order limitin : ciswovery, where

ju tlce 8o requinds, to protect a paty or porson from annoyancs, emban'assmf t, bppression or
]-«iﬂ éue burden onjexpense. Among khe relief the Board may grant is that a depéxs[timn not be had,

Rifle 26(c), Fed. R Civ. P, and Tralemark Rule 2,120¢3), |
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1 99), 8n inter paries procecding Yery similar to this one, that the unnecessagy deposition of a

' h level executive constitutes the type of harassing conduct that the rules% of practice were
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Fhlicant’s Iaterro atory No, 4: Identify the person or persons employcd by Opposer who had, b} hs, primary
4 onsibxhty for ienance and protection of the SERVICEMASTER marks. Answer: Douﬁ{}ﬂs W. Calber, Esq.,
Presxdent, Assistant Sccretary and Laksl Counsel,
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The Board noted in its opjnion issuing a protective order that, “[v)istually every court

hich has addrgesed the subject [of depositions of high-level executives] ha i gbserved that the - i
Eposition of ah official at the highest level or ‘apex’ of comporate mand
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it the depagzitions to go forw?td wag based on its findings that (1) the ldanted deponents
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Jeked unique oy specialized persohal knowledge of the relevant facts, and (2)jthe Applicant had

fempted to “start at the top” pripr to exhausting less intrusive and burdendomd measurcs of

raining the same discovery. Id) st 1762, citing Salter v. Upjohn Co., 593 24 649 (5™ Cir.

ter, wrote:

tion,
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ae
, ovant
party soeking the deposition
to show that the official hagunique or superior personal knowledge of the relevant
facts, e party seeking ghe deposition does not satisfy this showin )| then the
Board will grant the motioy for protective order and require that the pai s&elcing
the deposition attempt discg Lvery through lese intrusive methods, :
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' 4R Corp. v. Alliant Partners ot 1763. The sams test has bsen applied by amln':ir of courts in

._idding the depositions of highi level executives to procced. See Baine v eral Motors

i 2, 141 FR.D. 332 (M.D. Ala. }991) (deposition of Vice-President of Gene:E ral I(Iotors denied
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sLip of federal
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éfore an officér authorized to adininister oaths and will continue for day to :

IPLEASE TAKE

d upon in writingby counse] for the parties. This deposmon

t this deposition

OBLON SPIVAK

I} THE UNITED $TATES PA'
[BEFORE THE TRA

Opposei/Petition

B/RESPONDENT;

Chief Executive Officer of The ServiceMaster Company ("Op? poser/Petitioner’™).

[The deposition wifl begin at 10:00 a.m, on September 23, 200@4, atithe law offices

i & Brook, 115 8, LaSalle Street, Chicago, Winois 60603, ora:

TENT AND TRADEMARK mn
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DEMARK TRIAL AND APPEAL B

A Opposition No.: 917125, ;ABJS
; Applin, Serial No. 76/23
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iullﬂh other place
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5 graphic means.
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. CERTIFICATE OF SERVICE
Barbara L. Delariey, counsel for ApplicantfRespondcnt’ UGl K- VAC Enterprises,

ify that on Augus{ 16, 2004, T oaused a true and correct copy :T foregoing
X

ition of Jonathan P, Ward to be served via facsimile and Fedé ral

P, JEV Hines, Esquire :

press {o:

Oblbn, Spivak, McClelland, Maier

eustadt, P.C, ;
1940 Duke Street
Alezandria, Virginia 22314
Counsel for Opposer,, <
Thﬁ;‘semcemasz‘er Company ] :

By: ' et |

arbara L. Delaney@

.3—




16

P,

NO. 885

OBLON SPIVAK

NOV. 22. 2064  3:10PM

SVRUSPTO-EFXRP-4124 * DNIS: 2734267 * CSID:7034132000* DURATION (m-ssj:06-30

PAGE 1621 RCVD AT (1202000 24546 P Eutem Standard T




NOV. 22, 2004 3:10PM OBLON SPIVAK: ~ NO. 885 P 17
oo i A ' ,

)

. Bjitbam L. Delaney

215-981-4632
delyneyb@pepperlaw.com
!

August 30, 2004

i
l
1
i

— s£P 01 2004

cCleltand, Maier %

Neustadt, P.C.
40 Duke Stre: '

‘@:xandria, Virginia 22314 :
! {
\ . RE: The ServiceMaster Company v, UGI HVAC Enterprises, e,
| Opposition Nos, 152,104 & 125.743; Cancellation No. 41 1145

|
I 1 5xn writing in respgnse to your request that ServiceMaster be P
Istitute anothey individual in place of Jonathan P. Ward for the deposition cu

1tted 1o

| s ly noticed for
8 ptember 23, 2004, Based on a reyiew of relevant documents, it appears that Mr. Ward
Poxsesses uniquepersonal knowledhe of matters relevant o jssuos in thig dispul d arld that he has
fssued highly pertinent statements, the meaning and effect of which cannot be idequately
exBlained by other potential deponents. Therefore, we cannot agree to substitutel adother
individual in plade of Mr, Ward, H wever, we are willing to make any arrangeents necessary
tofdccommodate Ris busy schedule, neluding rescheduling the time and date of)h“is Beposition.
I [you have any questions, please fet! free to contact me, ‘
j
|
fz lﬂndelphh Washingtons D.C. Dmm Rew York ' ‘ Fircburgh
i Berwyr Hafeisburg Frinceron Wilmingren

. . |
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ASTER COMPANY,

Opposition No.: 152,

Cancellation No. 92/(1
Registration No. 2,50

-
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owledge of
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DECL

de facs stated here

iceMaster Compys

. 1,220,269 and 1
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ARATION OF MITCHELL T. ENGEL ' ’

118

loyed as Chief Marketing Officer for The ServiceMaster Com

|
l

272,228 (“the SERVICEMASTER marks”)

ICEMASTER marks:

Opposition No.: 125.: d
Appln, Serial No, 76/ﬁE 7,328

Appln. Serial No. 76/ >

g1l T. Engel, am over eighteen years of age, of sound mmd, and have personal

pany, the Opposer

m years and three

ny owns rights in the SERVICEMASTER marks of U.S.

. |
le as Chief Marketing Officer, I am personally familiar \a:miﬂh the following

1s land ¢ omunon

Company's ownership of federal rﬁg!bum!

o nghts in the SERVICEMASTER marks;

Company’s enforcement of its exclusive |

marks;

rights to use the

TTAB
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e goods and services offered by The ServiceMaster C&L

RVICEMASTER marks;
e channels of trade and the intended consumers for t!hi

/6 and I do not believe that Chairman andg
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i
l
f
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RVICEMASTER marks; and

services offered under the SERVICEMA

. foppan
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ipany under the

of goods and

ServiceMaster

LB

marks,

are other persons with equal or greater f-:ho%vledge of tho

2 Jonathan P,

unigue or superidr knowledge of the information identified ahqvel

N7/ 4 7//

‘k

" etjury under the 1aws of the United States tha the fbxegoing is
e to the best ¢f my knowledge, hformat:on and belief,

I/ AS ke irmsusaraceassi

Mitchell T. Engel j
Chief Marketing Officer |
The ServiceMaster Compsifny

44183-224797U8-LEC.D0C
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Barbara L. Delaney, Esquire
incent V. Carissimi, Esquire
PEPPER HAMILTON LLP

3000 Two Logan Square
Eighteenth and Arch Sirests
Philadelphia, Pennsylvania 19103-2799
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C’EIRTIFIC 0 A% j
pertify that a true gopy of the foregoing DECLARATION OI,"W

ved on counsel fot Applicant, this 3rd day of September, 200/5,

i

i
i
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M’I‘CHELL T.

byisending same




