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By the Board:
This case cones up on the third round of discovery notions
filed in the course of this proceeding:
a) applicant’s notion for a protective order to prevent
the taking of additional depositions, filed April 26,
2004;

b) applicant’s notion to conpel supplenental responses to
docunent requests, filed July 12, 2004; and

c) opposer’s notion for sanctions for failure to produce
Wi t nesses for depositions, filed July 19, 2004.1
We briefly review the rel evant chronology. On April 16,

2002, Pioneer Kabushi ki Kai sha dba Pi oneer Corporation (Pioneer)

! The delay in acting upon these matters is regretted.
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filed a notice of opposition against application Serial No.
76208230 on the ground that applicant H tachi H gh Technol ogi es
Anmerica, Inc.’s (Htachi) mark SUPERSCAN ELITE, if used on its
audi o and vi deo goods, would so resenbl e Pioneer’s previously
registered mark ELITE (Regi stration No. 1591868) for the sane or
simlar goods as to be likely to cause confusion. The notice of
opposi tion was subsequently anended to add clains that Hi tach
does not have a bona fide intention to use the nmark, and that

Hi tachi’s use of its mark will dilute Pioneer’s fanmous nark.

Hi tachi’s answer denied the salient allegations of the anended
noti ce of opposition.

On May 16, 2003, the Board denied as nobot Pioneer’s original
and renewed notions to conpel supplenental discovery responses,
finding that the discovery responses al ready had been
suppl enented. On January 13, 2004, the Board deni ed as noot
Hitachi’s notion for discovery sanctions agai nst Pioneer for
Pioneer’s failure to produce a witness for deposition, finding
that the parties had cone to an agreenent as to how and when the
deposition woul d be conducted. However, the Board granted
Pi oneer’ s cross-notion to conpel the continued deposition of
Hitachi’s officer Mchael Levans in both his capacity as a Fed.
R Cv. P. 30(b)(6) witness and in his individual capacity, based
on its finding that the original deposition had been adjourned to
enable Htachi to conplete its docunent production. The Board

reset discovery to close on May 30, 2004.
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H TACH * S MOTI ON FOR A PROTECTI VE ORDER TO PREVENT THE TAKI NG OF
ADDI TI ONAL DEPQCSI TI ONS
On April 16, 2004, follow ng Hitachi’s suppl enental
production of docunents on the claimthat Hi tachi has no bona
fide intention to use the SUPERSCAN ELI TE mark, Pioneer indicated
to Htachi by letter that it intended to depose six additional
H tachi enpl oyees, each naned in the docunents produced by
Hi tachi, regarding the claimthat H tachi has no bona fide
intention to use the SUPERSCAN ELI TE mark. Hitachi contends that
t hese additional depositions are duplicative, unnecessary, and
vexatious, and seeks a protective order barring the depositions.
Hi tachi argues that it has responded to four sets of
interrogatories totaling 65 questions, four sets of requests for
docunent production totaling 61 requests, and three sets of
requests for adm ssion totaling 41 requests; and that “hundreds
of boxes” of docunments have been nmade available to Pioneer. In
addition, Hitachi argues that Pioneer issued a subpoena duces
tecumw th eighteen production categories, and deposed two of
Hi tachi’s senior officers: M. Levans, Vice President and Ceneral
Manager of the Electronics Product Division, and M. Snokes,

Executive Vice President and General Counsel. Pur suant to the
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Board’s earlier order, Htachi notes that Pioneer will be allowed
to further depose M. Levans.?

Pi oneer opposes entry of the requested protective order,
contending that all of the additional people were identified in
di scovery docunents produced by Hitachi as “intimately invol ved
in the decisions regarding creation, use, pricing, marketing and
di stribution of [goods under] the subject marks”; that “M.
Levans cannot personally testify to the thought processes,

di scussi ons or conmuni cations” anong the potential deponents; and
that the notices of discovery deposition were appropriately
served on these w tnesses.

Wiile a party may take the discovery deposition of “any
person” under Fed. R Cv. P. 30(a), the Board has the power to
limt or bar a deposition if it determ nes that the discovery
sought is obtainable fromother sources that are nore conveni ent
and | ess burdensone or duplicative. See Fed. R Cv. P. 26; FMR
Corp. v. Alliant Partners, 51 USPQd 1759 (TTAB 1999). Rule

26(c) enphasizes “the conplete control that the court has over

the di scovery process.” Wight & Mller, 8 Fed. Prac. & Proc.

G v.2d 82036 (1990). Because it is inpossible to set out in a

2 The Board will not address Hitachi’s argunent that it is
“frivolous” for Pioneer to maintain the claimthat Hitachi |acked a
bona fide intent to use the mark in the face of Levans' testinony and
t he docunents al ready produced, including those relied upon by Pioneer
in opposing entry of a protective order. See Lane Ltd. v. Jackson
International Trading Co., 33 USPQd 1351, 1355 fn.7 (TTAB 1994);
Commodore Electronics Ltd. v. CBM Kabushi ki Kai sha, 26 USPQ2d 1503,
1507 (TTAB 1993). Pioneer’s pleading of the claimis sufficient, and
its tinme for proving its case has not yet arrived. This order is
limted to the discovery notions |isted above.

4
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rule all the circunstances that may require limtations on

di scovery or the kinds of limtations that nay be needed, the
rules, instead, “permt the broadest scope of discovery and | eave
it to the enlightened discretion of the ...court to deci de what
restrictions may be necessary in a particular case.” Id. In view
of the [imted jurisdiction of the Board in deciding only issues
of registrability, “each party and its attorney has a duty not
only to make a good faith effort to satisfy the discovery needs
of its opponent but also to nake a good faith effort to seek only
such di scovery as is proper and relevant to the specific issues
involved in the case.” See Luehrmann v. Kw k Kopy Corp., 2
UsP@2d 1303, 1305 (TTAB 1987); Sentrol, Inc. v. Sentex Systens,
Inc., 231 USPQ 666, 667 (TTAB 1986).

Trademark Rule 2.120(f) provides that, upon notion by a
party from whom a di scovery deposition is sought, and for good
cause shown, the Board may nmake any order which justice requires
to protect a party from annoyance, enbarrassnment, oppression,
undue burden or expense. Anong the types of discovery orders
that nay be entered, the Board has the discretion to enter a
protective order that a discovery deposition not be had. See
Fed. R Cv. P. 26(c)(1). The party seeking a protective order
bears the burden to show good cause therefor. To establish good
cause, the novant nust submt “a particular and specific

denonstration of fact, as distinguished from stereotyped and
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conclusory statenents.” FMR Corp., supra at 1760 (citation

omtted).

Deposi ti on of Shi gehi ko Kobayash

Hi tachi argues that M. Kobayashi is an executive Vice
President, a nenber of the Board of Directors, and M. Levans’

i mredi ate superior, who reports directly to Hitachi’s president;
that any information regarding H tachi’s adoption and use of
trademar ks woul d reach M. Kobayashi through M. Levans, Vice
Presi dent and General WManager of the Electronics Product
Division; and that, as a high | evel executive, M. Kobayashi
should not be required to attend the noticed deposition.

Pi oneer contends that M. Kobayashi was an “invol ved
participant in the SUPERSCAN or SUPERSCAN ELI TE mark throughout
2003 and 2004” as denonstrated by three enmil messages.® On
March 11, 2003, a Hitachi enployee sent an email to M. Levans
and Yugi Hidaka, with a copy to M. Kobayashi, discussing a
prospective deal to establish the SUPERSCAN or SUPERSCAN ELI TE

brand in partnership with another business. (Pioneer’s

3 The docunentary evidence is largely Hitachi’s internal enmail, and

was marked confidential and submtted under seal. The Board will
exercise discretion in describing the docunents, and refer only to M.
Levans, and the six potential deponents, by nanme and title.

The term SUPERSCAN al one, instead of the mark SUPERSCAN ELITE is
present in many enmmil nmessages. Since the emails were produced by
Hi tachi in response to docunent requests regarding the subject mark
SUPERSCAN ELI TE, and submitted by Pioneer in its opposition to
Hi tachi’s nmotion for a protective order, we find that there is no
di spute as to the rel evance of the emails, and we will presune the
i nternal enmail enployed shorthand references to the full nmark.

6
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Qpposition, Bates No. 11-12). On January 26, 2004, M. Levans
sent an email to M. Hi daka and Masatsugu M su, wth copies to
three people, including M. Kobayashi, with his ideas for a
meeting with a prospective SUPERSCAN buyer. (Pioneer’s
Qpposition, Bates No. 386). On January 28, 2004, M. M su sent
an email to sixteen people, including M. Kobayashi, attaching
“presentation material for our SUPERSCAN proposal.” (Pioneer’s
Opposition, Bates No. 129).

We find that the docunentary evidence relied upon by Pioneer
to denonstrate that M. Kobayashi has know edge of Hitachi’s bona
fide intent to use the mark i s unconvincing, insofar as the three
SUPERSCAN enmails were not witten by M. Kobayashi, were not
directed exclusively to M. Kobayashi, and apparently elicited no
witten response. The evidence supports Hitachi’s position that
M . Kobayashi has no uni que or superior personal know edge of the
facts, and that H tachi has shown good cause for entry of a
protective order. See Folwell v. Hernandez, 210 FRD 169
(MD.N C 2002)(unless a high I evel executive has uni que persona
know edge about the controversy, the court should regulate the
di scovery process to avoi d oppression, inconvenience, and burden
to the corporation and to the executive); FMR Corp. v. Alliant
Partners, supra, at 1762 (“courts have granted a protective order
when a party seeks to initiate its discovery ‘at the top’ before

exhausting |l ess intrusive discovery nethods”).
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Hitachi’s notion for a protective order is granted with

respect to the deposition of M. Kobayashi.

Deposition of M. Hakai

In Htachi’s April 21, 2004 letter responding to Pioneer’s
letter that Pioneer intended to depose six additional Hi tach
enpl oyees, Hitachi infornmed Pioneer that “we have no idea who M.
Hakai is.” In an April 22, 2004 |letter, Pioneer informed Hitach
that “M. Hakai works in the Engi neering Departnent and is al so
mentioned in the docunents that you have produced.” The relevant
docunent is an organi zational chart effective October 1, 2002
whi ch shows the current hol der of, and relationship anong,
ni net een positions of “EPD’ (presunmably the “El ectronics Product
Division”). One box has been darkened and is barely discernible,

but the words “Engi neering Dept.” and “Hakai” appear. (Pioneer’s
Qpposition, Bates No. 032). The chart does not make any
reference to the mark SUPERSCAN ELI TE.

The Board agrees with H tachi that Pioneer’s evidence does
not support its conclusion that M. Hakai has been “intimtely
i nvol ved in the decisions regarding creation, use, pricing,
mar keting and distribution of [goods under] the subject marks ...
" In fact, there is no evidence that M. Hakai has had any
i nvol venent with the SUPERSCAN ELI TE mark, or has any know edge

relevant to Htachi’s bona fide intent to use the mark. Hi t ach

has shown good cause for entry of a protective order, and its
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nmotion for a protective order is granted with respect to the

deposition of M. Hakai.

Depositions of Yuji Hi daka, Dennis Battaglia, Msatsugu M su and
Ant hony Duda

According to the EPD organi zational chart, the remaining
four potential deponents (H daka, Battaglia, Msu, and Duda) are
subordi nates of M. Levans, General Manager of the departnent.

M. Hdaka is listed as Deputy Ceneral Manager, and M. Battaglia
is listed under M. Hi daka as the Manager of the Honme El ectronics
Departnent. Messrs. Msu and Duda are |isted as account nanagers
under M. Battaglia. Hitachi describes the four nen as part of
the sales teamfor Hitachi’s Electronic Product Division, with
all four ultimately reporting to M. Levans.

Pi oneer seeks the depositions of these nen on the basis of
their alleged unique and intinmate know edge of Hitachi’s
mar keting plans for its SUPERSCAN ELI TE mark as shown by 74 pages
of emai|l nessages produced by Hitachi and relied upon by Pioneer
inits assertion that the potential deponents have information
relevant to Pioneer’s claimthat Htachi |acked a bona fide

intent to use the mark in comerce.

Deposition of Dennis Battaglia

Dennis Battaglia was nanmed in nmany of the 74 pages of emil
whi ch di scussed the creation of the SUPERSCAN ELI TE | ogo and the
pricing and marketing of the products to be associated with the

9
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mar k. (Pioneer’s Qpposition, e.g. Bates No. 013, 014, 016, 019,
021, 022, 032, 105, 117, 122). Pioneer relies on the preval ence
of M. Battaglia’s nane in the emai|l nessages to argue that he
has know edge of facts relevant to Pioneeer’s claimthat H tach
| acked a bona fide intent to use the nmark.

Hi tachi points out that Dennis Battaglia neither initiated
nor responded to any of the email nessages. |ndeed, the
docunent ary evi dence denonstrates that M. Battaglia was never
the sole recipient of an email nessage, and in only a few
i nstances was M. Battaglia one of several recipients (Pioneer’s
Qpposition, e.g. Bates No. 16, 122, 129, 251). In all other
cases, M. Battaglia was nerely one in a group, generally
nunbering four to sixteen people, “copied” on emails to others.
In these circunstances, we see no evidence that M. Battaglia has
uni que know edge on the issue of whether Hitachi had the
requi site bona fide intent to use the SUPERSCAN ELI TE mark, or
i ndeed any know edge, and we find that H tachi has shown good
cause for entry of a protective order. Hitachi’s notion for a
protective order is granted with respect to the deposition of

Denni s Battagli a.

Depositions of Yuji Hi daka, Masatsugu M su and Ant hony Duda

In contrast to Dennis Battaglia, the remaining nmen not only

were “kept in the | oop” regardi ng SUPERSCAN ELI TE devel opnents,

10
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but took an active role in generating information for others
regardi ng the use of the SUPERSCAN ELI TE mark.

The docunents relied upon by Pioneer in seeking M. H daka's
deposition indicate that M. H daka authored emails on the sales
negotiations for plasma TV products (Pioneer’s Opposition, Bates
No. 019-020); the devel opnent chart for the SUPERSCAN plasma TV
(Pioneer’s Qpposition, Bates No. 105-106); the nodel nunber to be
used on the SUPERSCAN products (Pioneer’s Qpposition, Bates No.
117, 121); a SUPERSCAN i nport issue (Pioneer’s Qpposition, Bates
No. 127); and packagi ng and shi ppi ng instructions for SUPERSCAN
products (Pioneer’s Opposition, Bates No. 198-200, 207-209, 402-
405) .

The docunents relied upon by Pioneer in seeking Masatsugu
M su' s deposition indicate that M. Msu forwarded information on
t he di nensi ons of the SUPERSCAN products (Pioneer’s Qpposition,
Bates No. 122); SUPERSCAN presentation material (Pioneer’s
Opposition, Bates No. 129); SUPERSCAN price quotations (Pioneer’s
Opposition, Bates No. 196, 248-249, 270-271); the arrangenents
for a sales neeting (Pioneer’s Qpposition, Bates No. 202); and
i nformati on on how SUPERSCAN products woul d be shi pped (Pioneer’s
Qpposition, Bates No. 203-204, 429-430).

The docunents relied upon by Pioneer in seeking Anthony
Duda’ s deposition indicate that M. Duda devel oped a chart on
SUPERSCAN prices (Pioneer’s Qpposition, Bates No. 021); forwarded

SUPERSCAN ELI TE product information (Pioneer’s Opposition, Bates

11
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No. 022); forwarded SUPERSCAN carton box designs (Pioneer’s
Opposition, Bates No. 402); and forwarded information on the
SUPERSCAN | ogo (Pioneer’s Opposition, Bates No. 422, 443-454).

As Hitachi notes, M. Levans was |listed on each email sent
or received by these three nen. However, Hi tachi’s argunent that
harassnment could be the only notive for their depositions is not
well taken. Pioneer is entitled to obtain discovery testinony
Wth respect to subject matter which is discoverabl e under Fed.

R Cv. P. 26(b)(1). Wile the testinony of Messrs. Hi daka, M su
and Duda may overlap with M. Levan’s testinony on many, if not
all, points, Htachi has not shown that their testinony would be
entirely duplicative and would not lead to relevant information
based on their independent experiences. Hitachi thus has failed
to show good cause for entry of a protective order with respect
to the depositions of Yuji H daka, Masatsugu M su and Ant hony
Duda.

In sum Hitachi’s notion for a protective order is granted
Wth respect to Messrs. Kobayashi, Hakai and Battaglia, and it is
denied with respect to Messrs. H daka, M su and Duda.

Accordingly, Pioneer is allowed until thirty days fromthe
mai ling date of this order to schedul e and conduct the
depositions of Yuji Hi daka, Masatsugu M su, and Ant hony Duda, as
follows: These three depositions are limted to no |onger than
three hours per deponent, are limted to the subject of Htachi’s

bona fide intent to use the mark SUPERSCAN ELI TE on t he goods

12
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listed in the application, and, unless the parties consent to a
di fferent schedule, the wtnesses are not avail able, or other

ci rcunst ances arise which make such scheduling unduly difficult,
the depositions are to be conducted consecutively over the course

of one and one hal f days.*

Pl ONEER S MOTI ON FOR JUDGVENT AS A SANCTI ON

As not ed above, Pioneer served the notices of deposition on
April 19, 2004, and Hitachi filed its notion for a protective
order on April 26, 2004. The Board had neither suspended
proceedi ngs nor decided H tachi’s notion by the schedul ed

deposition dates of May 11-13, 2004.° Pioneer was inforned by

4 The parties may extend the date for these three depositions on

consent, but if the parties fail to agree to a later date, the Board
will adhere to the tinetable set by this order, nanely, that the
depositions nust be taken within thirty days of the mailing date of
this order. Both parties are expected to cooperate in the tinely
t aki ng of these di scovery depositions.
The Board notes that much tinme and effort by the parties and the
Board m ght have been conserved if either party had requested a
t el ephone conference on Htachi’'s notion for a protective order. The
Board’ s announcenent of the permanent expansion of tel ephone
conferencing notes that notions to conpel attendance of a witness at a
di scovery deposition and notions to quash a notice of deposition are
especially suitable for disposition on an expedited basis. See the
June 20, 2000 O ficial Gazette notice titled Pernmanent Expansi on of
Tel ephone Conferencing on Interlocutory Matters in Inter Partes Cases
Before the Trademark Trial and Appeal Board. The notice also is
posted on the USPTO s hone page, at
http://ww. uspt 0. gov/ web/ of fi ces/ com sol / og/ 2000/ week25/ pattel e. ht m
While the Board may initiate such tel ephone conferences, the
pronmpt review of the necessary papers nay be del ayed, as it was here,
when nmultiple notions continue to be filed. By the tinme the Board
i ssued its suspension order three nonths after Hitachi's notion for a
protective order was filed, attendance at the schedul ed depositions
was a noot point, and the nunber and subject nmatter of the notions
subsequently filed made a tel ephone conference much | ess appropri ate.

13
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Hitachi that the six Htachi w tnesses would not appear for the
noti ced depositions. The six witnesses did not appear.

On July 12, 2004, Hitachi filed a notion to conpe
suppl enental responses to docunent requests. On July 19, 2004,
Pioneer filed a notion for sanctions pursuant to Tradenmark Rul e
2.120(g)(2), seeking entry of judgnent for Htachi’s failure to
produce requested di scovery in the formof the w tnesses for
depositions. On July 26, 2004, the Board suspended proceedi ngs
retroactive to the July 12, 2004 filing date of H tachi’s notion
to conpel.

| nsof ar as proceedi ngs were suspended, Hitachi did not file
a response to Pioneer’s notion for judgment as a sanction.® In
view of the |ong pendency of these notions, and because, on its
face, Pioneer's notion for sanctions is not well-taken, we wll
not further delay this proceeding by resetting Hitachi’s tinme to
submt a response. The Board will now determ ne Pioneer’s notion

for judgnent as a sanction.

6 On August 13, 2004, Hitachi filed a nmotion to seek clarification
of the Board's suspension order. Specifically, in view of the close
timng of the filing of the various discovery notions and i ssuance of
the Board's order, Hitachi sought to clarify whether Pioneer’s npotion
for sanctions would be decided with Htachi’s notion to conpel, making
H tachi’'s response due imediately, or if action on Pioneer’s notion
was suspended, and Hitachi’'s time for response woul d be reset when
proceedi ngs resunmed. Pioneer opposed the notion for clarification,
arguing that Pioneer’s notion for sanctions had been received by

Hi tachi prior to issuance of the Board' s suspension order, and that

Hi tachi had failed to file a tinmely response. Hitachi’'s notion is
deni ed as nobot for the reasons explained |ater herein.

14
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At the outset, the Board notes that |arge sections of
Pioneer’s notion for sanctions are, in effect, a sur-reply brief
to Hitachi’s nmotion for a protective order.’ See Pioneer’s
Motion for Sanctions, p. 4-9, 16-22. Trademark Rule 2.127(e)(1)
prohibits the filing of sur-reply briefs. Accordingly, Pioneer’s
argunents in its notion for sanctions regarding the nerits of
Hitachi’s notion for a protective order or the points nade in
Hitachi’s reply brief have been given no consideration.

Wth respect to Pioneer’s argunents regardi ng whet her
Hitachi’s failure to produce its witnesses for noticed
depositions warrants sanctions under Trademark Rule 2.120(9)(2),
we note that, prior to the schedul ed deposition dates, Hitach
filed a notion (decided herein) for a protective order to prevent
the taking of the depositions. Plainly, the appearance by
Hi tachi’ s enpl oyees at the depositions would noot Hi tachi’s
motion for a protective order barring the depositions.® In these

ci rcunst ances, we do not consider Hi tachi’s non-appearance at

! The Board al so notes that there is no reason to file conplete

coples of exhibits which were submtted previously.

Mor eover, insofar as the Board does not award attorneys' fees or
other costs, a belated grant of Hitachi’s notion for a protective
order could not serve to nmake Hitachi whole for six depositions which
woul d have already taken place. See generally Trademark Rul es
2.120(f); 2.120(g)(1); and 2.127(f); TBMP 8502.05 (2nd. ed. rev.
2004) .

15
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depositions to be sanctionabl e conduct, and we deny Pioneer’s

motion for sanctions in the formof judgnent.®

H TACHI * S MOTI ON TO COVPEL PRODUCTI ON OF SURVEY DOCUMENTS

Hi tachi noves to conpel supplenental responses to the

di scovery requests |isted below, part of Hitachi’s first request
for production of docunents, served February 11, 2003, or in the
alternative, to allow Htachi alimted tinme to serve a subpoena
on Robert Klein, the non-party expert witness in possession of
the requested docunents. Pioneer opposes the notion on the
ground that it cannot provide what it does not possess; that
Hi tachi’ s docunent request is not applicable to docunents held by
a non-party witness; and that insofar as discovery has closed,
Hi tachi has foregone its opportunity to subpoena the requested
docunent s.

Docunent Request No. 32

Al'l docunments referring or relating to any

survey or study Qpposer has conducted or has

caused to be conducted regardi ng recognition

of or reaction to Opposer’s mark or

Applicant’s Mark, or any confusion anong the
mar ks.

9 We are not persuaded that the circunstances here are anal ogous to

the federal court case cited by Pioneer, Pioche Mnes Consolidated,
Inc., et. al. v. Dolman, 333 F.2d 257, 268-269, 8 Fed. R Serv. 2d 37
(9th Gr. 1964), cert. denied, 380 U S. 956, 85 S. Ct. 1082, 13 L. Ed.
2d 972 (1965), for the proposition that, even if a notion for a
protective order is pending, a party is subject to judgnent as a
sanction for failure to appear at a deposition.

We note that, in the other federal court case cited by Pioneer in
support of sanctions, FAA v. Landy, 705 F.2d 624 (2d Cr. 1983), there
was no notion for judgnment as a sanction, but an issue as to the
adm ssibility of a deposition

16
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Docunent Request No. 362

Al'l docunments and things reviewed, exchanged

wth, sent to, or relied upon by any expert

retai ned by Qpposer in relation to this

opposi tion proceedi ng.

Docunent Request No. 37

Al'l documents and things to be utilized by

any expert witness in any testinony connected

with this opposition proceeding.

On April 28, 2004, Pioneer notified Htachi by letter that

Pi oneer intended to use the testinony of Robert Klein, a survey
expert, and forwarded his curriculumvitae. On April 30, 2004,
Hitachi notified Pioneer that Hitachi w shed to depose M. Klein
but that, before his deposition could be schedul ed, Pioneer would
need to provide supplenental responses to the above docunent
requests. On the sane day, Pioneer served Hitachi with its
second suppl enental responses to the docunent requests. To each
of the requests |isted above, Pioneer nade the sane response:

Respondi ng party wll produce docunents

responsive to this category at a nutually

convenient tinme and | ocation.

On May 5, 2004, Pioneer provided Htachi with copies of

M. Klein s report and various exhibits.

10 In federal court, parties are required to disclose the identity
of potential expert wi tnesses, acconpanied by a witten expert report
containing "a conplete statement of all opinions to be expressed and
the basis and reasons therefor” and "the data or other infornmation
considered by the witness in formng the opinions.” See Fed. R Civ.
P. 26. The Board has declined to adopt the mandatory disclosure
requi renments of the federal rules. See Trademark Rule 2.120(a)("“The
provi sions of the Federal Rules of Civil Procedure relating to
automati c di scl osure, scheduling conferences, conferences to di scuss
settlement and to devel op a discovery plan, and transmi ssion to the
court of a witten report outlining the discovery plan, are not
appl i cabl e to Board proceedings.”).

17
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On May 20, 2004, Hitachi deposed M. Klein. During his
deposition, M. Klein referred to docunents generated in the
course of conducting the survey. On May 28, 2004, Hitach
informed Pioneer by letter that Hitachi would present a report by
survey expert George Mantis rebutting M. Klein' s testinony and
requested that Pioneer “inmmediately produce copies of al
docunents in the custody or control of M. Klein or his firm
relating to the survey he perforned, including, but not limted
to the data printouts, the conpleted questionnaires and
screeners, and the validation docunents and tally sheets.” On
June 14, 2004, Hitachi sent a second letter to Pioneer repeating
the request for supplenental docunents.

On July 12, 2004, Hitachi filed the instant notion to

conpel . 1!

On July 27, 2004, Pioneer filed its opposition
thereto, including counsel’s declaration that, with one
exception,® “At no time have | ever had possession, custody or
control of the docunents referred to by M. Klein in his
deposition.”

Fed. R Cv. P. 34(a) provides that a party may request

docunents and things “which are in the possession, custody or

control of the party upon whomthe request is served.” Contro

11 The Board notes that Hitachi’s notion to conpel denobnstrates

Hitachi’'s good faith effort to resolve the discovery dispute and

i ncludes the required copies of the rel evant docunent requests and
responses pursuant to Trademark Rule 2.120(e)(1).

12 The decl arati on of Pioneer’s counsel, M. Skousen, notes that a
data printout sheet was provided to himby M. Klein the day before
M. Klein s deposition was taken, but it was returned to M. Klein.
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Wth respect to the production of docunents is defined as "not
only as possession, but as the legal right to obtain the
docunents requested upon demand.” Cochran Consulting, Inc. V.
Unvat ec USA, Inc., 102 F.3d 1224, 1229-1230, 41 USPQ2d 1161, 1166
(Fed. GCir. 1996), quoting Searock v. Stripling, 736 F.2d 650, 653
(11th Gr. 1984).%¥ |f documents are available froma party, it
has been thought preferable to have them obtai ned pursuant to
Rul e 34 rather than subpoenaing themfroma nonparty w tness.

Wight & Mller, 8A Fed. Prac. & Proc. Civ.2d 82204 (1990). See

Haworth Inc. v. Herman MIller Inc., 998 F.2d 975, 978, 27 USPQd
1469, 1472 (Fed. Cr. 1993)(“court could properly require [party]
to seek discovery fromits party opponent before burdening the

nonparty”) .

Follow ng a “highly fact-specific” inquiry into
the circunstances, parties have been found to have a | egal right

to obtain requested docunents that have been turned over to the

13 Lack of control may be considered an objection to the discovery

request and, |ike any such objection, it may be waived. Wight &
MIller, 8A Fed. Prac. & Proc. Civ.2d 82210 (1994, updated by 2005
Pocket Part); Henderson v. Zurn Indus., Inc., 131 FRD 560, 564 (D

I nd. 1990).

14 The cases cited by the parties are largely inapposite. The Board
will not discuss the cases which construe Fed. R Civ. P. 26 mandatory
di scl osure requirenents not applicable to Board proceedi ngs, for
exanple, B.C.F. G| Refining, Inc. v. Consolidated Edison Co. of N.Y.
Inc., 171 FRD 57 (S.D.N. Y. 1997); Miushroom Associ ates v. Monterey
Mushrooms, Inc., 25 USPQ 1304 (N.D. Cal. 1992); In re Air Crash

Di saster at Stapleton Int'l Airport, 720 F. Supp. 1442 (D. Co. 1988);
and Quadrini v. Sikorsky Aircraft Division, United Aircraft Corp., 74
FRD 594 (D. Conn. 1977). Sinmlarly, the Board will not discuss those
cases in which the responding party objected to production of
docunments on the basis of work product privilege, a privilege which
has not been asserted here. See Hager v. Bluefield Regional Medical
Center, Inc., 170 FRD 70 (D. D.C. 1997); and Vaughan Furniture Co.

Inc. v. Featureline Mg., Inc., 156 FRD 123 (M D.N.C. 1994).
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party’s attorney, its insurer, a related conpany, or a forner

enpl oyee who receives conpensation. Wight & MIler, 8A Fed.

Prac. & Proc. G v2d 82210 (1990). See Alper v. U S A, 190 FRD

281, 283 (D. Mass 2000)(“Gven the fact that Dr. Becker is

Def endant’ s expert, the docunents which Plaintiff seeks from him
may be considered to be within Defendant’s control.”); In re

Fol ding Carton Antitrust Litigation, 76 FRD 420, 423 (N.D. 111.
1977) (“Wiile the right to wthhold paynent does not ipso facto
mean defendants will be able to procure the docunents, it is
clearly an indicia of control. At the very |east, defendants
should make an inquiry ...This is especially true where, as here,
def endants do not assert that the [non-parties] are unwilling or
unabl e to cooperate.”).

Here, we find that Hitachi acted reasonably in assum ng that
docunents related to the survey Pioneer comm ssioned would be in
Pi oneer’ s possession or control, and that Pioneer acted
unreasonably in failing to informH tachi that they were not,

t hereby depriving Htachi of the opportunity to tinely seek a
subpoena and obtain the docunents by other neans. A party nmay
not mslead its adversary by stating that it wll produce
docunents, and then fail to do so and claimthat the docunents
are not within its possession or control. “[I]t should be enough
for the party to respond by saying that a particular docunent is
not in existence or that it is not in the responding party's

possessi on, custody, or control.” Wight & MIller, 8A Fed. Prac.
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& Proc. Gv.2d 82213 (1990) citing RCA Mg. Co. v. Decca Records,

Inc., 1 FRD 433, 436 (WD.N. Y. 1940)(“If the docunents and things
sought to be produced are not in [the party’s] custody or under
their control, a statenent to that effect is sufficient to excuse
it fromconpliance with an order for their production, but if
[the party] know s] where and under whose control they presently
are then [the party] shall so state in detail.”); Rayman v.
Anmerican Charter Federal Sav. & Loan Ass'n, 148 FRD 647, 651 (D
Neb. 1993)(“If all such docunents have been produced, defendant
shoul d clearly indicate that fact under oath.”). See also
Petrol eum I ns. Agency v. Hartford Acc. & Indem Co., 106 FRD 59,
66 (D. Mass. 1985).

Hitachi’s notion to conpel is granted. To the extent that
the requested suppl enental docunents are under Pioneer’s control
as the party conmm ssioning the survey, Pioneer is ordered to
serve Hitachi with copies of any docunents responsive to Docunent
Request Nos. 32, 36 and 37, including the docunents described in
M. Klein s deposition, within 30 days of the mailing date of
this order.

I f Pioneer is unable to conply for |ack of possession or
control of the responsive docunents, Pioneer nust file a
declaration with the Board within thirty days of the mailing date
of this order so stating, with a full explanation of its request
to M. Klein for copies of the responsive docunents, and the

rational e provided by M. Klein for any refusal to provide such
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copies. On receipt of such a declaration, the Board will suspend
proceedings to allow Hitachi tine to obtain the requested
suppl enental docunents by subpoena.

Di scovery closed in this case on May 30, 2004. The Board
W Il reopen discovery for the limted purpose of allow ng both
parties to conplete followup discovery regarding the three
di scovery depositions of Hi tachi enpl oyees ordered herein and the
production of survey docunents by Pioneer also ordered herein.

In addition, each party is hereby ordered to respond to any
out st andi ng di scovery requests within thirty days of the mailing
date of this order.

Di scovery and trial dates are reset as foll ows:

Dl SCOVERY to cl ose June 15, 2005

30-day testinony period for party
in position of plaintiff to close: Sept enber 13, 2005

30-day testinony period for party
in position of defendant to cl ose: Novenber 12, 2005

15-day rebuttal testinony period
to cl ose: Decenber 27, 2005
In each instance, a copy of the transcript of testinony
together with copies of docunentary exhibits, nmust be served on
the adverse party within thirty days after conpletion of the
taking of testinony. Trademark Rule 2.1 25.
Briefs shall be filed in accordance with Trademark Rul e
2.128(a) and (b). An oral hearing will be set only upon request

filed as provided by Trademark Rule 2.1 29.
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