IN THE UNITED STATES PATENT AND TRADEMARK OFFICE
BEFORE THE TRADEMARK TRIAL AND APPEAL BOARD

PIONEER KABUSHIKI KAISHA d/b/a
PIONEER CORPORATION,
Opposition No. 125,458
Opposer,
Mark: SUPERSCAN ELITE
V. Serial No.: 76/208,230

Published: March 19, 2002
HITACHI HIGH TECHNOLOGIES AMERICA,

INC., by change of name from
NISSEI SANGYC AMERICA, LTD.,

Applicant.
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REPLY OF APPLICANT RELATING
TO ITS REQUEST FOR CLARIFICATION

The Board’s Order of July 26, 2004 is not as clear as Opposer portrays it to be. It is correct
that in the first paragraph the Order refers to the pending “motions” to compel. However, it is
equally true that the Board’s Order: 1) specifically states that the suspension period is retroactive to
July 12, a week prior to the date of Opposer’s Motion for Sanctions or to Compel; 2) specifically
cites Rule 2.120 (e)(2), which states that no party should file any paper which is not germane to the
motion; and 3) specifically states in the final paragraph of the Order “the motion to compel”
(singular) will be decided in due course.

In light of the effective date of the suspension period, there is a bona fide issue as to whether
Opposer was entitled to file its Motion for Sanctions or to Compel at all. That, together with the
language of the final paragraph, leaves the situation unclear as to whether Applicant should or could

properly file a response to Opposer’s Motions. That is why Applicant has requested clarification.
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Applicant stands ready to file a Response to Opposer’s Motion for Sanctions or to Compel on short

notice as soon as the Board clarifies that the time for the Response is appropriate.

Respectfully submitted,

DAVIS, MANNIX & McGRATH
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William T. McGrath

Evan D. Brown

DAVIS, MANNIX & McGRATH
125 S. Wacker Dr., Suite 1700
Chicago, IL 60606

Telephone: (312) 332-3033
Facsimile: (312) 332-6376




CERTIFICATE OF SERVICE

This is to certify that on the (3 . day of September, 2004, a copy of the foregoing
REPLY OF APPLICANT RELATING TO ITS REQUEST FOR CLARIFICATION was
served on counsel for Opposer via facsimile and U.S. mail at the following address:

Robert James Skousen
Skousen & Skousen, P.C.
12400 Wilshire Boulevard
Suite 900

Los Angeles, CA 90025-1060

Jan-H Gonan,

One of the Attorneys For Applicant




CERTIFICATE OF MAILING

I hereby certify that the foregoing REPLY OF APPLICANT RELATING TO ITS
REQUEST FOR CLARIFICATION is being deposited with the United States Postal
Service, first class postage prepaid, in an envelope addressed to the Commissioner for
Trademarks, 2900 Crystal Drive, Arlington, Virginia 22202, BOX TTAB, on September

Evan D.\B/rown




