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OPPOSER’S REPLY BRIEF IN SUPPORT OF

MOTION TO AMEND THE NOTICE OF OPPOSITION

I.

PRELIMINARY STATEMENT

Opposer Pioneer Kabushiki Kaisha dba Pioneér Corporation

(“Pioneer”) respectfully requests that the Tradémark Trial and
‘

Appeal Board (“the Board”) accept and consider %his reply brief to
Opposer’s motion to amend the notice of opposigion. Bpplicant
Hitachi High Technologies America, Inc.’s (“Ap]g:];licant”)1 response
brief fails to identify any prejudice it would lincur if this
motion to amend is granted. Moreover, Applicaﬁt’s reliance on an
argument that Pioneer unduly delayed in bringiﬁg this motion is
disingenuous because the bulk of any delays in;this matter have
been at the hands of the Applicant. Specificaﬁly, Pioneer has
learned recently through the depositions of Ap%licant and Hitachi
America, Ltd. that not only has Applicant abaqdoned the 1995
SUPERSCAN ELITE mark, but that its proposed u#e of the 2001
SUPERSCAN ELITE would also dilute Pioneer’s f%mous ELITE mark,
thus giving rise to this motion. f

Dpplicant’s argument that Pioneer’s amen&ment is subject to a
trial-like pleading standard is without merit;because the cases
Applicant cites do not support that argument_; Finally, Pioneer is
only required to make a short and plain stateﬁent of the grounds
for relief. Pioneer has satisfied this requqrement and the motion
should, therefore, be granted. ;
/

|
1 !
Hitachi High Technologies America, Inc. is the Applicant in

this matter by merger with Nissei Sangyo America, Ltd. in
April 2002.

I
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ARGUMENT

A. THE BOARD SHOULD CONSIDER THIS REPLY BRIEF BECAUSE THE REPLY

BRIEF RESPONDS TO NEW ISSUES RAISED IN THE OPPOSITION AND NEW

FACTS UNEARTHED IN DISCOVERY

Applicant’s brief argues that Pioneer waitéd too long to
bring this motion to amend the notice of opposi&ion. Applicant’s
argument neither addresses nor takes into accodnt its own
responsibility with respect to the amount of t#me that has passed
between the filing of the notice of oppositionfand the filing of
the motion to amend the pleading. For these r%asons, Pioneer
submits this reply brief for consideration by %he Board.

Reply briefs ére permitted under the Trad%mark Rules of

Practice. TBMP § 502.03. The Board may, in iks discretion,

entertain a reply brief if the Board finds thﬂt such a brief is
warranted under the circumstances of a partic%lar case. For
example, the Board may entertain a reply 1if, ﬁn the Board’s
opinion, such a brief is necessary to permit #he moving party to
respond to new issues raised in, or new materials submitted with,
an adversary’s brief in opposition to the motﬁon. See Zirco Corp.
v. American Tel. & Tel. Co. 21 U.S.P.Q.2d 1542 (T.T.A.B. 1991)
(reply brief allowed by Board on motion to digmiss where
opposition alleged new constructive use arguﬂent); DataNational
Corp. v. BellSouth Corp., 18 U.S.P.Q.2d 1862 [(T.T.A.B. 1991)
(reply brief considered by Board in summary judgment motion) .
Since the filing of Pioneer’s motion tofamend the notice of

opposition, as set forth below, there have béen very recent

developments in discovery. Thus, based on these new developments,|
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the Board is urged to consider Opposer’s reply brief because it
responds to the allegations made in Applicant’s opposition to
Pioneer’s motion to amend.

B. ANY DELAY IN BRINGING THE MOTION TO AMEND WAS CREATED BY

APPLICANT’S FAILURE OR REFUSAL TO PROVIDE yEANINGFUL

RESPONSES TO DISCOVERY PROPQUNDED BY PIONE#R
f
Applicant’s brief argues that Pioneer waited too long to

|
bring this motion to amend the notice of opposition. In point of

;
fact, any delay in bring this motion was caused by Applicant.
Pioneer originally served written discovery oanugust 7, 2002.
Many of the discovery questions and productiongdemands requested
information about Applicant’s prospective use $f the Superscan
Elite mark including their plans, intentions, %r desires to use
the mark in the future on certain products or ?roduct lines.

Most of Applicant’s discovery responses féiled to provide any
substance and failed to meaningfully respond tb the questions
posed. In fact, these responses did not havejany information,
documents, or facts evidencing that Applicantfhad done anything to

I
prepare for use of the Superscan Elite mark oﬁ the products listed
in the application. Pioneer responded by filing a motion to
compel, which was ruled upon on May 16, 2003, and received by the
undersigned on May 22, 2003. Furthermore, the filing of a motion

to compel tolls the discovery period.? Indeeﬂ, on March 11, 2003,

the Board suspended the proceedings. Moreove#, Applicant itself

sought and has been granted two extensions bw‘the Board. The

first extension extended the discovery period 60 days, from

|

2Under the Board’s rules, “[wlhen a party files a motion for
an order to compel discovery, the case will be suspended by
the [Board].” 37 C.F.R. § 2.120(e) (2).
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November 16, 2002 to January 15, 2003. The second extension
extended the discovery period an additional 60 days, from January
16, 2003 to March 15, 2003. Most recently, Applicant has sought
an additional discovery extension from March 16; 2003 to April 15,
2003. Finally, the Board itself extended discoyery to June 6,
2003. Skousen Decl. Exh. A.

On January 20, 2003, Applicant revealed fo& the first time
that it now had approximately 400 boxes of doc@ments. On March 4
through 5, 2003, Pioneer completed a provisionﬂl review of the
these documents, and learned from that review qhat there were more
than 660 boxes. Skousen Decl. 9 6. Most of tﬁese documents had

r‘
been sitting in this warehouse since January 3, 2001, yet

Applicant stated that there were no documents.f Because of the
volume of these documents, comprehensive revie# of these documents
has not yet been completed. Moreover, review pf these documents
will likely require several months. Skousen decl. 9 7-8.

On January 31, 2003, Pioneer took the deﬂosition of Hitachi
America, Ltd. (“HAL”), Applicant’s domestic p%rent corporation.
Pioneer took HAL’s deposition because Applica%t stated in
opposition to Pioneer’s motion to compel thatfall documents,
personnel, and materials with respect to use %f the 1995 SUPERSCAN
ELITE mark had been transferred by Applicant to HAL. During that
deposition, Pioneer obtained additional infor@ation about HHTA's

and HAL’s past uses of the Superscan Elite mgrk. This deposition

also revealed for the first time that despité having received the

computer monitor business from Applicant, HAL had no intention of

using the SUPERSCAN ELITE mark, and in fact, jallowed Applicant to

retain ownership of the SUPERSCAN marks. Skousen Decl. T 13.
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[ THIS SECTION FILED UNDER SEAL PURSUANT TO STIPULATED

PROTECTIVE ORDER DATED JANUARY 31, 2003

Throughout the month of February 2003, Pibneer sought a

stipulation regarding this motion to amend. Pioneer’s counsel

even offered and eventually agreed to extend the discovery

r
deadline to accommodate for any additional di§covery Applicant
|

felt was necessary. Nevertheless, Applicant Would not agree to a
stipulation. ‘

On March 6, 2003, while this motion has‘ﬁeen pending,
Pioneer’s counsel took the deposition of Mike;Levans, an employee
of Applicant, pursuant to Federal Rule 30(b)(5). During that
deposition, Pioneer was able to confirm [ ‘

THIS SECTION FILED UNDER SEAL PURSUANT TO STIPULATED

PROTECTIVE ORDER DATED JANUARY 31, 2003 f
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Skousen Decl. Ex. B. /

Pioneer’s discovery of this information C&nfirms that
|

Applicant’s possible use of this mark would taﬁnish Pioneer’s

|
|

|
Applicant’s opposition claims that the or?ginal notice of
|

ELITE mark.

opposition was filed in April of 2002 and that| based on this date,
too much time has elapsed for a motion to ameng to be granted.
This argument, however, does not take into acdount Applicant’s
delay tactics throughout the latter half of 2d02 in failing and
refusing to respond to Pioneer’s discovery. ﬁn simplest terms,
Applicant failed to meaningfully respond to w%itten discovery,
failed to appear at its deposition in Novembe# of 2002, and caused
the postponement of the third-party depositiob of Hitachi America,
Ltd. in December 2002. It would be inequitabﬁe for Applicant to

now benefit from its consistent delays by arghing that Pioneer
|
It is obvious from the existence of 660 boxes of documents, a

waited too long to bring this motion.

motion to compel that was only recently deciﬂed, a pending

application for a stipulated protective order, and uncompleted

depositions that discovery in this matter is far from complete.

!

I
1
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Moreover, it would seem that an additional 60 to 90 day period of
discovery may be required bto be prepared to begin the testimony
period.

The cases make clear that amendment is to be liberally

granted. The Board routinely grants such requeéts during the

discovery period. Absent a showing of prejudic%, a motion to
|

amend should be granted. It is difficult to see how Applicant

!

suffers any prejudice, and any prejudice that ﬂs suffered is self-

inflicted because of Applicant’s erroneous disdovery responses.

Accordingly, this motion should be granted. r

C. APPLICANT’S BRIEF FAILS TO OVERCOME THE WéLL SETTLED RULE

THAT LEAVE TO FILE AN AMENDED NOTICE OF O%POSITION SHALL BE
f

FREELY GIVEN

!
|

Rule 2.107 of the Trademark Rules of Pracﬁice and Rule 15 (a)
of the Federal Rules of Civil Procedure clearlp state that leave
shall be freely given when justice so require@? The Board has
long recognized that “amendments to pleadings{should be allowed
with great liberality at any stage of the pro%eeding where
necessary to bring about a furtherance of jus&ice unless it is
shown that entry of the amendment would Viola#e settled law or be
prejudicial to the rights of any opposing par#ies." American
Optical Corp. v. American Olean Tile Co., 168 U.S.P.Q. 471, 473
(T.T.A.B 1971) (granting motion to amend afte# commencement of
testimony period) (emphasis added). f

Moreover, it has long been the policy dﬁ the Board that an

Opposer “ought to be afforded an opportunityfto test his claims on

the merits.” Commodore Electr., Ltd. v. CBM}Kabushiki Kaisha, 26

U.S.P.0.2d 1503, 1505 (T.T.A.B. 1993) (granting motion to amend
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based on new allegation of lack of bona fide intention under §
1(b)). In light of these policies, the Board liberally grants
leave to amend pleadings at any stage of a proceeding when justice

so requires, unless entry of the proposed amendment would violate

settled law or be prejudicial to the rights of the adverse party
[

|

Applicant relies heavily on Toro Co. V. TﬁroHead, Inc., 61

or parties. See TBMP § 507.02.

U.S.P.Q.2d 1164, 1172 (T.T.A.B. 2001) (motion Qb amend notice of

|
opposition granted even after Opposer’s testimqny period had

commenced on March 3, 2000 and motion to amendfwas not filed until
March 27, 2000). Nevertheless, the holding in]Toro supports

Pioneer’s right to amend its opposition becaus$ the Board granted
the motion to amend the notice of opposition e%en though Opposer’s

|
testimony period had been nearly completed. Id.
|
Here, the discovery period is currently stpended pending the

determination by the Board of Pioneer’s motiow to compel. 1In
addition, the Board has extended the discover% cut-off to June 6,

2003. Pioneer is willing to extend discovery)beyond this date.

Such an extension would give Applicant ample ¢pportunity to
commence additional discovery for the purpose|of addressing the

additional amendments to the opposition. Moréover, Applicant’s
ﬁ
response brief fails to identify any prejudice it would incur as a

|

result of this amendment. Absent a showing ﬂf prejudice, the

Board is bound by the Trademark Rules of Pragtice and the Federal
Rules of Civil Procedure to grant the motionJ American Optical

Corp., 168 U.S.P.Q. at 473 (granting motion ﬁo amend after

commencement of testimony period). !
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D. APPLICANT’S ARGUMENT THAT THE AMENDED NOTICE OF OPPOSITION

FAILS TO STATE A DILUTION CLAIM ARE WITHOUT MERIT AND ARE NOT

SUPPORTED BY TTAB CASE LAW

Applicant argues that Pioneer’s dilution claim is futile
because the claim has not been pleaded sufficiently. In support
of this argument, Applicant principally relies upon Toro Co. V.
Torohead, Inc., 61 U.S.P.Q.2d 1164 (T.T.A.B. 2001) to establish
the elements Pioneer must prove to prevail on iks claim for
dilution. Applicant’s reliance on the Toro ca%e is misplaced.

In Toro, the Board deferred a decision on;the motion to amend
until final hearing and until after all briefi%g in the case had

been completed. Id. at 1172. The Board thenfgranted the motion

to amend and stated: ,

Applicant...has responded to the dilution £laim on the
merits in its brief, and it has not raised any claim
of prejudice by the dilution ground. %e are also
unaware of any prejudice to applicant or any other
reason not to grant the motion to amend the notice of
opposition. Inasmuch as this opposition was also
tried as if the dilution claim was present, the fact
also supports granting opposer’s motion.;

|
Id.

I
I

The Toro opinion does not discuss pleadiﬁg requirements for
pleading a claim of dilution as Applicant’s papers imply. Rather,
the extended discussion in Toro addressed thejarguments raised in
the parties’ trial briefs and not a discussi&n of pleading
requirements for dilution. The Board specifﬂcally stated that the
applicant sought to challenge the dilution ciaim on the merits.
Id. Thus, the Toro case does not support Ap&licant’s view that
Pioneer did not adequately plead its claim f%r dilution.

Applicant’s brief attempts to impose a trial-~like standard upon
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® ®

Pioneer’s opposition where no such standard is embraced by the
Trademark Rules of Practice or the Federal Rules of Civil
Procedure. A notice of opposition is sufficient when it includes
a short, plain statement of the reasons why opposer believes it
would be harmed by registration of the opposed mark and a short
and plain statement of one or more grounds for bpposition. TBMP §

|
312.03; Consolidated Nat. Gas Co. v. CNG Fuel Sys., Ltd., 228

U.S.P.Q. 752 (T.T.A.B. 1985) (“In order to statk a claim upon
which relief can be granted, an opposer must a#lege facts which,
if proved, establish that (1) it has standing ﬁo challenge
applicant's right to registration and (2) a st%tutory ground
exists for opposing applicant's application”);/Hartwell Co. v.
Shane, 17 U.S.P.Q.2d 1569 (T.T.A.B. 1990) (denying motion to

dismiss because petitioner made short and plaih statements of

standing, jurisdiction, and a valid ground for relief).
|

Accordingly, the motion to amend the pleadingjshould be granted.
Jackson Nat. Life Ins. Co. v. Gofen & Glossbe%g, Inc., 882 F.Supp.
713 (N.D.Ill. 1995) (unless claim is one that;must be pleaded with
particularity pursuant to Rules of Civil Procédure, pleading need
only contain a short and plain statement of ciaim showing that
pleader is entitled to relief). {
‘
In the event the Board is inclined to dehy the motion to
amend based on the argument that Pioneer fail%d to sufficiently
plead its claim for dilution, Pioneer 1is att%ching a revised
Amended Notice of Opposition that addresses 4pplicant's concerns.
Skousen Decl. Exh. C. Although the T.T.A.B.fManual of Procedure

contemplates the submission of a proposed aménded pleading when a

motion to amend is sought, there is no rule prohibiting the

10

i
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° o
submission of a revised, proposed, amended pleading if the Board
were to hold that the amended pleading submitted with the original
motion would not survive a motion to dismiss pursuant to Federal
Rule 12(b) (6). See Fed. R. Civ. P. 15(a) (“"Otherwise a party may
amend the party's pleéding only by leave of couit or by written
consent of the adverse party; and leave shall bé freely given when

justice so requires”); see also TBMP § 507.02.

j
E. APPLICANT’S RELIANCE ON THE 1995 SUPERSCAW,ELITE MARK MAKES

THE ISSUE OF ABANDONMENT RELEVANT

1. Applicant’s Abandonment Arguments Ar? Without Merit

The proposed amended notice of oppositionffiled with the
motion to amend includes three paragraphs regaﬁding the
abandonment of Applicant’s 1995 SUPERSCAN ELITt trademark,
registration number 1,888,264. Applicant attebpts to argue that
these paragraphs are irrelevant to this opposi&ion proceeding and
that the amendment seeks cancellation of the ﬁ995 SUPERSCAN ELITE
trademark. |

These arguments are without merit. Firsé, the amended notice
of opposition does not seek the cancellation &f the 1995 SUPERSCAN
ELITE trademark. The allegations regarding aﬁandonment are
included in the amended opposition because th% Trademark Manual of
Practice succinctly prohibits the introductiob of any issue that
is not pleaded in the notice of opposition. {See TBMP §§ 321,
507.01. This 1is significant because Applicaﬂt has repeatedly made
clear its intent to rely on its use of SUPERéCAN ELITE for
computer monitors between 1995 and 2000. Se¢ond, the amended
notice clearly indicates that Pioneer is awa#e, based upon the

deposition testimony of Richard Berman and Michael Levans, that

11
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Applicant intends to rely on its use of SUPERSCAN ELITE on
computer monitors between 1995 and 2000. It is unclear what
Applicant hopes to gain by this reliance but to the extent
Applicant does rely on this prior use, abandonmeént, as an
evidentiary issue, becomes wholly relevant.

2. Applicant’s Abandonment Of The 1985 Sfperscan Elite Mark

Is Relevant To Proving A Lack Of Bona Fide Intent To Use
The Mark At The Time The Application‘ﬁas Filed.

Section 1{(b) of the Lanham Trademark Act Jontemplates that an
Applicant must have the bona fide intent to'us% the mark at the
time the application is filed. 15 U.S.C. § 1051(b) (West 2003).
If the applicant does not have a bona fide int?nt at the time the
application is submitted to the Patent and Trademark Office, the
application must be denied. See American Fore%ts v. Barbara
Sanders, 54 U.S.P.Q.2d 1860 (T.T.A.B. 1999) (opposition sustained
because applicant did not have bona fide intedt to use mark as of
the date of the application); Commodore Elect%onics Ltd. v. Chm
Kabushiki Kaisha, 26 U.S.P.Q.2d 1503 (T.T.A.Bj 1993) (no bona fide
intent on part of applicant where no document% or plans to support
objective finding of intent). ;

The bona fide intent issue bears directl& on the issue of
abandonment because it is foreseeable, even pFobable, that
Applicant will attempt to rely on its use oijUPERSCAN ELITE for
computer monitors between 1995 and 2000. Indeed, the 2001
SUPERSCAN ELITE application that is the subj#ct of this opposition
proceeding specifically identifies registration 1,888,264 for
SUPERSCAN ELITE as a prior mark it intends t& rely upon. Skousen

Decl. Exh. D. Moreover, it is clear from reLent discovery that

I
[

12
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Applicant discontinued use of the 1995 SUPERSCAN ELITE early in
2000. Pioneer has identified through discovery more than 50
letters to retailers Applicant’s abandonment of  the SUPERSCAN
ELITE mark. Skousen Decl. Exh. E & F. ;

This issue has a direct bearing on Applicaﬁt’s bona fide
because it appears that Applicant intends to argue, at least in

[

part, that its bona fide intent should be infer#ed from its prior
use of the SUPERSCAN ELITE mark for five yearsion an entirely
unrelated line of products. To the extent Appﬂicant intends to
make this argument, it should be disregarded b%cause of the 2000
abandonment of the mark. |

III.

CONCLUSION (

Based on the foregoing facts, conclusions# and points of law,

|
the Board is respectfully urged to grant this/motion to amend the
notice of opposition. The facts giving rise qo these amendments

only became available to Opposer through the discovery process.

l

Applicant’s argument that Pioneer waited too 1ong to bring this
motion is without merit because most of the d%lay was caused Dby
Applicant’s failure to meaningfully respond t@ discovery.

Moreover, Applicant’s attempt to impose a strﬁct standard of
pleading on Pioneer’s dilution claim is withoht merit is not
|
supported by the Trademark Rules of Practice;or the Federal Rules |
of Civil Procedure. No prejudice will result to the Applicant if ;
| |

this amendment is granted because the discov#ry deadline can be

extended to allow the Applicant additional time to prepare

defenses to the new claims. Moreover, Opposef is amenable to such

13




1 || an extension and has offered such an extension to Applicant. The
2 || Board is, therefore, urged to grant this motion and deem the
3 || Amended Notice of Opposition filed and served.
4 | DATED: May 22, 2003
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DECLARATION OF ROBERT JAMES SKOUSEN

I, Robert James Skousen, certify as follows:

1. I am one of the attorneys for the Opposer, Pioneer
Kabushiki Kaisha dba Pioneer Corporation, in thé above-~captioned
opposition now pending before the Trademark Tri%l and Appeal Board
as Opposition Number 125,458. !

2. I make this declaration in support oijpposer’s Motion
to Amend the Notice of Opposition. ;

3. My office originally served written‘discovery on August
7, 2002. Many of the discovery questions and production demands
requested information about Applicant’s prospe#tive use of the
SuperScan Elite mark including their plans, in%entions, or desires

|
to use the mark in the future on certain products or product
|

lines.
{

4. Upon receipt of these responses, I rkviewed them and
determined that most of the responses failed do provide any
substance and failed to meaningfully respond ﬁo the questions
posed. Specifically, the responses my officefreceived did not
have any information, documents, or facts evi#encing that
Applicant had done anything to prepare for thé use of the
SuperScan Elite mark on the products listed i# the application.
Subsequently, we brought a motion to compel fhrther responses that
is still pending before the Board. J

5. On January 20, 2003, my office leaﬁned, for the first
time, of the existence of “approximately 4004 boxes of documents
related to Applicant’s use of the SUPERSCAN iLITE trademark.

6. On March 4 and 5, 2003, I performeé a provisional review

15
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of these documents and learned from that review that there were
more than 660 boxes of documents.

7. I also learned that most of these docﬁments had been
sitting in this warehouse since January 3, 2001;despite
Applicant’s earlier claims that all documents h%d been transferred
to Hitachi America, Ltd. [

8. Because of the sheer volume of these Bocuments, my
office has been unable to complete a comprehen%ive review. I
expect such a review to take several months. ;

9. On January 31, 2003, T took the depo%ition of Hitachi
America, Ltd. (“HAL”) employee Richard Berman in San Francisco,
California. During that deposition, Pioneer l%arned for the first
time that Applicant and HAL had abandoned use Pf the SUPERSCAN
ELITE mark as of 2000. f

10. ©On March 6, 2003, I took the deposithon of Michael
Levans in Chicago, Illinois. Mr. Levans was designated by
Applicant pursuant to Federal Rule of Civil Pﬁocedure 30(b) (6).

11. [ THIS SECTION FILED UNDER SEAL %URSUANT TO
STIPULATED PROTECTIVE ORDER DATED JANUARY 31,52003

]

12. Pioneer currently uses ELITE for a bigher level, tier I
set of products and has done so continuously for 14 years.

13. Attached hereto and incorporated hqfein by reference are
true and correct copies of the following docdments submitted in
support of this motion to amend the notice oﬁ opposition:

Exhibit A-Applicants “Third Stipulated &otion For Extension

(

Of Time” dated February 27, 2003;
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1 Exhibit B-Excerpts of the March 6, 2003 deposition of Michael
2 Levans: Pages 76:3-10, 77:16-24;

3 Exhibit C-Revised “Amended Notice of Opposition;”

4 Exhibit D-SUPERSCAN ELITE application Serial Number 76208230;
5 Exhibit E-March 7, 2000 letter from Yoichi Hagiwara of Nissei
6 Sangyo America, Ltd. to International Compliter Graphics, Inc.
7 Exhibit F-Series of 8 letters dated March ?4, 2000 from

8 Yoichi Hagiwara of Nissei Sangyo America, itd. to retailers.
9 Exhibit G-“Basic Terms Conditions for Monikor Business

10 Transfer from NSA to HAL” dated March 31, 2000.

11 I certify under penalty of perjury under ghe laws of the

|
12 || United States of America that the foregoing is}true and correct.

13 || Executed this 22" day of May 2003.
14 — |

16 Robert James Skousen

17
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CERTIFICATE OF MAILING BY FIRST CLASS MATL

I hereby certify that the foregoing OPPOSER’S REPLY BRIEF IN
SUPPORT OF MOTION TO AMEND THE NOTICE OF OPPOSITION is being

deposited with the United States Postal Serviceq first class

1

postage prepaid, in an envelope addressed to th¢ Assistant

Commissioner for Trademarks, 2900 Crystal Drivei Arlington,
|

Virginia 22202-3513, on May 22, 2 |

M }
I
i

Mark H. Bush ;

CERTIFICATE OF SERVICE

|

I hereby certify that the foregoing OPPOS&R’S REPLY BRIEF IN
SUPPORT OF MOTION TO AMEND THE NOTICE OF OPPOS%TION is being
deposited with the United States Postal Servic%, first class
postage prepaid, in an envelope addressed to Wﬁlliam T. McGrath,
Esg., Davis, Mannix & McGrath, 125 South Wacke& Drive, Suite 1700,
Chicago, Illinois 60606. 3

DATED: May 22, 2003 ,

18
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'
Feb 27 D03 04:12p Davis, Mannix & McGrath 312-332-6376

IN THE UNITED STATES PATENT AND TRADEMARK OFFICE
BEFORE THE TRADEMARK TRIAL AND APPEAL BOARD “

PIONEER KABUSHIKI KAISHA d/b/a
PIONEER CORPORATION,

Opposition No. IP5,458
Opposer, ‘

Mark: SUPERSCAN ELITE
Serial No.: 76/208,230
Published: Marc& 19, 2002

V.

NISSEI SANGYO AMERICA, LTD. n/k/a

BITACHI HIGH TECHNOLOGIES AMERICA,
-INC,,

Applicant,

. .

Box TTAB
NO FEE

Assistant Commissioner for Trademarks
2900 Crystal Drive ]

Arlington, Virginia 22202-3513

THIRD STIPULATED MOTION FOR EXTENSION OF TIME
e n I O O TIME

Appiicant Nissei Sangyo America, Ltd., n/kfa Hitachi High Tecﬁnologies

America, Inc., respectfully requests that the discovery, testimony and rebuttal ;jcriods be

reset as follows: ‘

i

f
Period for Discovery to Close ...........................__ April 16, 20@3

|
Testimony Period for Opposer to Close ...................... July 14, 200$
(opening 30 days prior thereto) '

Testimony Period for Applicant to Close ................. September I,Jl, 2003
(opening 30 days prior thereto) ' ‘

|
Rebuttal Testimony Period to Close ........................ October 27, }2003

!

This Third Stipulated Motion for Extension of 'Time is being made for good cause

|
and not for purposes of delay. The parties continue to explore the possibility of

|
i
|




)
i - -6376
Feb 27 03 04:12p Davis, Mannix & McGrath 312-332-86

settlement. Counsel for the parties have conferred by telephone regarding this extension,

and both have consented thereto,

Respectfully submitted,

Nissei Sangyo America, Ltd., n/k/a Hitacﬁi
High Technologies America, Ine. J

Date: February 27, 2003 WW |

By One of Its Attorneys f
William T. McGrath |

Stephen A. Gorman . f
Evan D, Brown :
DAVIS, MANNIX & McGRATH %
125 South Wacker Drive, Suite 1700

Chicago, lllinois 60606-4402

(312) 332-3033 (phone) !
(312) 3326376 (fax) |

[

CERTIFICATE OF MAILING |
!

I hereby certify that the foregoing is being deposited with the United States Postal Service
with sufficient postage as first class mail, in an envelope addressed to BOX TTAB NO FEE,
Commissioner for Trademarks, 2900 Crystal Drive, Arlington, Virginia 222021}3513 on

February 27, 2003. |
|

v I
Evan D. Brown ;
[

CERTIFICATE OF SERVICE

I hercby certify that a copy of the foregoing is being transmitted by facsimile to b10-782-
9579, and is being deposited with the United States Postal Service, first clas postage
prepaid, in an envelope addressed to Robert J. Skousen, Esq., SKOUSEN & S OUSEN,
12400 Wilshire Bivd., Suite 900, Los Angeles, California 90025-1060 on Feblfuary 27,

|
Evan D. Hrown f

|




IN THE UNITED STATES PATENT AND TRADEMARK OFFICE

BEFORE THE TRADEMARK TRIAL AND APPEAL BOARD

In the matter of application Serial Number 76/208230
Published in the Official Gazette on March 19, 200?

FIRST AMENDED NOTICE OF OPPOSITIONf

Opposition No: 125,458
PIONEER KABUSHIKI KAISHA dba PIONEER Name In Dispute: ~ SuperScan Elite

CORPORATION,
FIRST AMENDEI?) NOTICE OF OPPOSITION

Opposer,

NISSEI SANGYO AMERICA, LTD.,

)

)

)

)

)

)

)

V. )
)

)

)

Applicant. )
)

)

BOX TTAB NO FEE

Assistant Commissioner for Trademarks
2900 Crystal Drive, South Tower
Arlington, Virginia 22202-3513




FIRST AMENDED NOTICE OF OPPOSITION

1. Opposer Pioneer Kabushiki Kaisha dba Pioneer Corporation (“Pioneer” or
“Opposer™), a Japanese corporation located at 4-1, Meguro, 1-Chome, Meguro-Ku, Tokyo 153-

8654 and doing business in the United States and throughout the world, will be damaged by

registration of the mark shown in Serial Number 76/208230, and hereby opposes this application.

Description of Applicant’s Application

2. The application was filed on February 9, 2001, by Nissei Sangyo America,
Ltd. (hereafter “Applicant”) located at 10 Martingale, Suite 500, Schaumburg, IL 60173. The
application was published for Opvosition in the Official Gazette on March 1? 2002. The mark
and goods identification are as follows: “SUPERSCAN ELITE” in Internatid,Jnal Class 009 for
video and audio products and systems, namely, televisions, projection televisions, plasma display
televisions, video cassette recorders, DVD players, DVD players with builtrq}l DVD recorders,
televisions with built-in video cassette recorders, televisions with built-in D‘;‘!\/D players,
televisions with built-in video cassette recorder and DVD player, audio rece;ﬁvers, audio speakers

and home theater systems consisting of any combination of stereo mpliﬁeré, DVD players,

video cassette recorders and audio speakers. ,‘

Grounds For Opposition

Identification Of Pioneer’s Trademark Rights

3. Pioneer is the owner of United States Trademark Nllfmber 1,591,868 for
the mark “ELITE” in International Class 009 for the following goods and q’ervices: audio and

video products, namely, amplifiers; video disc players; compact disc playe&s; combination video

disc and compact disc players; monitor televisions; loudspeakers; tuners; gind stereo radio/audio

2




cassette players. Pioneer’s ELITE mark was registered on the Principal Register on April 17,
1990, which is a date prior to the date of Applicant’s application and prior to the date of
Applicant’s claimed date of first use. Pioneer’s registered mark is valid and subsisting, and is

conclusive evidence of Pioneer’s exclusive right to use the ELITE mark in commerce on the

goods specified in registration number 1,591,868. A true and correct copy of.h current status
report is attached hereto and incorporated herein by reference as Exhibit “A™.!

4. Since at least September 9, 1989, Pioneer has been and] now is using the

A

mark ELITE in connection with the sale of the goods noted in paragraph 3. Pioneer’s use has

been valid and continuous since the date of first use and has not been abandohed. Pioneer’s

[

ELITE mark is symbolic of extensive gooa will and consumer recognition bdilt up by Pioneer
through substantial amounts of time and effort in advertising and promotion JJ'such that Pioneer’s
ELITE mark is famous within the meaning of In re E.I DuPont DeNemoud & Co., 476 F.2d
1357 (CCPA 1973) and section 43(c) of the Lanham Act.

5. Applicant seeks to register the word mark “SUPERS¢AN ELITE” as a
trademark in International Class 009 as a trademark for the goods noted in ﬁaragraph 2, as
evidenced by the publication of the SUPERSCAN ELITE mark in the Oﬂi’ci‘al Gazette on March
19, 2002. In its application, Applicant specifically relies on a prior registration, for the mark
“SUPERSCAN ELITE,” which was for use in connection with computer monitors.

Lanbam Act § 2(d) Likelihood Of Confusion

6. In view of the similarity of the respective marks and the related nature of

the goods of the respective parties, it is alleged that Applicant’s mark so re;}sembles Pioneer’s

mark previously used in the United States, and not abandoned, as to be lik}ély to cause confusion,

!




or to cause mistake, or to deceive in violation of Section 2(d) of the Lanham Act.

7. Pioneer is informed and believes and based thereon alleges that Applicant
is the owner of United States Trademark Number 1,888,264 for the mark “SUPERSCAN
ELITE” in International Class 009 for goods designated as computer monitons‘; Applicant’s prior
registered mark was claimed to be first used in commerce on July 22, 1993 anfl was registered as
a trademark on April 11, 1995, ;

8. As such, Pioneer has superior rights in and to the ELITE mark because its
usage of the mark predates Applfcant’s usage; there is, therefore, no issue as to priority.

9. If Applicant is granted the registration herein opposed, it would be thereby
obtain at least a prima facie exclusive right to use of its mark. Such registratifon would be a
source of damage and injury to the Pioneer.

Lanham Act § 2(d) Confusing Similarity

10. Pioneer has sold the ELITE products identified in the Jparagraph 3
throughout the United States and worldwide. ’

11.  Pioneer alleges that Applicant’s most recent application to register
SUPERSCAN ELITE in connection with a broader range of goods (audio and video products,
namely, amplifiers; video disc players; compact disc players; combination Viheo disc and
compact disc players; plasma displays, monitor televisions; loudspeakers; tuﬁers; and stereo
radio/audio cassette players), attempts to market Applicant’s goods in the same channels of trade
as those used by Pioneer.

12. When the SUPERSCAN ELITE mark as currently suli)mitted before the

United States Patent and Trademark Office, is applied to goods traveling in the same channels of

4




trade as those sold by Pioneer, it so nearly resembles Pioneer’s mark as to be likely to be
confused therewith and mistaken therefor, and will lead to deception or mistakes as to the origin
of Applicant’s goods bearing the Applicant’s mark.

13.  Ifthe Applicant is permitted to use and register its mark for its goods, as
specified by the application opposed, confusion in trade resulting in damages and injury to
Pioneer would be caused and would result by reason of the similarity between/the Applicant’s
mark and Pioneer’s mark. Persons familiar with Pioneer’s marks would be likely to buy
Applicant’s goods as and for a product made and sold by Pioneer. Any such g‘}onfusion in trade
inevitably would result in loss of sales to Pioneer. Furthermore, any defect, obj ection or fault
found with Applicant’s products marketed under its mark would necessarily rieﬂect upon and
seriously injure the reputation wkich Pioneer has established for its products @erchandised under
its mark.

14.  If Applicant is granted the registration herein opposed;’; it would be thereby
obtain at least a prima facie exclusive right to use of its mark. Such registratﬁon would be a

source of damage and injury to Pioneer. :
|

/

Lanham Act § 1(b) Failure Of Bona Fide Intention To Use M?rk

15. In submitting its application for registration of SUPEI“QSCAN ELITE,
Applicant filed its application under Section 1(b) of the Lanham Act as an Ir‘ﬁtent To Use
application. |

16.  As such, Applicant is required to allege a bona fide intention to use the
mark on the goods listed in the application as of the time the application is ﬁled.

17. Pioneer is informed and believes and based thereon alleges, based upon






















