TH S OPINION | S NOT UNITED STATES PATENT AND TRADEMARK OFFICE
Cl TABLE Trademark Trial and Appeal Board
AS PRECEDENT OF 2900 Crystal Drive
THE TTAB Arlington, Virginia 22202-3514
Bax| ey Mai l ed: March 9, 2004

Qpposition No. 91123765
CENTRAL MFG. CO.
V.
PARAMOUNT PARKS, | NC.
Before Bottorff, Rogers and Drost,
Adm ni strative Trademark Judges.
By the Board:

Par anount Parks, Inc. ("applicant"”) seeks to register
the mark HYPERSONIC in typed form for "paper goods and
printed matter, nanely cal endars, fiction nagazines, conic
books, greeting cards, posters, a series of fiction books,
tradi ng cards, stickers, notepads, notebooks, postcards,
gi ft wapping paper, bunper stickers, rubber stanps” in
I nternational Cass 16 and "T-shirts, sweatshirts, hats,

j acket s, paj anas, nmasquerade costunes, tank tops, footwear,
sweat pants, [and] shorts" in International O ass 25.°2

Central Mg. Co. ("opposer") has opposed registration

of applicant's mark on grounds that the mark is likely to

! Application Serial No. 76103448, filed August 2, 2000, based on
an assertion of a bona fide intent to use the mark in conmerce.

2 Application Serial No. 76103447, filed August 2, 2000, based on
an assertion of a bona fide intent to use the nark in conmmerce.
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cause confusion with opposer's previously used and

regi stered mark HYPERSONI C under Trademark Act Section
2(d),® 15 U.S.C. Section 1052(d): that registration of
applicant's mark will cause dilution of opposer's "fanous"
mar k; that applicant's involved applications were "obtained
fraudul ently" because, in view of the fact that applicant
was already using the mark at the tine it filed its
applications, applicant's assertions of a bona fide intent
to use the mark in comrerce were false; that applicant's

i nvol ved applications were "obtained fraudul ently" because
applicant asserted a bona fide intent to use the mark in
commerce when it never intended to use its mark in comerce,;
that applicant's invol ved applications were obtained
fraudul ently because applicant had no right to register its
mar k; that applicant did not have a "valid" intent to use
the mark in conmmerce and has no right to register its mark;
that applicant had been using the HYPERSONI C mark prior to
filing its involved intent-to-use applications; that
applicant's mark is nerely descriptive or deceptively

m sdescriptive of its goods; and that the mark as set forth

in the application is not a substantially exact

® Registration No. 1593157 for "sports racquets, nanely tennis
racquets, racquetball racquets, squash racquets, badm nton
racquets; golf clubs, golf balls, tennis balls, sports balls,
nanel y basketballs, baseballs, footballs, soccerballs,

vol | eybal | s; crossbows, tennis racquet string and shuttl ecocks”
in International C ass 28, issued April 24, 1990.
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representation of the mark intended to be used with the
identified goods. Applicant denied the salient allegations
of the notice of opposition and asserted affirmative
defenses in its answer and filed a counterclaimto cancel
opposer's pl eaded Regi stration No. 1593157.

This case now conmes up for consideration of (1)
opposer's conbi ned notion (filed Cctober 15, 2002) for
summary judgnent, for oral hearing on that notion, and for
leave to file a brief in excess of twenty-five pages;* (2)
applicant's notion (filed April 11, 2003) for discovery
sanctions, which was included in its brief in response to
opposer's notion for summary judgnent; and (3) opposer's
notion (filed May 27, 2003) for sanctions under Fed. R Civ.

P. 11.

“In a declaration submtted with exhibits in support of
opposer's notion for summary judgnent, declarant Leo Stoller, who
executed the declaration in both his individual capacity and as
presi dent of opposer, refers to hinself as "the Cpposer and

Presi dent of CENTRAL MFG. CO." and clains to own pl eaded

Regi strati on No. 1593157. W note, however, that the notice of
opposition identifies Central Mg. Co. as the sol e opposer

herein. As opposer is well aware, a corporation is a separate
legal entity. See Tinex Corporation v. Leo Stoller d/b/a Sentra
Sporting Goods U . S. A Co., 961 F. Supp. 374 (D.C. Conn. 1997)
("Stealth Industries is a Del aware corporation, an independent
entity fromLeo ...Stoller."). Inasnuch as no docunent reflecting
t he assignnent of pleaded Registration No. 1593157 to M. Stoller
has been filed with the Board or recorded with the USPTO s

Assi gnnment Branch, neither joinder nor substitution of M.

Stoller as a party to this proceeding is appropriate. See TBWP
Section 512.01. Further, inasnmuch as M. Stoller is not a party

to this proceeding, we will not consider any papers filed by him
individually unless and until he is joined or substituted as a
party plaintiff herein. Nonetheless, we will consider the

decl arati on based solely on M. Stoller's capacity as opposer's
presi dent.
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Qpposer's nmotion to file a brief in excess of twenty-five
pages i s denied

We turn first to opposer's notion to file a brief in
excess of twenty-five pages in support of its notion for
summary judgnent. Opposer's initial filing in support of
its nmotion for summary judgnent consists of two briefs,
i.e., a seventeen-page "verified notion for summary judgnent
Wi th supporting nenoranduni’ and a separate ten-page
"verified nmenorandum "

Trademark Rule 2.127(a), as anmended, states in rel evant
part: "[t]he brief in support of the notion and the brief
in response to the notion shall not exceed [twenty-five]
pages in length.” As was stated in the Notice of Fina
Rul emaking in which the twenty-five page limtation was
adopted, "[i]t is believed that [twenty-five] ...pages [iS]
sufficient for the main brief ...of any notion that arises in
a Board inter partes proceeding. Because of the limted
nat ure of Board proceedings, briefing for notions in such
proceedi ngs shoul d not be as extensive as that in
proceedings in court.” Notice of Final Rulemaking, 63 Fed.
Reg. 48081, 48094 (Septenber 9, 1998). See Sai nt-Gobain
Corp. v. Mnnesota M ning and Manufacturing Co., 66 USPQRd
1220 (TTAB 2003). Taken together, opposer's conbined briefs
exceed the twenty-five page limt. Wile opposer contends
that it needs additional pages to fully informthe Board of

the facts and issues of this case, opposer should have,
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under the circunstances, been able to informus of the facts
and issues of this case in a single brief of |less than
twenty-five pages.”®

In view thereof, opposer's notion to file a brief in
excess of twenty-five pages is hereby denied. Accordingly,
we have considered the "verified notion for sunmary judgnent
W th supporting nmenorandum " but have not considered the
"verified menorandum "°

Qpposer's notion for an oral hearing on its notion for
summary judgnent is denied

W find that the parties' argunents with regard to
opposer's notion for sunmary judgnent are adequately
presented in the parties' briefs thereon. See TBWMP Section
502.03. Accordingly, opposer's notion for an oral hearing
on its nmotion for summary judgnent is hereby denied.
Qpposer's notion for summary judgnent is denied

Qpposer seeks entry of summary judgnment on the grounds
that there is a likelihood of confusion between its pleaded
mark and applicant's mark; that Viacom Inc., not applicant,

owns the involved mark; that applicant's failure to disclose

> Further, Trademark Rul e 2.127(a), however, limts a noving
party to a brief in support of its notion and a reply brief,

whi ch the Board may, in its discretion, consider, and
specifically states that no further papers will be considered.
As such, opposer's pieceneal briefing of its notion for summary
judgnent is inappropriate.

® W hasten to add that consideration thereof woul d not have
changed our deci sion herein.
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its relationship with Viacomis fatal to its applications;
that applicant does not have a valid intent to use the mark
because it nerely intended to use its mark in intrastate
commerce; that applicant has not established a valid first
use date; that the mark in the drawing is not a
substantially exact representation of the mark as used in

t he speci nens of use that were submtted with its amendnents
to allege use; that applicant did not have a bona fide
intent to use the mark when it filed its applications and
did not have actual use when it filed its "Statenents to
Amend Use"; that the involved marks were not applied for in
their correct type; and that applicant made

m srepresentations to the Board in its anendnents to all ege
use.

After review ng the argunents and supporting papers of
the parties, we find that opposer has not net its burden of
establishing that no genuine issue of material fact exists
as to any of the grounds on which it bases its notion for

sumary judgment.’ In view of the facts that (1) applicant

" W note that opposer's grounds for its sunmary judgment notion
that applicant is not the owner of the involved mark and that
applicant has failed to disclose the nature of its relationship
with Viacom Inc., as well as all of opposer's grounds related to
applicant's use of the mark are unpl eaded and that applicant has
obj ected on that basis. See TBWMP Section 528.07. Accordingly,
opposer may not obtain summary judgnment on any of those grounds.
Moreover, we note that applicant's applications are filed based
on applicant's assertion of a bona fide intent to use in comerce
under Trademark Act Section 1(b). Accordingly, any issues
regardi ng the nethods in which applicant uses the mark are
prematurely rai sed. See TMEP Sections 1102. 01 and 1202.
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has filed a counterclaimto cancel opposer's pleaded

regi stration based on a claimof abandonnent and (2) there
are no docunents in support of opposer's notion for sumrary
judgnent establishing that opposer has ever used its pl eaded
HYPERSONI C mark in conmerce, a genuine issue of naterial

fact exists as to whether opposer has standing to naintain
this proceeding.® In addition, at mninum genuine issues
exi st as to whether the goods at issue are related in a
manner that woul d cause prospective purchasers to have a

m st aken belief that they come fromthe sane source, and as
to whether applicant's intended use of the mark on the goods

woul d constitute use in comerce.®

Al t hough applicant filed anendnents to allege use in connection
with both applications, those anmendnents to allege use are
untinmely filed and therefore a nullity. See TMEP Section
1104.03(c). Further, opposer's allegations regarding applicant's
speci nens of use of its mark are an ex parte exanination issues,
whi ch may not be grounds for opposition or cancellation. Cf

Sai nt - Gobai n Abrasives, Inc. v. Unova Industrial Automation
Systens, Inc., 66 USPQ2d 1355 (TTAB 2003); Century 21 Real Estate
Corp. v. Century Life of America, 10 USPQ@d 2034 (TTAB 1989).

8 W further note that the declaration in support of opposer's
nmotion for summary judgnent states that Leo Stoller, not opposer
is the owner of the pleaded registration relied upon as a basis
for the Section 2(d) claim Such declaration also raises a
genui ne issue of material fact as to opposer's standing to

mai ntain this proceeding. Although opposer contends that it has
adequately pleaded its standing, an adequate pleading of one's
standi ng does not establish that there are no disputed issues
related to standing and that opposer is entitled to judgnent as a
matter of |aw

® The fact that we have identified only a few genui ne issues of
material fact as sufficient bases for denying the notion for
summary judgnent shoul d not be construed as a finding that these
are necessarily the only issues that remain for trial.
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In view thereof, applicant's notion for summary
judgment is hereby denied in all respects.'°
Applicant's notion for discovery sanctions is denied
Appl i cant has noved for entry of judgnent as a
di scovery sanction.' In a July 24, 2002 order, opposer was
"ordered to respond to any of applicant's outstanding
di scovery requests” and was allowed until thirty days
therefromto do so. Accordingly, opposer was allowed unti
not later than August 23, 2002 to serve responses to
applicant's discovery requests. Applicant contends that,
while the certificates of service on opposer's responses to
its discovery requests state that those responses were
served on August 21, 2002, it did not receive themuntil
Septenber 3, 2002. Applicant further contends that those

2

responses were deficient.'® Accordingly, applicant asks

that the Board enter judgnent against opposer.

0 The parties should note that the evidence submitted in
connection with opposer's notion for sumrmary judgnent is of
record only for consideration of that notion. To be considered
at final hearing, any such evidence nmust be properly introduced
in evidence during the appropriate trial period. See Levi
Strauss & Co. v. R Josephs Sportswear Inc., 28 USPQ@d 1464 (TTAB
1993); Pet Inc. v. Bassetti, 219 USPQ 911 (TTAB (1983); Anerican
Meat Institute v. Horace W Longacre, Inc., 211 USPQ 712 (TTAB
1981).

1 Al though not stated specifically, applicant's notion for
di scovery sanctions is pursuant to Trademark Rule 2.120(g).

2 A review of those responses indicates that, on August 21, 2002,
opposer served witten responses to applicant's first request for
production and a general objection to applicant's first set of
interrogatories based on their alleged excessive nunber. Qpposer
served anmended responses to applicant's first set of
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Al t hough applicant's contentions regardi ng opposer's
president's alleged assertions that the mail was sl ow
out si de Chicago raise serious questions as to the tineliness
of service of opposer's discovery responses, the
certificates of service included therein constitute prinma
faci e proof of service. See Trademark Rule 2.119(a).
Appl i cant has submtted no evidence, such as copies of a
post mar ked envel ope in which the responses were encl osed, to
rebut that prima facie proof of service. Cf. S. Industries
Inc. v. Lanmb-Weston Inc., 45 USP@@d 1293 (TTAB 1997).
Accordingly, we find that applicant has not net its burden
of proof with regard to its allegation that opposer's
di scovery responses were not tinely served in conpliance
with the July 24, 2002 order.?®

Wth regard to the all eged deficiency of those
responses, we note that the Board, in the July 24, 2002
order, reset opposer's tinme to serve di scovery responses,

but did not conpel discovery.' W further note that

interrogatories on Septenber 25, 2002 that include responsive

i nformation regarding only sixteen of applicant's twenty-eight
interrogatories and has not produced any docunments responsive to
applicant's first request for production.

13 Moreover, in view of the fact that applicant's counsel received
opposer's initial discovery responses shortly after the date
specified in the July 24, 2002 order, entry of judgnent as a
sanction would be an unduly harsh remedy at this tine.

¥ Any all eged deficiencies in opposer's responses to applicant's
di scovery requests nmust first be raised by way of a notion to
conpel. See Trademark Rule 2.120(e)(1); TBMP Sections 523. See
al so TBMP Section 527.01
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applicant did not file a notion to conpel discovery in the
time between the expiration of opposer's tinme to serve
di scovery responses in accordance with that order and the
i ssuance of the Board's October 17, 2002 order which
suspended proceedi ngs herein pendi ng di sposition of
opposer's notion to dism ss the counterclaim See Tradenmark
Rule 2.120(e)(1). Inasmuch as no order conpelling discovery
has been viol ated herein and opposer served responses to
applicant's discovery requests, applicant's notion for
di scovery sanctions is premature. See Trademark Rul e
2.120(g)(1); TBMP Section 527.01 (2d ed. June 2003).

In view thereof, applicant's notion for discovery
sanctions is hereby deni ed.
Use of Express Mail required for all papers henceforth

To avoid further disputes with regard to the tineliness
of service of papers in this proceeding, the Board, in
exercising its inherent authority to control the conduct of
parties in this proceeding, will only consider papers filed
by the "Express Mail" procedure described in Trademark Rul e
1.10 or by another overnight courier. Additionally, each
party is hereby ordered to serve all papers on its
adversary, as required by Trademark Rule 2.119(a), by the
"Express Mail" procedure described in Trademark Rule 1. 10,
including a sworn certificate of service by "Express Miil,"

or by anot her overni ght courier.

10
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St andard protective order inposed

In view of the contentious nature of this proceeding,
the Board hereby inposes its standard protective order
published in the Oficial Gazette on June 20, 2000 at 1235
TMOG 670.%° A copy of the Board's standard formorder is
encl osed with each party's copy of this order.
Qpposer's motion for Fed. R Civ. P. 11 sanctions is denied

Turning to opposer's notion for sanctions under Fed. R
Cv. P. 11, we note initially that opposer set forth such
notion as a separate filing and served it on April 25, 2003,
twenty-five days before filing it wwth the Board. As such,
opposer has conplied with the safe-harbor provisions of Rule
11(c)(1)(a). However, with regard to the nerits of
opposer's notion, which is based on allegations previously
set forth in its conbination reply brief in connection with
its summary judgnent notion and response to applicant's
notion for discovery sanctions, we find that entry of
sanctions agai nst applicant is inappropriate.

Opposer contends that the anmendnents to all ege use that
applicant filed in connection with its applications on
Oct ober 26, 2001, i.e., during the pendency of this
proceeding, are in violation of Trademark Rule 2.133(a) and

thus should result in refusal of registration of the mark in

15 An electronic copy is available fromthe PTO website at

http://ww. uspto. gov/ web/ of fi ces/ dconittab/tbnp/stndagmt. htm

11
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both applications as a sanction. An anendnent to all ege
use, however, is filed with the Trademark Exam ning G oup of
the USPTO as part of the ex parte exam nation of the
application and does not constitute a pleading, notion, or
ot her paper filed with the Board. Accordingly, the filing
of an anmendnent to all ege use does not fall within the
purview of Rule 11.!® Rather, applicant's anendments to

all ege use and the filing fees submtted therewith should
not have been accepted and shoul d have been returned to

appl i cant. !’

See In re Sovran Financial Corp., 25 USPQd
1537 (Commir Pats. 1991); TMEP Section 1104.03(c).

Opposer al so contends that applicant should be
sanctioned for filing a notion for discovery sanctions
during the pendency of opposer's notion for sunmary | udgnment
when the only avail abl e di scovery-related notion avail abl e
toit at the time was pursuant to Fed. R GCv. P. 56(f) and
for maki ng m srepresentations of |law and fact therein which

it contends are intended to prejudice the Board. Although

applicant's notion for discovery sanctions was not germane

18 To the extent that opposer seeks entry of Rule 11 sanctions on
this basis, opposer's notion is essentially frivolous. However,
because opposer’'s nmotion for Rule 11 sanctions as it relates to
the filing of applicant's notion for discovery sanctions sets
forth a mnimally plausible basis therefor, we decline to order
opposer to show cause why sanctions under Fed. R Civ. P. 11(c)
shoul d not be entered agai nst opposer for filing a frivol ous
nmotion for entry of Rule 11 sanctions. See TBMP Section 527.02.

7 Applicant's amendments to allege use and the filing fee

submtted in connection therewith will be returned to applicant
in due course.

12
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to the notion for summary judgnent, we find that its filing
and the allegations raised therein do not warrant entry of
sanctions herein.

As such, opposer's notion for Rule 11 sanctions is
hereby denied. 1In the interest of avoi ding unnecessary
del ay herein, each party is hereby prohibited from serving
on its adversary, for safe harbor purposes, or filing with
the Board, any further notions for Rule 11 sanctions w t hout
first outlining the basis for any such notion in a tel ephone
conference with the interlocutory attorney assigned to this
case.

Proceedi ngs herein are resuned. Discovery and trial

dates are reset as foll ows.

DISCOVERY PERIOD TO CLOSE: 6/11/04
Plaintiff's thirty-day testimony period to close: 9/9/04
Defendant's thirty-day testimony period to close: 11/8/04
Plaintiff's fifteen-day rebuttal period to close 12/23/04

In each instance, a copy of the transcript of testinony
together wth copies of docunentary exhibits, nust be served
on the adverse party within thirty days after conpletion of
the taking of testinony. Trademark Rule 2.1 25.

Briefs shall be filed in accordance with Trademark Rul e
2.128(a) and (b). An oral hearing wll be set only upon

request filed as provided by Trademark Rule 2.1 29.

13
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Central Mfg. Co.
Opposition No. 91123765
V.

Paramount Parks, Inc.

PROVISIONS FOR PROTECTING
CONFIDENTIALITY OF INFORMATION
REVEALED DURING BOARD PROCEEDING

Information disclosed by any party or non-party withess during this proceeding
may be considered confidential, a trade secret, or commercially sensitive by a
party or witness. To preserve the confidentiality of the information so disclosed,
either the parties have agreed to be bound by the terms of this order, in its
standard form or as modified by agreement, and by any additional provisions to
which they may have agreed and attached to this order, or the Board has
ordered that the parties be bound by the provisions within. As used in this order,
the term "information" covers both oral testimony and documentary material.

Parties may use this standard form order as the entirety of their agreement or
may use it as a template from which they may fashion a modified agreement. If
the Board orders that the parties abide by the terms of this order, they may
subsequently agree to modifications or additions, subject to Board approval.

Agreement of the parties is indicated by the signatures of the parties’ attorneys
and/or the parties themselves at the conclusion of the order. Imposition of the
terms by the Board is indicated by signature of a Board attorney or
Administrative Trademark Judge at the conclusion of the order. If the parties
have signed the order, they may have created a contract.”® The terms are
binding from the date the parties or their attorneys sign the order, in standard
form or as modified or supplemented, or from the date of imposition by a Board
attorney or judge.

TERMS OF ORDER

18 There may be a remedy at court for any breach of contract that occurs after the
conclusion of this Board proceeding. See Fort Howard Paper Co. v. C.V. Gambina Inc.,
4 USPQ2d 1552, 1555 (TTAB 1987). See also, Alltrade Inc. v. Uniweld Products Inc.,
20 USPQ2d 1698 (9th Cir. 1991).

14
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1)

2)

3)

Classes of Protected Information.

The Rules of Practice in Trademark Cases provide that all inter partes
proceeding files, as well as the involved registration and application files, are
open to public inspection. The terms of this order are not to be used to
undermine public access to files. When appropriate, however, a party or
witness, on its own or through its attorney, may seek to protect the
confidentiality of information by employing one of the following designations.

Confidential—Material to be shielded by the Board from public
access.

Highly Confidential—Material to be shielded by the Board from
public access and subject to agreed restrictions on access even as to
the parties and/or their attorneys.

Trade Secret/Commercially Sensitive—Material to be shielded by
the Board from public access, restricted from any access by the
parties, and available for review by outside counsel for the parties
and, subject to the provisions of paragraph 4 and 5, by independent
experts or consultants for the parties.

Information Not to Be Designated as Protected.

Information may not be designated as subject to any form of protection if it
(a) is, or becomes, public knowledge, as shown by publicly available writings,
other than through violation of the terms of this document; (b) is acquired by
a non-designating party or non-party witness from a third party lawfully
possessing such information and having no obligation to the owner of the
information; (c) was lawfully possessed by a non-designating party or non-
party witness prior to the opening of discovery in this proceeding, and for
which there is written evidence of the lawful possession; (d) is disclosed by a
non-designating party or non-party witness legally compelled to disclose the
information; or (e) is disclosed by a non-designating party with the approval
of the designating party.

Access to Protected Information.

The provisions of this order regarding access to protected information are
subject to modification by written agreement of the parties or their attorneys,
or by motion filed with and approved by the Board.

Judges, attorneys, and other employees of the Board are bound to honor the
parties’ designations of information as protected but are not required to sign
forms acknowledging the terms and existence of this order. Court reporters,
stenographers, video technicians or others who may be employed by the
parties or their attorneys to perform services incidental to this proceeding will
be bound only to the extent that the parties or their attorneys make it a

15
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4)

condition of employment or obtain agreements from such individuals, in
accordance with the provisions of paragraph 4.

» Parties are defined as including individuals, officers of corporations,
partners of partnerships, and management employees of any type of
business organization.

» Attorneys for parties are defined as including in-house counsel and
outside counsel, including support staff operating under counsel’s
direction, such as paralegals or legal assistants, secretaries, and any
other employees or independent contractors operating under counsel’s
instruction.

* Independent experts or consultants include individuals retained by a
party for purposes related to prosecution or defense of the proceeding but
who are not otherwise employees of either the party or its attorneys.

* Non-party witnesses include any individuals to be deposed during
discovery or trial, whether willingly or under subpoena issued by a court of
competent jurisdiction over the witness.

Parties and their attorneys shall have access to information designated as
confidential or highly confidential, subject to any agreed exceptions.

Outside counsel, but not in-house counsel, shall have access to
information designated as trade secret/commercially sensitive.

Independent experts or consultants, non-party witnesses, and any other
individual not otherwise specifically covered by the terms of this order may
be afforded access to confidential or highly confidential information in
accordance with the terms that follow in paragraph 4. Further, independent
experts or consultants may have access to trade secret/commercially
sensitive information if such access is agreed to by the parties or ordered by
the Board, in accordance with the terms that follow in paragraph 4 and 5.

Disclosure to Any Individual.

Prior to disclosure of protected information by any party or its attorney to any
individual not already provided access to such information by the terms of
this order, the individual shall be informed of the existence of this order and
provided with a copy to read. The individual will then be required to certify in
writing that the order has been read and understood and that the terms shall
be binding on the individual. No individual shall receive any protected
information until the party or attorney proposing to disclose the information
has received the signed certification from the individual. A form for such
certification is attached to this order. The party or attorney receiving the
completed form shall retain the original.

16
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5)

6)

7

Disclosure to Independent Experts or Consultants.

In addition to meeting the requirements of paragraph 4, any party or attorney
proposing to share disclosed information with an independent expert or
consultant must also notify the party which designated the information as
protected. Notification must be personally served or forwarded by certified
mail, return receipt requested, and shall provide notice of the name, address,
occupation and professional background of the expert or independent
consultant.

The party or its attorney receiving the notice shall have ten (10) business
days to object to disclosure to the expert or independent consultant. If
objection is made, then the parties must negotiate the issue before raising
the issue before the Board. If the parties are unable to settle their dispute,
then it shall be the obligation of the party or attorney proposing disclosure to
bring the matter before the Board with an explanation of the need for
disclosure and a report on the efforts the parties have made to settle their
dispute. The party objecting to disclosure will be expected to respond with its
arguments against disclosure or its objections will be deemed waived.

Responses to Written Discovery.

Responses to interrogatories under Federal Rule 33 and requests for
admissions under Federal Rule 36, and which the responding party
reasonably believes to contain protected information shall be prominently
stamped or marked with the appropriate designation from paragraph 1. Any
inadvertent disclosure without appropriate designation shall be remedied as
soon as the disclosing party learns of its error, by informing all adverse
parties, in writing, of the error. The parties should inform the Board only if
necessary because of the filing of protected information not in accordance
with the provisions of paragraph 12.

Production of Documents.

If a party responds to requests for production under Federal Rule 34 by
making copies and forwarding the copies to the inquiring party, then the
copies shall be prominently stamped or marked, as necessary, with the
appropriate designation from paragraph 1. If the responding party makes
documents available for inspection and copying by the inquiring party, all
documents shall be considered protected during the course of inspection.
After the inquiring party informs the responding party what documents are to
be copied, the responding party will be responsible for prominently stamping
or marking the copies with the appropriate designation from paragraph 1.
Any inadvertent disclosure without appropriate designation shall be remedied
as soon as the disclosing party learns of its error, by informing all adverse
parties, in writing, of the error. The parties should inform the Board only if
necessary because of the filing of protected information not in accordance
with the provisions of paragraph 12.

17
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8)

9)

Depositions.

Protected documents produced during a discovery deposition, or offered into
evidence during a testimony deposition shall be orally noted as such by the
producing or offering party at the outset of any discussion of the document or
information contained in the document. In addition, the documents must be
prominently stamped or marked with the appropriate designation.

During discussion of any non-documentary protected information, the
interested party shall make oral note of the protected nature of the
information.

The transcript of any deposition and all exhibits or attachments shall be
considered protected for 30 days following the date of service of the
transcript by the party that took the deposition. During that 30-day period,
either party may designate the portions of the transcript, and any specific
exhibits or attachments, that are to be treated as protected, by electing the
appropriate designation from paragraph 1. Appropriate stampings or
markings should be made during this time. If no such designations are
made, then the entire transcript and exhibits will be considered unprotected.

Filing Notices of Reliance.

When a party or its attorney files a notice of reliance during the party’s
testimony period, the party or attorney is bound to honor designations made
by the adverse party or attorney, or non-party witness, who disclosed the
information, so as to maintain the protected status of the information.

10) Briefs.

When filing briefs, memoranda, or declarations in support of a motion, or
briefs at final hearing, the portions of these filings that discuss protected
information, whether information of the filing party, or any adverse party, or
any non-party witness, should be redacted. The rule of reasonableness for
redaction is discussed in paragraph 12 of this order.

11) Handling of Protected Information.

Disclosure of information protected under the terms of this order is intended
only to facilitate the prosecution or defense of this case. The recipient of any
protected information disclosed in accordance with the terms of this order is
obligated to maintain the confidentiality of the information and shall exercise
reasonable care in handling, storing, using or disseminating the information.

12) Redaction; Filing Material With the Board.

When a party or attorney must file protected information with the Board, or a
brief that discusses such information, the protected information or portion of

the brief discussing the same should be redacted from the remainder. A rule
of reasonableness should dictate how redaction is effected.
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Redaction can entail merely covering a portion of a page of material when it
is copied in anticipation of filing but can also entail the more extreme
measure of simply filing the entire page under seal as one that contains
primarily confidential material. If only a sentence or short paragraph of a
page of material is confidential, covering that material when the page is
copied would be appropriate. In contrast, if most of the material on the page
is confidential, then filing the entire page under seal would be more
reasonable, even if some small quantity of non-confidential material is then
withheld from the public record. Likewise, when a multi-page document is in
issue, reasonableness would dictate that redaction of the portions or pages
containing confidential material be effected when only some small number of
pages contain such material. In contrast, if almost every page of the
document contains some confidential material, it may be more reasonable to
simply submit the entire document under seal. Occasions when a whole
document or brief must be submitted under seal should be very rare.

Protected information, and pleadings, briefs or memoranda that reproduce,
discuss or paraphrase such information, shall be filed with the Board under
seal. The envelopes or containers shall be prominently stamped or marked
with a legend in substantially the following form:

CONFIDENTIAL

This envelope contains documents or information that are
subject to a protective order or agreement. The confidentiality
of the material is to be maintained and the envelope is not to
be opened, or the contents revealed to any individual, except
by order of the Board.

13) Acceptance of Information; Inadvertent Disclosure.

Acceptance by a party or its attorney of information disclosed under
designation as protected shall not constitute an admission that the
information is, in fact, entitled to protection. Inadvertent disclosure of
information which the disclosing party intended to designate as protected
shall not constitute waiver of any right to claim the information as protected
upon discovery of the error.

14) Challenges to Designations of Information as Protected.

If the parties or their attorneys disagree as to whether certain information
should be protected, they are obligated to negotiate in good faith regarding
the designation by the disclosing party. If the parties are unable to resolve
their differences, the party challenging the designation may make a motion
before the Board seeking a determination of the status of the information.
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A challenge to the designation of information as protected must be made
substantially contemporaneous with the designation, or as soon as
practicable after the basis for challenge is known. When a challenge is made
long after a designation of information as protected, the challenging party will
be expected to show why it could not have made the challenge at an earlier
time.

The party designating information as protected will, when its designation is
timely challenged, bear the ultimate burden of proving that the information
should be protected.

15) Board’s Jurisdiction; Handling of Materials After Termination.
The Board’s jurisdiction over the parties and their attorneys ends when this
proceeding is terminated. A proceeding is terminated only after a final order
is entered and either all appellate proceedings have been resolved or the
time for filing an appeal has passed without filing of any appeal.

The parties may agree that archival copies of evidence and briefs may be
retained, subject to compliance with agreed safeguards. Otherwise, within 30
days after the final termination of this proceeding, the parties and their
attorneys shall return to each disclosing party the protected information
disclosed during the proceeding, and shall include any briefs, memoranda,
summaries, and the like, which discuss or in any way refer to such
information. In the alternative, the disclosing party or its attorney may make a
written request that such materials be destroyed rather than returned.

16) Other Rights of the Parties and Attorneys.
This order shall not preclude the parties or their attorneys from making any
applicable claims of privilege during discovery or at trial. Nor shall the order
preclude the filing of any motion with the Board for relief from a particular
provision of this order or for additional protections not provided by this order.

By Order of the Board, effective March 8, 2004.
[apb/

Andrew P. Baxley
Interlocutory Attorney
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