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Limted
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Bef ore Hohein, Hairston and Rogers, Adm nistrative Trademark
Judges.

By the Board:

Leeds Technol ogies Limted (hereinafter “Leeds”), a
Uni ted Ki ngdom corporation, filed a notice of opposition on
June 18, 2001, alleging that application Serial No.

75/ 773,337 for the trademark LIP STICK filed by Topaz
Communi cations Ltd. (hereinafter “Topaz”) on August 11,
1999, currently based on Section 44(e), is void ab initio
since Topaz’'s claimof Section 44(d) priority is based on a
Uni ted Ki ngdom application (No. 2,188,474) which Topaz does
not own.

In particular, Leeds alleges that Leeds and Topaz
entered into a joint venture agreenent in 1999 in which
Topaz agreed to assign all “right, title or interest” in the
U K trademark registration for LIP STICK to Leeds; that

Topaz renounced all rights to the U K trademark LI P STICK
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or any other trademark application for the mark LIP STICK
upon assignnment to Leeds; and that Topaz filed its U S
application for the trademark LIP STICK knowing that it did
not own U. K registration no. 2,188,474 and falsely cl aimng
that it had a bona fide intent to use the trademark LIP
STICK in the United States.

On August 24, 2001, applicant filed its answer, denying
the salient allegations of the notice of opposition.

This case now conmes up on the follow ng notions:

1) opposer’s notion, filed October 4, 2001, for judgnment
on t he pl eadi ngs;

2) opposer’s notion, filed Cctober 4, 2001, to suspend
di scovery pendi ng disposition of its notion for
j udgment on the pleadings; and
3) applicant’s notion, filed Decenber 12, 2001, to anend
application Serial No. 75/773,337, the subject
application in this proceeding, to “reinstate”! its
intent-to-use basis under 15 U S. C. Section 1051(b)
as an additional basis for the application.?
The notions are fully briefed.
We turn first to opposer’s notion for judgnment on the
pl eadi ngs. |In support of its notion, opposer argues that
there is no genuine issue of material fact that applicant

was not the owner of the foreign application at the tinme of

! Applicant deleted the Section 1(b) basis prior to the mark
bei ng published for opposition. Section 1(b) was an additi onal
basis for the application upon filing.

2 Wth regard to this notion, opposer filed, on January 31, 2002,
a notion for extension of time to respond, which we construe as a
motion to reopen. Inasnuch as applicant has indicated that it
will not object thereto, the notion to reopen is granted, and
opposer’s response to applicant’s noti on has been consi der ed.
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filing its involved application and, therefore, application
Serial No. 75/773,337 is void. Opposer further argues that
applicant admts in its answer that applicant assigned the
U K application upon which the Section 44(d) priority claim
is based to opposer; that applicant has nade “no well -
pl eaded factual allegations which raises [sic] an issue of
fact”; and that none of applicant’s affirmative defenses
contains “wel |l -pleaded factual allegations which raise
i ssues that would prevent the Board fromruling in opposer’s
favor” or “call into question the undi sputed fact that
applicant did not own the U K application at the tine it
filed the [U S.] application claimng priority.”

In response, applicant argues that there are genui ne
i ssues placed in dispute by the parties’ pleadings; that
applicant denied in its answer “that opposer had acquired
rights in the UK mark prior to applicant’s filing of the
U.S. application or that opposer had acquired any rights to
the mark in the United States”;® that applicant’s denials in
its answer to the notice of opposition “left materi al
i ssues—such as the timng, execution, scope, effect and

enforceability of the docunent appended as exhibit A to the

3 pposer has al |l eged in paragraph no. 4 of the notice of
opposition that the parties entered into a joint venture
agreenent in 1999 in which applicant assigned all U K trademark
rights for the mark LIP STICK to opposer and that the agreenent
al so covered the assignment of U S. rights to the nmark LIP STICK
Paragraph no. 4 states, in part, that “the parties to the Joint
Vent ure Agreenent intended Leeds Technol ogies to have all rights
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notice of opposition . . . open for discovery”; and that
when the pleadings “taken as a whol e” are consi dered, they
rai se i ssues that preclude entry of judgnent on the
pl eadi ngs.

In reply, opposer argues that regardl ess of the denials
i ncluded by applicant in its answer, the adm ssions made in

4 “resolve this

paragraphs 2, 3 and 5 of applicant’s answer
proceedi ng”, and therefore, judgnment on the pleadings is
appropri ate.

A notion for judgnment on the pleadings is designed to
provi de a neans of disposition of a case when the materi al

facts are not in dispute and judgnment on the nerits can be

achi eved by focusing on the pleadings.® See Fed. R Cv. P.

to the mark, including rights in the United States.” Applicant
has deni ed paragraph 4 of opposer’s notice of opposition.

* Paragraph 2 of applicant’s answer adnmits that “applicant
executed a docunent, a copy of which is attached as exhibit Ato
the Notice of Qpposition, pertaining to an agreenment to assign to
opposer certain rights in the United Kingdomto a United Ki ngdom
trademark for which applicant had applied for registration in the
United Kingdom The ternms of exhibit A of the Notice of

Qpposi tion speak for thenselves.” Paragraph 3 of applicant’s
answer states that “the ternms of exhibit Ato the Notice of
Qpposi tion speak for thenselves.” In paragraph 5 of applicant’s

answer, applicant “admits that applicant filed the subject United
States application.”

While exhibit A attached to opposer’s pleading is not a natter
out si de the pleading, we have not considered opposer’s exhibit A
in determnation of this notion inasmuch as under our rules such
an exhibit to a pleading is not considered evidence on behal f of
a party unless identified and introduced as an exhibit during a
testinony period. See Trademark Rule 2.122(c). Additionally,
applicant’s exhibits filed in response to the notion for judgnent
on the pl eadi ngs have not been considered in our determ nation of
the notion as they are matters outside the pleadings. See TBW
Section 504.03, citing Fed. R Gv. P. 12(c), and Dunkin Donuts
of America Inc. v. Metallurgical Exoproducts Corp., 840 F.2d 917,
6 USPQ2d 1026 (Fed. Cir. 1988).
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12(c). For purposes of the notion, all well-pleaded factual
al l egations of the nonnoving party are assuned to be true,
and the inferences drawn therefromare to be viewed in a
| ight nost favorable to the nonnoving party. Wight &
Mller, Federal Practice and Procedure: Cvil 2d Section
1368 at 524 (1990). A notion for judgnent on the pleadings
wll only be granted when the noving party establishes that
no material issue of fact remains to be resolved and that it
is entitled to judgnent as a nmatter of law See, e.g.,
Baroid Drilling Fluids, Inc. v. Sun Drilling Products, 24
USPQ2d 1048 (TTAB 1992). An unresolved material issue of
fact may result froman express conflict on a particul ar
poi nt between the parties’ respective pleadings or from
defendant’ s pleading of new matter and affirmative defenses
inits answer. Wight & MIller, supra Section 1368, at 527.
Thus, a plaintiff may not secure a judgnent on the pleadings
when the answer raises issues of fact that, if proved, would
defeat plaintiff’s claim See e.g., Austad v. U S. 386 F.2d
147 (9" Gir. 1967).

Upon consi deration of the parties’ argunents and the
pl eadi ngs, we find that material issues of fact are raised
by the express conflict between the parties’ pleadings as
well as by defendant’s pleading of affirmative defenses in

its answer.
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In this case, applicant has denied in full paragraph 1
and paragraphs 7 through 12 of the notice of opposition and
denied in part paragraphs 2 through 6 of the notice of
opposition. Additionally, applicant has pled 11 affirmative
defenses. At a mninum applicant’s partial denial of
paragraphs 2 through 4 of the opposition, which relate to
opposer’s allegations of the assignnent of rights to, and
ownership of, the U K. application at the tinme of
applicant’s filing of the U S. application, are sufficient
to raise a genuine issue of material fact.

Accordi ngly, opposer’s notion for judgnment on the
pl eadi ngs i s deni ed.

Turni ng next to opposer’s request to suspend, opposer
has requested that discovery be suspended pendi ng
di sposition of the notion for judgnent on the pleadings. 1In
response, applicant argues that opposer’s notion should be
deni ed because opposer’s failure to tinely serve its
di scovery responses after the filing of opposer’s notion for
judgnent on the pleadings was an act of bad faith.
Specifically, applicant asserts that opposer’s responses
were due on Cctober 10, 2001, and that, w thout waiting for
a ruling fromthe Board, opposer’s counsel “unilaterally
deci ded not to answer the outstanding discovery requests.”

The filing of a potentially dispositive notion, such as

the notion for judgnent on the pleadings here, does not
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automatically suspend a case, inasnuch as proceedi ngs are
not suspended until the Board issues a suspension order.
See SDT Inc. V. Patterson Dental Co., 30 USPQ@2d 1707 (TTAB
1994). See also TBMP Section 510.03. However, since the
parties are presuned to know that the filing of a
potentially dispostive notion will result in a suspension
order, the filing of such a notion generally will provide
parties with good cause to cease or defer activities
unrelated to the briefing of such notion.

Accordi ngly, while proceedings had not been officially
suspended by the Board at the tine opposer’s discovery
responses were due, the Board, in this instance, wll
consi der proceedi ngs suspended retroactive to the date of
filing of opposer’s notion for judgnent on the pleadings,
and opposer will have an opportunity to serve its responses
to applicant’s discovery as indicated bel ow

W now turn to applicant’s notion to “reinstate” its
Section 1(b) basis. The Board has jurisdiction over the
application and will determne the propriety of applicant’s
proposed anendnent. See Trademark Rule 2.133(a). The Board
construes applicant’s notion as a post-publication request

to add a Section 1(b) basis, pursuant to Trademark Manual of
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Exami ni ng Procedure (3'¢ Ed. 2002), § 806.03 and Tradenark
Rul es 2.35(b) and 2.133(a).°

In support of its notion to add the Section 1(b) basis
for registration, applicant states that the proposed
amendnent “relates back to the tinme of the original filing”
of application Serial No. 75/773,337 since the application
was originally based both upon intent-to-use under Section
1(b) and upon Section 44(e), with a claimof priority under
Section 44(d); that the anendnent does not materially change
the mark or the specification of goods; and that the
anendnent wi ||l cause no undue prejudice.

I n response, opposer argues that applicant is
attenpting to reinstate the Section 1(b) basis to a void
application; that applicant’s application as filed with both
the Section 44(e) (with a claimof priority under Section
44(d)) and Section 1(b) bases is void ab initio due to
applicant’s | ack of ownership of the foreign application;
that applicant has cited no authority to support its notion
to reinstate its Section 1(b) basis after its prior
del etion; and that allowi ng such an anendnent would “create

an i nproper precedent and unduly prejudi ce opposer.”

® Though applicant refers to “reinstatement” rather than

“addi tion” of the basis, the considerations presented by the
nmotion to anmend are the sane as those presented by any attenpt to
add a basis to an application after publication.
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In reply, applicant argues that applications may be
anended after publication to add any statutory basis for
regi stration; that opposer “cannot and does not claim
prejudice fromreinstatenent of the intent-to-use basis”;
that “intent-to-use the trademark LIP STICK is one of the
i ssues” raised by opposer in its notice of opposition that
is disputed by the parties, inasmuch as paragraph no. 8 of
the notice of opposition which alleges that applicant
falsely claimed a bona fide intention to use the mark LIP
STI CK, has been denied by applicant; and that the intent-to-
use basis under Section 1(b) “furnishes a separate and
i ndependent ground for the application which does not depend
upon ownership of the foreign mark.”

In prior cases, the Board has denied notions to add or
substitute a new statutory basis for registration after
publication because O fice policy did not allow such
anendnents. The rationale was that acceptance of such an
amendnent woul d be disruptive to the orderly exam nation of
subsequent applications and would be unfair to third parties
who need to know the asserted basis or bases for
registration, with certainty, at the tinme of publication, so
that they can weigh their own rights agai nst those of the
appl i cant and nake infornmed judgnents as to whether to
oppose. Goodway Corp. v. International Marketing G oup

Inc., 15 USP@@d 1749 (TTAB 1990); Sherlock's Home Inc. v.
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Ti ppl i ng House Ltd., 10 USP@@d 1709 (TTAB 1989); Societe Des
Produits Marnier Lapostolle v. Distillerie Mccia S.R L., 10
USPQ2d 1241 (TTAB 1989). However, these decisions pre-date
t he Conmmi ssioner’s decision in In re Monte Dei Maschi Di

Si ena, 34 USPQd 1415 (Conmir Pats. 1995), which changed the
Ofice's policy towards post-publication anendnents to add
or substitute a basis, as well as recent anendnents to the
Trademark Rules. In In re Minte, the Ofice allowed an
applicant, after publication, to add a Section 44(e) basis
for registration via a petition to the Conm ssioner. The
Comm ssioner granted the request but also stated that post-
publ i cation changes to basis/bases of an application (not

i nvol ved in a Board proceeding) require perm ssion of the
Comm ssi oner obtained via petition and require republication

of the mark.’ See TMEP § 806.03(a). Such Ofice practice

" An anendnment to add or substitute a basis is allowed provi ded

that applicant has a continuing valid basis for registration.
TMEP § 806.03. Whether applicant’s Section 44 basis is valid is

a guestion not now before us. In the event the Section 44 basis
is proven defective or should applicant choose to delete the
Section 44 basis, we will consider the amendnent to “add” Section

1(b) to be a de facto post-publication substitution of basis. As
the comments and responses to the Tradenmark Law Treaty

I npl ement ati on Act Changes to the Trademark Rul es of Practice and
Procedure make clear, the Ofice will presunme an intent-to-use
basis is a valid continuing basis at the tine of filing, provided
there is no contradictory evidence in the record. See coments
to Trademark Rule 2.35(c), Federal Register at 64 FR at 48904
(Sept. 8, 1999) and in the Oficial Gazette at 1226 TMOG 103
(Sept. 28, 1999). See e.g., Botanical Interests Inc. v.
Primavera, Ltd.,  USPQ@2d __ (Qpposition No. 107,262, TTAB,
March 21, 2002) (question to be considered at final hearing in
opposition proceeding with regard to unconsented notion to anmend
from Section 1(a) to Section 1(b) basis is whether applicant had
a “continuing valid basis to retain the original filing date

10
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was codi fied on Cctober 30, 1999. See Trademark Law Treaty
| npl enent ati on Act Changes (to the Trademark Rul es of
Practice and Procedure), published in the Federal Register
at 64 FR 48900 (Sept. 8, 1999) and in the Oficial Gazette
at 1226 TMOG 103 (Sept. 28, 1999); and Trademark Rule 2. 35.
In light of In re Monte and the change in Ofice Practice

al | ow ng post-publication anendnents to add or substitute a
basis, followed by reexani nation, when necessary® and
republication, the Board' s previous decisions regardi ng such
anmendnents no | onger appear to be good law. See al so
Botanical Interests Inc. v. Primavera, Ltd., supra, n. 7
(post-publication substitution of basis from Section 1(a) to
Section 1(b) allowed under recent anmendnents to Ofice

rules). Accordingly, post-publication anendnments to the

i.e., bona fide intention to use the mark at the tinme it filed
its application”.)

8 1nInre Mnte, reexanination was needed to ensure that Section
44 requirements were nmet, but when amendnent to the filing basis
is in a case before the Board and the change is either from
Section 1(a) to Section 1(b) or from Section 44 to Section 1(b),
re-exam nati on may not always be necessary. However, in a case
where applicant loses its priority filing date because the
Section 44 basis has been proven defective, re-examnation is
required since an application may have been filed by a third
party after the priority date but before the anended filing date
of applicant’s application, which would now be the actual filing
date of the application. |In such a case, re-examnation is
necessary so that a search of office records can be conducted by
the Exam ning Attorney to determne if conflicting application(s)
exi st, which would be those tradenark applications which may not
have been cited initially by the Examning Attorney due to
applicant’s earlier, nowinvalid, Section 44(d) priority filing
date. For the sanme reason, republication under Section 1(b) is
al so required.

11
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basis for an application, pursuant to Tradenmark Rules 2.35
and 2.133(a), are now al | owed.

In light of the above, we defer further consideration
of applicant’s notion to add an additional basis for its
application until final decision. See Botanical Interests
Inc., supra; Space Base Inc. v. Stadis Corp., 17 USPQ2d 1216
(TTAB 1990). Consequently, the parties should be permtted
to conduct discovery on this matter and argue these issues
at trial. Accordingly, opposer is allowed until TH RTY DAYS
fromthe miiling date of this order to anend its pleading to
set forth an alternative or hypothetical ground as an
addi tional basis for opposition, in anticipation of the
possibility that, at final hearing, we wll grant
applicant’s anendnent to add a Section 1(b) basis to the

appl i cation.?®

® The issues to be deternined at trial include whether
applicant’s Section 44 basis was valid at the tine applicant
filed its application, and with regard to applicant’s notion to
anmend, whet her applicant had a continuing valid basis under
Section 1(b), that is, a bona fide intent-to-use the mark in
commerce at the tine of filing and to date. W note in this
regard that the O fice presunmes applicant had a continuing
intent-to-use the applied-for mark in conmerce fromthe actual

as opposed to priority, filing date of its application. Thus, it

wi Il be opposer’s obligation to plead and prove any claimit has
regardi ng applicant’s presuned intent-to-use and whether the
presunptive intent-to-use was in good faith, i.e., bona fide.

If applicant’s notion to anend its basis for registration to
add a Section 1(b) basis to application Serial No. 75/773,337 is
granted by the Board, and unl ess opposer prevails in this
opposition proceeding on all its current or anticipated clains,
the application will be forwarded to Publication and |ssue for
republication. W note that re-exam nation of the application
will occur (as indicated in n. 8, supra) in the event of a |loss

12
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Upon recei pt of an anmended pl eading, the Board wll set
applicant’s tine to file an anended answer.

Proceedings are resuned. The parties are all owed
until THIRTY DAYS fromthe mailing date stanped on this
order to serve responses to any outstanding di scovery
requests. Trial dates, including the close of discovery,

are reset as foll ows:

DISCOVERY PERIOD TO CLOSE: November 6, 2002
30-day testimony period for party in position of plaintiff February 4, 2003
to close:
30-day testimony period for party in position of defendant April 5, 2003
to close:
15-day rebuttal testimony period for party in position of May 20, 2003

plaintiff to close:

In each instance, a copy of the transcript of testinony
together wth copies of docunentary exhibits, nust be served
on the adverse party within thirty days after conpletion of
the taking of testinony. Trademark Rule 2.1 25.

Briefs shall be filed in accordance with Trademark Rul e
2.128(a) and (b). An oral hearing wll be set only upon

request filed as provided by Trademark Rule 2.1 29.

of applicant’s Section 44(d) priority filing date so that a new
search of potential conflicting marks can be conducted.
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