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By the Board:

This case now cones up on opposer’s notion for |eave to
anmend the notice of opposition and to extend the di scovery
period, filed August 9, 2002. The notion is fully briefed.

In support of its notion, opposer argues that the
proposed anendnent is tinely since it was only after
searching for responsive docunents with respect to
applicant’s discovery requests that it “learned that opposer
had adopted and used on goods in International Cass 25 a
mar k consisting of the letter “D° with a cat silhouette

| eapi ng through the letter “D’'? and a mark “consisting of

! Opposer alleges in paragraph 4 of the amended notice of
opposition that “[s]ince long prior to March 4, 2000, the filing
date of Serial No. 75/936,519, Opposer adopted and commenced use
of a design trademark conprised of the letter “D" with cat

sil houette | eaping through the letter “D (“D’ Design mark), as
shown in Exhibit C attached to this Notice of Qpposition, for



the letter “P” with a cat sil houette |eaping through the
letter “P"?; and that since the proceeding is still in the
di scovery period and opposer is proposing an extension of
the di scovery period so that applicant may seek di scovery on
these newy asserted clains, applicant will not be
prejudi ced by the proposed anendnent.

In response, applicant argues that the “two new causes
of action are frivol ous” because they would not survive a
notion for summary judgnent and that the proposed anendnent
shoul d be denied on this basis; that applicant al so opposes
the notion due to opposer’s unreasonabl e del ay of over one
and a half years to seek to amend the notice of opposition
to allege facts that opposer should have known at the tine
of filing; and that the proposed anendnent is in bad faith
in that opposer is nmaking “inproper use of governnental
process” and “seeks to drive up costs and overwhel m
applicant by burying himin the expense of defending this

opposition.”

clothing, nanely, shirts and footwear in International C ass 25.
Opposer first used the “D’" Design Mark in U S. commerce at | east
as early as the Fall of 1993 and has continuously used the “D’
Design Mark in U S. commerce to the present. On May 30, 2002,
Qpposer filed a US trademark application directed to the “D’
Design mark for use on goods in International Cass 25.”

2 Opposer alleges in paragraph 5 of the anended notice of
opposition that [a] t |east as early as June, 2001, opposer
adopt ed and conmenced use of a design trademark conprised of the
letter “P” with cat silhouette |eaping through the letter “P”
(“P" Design mark), as shown in Exhibit D attached to this Notice
of Qpposition, for clothing, nanely T-shirts in International
Cass 25.”



In reply, opposer argues that opposer was diligent
since it tinely filed its notion for |eave to anend shortly
after it learned of the facts |leading to the proposed
anendnent and that since the notion to anend was filed pre-
trial it should be allowed; that the proposed anendnent is
| egally sufficient, provides additional evidentiary details
regarding allegations set forth in paragraph 3 of the
notice, and is not for the purpose of asserting a new claim
or defense or curing a defective pleading; that applicant’s
argunents going to the nerits of opposer’s proposed
anendnent is an inappropriate consideration for purposes of
determning a notion to anend; that applicant’s statenents
of bad faith are “untrue, unsubstantiated and reckl ess”; and
that the fact that applicant may be inconveni enced as a
result of sone delay to the proceedings, that applicant may
al so need to prepare sone additional discovery and that
applicant may incur sone additional costs, are factors which
do not “rise to the |level of cognizable prejudice sufficient
to defeat a notion to anend.”

W will now consider the issue of whether granting
opposer’s notion to anend the notice of opposition to add
paragraphs 4 and 5 at this stage of the proceeding would
unfairly prejudice applicant. Under Fed. R Cv. P. 15(a),
| eave to anmend pl eadi ngs shall be freely given when justice

so requires. Consistent therewith, the Board liberally



grants | eave to anend pl eadi ngs at any stage of the
proceedi ng when justice requires, unless entry of the
proposed anendnment would violate settled | aw or be
prejudicial to the rights of the adverse party. See e.qg.
Conmodore El ectronics Ltd. v. CBM Kabushi ki Kai sha, 26
USPQ2d 1503 (TTAB 1993); and United States A ynpic Conmttee
v. OMBread Inc., 26 USPQd 1221 (TTAB 1993). The timng
of the nmotion to amend is a major factor in determning

whet her applicant woul d be prejudi ced by all owance of the
proposed anendnent. See TBMP Section 507.02 and cases cited
t her ei n.

After careful review of opposer’s anmended notice of
opposition and consideration of the argunents of the
parties, we conclude that opposer’s proposed anendment wl |
not be unduly prejudicial to applicant, and therefore should
be granted. First, applicant would not be prejudiced
because the proceeding is still in the pre-trial phase and
di scovery will be extended as indicated below Second,
opposer's proposed anendnent to the pleading is essentially
just an expansion of its allegation in paragraph 3 of the
original notice of opposition in that paragraphs 4 and 5 and
nerely provide additional details of opposer’s “use of a
| eapi ng cat sil houette, either alone or in conbination with
ot her words and/or designs, as a trademark” in connection

with clothing (paragraph 3, original notice of opposition



and anended notice of opposition), and as such, the proposed
anendnent cannot be considered prejudicial. Third,
opposer’s delay in filing the notion was not unreasonabl e

si nce opposer has indicated that it only recently becane
aware of these additional uses of the mark during a search
for docunents responsive to applicant’s discovery requests,
and additionally, with respect to paragraph 5 of the anended
pl eading, this is clearly a supplenental pleading under Fed.
R CGv. P. 15(d) based on events which have occurred since
the original claim since opposer could hardly have pl eaded
use of the “silhouette of the |eaping tiger through the

|l etter P” upon filing the opposition in February 2001 since
the referenced mark was not adopted and used until June
2001.

As for applicant's remaining points, we do not find any
bad faith notive in opposer’s filing of the notion to anend,
nor do we find undue prejudice fromthe fact that allowance
of the anmendnent may result in applicant’s additional
expenditure of tinme, effort, or noney for additional
di scovery. See e.g. United States v. Continental II1.
Nat i onal Bank & Trust Co. of Chicago, 889 F.2d 1248, 1255
(2d. Cr. 1989). Finally, whether or not the evidence is
sufficient to prove opposer's allegations in paragraphs 4
and 5 of the anended notice of opposition is a question of

proof for trial. Inasnuch as applicant has not nmade a



showi ng that |eave to anend shoul d not be freely given
opposer’s notion to anend its notice of opposition is
gr ant ed.

Applicant is allowed until THI RTY DAYS fromthe mailing
date of this order to file an answer to the anended notice
of opposition.

In view of the foregoing, and to prevent any prejudice
to applicant, opposer’s notion to extend di scovery for one
nonth is granted.

Di scovery and trial dates are reset as foll ows:

DISCOVERY PERIOD TO CLOSE: April 13,2003
30-day testimony period for party in position of plaintiff July 12,2003
to close:

30-day testimony period for party in position of defendant September 10, 2003

to close:

15-day rebuttal testimony period for party in position of October 25, 2003

plaintiff to close:

In each instance, a copy of the transcript of testinony
together wth copies of docunentary exhibits, nust be served
on the adverse party within thirty days after conpletion of
the taking of testinony. Trademark Rule 2.1 25.

Briefs shall be filed in accordance with Trademark Rul e
2.128(a) and (b). An oral hearing wll be set only upon

request filed as provided by Trademark Rule 2.1 29.



