UNITED STATES DEPARTMENT OF COMMERCE
Patent and Trademark Office

Trademark Trial and Appeal Board

2900 Crystal Drive

Arlington, Virginia 22202-3513

But | er Mai |l date: April 12, 2004
Qpposition No. 91122524
X/ Open Conpany Limted
V.
Wayne R G ay

Before Simms, Walters and Bucher, Adm nistrative Tradenark
Judges.

By the Board:

Thi s proceeding cormenced with the filing of the Notice of
Qpposition on April 11, 2001.

Applicant seeks to register the mark I NUX for “conputer
operating systemsoftware for use in consumer hardware systems.”?!
As grounds for the opposition, opposer alleges that applicant’s
mark so resenbl es opposer’s previously used and regi stered marks

"3 as to be

UNI X for “conputers”? and UNI X for “conputer prograns
likely to cause confusion, mstake or to deceive; and that
applicant’s mark will cause dilution of the distinctive quality
of opposer’s marks, which becane well known and fanous before the

filing date of applicant’s application.

! Application Serial No. 75680034, filed on April 29, 1999, claining a
bona fide intent to use the mark in commerce.

2 Regi strati on No. 1390593, issued on April 22, 1986, claimng use and
use in conmerce since Decenber 14, 1984. Section 8 affidavit

accept ed.

® Registration No. 1392203, issued May 6, 1986, clainming use and use in
comerce since Decenber 14, 1972. Section 8 affidavit accepted,;
Section 15 affidavit acknow edged.



Qpposition Nos. 91154201 and 91154470

On August 15, 2002, after several periods of suspension to
accommodat e settl enent discussions and a change of attorney,
applicant filed his answer denying the salient allegations of the
conplaint. Applicant further brought a counterclaimto cancel
opposer’s pl eaded regi strations on the grounds of abandonnent of
the marks. More specifically, applicant alleges that opposer no
| onger uses the mark UNI X on conputers or conputer prograns, and
has no intention of resum ng such use. Applicant also alleges in
his counterclai mthat opposer’s marks are now generic. Qpposer
has denied the salient allegations of the counterclaim

After several nore periods of extension, discovery closed on
August 7, 2003. In an order dated Cctober 24, 2003, the Board
denied applicant’s notion to extend discovery (filed via
certificate of mailing dated August 7, 2003); determ ned that
applicant’s discovery requests, served after August 7, 2003, were
untinely, and inforned opposer that no responses were due; and
reset trial dates only, with first testinony to close on January
30, 2004.

This case now conmes up on applicant’s fully briefed notion,
filed Decenber 22, 2003, to anmend his answer, affirmative
def enses, and counterclaim applicant’s fully briefed notion,
filed January 28, 2004, to accept applicant’s late service of his
responses to opposer’s discovery requests; and applicant’s fully
briefed anended notion, filed January 22, 2004, to anend his

answer, affirmati ve def enses, and counterclaim
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Applicant’s notions to anend his answer and counterclaim

In support of his notions, applicant argues that he has
recently uncovered evidence that opposer has no standing in this
matter because the pleaded marks were assigned to a third party
by Novell, Inc. prior to being assigned to opposer by Novell.*

Applicant seeks to anend his affirmative defenses, presently
entitled as follows: Abandonnent; Segnentation of Market Results
in No Confusion; Prior Dilution of Mark; and Abandonnent by
CGeneric Use. Applicant’s proposed affirnative defenses, as set
out in his second anended notice of opposition, are entitled:
Abandonnent ; Segnmentation of Market; Prior Dilution of the Mrk;
Abandonnment by Generic Use; Lack of Standing Due to Prior
Transfer; Lack of Standing Due to Assignnent in G oss; Fraudul ent
Deed of Assignnment of the “Unix” Marks to Opposer; and
Abandonnment Due to Naked Licensing. Applicant’s proposed
anendnent to his counterclai mseeks cancellation of opposer’s
pl eaded registrations on the issues raised by the affirnmative
defenses, as well as on the issues raised in his original
counterclaim More specifically, and in abbreviated form wth
respect to the newly proposed clains to his second anended
counterclaim applicant alleges that opposer has abandoned use of
the UNI X marks on the registered goods, with no intent of
resum ng such use; that UNIX is generic for a “nulti-user, nulti-

taski ng conputer operating systemwhich runs on a wide variety of

4 Di scussion of the relati onshi p between Novell, Inc., opposer, and the
third party follows later in this decision.
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conputer systens”; that The SCO Group and/or its predecessor in
interest, Santa Cruz QOperation, Inc. (hereinafter SCO is the
owner of the registrations clainmed by opposer; that SCO purchased
fromNovell, Inc. the Unix business assets, goodwi || and marks in
1995; that the assignnent from Novell to opposer, nmade in 1999,
is an assignnent in gross, wthout the acconpanyi ng goodw ||,
anounting to trafficking in a nane; that the recordation with the
USPTO of an assignnent from Novell to opposer anmounts to a
fraudul ent representation because opposer and Novel |l knew or
shoul d have known about the 1995 transfer to SCO and that there
exi sts an “as-yet undisclosed re-licensing agreenent dated My
10, 1994 from Novell to opposer” of the marks which transferred
Novell’s interest to SCO in 1995, anmounting to a naked transfer
of rights, resulting in abandonnment of the marks in question.

As background, applicant argues that Registration Nos.
1390593 and 1392203 issued to Anerican Tel ephone and Tel egraph
Conmpany; that a transfer was nade to Uni x System Laboratori es,
Inc. and recorded with the O fice; and that Unix System
Laboratories, Inc. nerged with Novell, Inc., and said nerger was
recorded with the Ofice. According to applicant, on Septenber
19, 1995, Novell transferred essentially all of its Unix business
to SCO and a disclosure was filed with the SEC (Securities and
Exchange Conm ssion). Applicant argues that, by virtue of the
transfer of the business and of the | anguage of Schedule 1.1(b)
of the Asset Purchase Agreenent, the UNI X trademarks were

transferred to SCO at that tine.
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In particular, applicant argues that the first anendnent of
Schedul e 1.1(b) of the Asset Purchase Agreenent denonstrates that
the marks were transferred from Novell to SCO  Said section

according to applicant, describes excluded assets as “Al
copyrights and trademarks, except for the trademarks UN X and
UNI XWARE. ” (Enphasis added.) See Exhibit 7 to applicant’s
notion. Applicant provides a copy of the second anmendnent to
Schedul e 1.1(b), dated October 16, 1996, which appears to nodify
the agreenent slightly, but not change the substance of the
agreenent. The information provided by applicant indicates that
Amendnent 2 to the Asset Purchase Agreenent states: ..Schedul e
1.1(b) of the Agreenent, titled “Excluded Assets,” Section V,
Subsection A shall be revised to read:
Al'l copyrights and trademarks, except for the copyrights and
trademar ks owned by Novell as of the date of the Agreenent
required for SCOto exercise it [sic] rights with respect to
the acquisition of UNI X and UNI XWARE t echnol ogi es.
(Enmphasi s added.)
In addition, applicant argues that the 1995 agreenent
bet ween Novel |l and SCO provi ded that Novell agreed not to conpete
with SCOwith respect to the UNI X busi ness.
Applicant’s notion to anend his answer, affirmative defenses
and counterclainms is acconpani ed by the foll owi ng documents:?®
1) A February 1, 1985 software |icensing agreenent between
AT&T Technol ogi es, Inc. and International Business
Machi nes Corporation for UNI X Systens V, identifying
UNI X as a trademark of AT&T Bell Laboratories;

2) Copi es of the recordal information, including reel and
frame nunbers, of the assignnents from Anerican

> The nunbers listing the documents coincide with the exhibit nunbers
to applicant’s notions to amend his answer, affirmative defenses, and
counterclaim
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3)

4)

5)
6)

7)

8)

9)
10)

11)

12)

13)

14)

Tel ephone & Tel egraph Conpany to Uni x System
Laboratories, Inc. to Novell, Inc. to X/ Open Conpany
Limted;

A copy of the anended conplaint in The SCO G oup, Inc.
v. International Business Machi nes Corporation, Case
No. 03-CV-0294 in the United States District Court for
the District of Uah. Plaintiff set forth the causes
of action as software agreenent breaches, sublicensing
agreenent breaches, unfair conpetition, interference
Wi th contract, and m sappropriation of trade secrets
under Utah law, all involving the UNI X conputer
operating system program and rel ated software.
Plaintiff alleges ownership of all right, title and
interest in and to UNI X and UNI XWARE operating system
source code, software, sublicensing agreenents,
copyrights, and additional licensing rights in and to
UNI X and UNI XWARE.

An Internet printout from ConputerWekly.com dated
11/ 19/ 2003, concerning Novell’s potential violation of
the “non-conpete clause” in its 1995 agreenent with
SCO,

Santa Cruz’s SEC filing for fiscal year 1996
identifying its acquisition of the UN X business;

An Internet printout from SCOSOURCE, which appears to
be a public letter, dated March 17, 2003, concerning
SCO s lawsuit against |1BM over the UN X source codes;
An Internet printout from C NET NEWS. COM | ast nodified
June 4, 2003, indicating that the 1995 contract between
Novel I and SCO concerning UNI X ownershi p appears to
grant SCO broad rights to the operating systemwhile
Novel | retains copyrights and patents;

An Internet printout from SCO byline dated June 6,
2003, releasing Amendnent No. 2 to Schedule 1.1(b)
subsection A of the 1995 Asset Purchase Agreenent

bet ween Novell and SCO in support of SCO s public
position that it owns the UN X copyrights;

An Internet printout of what may be Anendnent 2 to the
1995 Asset Purchase Agreenent between Novell and SCO
A copy of the 1999 Deed of Assignnent between Novel
and X/ Open Conpany Limted, and acconpanyi ng USPTO
recordal sheet, for the assignnent of Registration Nos.
1392203 and 1390593;

An Internet printout from THE OPEN GROUP concerning the
SCOIBMIlitigation setting forth The Open G oup’s
position that it owns the UN X trademarks while SCO
owns the rights in the UNI X operating systemonly.

A copy of the Septenmber 19, 1995 UNI X Asset Purchase
Agr eenment between Novel |l and SCO

A Copy of Anendnent 1 to said agreenent, dated Decenber
6, 1995;

A copy of Anendnent 2 to said agreenent, dated COctober
16, 1996; and
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15) A copy of the conplaint in The SCO G oup, Inc. v.
Novel I, Inc., Case No. 040900936 in The Third Judici al
District Court of Salt Lake County, State of Utah. In
this suit for Slander of Title, SCO clains at paragraph
15 that it owns all “copyrights and trademarks owned by
Novel | at the date of the [Asset Purchase Agreenent]
required for SCOto exercise its rights with respect to
the acquisition of UNIX and Uni x\Ware technol ogi es.”®

Applicant argues that, in light of the 1995 agreenent
bet ween Novell and SCO, any assignnent of the UNI X trademarks by
Novel | after 1995 woul d have been w thout the goodw || attached
thereto. In addition, applicant argues that, in view of the
“non-conpet e” cl ause between Novell and SCO, even if Novell had
not assigned its trademark rights in 1995, it had necessarily
abandoned the marks in 1995 and had nothing to transfer to
opposer in 1999.

In response, opposer argues that applicant’s notion is
nmerely a ruse to reopen discovery after applicant failed to take
di scovery before the period closed, and after the Board
subsequent |y denied applicant’s notion to extend discovery (filed
on the last day of discovery). Opposer argues that the
i nformation applicant submits in support of his notion was
public, available for at |east six nonths before the notion was
brought, and, thus, not “newly found” for purposes of excusing

his delay in bringing the notion. Qpposer argues that

applicant’s notion is untinely, and grossly prejudicial to

® Exhibits 1-11 acconpany applicant’s first nmotion to amend his

pl eading (filed Decenber 22, 2003). Exhibits 12-15 acconmpany
applicant’s second (anmended) notion to amend his pleadings (filed
January 22, 2004).
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opposer. In particular, opposer contends that applicant’s notion
was brought after discovery was cl osed, and shortly before the
opening of the first testinony period, then anended |ater in what
was opposer’s scheduled first testinony period; and that
applicant’s evidence in support of his notion is not new because
only one docunent was created |later than June 3, 2003, and one
docunent dates back to 1985. (pposer argues that granting
applicant’s noti on woul d necessitate reopening discovery,
including tinme and cost, and delay a decision on the nerits of
the case; that is, whether applicant’s INUX mark for operating
systens is confusingly simlar to opposer’s UNI X mark for
operating systens.

Opposer contends that one of the docunents submtted by
appl i cant shows that SCO admits that The Open Group’ is the owner
of the UNI X and UNI XWARE narks. See Exhibit No. 8 to applicant’s

notion, SCO Investor Relations. Thus, according to opposer,

applicant’s notion is legally insufficient and would serve no
useful purpose. Opposer contends that the transfer of the
regi stered marks from Novell to opposer is not fraudulent even in
view of the agreenent between Novell and SCO because “source
code” does not equate to “goodw | l,” and the assignnent to
opposer included the goodw I | associated with the marks.

In reply, applicant argues that his notion to anend his
pl eading is not untinely, and that the history of the UN X marks

is conplex. Applicant argues that SCO publicly rel eased

" Opposer explains that The Open Group is opposer’s tradi ng nane.



Qpposition Nos. 91154201 and 91154470

proprietary information and docunents as part of its information
canpaign with respect to its lawsuit against IBM In addition
applicant argues that there are mllions of references to “unix”
on the Web, making it difficult and tinme-consumng to review and
narrow to those which may be pertinent here. Thus, according to
applicant, and contrary to opposer’s position, the information
appl i cant now has was not readily or publicly available for a

| ong period of tinme before he brought his notion.

Leave to anend pl eadi ngs nust be freely given when justice
so requires, unless entry of the proposed anendnent would viol ate
settled law or be prejudicial to the rights of the adverse party
or parties. See Fed.R Civ.P. 15(a); TBWP §507.02 (2" ed. June
2003). The timng of a notion for | eave to anend under
Fed. R Cv.P. 15(a) is a mgjor factor in determ ning whether the
adverse party woul d be prejudiced by all owance of the proposed
amendnent. See Conmpdore El ectronics Ltd. v. CBM Kabushi k
Kai sha, 26 USPQ2d 1503 (TTAB 1993).

Appl i cant has adequately explained his delay in bringing his
notion to anmend his pleading, attributable to the vol une of
“hits” on the Internet, the nore recent commencenent of
litigation by SCO and the rel ease by SCO of docunents that may
have been previously unavail able publicly. Applicant brought his
notion prior to conmencenent of the first testinony period,
al beit after discovery had closed. |In order to permt adequate
di scovery and avoid extrene prejudice, said period may be
reopened, directed solely to the new cl ai ns.

9
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Applicant is not required to prove his newy asserted clains
at the tinme his notion to anend is brought. He need only allege
such facts which, if proven at trial or upon a notion for sumrary
judgnment, would establish that valid grounds exist for cancelling
opposer’s pleaded registrations.® That is, the nerits of the
pl eadi ngs are not determned until the parties have an
opportunity to submt their proofs thereon. See Dynachem
Corporation v. The Dexter Corportion, 203 USPQ 218 (TTAB 1979).

Appl i cant has supported his notion to anend his answer,
affirmati ve defenses, and counterclaimw th subm ssions
indicating that, at a mninmum there nay be a question as to the
scope of the 1995 agreenent between Novell and SCO and whet her
it included a transfer of the trademarks at issue here; the
nature of the relationship between Novell and SCO prior to the
assi gnnment from Novell to opposer of the registrations, whether
Novel | had ownership rights in the marks and registrations to
transfer to opposer in 1999, and the nature of any such rights.

Accordingly, applicant’s notion to amend his answer,
affirmati ve defenses, and counterclaimis granted, and
applicant’s second anended answer, affirmative defenses, and

counterclaim (filed January 22, 2004) is noted and entered.

8 The Board notes in passing that the subm ssions made in support of
applicant’s notion to amend his pl eadings do not establish the absence
of genuine issues of material fact as would be necessary to prevail on
a notion for sumary judgnent.

10
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Qpposer is allowed until thirty days fromthe nailing date
of this order to file its answer to applicant’s second anended
countercl aim

In an order dated February 11, 2004, the Board suspended
opposer’s tinme to respond to applicant’s notion (filed January
28, 2004) to accept late service of his discovery responses to
opposer. Now that proceedi ngs are resuned, opposer is allowed
until twenty days fromthe mailing date of this order to file its
response thereto, failing which, applicant’s notion nay be
granted as conceded.

Applicant, in bringing his notion to anmend his pl eadi ng,

i ndi cat ed he understood that any reopening of discovery may be
made solely with respect to the matters raised in his anmended
pl eadi ng. The Board finds this to be appropriate in that

di scovery on the original pleadings closed prior to applicant’s
notion to anend his answer, affirmative defenses and

countercl aim

Accordi ngly, discovery is reopened solely with respect to
the matters arising fromthe anendnents to applicant’s pleading,

and dates are reset as foll ows:

THE PERIOD FOR DISCOVERY TO CLOSE: 7/1/04

30-day testimony period for
plaintiff in the opposition to close: 9/29/04

11
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30-day testimony period for defendant in the opposition
and as plaintiff in the counterclaim to close: 11/28/04

30-day testimony period for defendant in the counterclaim
and its rebuttal testimony as plaintiff in the
opposition to close: 1/27/05

15-day rebuttal testimony period for plaintiff in the
counterclaim to close: 3/13/05

Briefs shall be due as follows:
[See Trademark rule 2.128(a)(2)].

Brief for plaintiff in the opposition shall be due: 5/12/05

Brief for defendant in the opposition and as
plaintiff in the counterclaim shall be due: 6/11/05

Brief for defendant in the counterclaim and its reply
brief (if any) as plaintiff in the opposition
shall be due: 7/11/05

Reply brief (if any) for plaintiff in the
counterclaim shall be due: 7/26/05

In each instance, a copy of the transcript of testinony

together with copies of docunentary exhibits, nust be served on

12
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the adverse party within thirty days after conpletion of the
taking of testinony. Rule 2.125.

Briefs shall be filed in accordance with Rule 2.128(a) and
(b). An oral hearing will be set only upon request filed as

provided by Rule 2.129.

13



