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3 Judge Seehernman has been substituted for Judge Sims, who has retired
from Federal service



Qpposition Nos. 91120712 and 91121447

Opinion by Walters, Adm nistrative Trademark Judge:

The Sea Island Conpany filed its oppositions to the two
applications of Kroehler Corporation, as the original
applicant, to register the marks indicated bel ow

Mar k:  SEA | SLAND COLLECTI ON

Goods:  “Furniture and hone and office

furni shings, nanely, chairs, accent chairs,
arnchairs, side chairs, rockers, sw vel rockers,
glider rockers, tables, pedestal tables, |anp
tabl es, side tables, end tables, occasional

tabl es, coffee tables, cocktail tables, accent
tables, dining tables, kitchen tables, dinette
sets, sideboards, hunt boards, hutches, buffets,
kitchen centers, nanely, a free-standing

conbi nation cabi net and drawer assenbly and
kitchen countertop nounted thereon, kitchen
storage units and kitchen work surfaces, nanely,
kitchen countertops, sofas, sectionals, notion
sofas, notion |ove seats, sleeper sofas, reclining
sectionals, |ove seats, beds, wall beds,

ni ght st ands, headboards, mrror dressers, chests,
dressers, bedroom furniture suites, daybeds, bunk
beds, children's beds, rollaway beds, futons,
arnoi res, etageres, desks, file cabinets, corner
cabi nets, work surfaces, nanely, work surface
tabl es, benches, jewelry arnoires, storage

cabi nets, bookcases, display cabinets, curio

cabi nets, wall storage shelf units, display

shel ves, entertainment centers, and hone theater
centers, CD storage units; mrrors, cheva
mrrors; pillows, mattresses, box springs; fitted

furniture covers,” in International Cass 20,
Services: “retail furniture store services and
el ectronic retail of furniture using a gl obal
conput er and/ or commruni cations network,” in

| nt ernational d ass 35.*

Di scl ai ner: COLLECTI ON

4 Application Serial No. 75740721, filed June 30, 1999, based upon an
al l egation of a bona fide intention to use the mark in commerce in
connection with the identified goods and services.
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Mar k:  AMERI CAN SI GNATURE SEA | SLAND COLLECTI ON

Goods: “CD storage units,” in International d ass
9, and

“Furniture and hone and office furnishings,

nanely, chairs, accent chairs, arnchairs, side
chairs, rocker chairs, sw vel rocker chairs,
glider rocker chairs, tables, pedestal tables,

| anp tables, side tables, end tables, occasional
tabl es, coffee tables, cocktail tables, accent
tabl es, dining tables, kitchen tables, dinette
sets, sideboards, buffet bases, hutches, buffets,
sof as, sectional sofas, notion sofas, notion | ove
seats, sleeper sofas, reclining sectional sofas,

| ove seats, beds, wall beds, nightstands,
headboards, mrror dressers, chests, dressers,
bedroom furniture, daybeds, bunk beds, children's
beds, rollaway beds, futons, arnvires, etageres,
desks, file cabinets, corner cabinets, work
surface tabl es, benches, jewelry arnoires, storage
cabi nets, bookcases, display cabinets, curio

cabi nets, wall storage shelf units, display

shel ves, entertainnment centers, and hone theater
centers; mrrors, cheval mrrors; pillows,
mattresses, box springs; fitted fabric furniture
covers; kitchen storage units and countertops, and
a nulti-function free-standing kitchen work center
cont ai ni ng storage, cutting surface, w ne rack
writing surface table and/or desk,” in

I nternational O ass 20,

Services: “retail furniture store services and
conputerized on-line retail furniture store
services,” in International dass 35.°

Di sclaimer: AMERI CAN and COLLECTI ON
As grounds for the oppositions, opposer asserts, inits
anmended notices of opposition, that applicant’s marks, when

applied to applicant’s goods and services, so resenble

> Application Serial No. 75740720, filed June 30, 1999, based upon an
al l egation of a bona fide intention to use the mark in commerce in
connection with the identified goods and services. The application

i ncl udes a claimof ownership of Registration No. 2196253.
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opposer’s previously used, registered and fanous SEA | SLAND
mar ks, shown bel ow, for a variety of goods and services, as
to be likely to cause confusion, under Section 2(d) of the
Trademark Act.®
Regi stration No. 1885428; Principal Register

Mar k: SEA | SLAND BEACH CLUB

Goods/ Services: snack bar services, restaurant

and cocktail |ounge services, and retail gift shop

services, in International Cass 42

Di sclainer: BEACH CLUB

Status: Registered March 21, 1995; Sections 8 (6

year) and 15 affidavits have been accepted and
acknow edged, respectively.

Regi stration No. 1887573; Principal Register

Mar k:

Goods/ Services: resort services; nanely, beach
club and swi nm ng club services and beauty care,
spa and health club services, in Internationa

Cl ass 42

Di sclainmer: BEACH CLUB
Status: Registered April 4, 1995; Section 8 (6

year) and 15 affidavits have been accepted and
acknow edged, respectively.

5 1n each of its original notices of opposition, opposer also asserted a
dilution claim which the Board found to be deficient. This claimwas
not reasserted in the amended notices of opposition
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Regi stration No. 1888148; Principal Register
Mar k:

Goods/ Servi ces: Personal care products and
toiletries, nanely hair shanpoo, hair conditioner,
body Il otion, bath and shower gel, skin cleansing

| otion, skin moisturizer lotion, skin noisturizer
gel, sunscreen preparations, sun bl ock
preparations, skin dyes, nanely sunless self
tanni ng skin preparations and massage oils, in

I nternational C ass 3

Status: Registered April 11, 1995; Section 8 (6
year) and 15 affidavits have been accepted and
acknow edged, respectively.

Regi stration No. 2200173; Princi pal Register -
Section 2(f) in part as to the words SEA | SLAND

Mark:  SEA | SLAND YACHT CLUB

Goods/ Services: Yacht club services, in

I nternational Cl ass 41; and Restaurant and bar
services and food and beverage catering services,
in International C ass 42

Di scl ai ner: YACHT CLUB

Status: Registered October 27, 1998; Section 8 (6
year) and 15 affidavits have been accepted and
acknow edged, respectively.
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Regi stration No. 2196269; Principal Register -
Section 2(f)

Mark:  SEA | SLAND YACHT CLUB

Goods/ Services: marina services and boat and
yacht charter services, in International C ass 39;

Di sclai ner: YACHT CLUB

Status: Registered October 13, 1998; Section 8 (6
year) and 15 affidavits have been accepted and
acknow edged, respectively.

Regi stration No. 1338346; Principal Register -
Section 2(f)

Mar k:  SEA | SLAND

Goods/ Services: planning and | ayi ng out of
residential communities and real estate brokerage
and managenent services, in International C ass
36;

bar ber and beauty sal on services, retail flower
shop services and resort hotel and restaurant
services, in International Cass 42;

educati onal services-nanely, providing instruction
in the fields of dancing, tennis, golf, horseback
riding, skeet shooting, swinmmng, diving, fishing,
sailing and wi ndsurfing; entertainnent services-
nanmel y, arrangi ng and conducting tennis and gol f
tournanents, |ectures and concerts for others; and
country club and beach club services, in

| nternational C ass 41;

garage and auto repair services, laundry and dry
cl eani ng services, |andscaping services and
construction of resort hones and condom ni uns, in
I nternational O ass 37

Status: Registered May 28, 1985; Section 8 (6
year) and 15 affidavits have been accepted and
acknow edged, respectively.

Regi stration No. 1338347; Principal Register —
Section 2(f)
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Mar k:

Goods/ Services: garage and auto repair services,
| aundry and dry cl eaning services, |andscaping
servi ces and construction of resort hones and
condom niuns, in International C ass 37,

bar ber and beauty sal on services, retail flower
shop services and resort hotel and restaurant
services, in International Cass 42;

educati onal services-nanely, providing instruction
in the fields of dancing, tennis, golf, horseback
riding, skeet shooting, swinmmng, diving, fishing,
sailing and wi ndsurfing; entertainnent services-
nanmel y, arrangi ng and conducting tennis and golf
tournanents, |ectures and concerts for others; and
country club and beach club services, in

| nternational C ass 41;

pl anni ng and | ayi ng out of residential comrunities
and real estate brokerage and managenent services,
in International C ass 36

Description: The mark is lined for the col or
green.

Status: Registered May 28, 1985; Section 8 (6
year) and 15 affidavits have been accepted and
acknow edged, respectively.

Regi stration No. 1584853; Principal Register —
Section 2(f)

Mar k:  SEA | SLAND

Goods/ Services: golf clubs, in International
Cl ass 28

Status: February 27, 1990; Section 8 (6-year) and
Section 15 affidavits have been accepted and
acknow edged, respectively; Section 8 (10-year)
accepted/ Section 9 (Renewal) granted.
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Regi stration No. 1588010; Principal Register —
Section 2(f) in part as to the words SEA | SLAND

Mar k:  SEA | SLAND CLASSI CS

Goods/ Services: golf clubs, in International
Cl ass 28

Status: Registered March 20, 1990; Section 8 (6-
year) and Section 15 affidavits have been accepted
and acknow edged, respectively; Section 8 (10-
year) accepted/ Section 9 (Renewal) granted.

Regi stration No. 1789075; Principal Register —
Section 2(f)

Mar k:  SEA | SLAND

Goods/ Services: personal care products and
toiletries; nanmely, shanpoo, hair conditioner,
body | otion, bath/shower gel, sunscreen and
massage oil, in International Cass 3

Status: Registered August 24, 1993; Section 8 (6-

year) and Section 15 affidavits have been accepted

and acknow edged, respectively; Section 8 (10-

year) accepted/ Section 9 (Renewal) granted.

Opposer al so asserts that the word AMERI CAN in
applicant’s mark refers to the United States of Anmerica
(USA); that the USA “is known for its production of high
quality furniture and for its native grown wood”; that
applicant’s products sold under its marks “are not
manuf actured in Anmerica and are not nmade of American grown
wood”; and that, therefore, applicant’s marks are primarily
geographically deceptively m sdescriptive of applicant’s

products, under Section 2(e)(3) of the Trademark Act.
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Applicant, in its answer, denied the salient
all egations of the clains; although applicant admtted that
“sone of the products sold by it under the mark AVERI CAN
SI GNATURE SEA | SLAND COLLECTI ON are not manufactured within
Anmerica.” Applicant asserted affirmatively that no
confusion is likely; that “the words ‘ SEA | SLAND are
diluted as a trademark formative for nulti-word trademarks,
and hence weak ..; that applicant’s marks are “sufficiently
distinctively different from opposer’s marks” to avoid
confusion; that opposer’s marks are not fanmous in view of
the extensive third-party registrants and users of SEA
| SLAND marks for a wi de range of goods and services; and
that “as used in applicant’s mark, the term AVERI CAN woul d
not be understood by the consum ng public as signifying the
| ocati on of manufacture of the goods sold under applicant’s
mark or the source of the wood used in the nmanufacture of
[ such] goods.”
The Record

The record as submtted by the parties includes the
pl eadings and the files of the involved applications.
Opposer has submtted, under notice of reliance, certified
copies of its pleaded registrations and excerpts from
various publications. Applicant has subm tted, under notice
of reliance, copies of third-party registrations and

excerpts fromvarious publications, dictionaries and
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Internet web sites. Submtted by the agreenent of the
parties are the discovery depositions taken by opposer of
Merry Tipton, opposer’s vice president of corporate
comuni cations, and Art Lanciers, applicant’s general
mer chandi si ng manager, both with acconpanyi ng exhibits.
Opposer has also submtted two third-party testinony
depositions wth acconpanying exhibits; and applicant has
submtted el even third-party testinony depositions with
acconpanyi ng exhibits.” Both parties filed briefs on the
case and an oral hearing was held.

Motions to Strike Evidence

Bot h opposer and applicant filed notions to strike
portions of the other party’s notice of reliance. W
address these notions as a prelimnary matter now.

1. Opposer’s Mtion to Strike.

Opposer objects to applicant’s subm ssion by notice of
reliance of print-outs fromvarious third-party Internet web
sites, a print-out of a definition of “Sea Islands” from
M crosoft Encarta Encycl opedia, which is stored on CD ROV
and print-outs of transcripts of radi o broadcasts obtained
fromthe LEXI S-NEXI S database. Citing several Board cases
regarding adm ssibility of Internet evidence, opposer

contends that none of these itens is a printed publication

" Both parties have filed objections to evidence subnitted by the other.
These objections are addressed infra in the body of this opinion.

10
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and, thus, such itens nmay not be submtted by notice of
reliance. |In particular, opposer objects to itemnos. 2-9
(print-outs fromlnternet websites), 14 (encycl opedia on CD
ROM, 34 and 40 (radio transcripts) of applicant’s notice of
reliance submtted February 11, 2003.

Regarding the adm ssibility of the Internet website
print-outs, applicant cites several Federal district court
cases and contends that “information ‘printed’ fromthe
I nternet exhibits the sane el enent of self-authentication as
is present for other ‘printed publications’ that are deened
adm ssi bl e under [Trademark] Rule 2.122(e)]” (May 5, 2003
response, p. 2); that applicant’s subm ssion is properly
aut henticated by applicant’s counsel’s decl aration,
consi stent with Raccioppi v. Apogee Inc., 47 USPQ2d 1368
(TTAB 1998); and that the TTAB decisions cited by opposer
“fail to recognize the ubiquitous nature of the Internet in
today’s marketplace.” (1d.) 1In this regard, applicant makes
the follow ng statenent (id.):

Conpared to even five years ago, the reach of the

| nt ernet has becone so pervasive as to be

virtually universally available to every consuner

in the United States. The ‘transitory nature of

the informati on on an Internet website does not

detract fromits presence in the marketpl ace or

fromits availability to consuners. The Internet

has truly becone the first place that consuners

turn to when they |look for information on a

conpany or a product. As such, the Board nust

consider the information available to consuners

t hrough the Internet where that information is
avai |l abl e.

11
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Opposer states in its reply that the Racci oppi case pertains
to evidence submtted in connection with a summary judgnent
nmotion, rather than, as here, for final decision. Qpposer

al so points out that the Internet evidence cases cited by
applicant are older than the rel evant Board cases, and are
deci ded under the Federal Rules, which do not include a rule
simlar to Trademark Rule 2.122(e).

We agree with opposer that, under the established
precedent of the Board, usually an applicant may not submt
excerpts fromlnternet websites by notice of reliance.?

Most excerpts fromlInternet websites differ fromprinted
publications, which may be introduced by notice of reliance.
Regardl ess of the ubiquitous nature of the Internet, nost
website excerpts are not anal ogous to printed publications
because of the fact that the website is always subject to
change, i.e., the subject matter of the website may not be
the sane the next tinme the website is accessed, whether it
is ten mnutes or ten days later, and there may be no

i ndi cation thereon that it has been changed. Thus, an
Internet website is sinply not self-authenticating. See, In
re Total Quality Group Inc., 51 USPQd 1474 (TTAB 1999); and
Racci oppi v. Apogee Inc., 47 USPQRd 1368 (TTAB 1998).

Therefore, we grant opposer’s notion to strike Exhibit Nos.

8 Some websites may be nerely Internet versions of printed publications,
such as daily newspapers. To the extent that these websites nmirror the
printed publication and are not subject to changes in subject natter

12
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2-9 to applicant’s notice of reliance and this evidence has
not been consi dered.

Regar di ng the CD- ROM encycl opedi a entry, applicant
contends that this CD-ROM publication is generally avail abl e
to the public because it is provided to consuners with every
purchase of a W ndows-based conputer; and that, as provided
in TBVMP 8708, it is an electronically generated “version of
an encycl opedi a, the equivalent of which is available to the
general public in libraries or of general circul ation anong
menbers of the public.” (Id. at 4.) Opposer contends that
the Mcrosoft Encarta Encycl opedia CD- ROM does not exist in
print and, therefore, it is not the el ectronic equival ent of
a printed publication.

While a publication on CO-ROMis not a “printed”
publication because it may not al so appear on paper, it my
be self-authenticating if it is analogous to a printed
publication by being an identifiable version of the
publication that is only subject to change by the issuance
of a new version that is identifiably different fromthe
previous version (e.g., the 2000 edition of an encycl opedi a
versus the 2005 edition of the sane encyclopedia). It nust
al so neet the requirenent under Trademark Rule 2.122(e) of
being “available to the general public in libraries or of

general circulation anong nenbers of the public or that

wi t hout notice, such excerpts would be anal ogous to print publications

13
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segnent of the public, which is relevant under an issue in a
proceeding.” In this case, applicant’s Exhibit No. 14 to
its notice of reliance, the 2001 edition of Mcrosoft
Encarta Encycl opedia, which is stored on CD-ROM neets the
sel f-authenticating requirenents of Trademark Rule 2.122(e),
even though it may not be available in a paper format, and
may be submitted by notice of reliance. Thus, this evidence
has been consi dered and opposer’s notion to strike this
exhibit is denied.

Regarding the radio transcripts obtained fromthe
LEXI S- NEXI S dat abase, applicant contends that these
docunents are no | ess adm ssi bl e than newspaper excerpts
obtained fromLEXIS-NEXIS; and that the transcript itself
constitutes a printed publication that is the verbati mcopy
of the recorded nmaterial in each broadcast. Opposer
contends that the types of publications that may be
downl oaded from LEXI S-NEXI S and subm tted by notice of
reliance are printed publications such as newspapers, not
audi o broadcast transcripts.

W find the sane analysis applied to the encycl opedi a
on CD-ROMis applicable to this evidence. The radio
prograns were broadcast to the general public on a specific
date and the exhibits represent the actual transcripts

t hereof, which were obtained fromthe LEXI S/ NEXI S dat abase.

and anmenabl e to submi ssion by notice of reliance.

14
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Both the nature of the exhibit, i.e., a transcript of an
actual and identifiable radio broadcast, and the facts that
it was broadcast to the general public, the transcript was
made available to the general public, and it was obtained
froma reliable database that is widely available to the
public, lead us to conclude that it is self-authenticating
and, thus, may be admtted in evidence by notice of
reliance. Opposer’s notion to strike this evidence is

deni ed and Exhibit Nos. 34 and 40 have been consi der ed.

2. Applicant’s Mdtion to Strike.

Appl i cant objects to opposer’s subm ssion by notice of
reliance of copies of a magazine article and a magazi ne
advertisenent (itemnos. 5 and 42, respectively) which
appl i cant contends are unauthenticated because they contain
no source-identifying information other than opposer’s
handwitten notes thereon. Qpposer contends that the
subm ssions are from nmagazi nes that are printed publications
within the nmeani ng of Trademark Rule 2.122(e) and they are
properly identified both by the handwitten notation on the
copy and by the description in the notice of reliance.

We agree with opposer that there is no requirenent that
a party submt such a printed publication wwth a copy of the
cover page or other identification fromthe publication
itself; rather, the description in the notice of reliance

and the notation on the docunent are sufficient to identify

15
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the specific publication and provide the necessary
authentication. Applicant’s notion to strike this evidence
i s denied and the docunents have been consi dered.
Factual Findi ngs

Opposer owns and operates a resort known as The
Cloister on Sea Island, Georgia.® The resort first opened
in 1926 on a barrier island off the coast of Georgia. The
i sland appears to have had several nanes historically,
i ncluding Long Island, and was renaned Sea Island in the
1920’ s by Howard Coffin, the resort’s founder and opposer’s
foundi ng nmenber. The resort has expanded and now i ncl udes
property on St. Sinons |Island, a neighboring island, and a
rustic mainland property known as Cabin Bluff. At its Sea
| sland and St. Sinons Island | ocations, opposer offers all
of the services normally associated wth an excl usive
resort. In addition to The Coister, a hotel, the resort
i ncludes Sea Island Yacht O ub and Marina and Sea | sl and
Golf Cub. The Sea Island nane is also attached to spa and
| aundry services rendered in connection with the resort and
to the rental of cottages that are part of the resort.

Additionally, the Sea Island nanme is used in connection with

° W note that opposer, in its brief, nakes several statements of fact
based on information contained in a book, This Happy Isle, which was
submtted both by notice of reliance and as an exhibit to Ms. Tipton's
deposition. However, unless a particular fact is corroborated by M.

Ti pton from her own know edge, the information contained in the book is
hearsay for the truth thereof. The book is probative evidence of the
fact that a book was witten about opposer’s Sea |sland resort, to which
the public may have been exposed. Thus, we have not relied on the

i nformati on contained only in the book in making our factual findings.

16
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phot ogr aphy servi ces, | andscapi ng services and service
station services, all of which are rendered primarily in
connection wth the resort, but these businesses are al so
listed in the local tel ephone directory and used by the

| ocal community. Qpposer’s Sea |Island Properties sells
homes and hone lots on St. Sinons Island and Sea Island. In
t he past, opposer owned a shoppi ng center known as The Shops
at Sea Island and a hardware store known as True Val ue Sea

| sl and Hardwar e, although opposer no | onger operates the
retail establishnents at these properties, nor do these
properties continue to use the Sea |sland nane.

Opposer has nunerous products bearing the Sea Island
name, such as clothing, personal care itens and golf itens,
which it provides to guests and sells inits gift and pro
shops. Opposer sells occasional furniture, such as stools,
inits resort gift shops, but these itens are identified by
trademarks other than Sea Island. Further, there is no
information in the record as to how many stools or other
occasional furniture is sold in these shops.

Upon request, opposer will sell mattresses to guests.
An invoice show ng mattress purchases by opposer identifies
the mattresses by various nanes other than Sea Isl and
(Confidential Ex. 8 to Tipton dep.). M. Tipton testified
that mattresses sold to guests have | abels, although she was

unsure of whether the name used on these |abels is Sea

17
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| sland or Cloister (Tipton dep., p. 50-51). There is no
information in the record as to how many mattresses have
been sold to guests.

The resort targets an exclusive and affl uent
clientele.? At the time of trial, its daily roomrates
ranged from $450 to $1200; its honme sites cost nore than $1
mllion; and its | owest honme price was approxi mately $1.75
mllion. Qpposer’s clientele conmes fromthroughout the
United States as well as fromforeign countries. M. Tipton
identified opposer’s conpetitors as other exclusive resorts
inthe United States and around the world. Opposer pronotes
its resort and real estate services principally through its
website and through publications and mailings to prior
guests, existing resort nenbers and persons who request
informati on. (Qpposer also advertises The Cloister in
“lifestyle” magazi nes such as Town and Country, Travel &

Lei sure and CGol f Magazine; and targets its major markets for
additional advertising. M. Tipton stated that a few of
opposer’s major markets are Atlanta, Washington D.C

Ci ncinnati and Phil adel phia. (Tipton Dep., p. 16.) The
record shows an advertising budget for 1998-1999 of

approxi mately $700, 000 and for 2001-2002 of approxi mately

$500, 000, primarily in magazi ne-type periodicals related to

0 puring the oral hearing, opposer’s counsel asked the Board to take
judicial notice of the fact that a recent sunmit of GB8 nations was held
on Sea island, Georgia. W decline to take judicial notice thereof.

18
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travel and leisure, lifestyle, and various sports such as
golf and tennis. (Tipton Dep. Exh. 21 and 22.) M. Tipton
stated that the advertising budget for 2002-2003 was doubl ed
fromthe prior year.* (Tipton Dep. p. 94.) Opposer has

not provided information regarding its revenues.

Opposer submtted excerpts from nunerous nagazi nes and
newspapers, dating back to a 1941 Life Magazine article
about “The Cl oister on Sea Island ...a swank and excl usive
resort.” The follow ng excerpts are from several of these
magazi nes and newspapers:

Busi ness Week, Cctober 24, 1953 — “The d oi ster
Hotel — the hub of Sea Island, Georgia ...

Bride to Be Magazine, Wnter, 1955 - “The Col den
Isles |ie between Savannah and the Fl orida border”
and “Sea |Island and the Cloister Hotel — a
conplete resort ..

Time, July 2, 1965 — “Sea Island, off the Georgia
coast, is fringed by five mles of unspoil ed beach

Town & Country, January 1983 — “Sea | sl and,
CGeorgia — the Spanish named this one of their
|sles of Gold ..

Travel & Leisure, April 1997 — “The C oister
| ocated on Sea |sland, one of the now fanous

barrier islands off the coast of Georgia ..

The Shooting Gazette, March 1998 — “...The
Cloister, one of Anerica s top |eisure resorts on

Sea Island, off the coast of Georgia ..

11 Ms. Tipton stated that these figures represent opposer’s entire
advertising budget for the respective years; and that Exhibits 21 and 22
to her deposition show the nmedia, in this case all print, in which the
advertising was placed. However, Ms. Tipton stated that there is

occasi onal ly additional noney spent for “last mnute” advertising
opportunities that arise during the year. (Tipton Dep. p. 93.)

19
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Jr. Golfer, March/April 1999 — “Welcome to Sea
| sland CGeorgia, the ideal golf oasis” and “Wat
sets Sea Island apart fromother resorts ..

Luxury CGolf Homes & Resorts, Holiday 1999 — “the
famed Cl oister resort on Sea I|Island, Georgia ..

A nunber of publications reviewng resorts and listing
favorite picks nmake the foll owi ng conments about The
Cloister at Sea Island:

Travel & Leisure, October 1998, ranks it nunber

one inits list of the five best spas in the

wor | d;

Shape, October 1999, ranks it nunber eight inits
list of the best spas; and

Parents, March 2000, ranks it “anong the best
famly spas.”

Ms. Tipton testified that opposer has considered the
possibility of using the Sea Island mark in connection with
a high end collection of furniture, noting that opposer owns
a substantial stand of heartland pine that could be used in
the manufacture of such furniture; and that opposer has been
approached by a possible investor in such a venture. M.
Tipton did not identify the investor and stated that any
such plans are too prelimnary to have been presented in any
witten docunents.

Opposer submtted testinony, along with exhibits, by
representatives of Pinehurst, a resort, and Biltnore Estate,
an historical property that includes an inn. This evidence
establishes that these two properties, as well as several

other resorts and historical properties, such as Col onial
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Wl lianmsburg, in Virginia, and Wnterthur, in Del anware, have
licensed collections of furniture using their resort or
property names.? For exanple, M. Rosebrock, testifying on
behal f of Biltnore Estate Reproductions, which is owned by
Biltnore Estate, stated that |icensees are permtted to
manuf acture either adaptations or exact replicas of
furniture at the Biltnore Estate; that its products are
“hi gh-end” and ained at affluent custoners; that Biltnore
Estate spends approxi mately $50, 000 per year advertising its
furniture collection and that its peak revenue from
furni shings was approxi mately $140, 000 about two years prior
to this trial; and that the major share of Biltnore Estate’s
i ncone cones fromits estate tours and w nery.

Appl i cant, the parent corporation, includes a
manuf acturing armthat manufactures furniture for
applicant’s retail arm Value Gty Furniture (hereinafter
“VCF’). VCF's furniture is manufactured both in the United
States and in China. VCF stores are generally located in
strip malls and often next to a Value City departnent store.
VCF has furniture stores located in sixteen states,

principally in the south.

12 M. Rosebrock also stated that he was aware of sports and Hol | ywood
personalities that licensed their nanes for use with items of furniture.
Celebrities often license their nanes in connection with a variety of
products, and we consider such to be a significantly different situation
fromthe licensing of the name of an historic property for replica
furniture.
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Fifty-five percent of VCF's furniture is its own design
and VCF offers primarily | owend furnishings. VCF s
furniture is designed specifically for VCF by in-house
desi gners or contracted designers fromH gh Point, North
Carolina. VCF s furniture collections have vari ous nanes
i ncl udi ng Sedona, River Bend, Savannah, Santa Fe, Carnel,
Carolina and Big Sky. It takes VCF approximately nine
months to a year to design and bring a furniture collection
to market. VCF is constantly evaluating the performance of
its collections, adding and subtracting pieces from
coll ections, and addi ng and droppi ng col |l ections.
Coll ections generally have a limted life, for exanple, a
bedroom suite will remain in the store’s lineup for three to
four years on average.

Si nce Novenber 1999, applicant has been using “Sea
| sland Col l ection” and “Anerican Signature Sea |sland
Collection” on a line of furniture for dining roons,
bedroons and living roons. It is available only at VCF
stores. The collection is principally nmade of pine and has
two design thenes — a rope tw st and a bead board, also
known as a cottage thene. M. Art Lanciers, VCF s general
mer chandi se manager, stated that the concept for the Sea
| sl and Col | ection and for the choice of the nane was to
evoke a casual, carefree style of living. For exanple,

advertising on its website, www. vcf.com refers to the Sea
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| sland collection as “Tinel ess and casual ...offers you
unpretentious confort that neets nodern life styles.” Also,
in advertising this collection, applicant uses island
allusions in its advertising copy.

VCF had been using its mark Anerican Signature with
i nes of upholstered furniture, and began using the mark
wth its wood furniture collections at about the tine that
the Sea Island Col l ection debuted. |In addition to using
Anmerican Signature in connection with its Sea Island
Col l ection, VCF' s other Anerican Signature collections
i nclude, to nanme just two, Virginia Manor and Heirl oom Pi ne.

Each of the VCF stores conducts its own adverti sing.
VCF stores advertise on tel evision, in newspapers, through
advertising circulars, mass nmailings and on point of
purchase tags. VCF had been advertising on the Internet at
its website for approximately a year at the tine of trial,
but VCF does not sell its furniture via the Internet.

The record includes definitions fromfour dictionaries
and one encycl opedia of the term“Sea Islands.” 1n each
case, it is defined as a group or chain of islands in the
Atlantic off the coasts of South Carolina, CGeorgia and
northern Florida. The record also includes twenty-eight
excerpts from various newspapers, nagazi nes and books t hat
either use the term“Sea Island(s)” as defined above or

refer to a business with “Sea Island(s)” in the nanme that is
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| ocated on or near the above-described Sea |Islands. The
follow ng are several exanples:

The Post and Courier (Charleston, S.C), January
30, 2003, article about the Sea Island

Conpr ehensi ve Health Care Corporation, “located on
St. Johns Island, with services also to Edesto,
Janmes, Johns, and Wadnal aw | sl ands and Hol | ywood
and Wal terboro.”

San Antoni o Express-News, Decenber 27, 2002,
article reviewing the Sea |sland Shrinp House,
which is apparently a | ocal restaurant.

Atl anta Journal and Constitution, July 17, 2002,
article about Ted Turner fighting with “the

@l lah” of St. Helena Island, S.C., about real
estate. The article describes the Gullah as
“descended from sl aves who i nhabited the Sea

| sl ands.”

Chicago Daily Herald, June 23, 2002, article about
beach rentals in areas including the Quter Banks
of North Carolina and “...Kiawah | sl and and the

ot her Charl eston, South Carolina, Sea Islands.”

Los Angeles Tines, May 26, 2002, article about the
Sapel o Island settlement, which is described as
part of the “Sea Islands ...a chain of barrier

i sl ands huggi ng the coast from South Carolina to
northern Florida.”

The Atlanta Journal and Constitution, Decenber 9,
2001, byline states “Also in this issue: a visit
to South Carolina s easygoi ng Sea |Islands, where
African traditions are maintained and the lilting
@l | ah | anguage conti nues to be spoken.”

The Washi ngton Post, October 22, 2000, article
about Beaufort, S.C., which is characterized as
“the sem -official headquarters of South
Carolina s Sea Islands ...hundreds of barely
charted, G lligan-size places.”

The Post and Courier (Charleston, S.C ), June 3,

2001, article about a famly boat buil ding event
and the Sea |sland Boat works.
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The State (Colunbia, S.C ), April 15, 2001,
article about the Sea Island Veterinary Hospital
on Janes | sl and.

The Treasure Coast Business Journal (Vero Beach,

FL), March 1, 2001, article about Sea Island

Pl antation, just north of John Island in Vero

Beach.

Sea | sland Seasons (African Wrld Press Inc.,

1980), a cookbook published by the Beaufort County

Open Land Trust.

Rem ni scences of Sea |sland Heritage: Legacy of

Freednen on St. Hel ena Island (Sandl apper

Publ i sher, Inc., 1986), a book about forner sl aves

on isolated St. Hel ena Isl and.
Applicant also submtted testinony of eleven third parties,
all of whom adopted their business nanes, shown bel ow,
because they are located in or near the area defined as the

Sea Islands or to evoke the inmage of a sea island:

Sea | sl and Marine
Sea Island Chiropractic Center
Sea | sl and Conpany of Hilton Head, Inc.
Sea |Island Aviation International, Inc.
Best Western Sea Island Inn
Sea Island Tile
Sea Island Art Gallery
Sea | sl and Apartnent Mot el
WIld Dunes Resort/Sea Island Gill
Sea | sl and Boatworks, Inc.
Only a mnority of these third-party deponents knew of

opposer’s resort and its location. None had been contacted
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by opposer in relation to their use of Sea Island in their
respecti ve busi ness nanes.
Anal ysi s

| nasnmuch as certified copies of opposer’s registrations
are of record, there is no issue wth respect to opposer’s
priority. King Candy Co., Inc. v. Eunice King s Kitchen,
Inc., 496 F.2d 1400, 182 USPQ 108 (CCPA 1974).

Qur determ nation of |ikelihood of confusion under
Section 2(d) nust be based on an analysis of all of the
probative facts in evidence that are relevant to the factors
bearing on the likelihood of confusion issue. In re E I. du
Pont de Nenmours & Co., 476 F.2d 1357, 177 USPQ 563 ( CCPA
1973). See also, Inre Majestic Distilling Conpany, Inc.,
315 F. 3d 1311, 65 USPQ2d 1201 (Fed. Cr. 2003). 1In
considering the evidence of record on these factors, we keep
in mnd that “[t] he fundanental inquiry mandated by Section
2(d) goes to the cunul ative effect of differences in the
essential characteristics of the goods and differences in
the marks.” Federated Foods, Inc. v. Fort Howard Paper Co.,
544 F.2d 1098, 192 USPQ 24 (CCPA 1976). See also Inre
Azt eca Restaurant Enterprises, Inc., 50 USPQd 1209 (TTAB
1999) and the cases cited therein.

Opposer contends that the parties’ marks are “nearly
identical” (Brief, p. 23); that opposer’s SEA | SLAND mar ks

are strong and entitled to a broad scope of protection
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because its marks have been used and extensively advertised
in connection with a wide range of goods and services for
over seventy-five years; and that the marks have becone
fanmobus. Regarding applicant’s evidence of third-party uses
of SEA | SLAND as a mark, opposer contends that such uses are
limted to small businesses in a geographically restricted
area; that there is no evidence that any of these third-
party marks has been pronpted so as to be recognized by a
subst anti al nunber of consuners; and that opposer has been
vigilant in policing its marks, including negotiating
settlenments with third-party users and successfully
canceling a third-party registration.

Regardi ng the parties’ goods and services, opposer
contends that affinity branding is conmon in the furniture
i ndustry, noting that simlar resorts, such as Pinehurst
Resort and Biltnore Estates, have licensed their nanes in
connection with the manufacture of furniture; that opposer
is exploring the possibility of manufacturing furniture
under the SEA | SLAND mark, or licensing the use of the mark
to furniture manufacturers; that opposer owns property with
standing tinber, the use of which opposer has investigated;
and that opposer’s expansion into honme furnishings woul d be
a normal busi ness expansion. (Qpposer also contends that it
has sold occasional furniture itens in its resort gift shop

and through a | ocal hardware store previously owned by
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opposer, albeit not under the SEA | SLAND mark; and that its
pur chasi ng departnent has sold mattresses and ot her
furniture itens to guests. (Qpposer contends that applicant
and opposer advertise in the sane nedia to the sane general
CONSUMers.

Appl i cant contends that confusion is unlikely because
the marks are not identical and its AMERI CAN SI GNATURE
“house mark” distinguishes the marks, as does the term
COLLECTION; that SEA ISLAND is a weak mark, stating that SEA
| SLAND refers to the chain of islands off the coasts of
South Carolina, Georgia and Florida; and that opposer’s
resort is located within the Sea Island chain of islands.
Appl i cant notes that there is ubiquitous use of SEA | SLAND
by third parties in connection with a wide variety of goods
and services |ocated in the sanme geographic region as
opposer. Applicant also contends that opposer has not
established that its mark is fanpbus, stating that it has
subm tted no evidence of brand awareness.

Regardi ng the parties’ goods and services, applicant
contends that applicant’s goods and opposer’s services are
entirely unrel ated; that the goods sold by opposer under the
SEA | SLAND mark are principally ancillary to its resort
services; that opposer has presented no evidence that it has
used the SEA | SLAND mark in connection with furniture; that

opposer’s mattress sales are sporadic at best and there is

28



Qpposition Nos. 91120712 and 91121447

no evidence that any mattresses sold bore the SEA | SLAND
mar k; and that opposer has not established its intention to
expand into the manufacture and sale of furniture, nor is
this within opposer’s natural zone of expansion of its
resort services.®®

Appl i cant argues that the purchasers of the parties’
respective goods and services differ significantly, noting
that it sells to the “l ower-end” consuner, whereas opposer’s
resort services are exclusive, expensive and offered to a
hi gh-end discrimnating clientele; that opposer advertises
principally to prior custoners and receives substanti al
pronotion through “unsolicited editorial recognition” in
gl ossy nmagazi nes, whereas applicant advertises principally
i n newspaper inserts, direct mailings and | ocal radio spots;
and that the trade channels for the respective goods and
services are entirely different.

We begin our analysis with the factor of fanme since
fame of the prior mark plays a domnant role in
cases featuring a famous or strong mark. Kenner Parker Toys
Inc. v. Rose Art Industries Inc., 963 F.2d 350, 22 USPQd
1453 (Fed. GCr. 1992). As a mark's fanme increases, the

Trademark Act's tolerance for simlarities in conpeting

13 Applicant states that there are hundreds of resorts in the United
states and opposer has identified only one, the Pinehurst Resort, that
has “affinity branding” on furniture, noting that the Biltnore Estate is
not a resort; and, further, that affinity branding by Pinehurst and
Biltrmore involves pronotion which draws a very close and specific
connection to the respective properti es.
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marks falls. [1d., 22 USPQ2d at 1456. However, in this case
we find that opposer has not established that its SEA | SLAND
mark is a fanmous mark. Wil e opposer has used its SEA
| SLAND mark for approximately 80 years, it primarily uses it
in connection with its mark THE CLO STER, which is the nane
of its resort hotel, and it uses SEA I SLAND to indicate the
geographic location of THE CLO STER resort. While there is
no question that opposer uses SEA | SLAND as a mark in
connection with the various services and goods identified in
its registrations, the termas used by third parties refers
primarily to opposer’s resort services along with the mark
THE CLO STER to indicate the |ocation of the resort on Sea
| sland. There is no question that the chain of islands of
whi ch opposer’s Sea Island is a part is referred to as the
Sea Islands. It is highly likely that this fact played a
significant part in opposer’s founder’s decision to nane the
island Sea |Island. Thus, although opposer has shown that
its SEA | SLAND mark has acquired distinctiveness as a nark,
and we note that its registrations issued pursuant to
Section 2(f) of the Trademark Act as to this term it is not
a particularly strong mark in that the geographi c neani ng of
Sea Island still receives recognition and publicity.

Regardl ess of the fact that opposer has used its mark
for a significant anmount of tinme, opposer has provided no

sales figures and its annual advertising expenditures for
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the years shown is not inpressive. Opposer has shown that
its resort, The Cloister on Sea |sland, has been the subject
of great praise and reviews in the press. This popularity,
however, does not anobunt to a show ng of |egal fane of SEA

| SLAND either alone or wwth The Coister. See Bose Corp. v
@SC Audi o Products Inc., 293 F.3d 1367, 63 USPQ2d 1303, 1309
(Fed. Cir. 2002) (evidence of w despread unsolicited
publicity may lend “confirmatory context” to conpetent

evi dence of fane such as sales and advertising nunbers). In
this case, opposer has provided m niml evidence of
advertising, no evidence of sales revenues, and no evi dence
establ i shing brand awareness. There is too little evidence
of fame for the evidence of third-party publicity to
“confirm” Thus, opposer has not established fanme and this
duPont factor is neutral.

Turning to the marks, we note that while we nust base
our determ nation on a conparison of the marks in their
entireties, we are guided, equally, by the well-established
principle that, in articulating reasons for reaching a
conclusion on the issue of confusion, “there is nothing
inproper in stating that, for rational reasons, nore or |ess
wei ght has been given to a particular feature of a mark,
provided the ultimte conclusion rests on consideration of
the marks in their entireties.” In re National Data Corp.

732 F.2d 1056, 224 USPQ 749, 751 (Fed. G r. 1985).
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The term COLLECTION i n applicant’s mark, SEA | SLAND
COLLECTION, is unquestionably descriptive, if not generic,
in connection with a Iine of furniture. Thus, the dom nant
portion of this mark is the first two words, SEA | SLAND.
Simlarly, several of opposer’s marks are for the term SEA
| SLAND al one. Additionally, Registration No. 1338347 is for
the mark SEA I SLAND in a green script, which is a mnim
design el enent; and several of its other marks include one
of the descriptive terns BEACH CLUB or YACHT CLUB or
CLASSIC. Thus, SEA ISLAND is clearly the dom nant portion
of these marks. Opposer’s two renaining pl eaded and
establ i shed marks include a shield design in addition to the
term SEA | SLAND or SEA | SLAND BEACH CLUB, respectively.
While this design is also domnant in the mark, it does not
predom nate over the word portions of those marks, as it is
the words that consuners are likely to use in referring to
the identified goods and services. The SEA | SLAND portions
of the parties’ mark are identical in appearance and sound.
Whet her construed as referring to any island in the sea or
to the particular chain of islands described herein, both
parties’ marks’ connotations are the sane.'* W concl ude
that the commercial inpression of applicant’s mark SEA

| SLAND COLLECTION is sufficiently simlar to the comrerci al

4 As has been established, opposer’s SEA | SLAND al so functions as a
mark to connote opposer’s naned Sea Island. Wether applicant’s use in
its marks of the term SEA | SLAND al so connotes opposer’s particul ar
island is essentially the question that we nmust determine herein
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i npressions of opposer’s marks that, if registered for the
sane or related goods and services, confusion as to source
is likely.

However, we reach a different conclusion wth respect
to applicant’s mark AMERI CAN S| GNATURE SEA | SLAND
COLLECTION. There is no evidence in the record that the
AMERI CAN SI GNATURE portion of applicant’s mark is nerely
descriptive or otherwi se a weak portion of the mark
However, there is evidence of fairly extensive use of the
term*®“Sea Island” by third-party businesses |ocated in the
coastal areas of South Carolina, CGeorgia and Florida, and
the record includes dictionary/encycl opedia definitions of
“Sea |slands” as the chain of islands in this geographic
area. This evidence indicates that SEA ISLAND is a fairly
weak mark or portion of a mark. Furthernore, AMERI CAN
SI GNATURE gai ns dom nance by being the first termin the
mark. Thus, it is at |east equal in domnance to the term
SEA ISLAND in the mark as a whole. W find that the
addition of the term AMERI CAN SI GNATURE to the term SEA
| SLAND COLLECTION is sufficient to distinguish this mark
from opposer’s marks in sound, appearance, connotation and
commercial inpression, even if used on the sane or rel ated
goods or services. The duPont factor pertaining to the
mar ks wei ghs in opposer’s favor with respect to applicant’s

mar k SEA | SLAND COLLECTI ON, and wei ghs in applicant’s favor

33



Qpposition Nos. 91120712 and 91121447

wWth respect to applicant’s mark AMERI CAN S| GNATURE SEA
| SLAND COLLECTI ON

We consi der now the goods and services of the parties.
Regi stration No. 1885428 for the mark SEA | SLAND BEACH CLUB
i ncl udes snack bar services, restaurant services and
cocktail |l ounge services. The record is devoid of evidence
that these services are related in any way to applicant’s
identified goods and services. Opposer’s registration
includes “retail gift shop services.” There is evidence
t hat opposer sells small itens of furniture, such as stools,
inits gift shops. However, opposer’s wtness stated that
such itens are sold under different marks. There is no
evidence that gift shops, particularly resort gift shops,
regularly sell furniture or that such furniture is
identified by the same marks used to identify the gift shop
services. Thus, opposer has not established that its gift
shop services are sufficiently simlar or related to
applicant’s goods and services that confusion wuld be
likely, even if such goods and services were identified by
confusingly simlar marks.

There is also absolutely no evidence in the record that
any of the w de-rangi ng goods and services identified in
Regi stration Nos. 1887573, 1888148, 2200173, 2196269,
1584853, 1588010 or 1789075 are in any way rel ated or

simlar to applicant’s goods and services such that, if
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identified by confusingly simlar marks, confusion as to
source is likely. The sane is true with respect to all of
the goods and services identified in Registration Nos.
1338346 and 1338347, except for the “resort services”
identified in each of these two registrations.

Opposer has submtted evi dence seeking to establish
that its resort services are related to applicant’s
identified furniture products and retail services. This
i ncl udes a vague statenent by its wtness, M. Tipton, that
opposer has consi dered manufacturing and selling a |ine of
furniture based on the style of the furniture avail abl e at
its resort; that offering a related line of furniture is
common for conpanies in the resort field; that third-party
properties have |licensed and sold lines of furniture; that
such sales woul d be a natural expansion of opposer’s resort
services; and that the occasional sale of mattresses by
opposer to its guests supports its argunents in this regard.
We find opposer’s evidence of its possible intentions to
manufacture and sell furniture and its references to
mattress sales (wth no sales nunbers and Ms. Tipton’s
uncertainty as to the trademark used on the mattresses) too
vague to be probative. Simlarly, opposer’s evidence of
third parties who may license lines of furniture are, with
the exception of Pinehurst, primarily historic properties,

al though they may include inn facilities, and, thus, not
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entirely anal ogous to opposer’s resort; and that these third
parties, as reflected in this record, are relatively fewin
nunber. This evidence is insufficient to establish that
manufacturing or licensing a line of furniture is a natural
expansi on of opposer’s resort services, or that consuners
seeing the termSea Island on furniture at a retail facility
distant fromand unrelated to opposer’s resort services are
likely to believe that opposer is the source of that |ine of
furniture. In conclusion, we find that opposer has not
established that applicant’s and opposer’s respective goods
and services are simlar or related in such a way that, even
if identified by identical marks, confusion as to source is
likely. This duPont factor weighs strongly in applicant’s
favor.

W note that we do not agree with applicant’s
all egation that the channels of trade and cl asses of
purchasers are different because applicant’s furniture sales
and retail services are targeted to lowend furniture
purchasers and its furniture is sold only inits retai
stores, whereas opposer’s goods and services are targeted to
af fl uent discrimnating purchasers and available only at its
resort. Both opposer’s and applicant’s identifications of
goods and services are broadly worded, w thout any
l[imtations as to channels of trade or cl asses of

purchasers. Thus, we nust presune that the goods and
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services of the applicant and opposer are sold in all of the
normal channels of trade to all of the usual purchasers for
goods and services of the type identified. See Canadian
| nperial Bank v. Wells Fargo, 811 F.2d 1490, 1 USPQd 1813
(Fed. Cr. 1987). Additionally, there is no evidence of any
intent on applicant’s part to trade on opposer’s goodwil!l in
its marks, nor is there evidence of actual confusion.
Quoting froman earlier decision, our primary review ng
court made the followi ng statenent in Electronic Design &
Sales Inc. v. Electronic Data Systenms Corp., 954 F.2d 713,
21 USPQ2d 1388, 1391 (Fed. G r.1992):
As one of our predecessor courts, the Court of
Cust ons and Patent Appeals, stated in Wtco Chem
Co. v Waitfield Chem Co., 418 F.2d 1403, 1405,
164 USPQ 43, 44-45 (CCPA 1969), affg, 153 USPQ 412
(TTAB 1967):
We are not concerned with nere
theoretical possibilities of confusion,
deception, or mstake or with de mnims
situations but with the practicalities
of the comercial world, with which the
trademark | aws deal
In conclusion, we find that opposer has failed to
establish that a l|ikelihood of confusion exists between
applicant’s marks and opposer’s marks in connection with
their respective identified goods and services.
Ceogr aphi ¢ Deceptive M sdescriptiveness

Opposer contends that applicant’s use of the term

AVERI CAN'® in its mark AMERI CAN S| GNATURE SEA | SLAND

%1t is clear fromthe notice of opposition and opposer’'s brief, as
wel | as counsel’s renmarks at the oral hearing, that opposer’s claim
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COLLECTI ON causes the mark to be primarily geographically
deceptively m sdescriptive. Opposer argues that the use of
the term AMERICAN in the mark will indicate to consuners
that the goods originate in the United States; that the
goods do not originate in the United States because
applicant’s furniture is manufactured in China and is not
made from wood grown in the United States; and, essentially,
that the use of AMERI CAN in connection therewth is per se
geogr aphically deceptively m sdescriptive.

Appl i cant contends that the AMERI CAN portion of its
mark is not primarily geographically deceptively
m sdescriptive, stating that its wtness did not
unequi vocal ly testify that its furniture was manufactured in
Chi na; that the AMERI CAN portion of its mark AVMERI CAN
SI GNATURE SEA | SLAND COLLECTI ON nerely conveys the style of
furniture to which it relates; that it does not convey
geographic origin; and that the AMERI CAN SI GNATURE portion
of its mark has been previously registered and is
applicant’s “private | abel brand.”?®

We find that opposer has failed to neet its burden of
proof. Opposer has not established that applicant’s mark is

primarily geographically deceptively m sdescriptive.

pertains only to the American portion of applicant’s marks, not to the
Sea | sl and portion.

18 Al't hough applicant briefly refers to the AVERI CAN SI GNATURE portion
of this mark as its “private |label,” applicant has not established
herein that it is a house mark and we do not consider it to be a house
mar k.
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In the case of Inre California Innovations, Inc., 329
F.3d 1334 (Fed. G r.2003), the Court enphasized the
i nportance of materiality in determning this issue. The
Court stated: "To ensure a show ng of deceptiveness ... the
PTO may not deny registration [under section 2(e)(3)]

w t hout a showi ng that the goods-place associ ati on nade by
the consuner is material to the consunmer's decision to
purchase those goods." Therefore, a mark is primarily
geographically deceptively m sdescriptive if (1) the primry
significance of the mark is a generally known geographic

| ocation, (2) the consuming public is likely to believe the
pl ace identified by the mark indicates the origin of the
goods [or services] bearing the mark, when in fact the goods
[or services] do not cone fromthat place, and (3) the

m srepresentation was a material factor in the consuner's
decision. Id. at 1341.

Follow ng the California |Innovations decision, the
court addressed this standard in relation to a service mark
in the case of Inre Les Halles De Paris J.V., 334 F. 3d
1371, 67 USPQ2d 1539 (Fed. Cir. 2003) (Court reversed the
Board decision that LE MARAIS is primarily geographically
deceptively m sdescriptive in connection with restaurant
servi ces, concluding that Board's decision failed to show a

servi ces-place association or the materiality of that
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association to a patron's decision to patronize applicant’s
restaurant). The Court nmade the foll ow ng statenents:

This court recogni zes that the standard under

section 2(e)(3) is nore difficult to satisfy for

service marks than for marks on goods. In fact, .,

geographic marks in connection with services are

less likely to mslead the public than geographic

mar ks on goods.

To raise an inference of deception or materiality

for a service mark, the PTO nust show sone

hei ght ened associ ati on between the services and

the rel evant geographic denotation. ... In other

words, an inference of materiality arises in the

event of a very strong services-place association.

Wthout a particularly strong services-pl ace

associ ation, an inference would not arise, |eaving

the PTO to seek direct evidence of materiality.

In the case before us, opposer has submtted argunent
but no evidence in support of its contentions. First,
opposer has not established that the AVERI CAN portion of
applicant’s mark, AMERI CAN S| GNATURE SEA | SLAND COLLECTI ON,
woul d be understood as indicating a geographic location. It
is equally likely that purchasers woul d understand the
phrase AMERI CAN SI GNATURE as indicative of a style of
furniture. Secondly, even if AMERI CAN were perceived as
i ndi cating a geographic location, this is not necessarily
false as applicant’s witness, M. Art Lanciers, stated that,
whil e sone of the goods are manufactured in China, sone are
manufactured in the United States. Further, he stated that
all of applicant’s furniture is designed in the United
States and sold through applicant’s stores in the United

States. There is no evidence indicating whether, in
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relation to the goods and services at issue, both the

el ements of manufacture and design should take place in the
United States for the term AMERICAN, if it was considered a
geographic location, to be false in this context. Finally,
and of nost inportance, there is absolutely no evidence
establishing the materiality of the geographic source of the
goods or services to purchasers. Thus, we conclude that
opposer has not established that the mark is primrily

geogr aphically deceptively m sdescriptive.

Deci sion: The opposition is dism ssed.
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