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for goods identified, as anended, as “notor oils” in
International Cass 4.1

On Septenber 11, 2000, registration was opposed by Texaco
Inc. on the ground that applicant’s clear container design is
functional in a utilitarian sense and, furthernore, that if
not functional, such clear container design is not distinctive
as a source indicator for applicant’s notor oils.

Applicant, in its answer, has denied all the salient

al | egations of the notice of opposition.

The Record

The record includes the pleadings; the file of the
i nvol ved application; applicant’s stipulated Exhibits 1 — 93
cont ai ni ng phot ographs of notor oil containers as well as
phot ographs of a range of autonotive products in yellow
cont ai ners; opposer’s stipulated exhibits identifying thirty-
t hree autonotive and ot her consuner products sold in clear
bottl es, opposer’s HAVOLINE bottle and an engi ne treatnent

product sold in a shrink-wap package with applicant’s notor

! Application Serial No. 75247806 was filed on February 25, 1997
based upon applicant’s allegation of a bona fide intention to use
the mark in commerce. Applicant described the mark as consisting
“of the color clear used on containers for motor oil.” The solid
lines in the drawi ng represent the contours of the bottle and the
“matter in broken lines on the drawi ng serves to show positioning of
the mark.” No claimis nade to the overall configuration of the
bottle.
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oi |l ; opposer’s stipulated Exhibit No. 94 conprising an

I nterbrand study for Texaco/ Havoline; applicant’s stipul ated
Exhi bit No. 95 consisting of copies of all the docunents and
evi dence that were put before the Trademark Exam ni ng Attorney
during the ex parte prosecution of the involved application;
opposer’s first notice of reliance containing excerpts of its
di scovery deposition, with exhibits, of WIliam W Tucker,
former Vice President of Marketing and President of
applicant’s advertising agency, and excerpts of opposer’s

di scovery deposition, with exhibits, of Steven WIIiam Hanson,
applicant’s Senior Vice President of Marketing; opposer’s
second notice of reliance containing portions of the Handbook

of Packagi ng Engi neering, interrogatory answers of applicant

and certified copies of opposer’s HAVOLI NE trademark
registrations; applicant’s first notice of reliance on
certified copies of various federal trademark registrations
and exanpl es of applicant’s national advertising of the clear
container for notor oils; applicant’s second notice of
reliance, containing “Attorney’s Eyes Only” and confidenti al
materials under seal; and the trial testinony depositions,
wi t h acconpanyi ng exhibits, of the follow ng individuals:
WIlliamW Tucker, former Vice President of Marketing and

President of applicant’s advertising agency; Steven WIIliam
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Hanson, applicant’s Senior Vice President of Marketing; and
Tom Sebol dt, Seni or Product Manager of OReilly’s, an

autonobil e parts retailer.

Functionality

The first issue before us is whether applicant’s design
consisting sinply of a clear container is functional when it
is used with nmotor oils. 15 U S.C. 81052(e)(5). Qur
precedent in the area of functionality teaches us the
i nportance of the factual context in which one is constrained
to make such a public policy determ nation. Accordingly, it
behooves us to exam ne the record closely in order to
determ ne the exact types of notor oils being nmarketed in this
container, and to understand the issues surroundi ng
applicant’s choice of a clear plastic? container.

The record denonstrates that, froma marketing
standpoint, the viability of a clear bottle is inextricably
tied to the com ng of age of synthetic notor oils. For

exanpl e, under the corporate value of “Hi gh Technol ogy,”

2 While the application refers to clear containers without
limting the material conposition of such containers, the record
shows that for practical reasons, the only serious optionis
plastic. Gven the added wei ght and breakability of glass (Handbook
of Packagi ng Engi neering, pp. 242, 302 (March 1998)), the record
shows no producer of autonotive fluids having considered seriously
the use of glass bottles to derive the advantages of packagi ng

t ransparency.
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applicant’s m ssion statenent enphasizes that: “Qur synthetic
formulas and their clear bottle delivered a H gh Technol ogy
statenent.” (Applicant’s exhibit #129) Consistent with this
corporate-level statenment, WIlliam W Tucker testified that he
was personally instrumental in repositioning applicant’s
products (e.g., creating segnentation anong applicant’s

hi gher-end quality oils into 4 x 4, high performance and hi gh
m | eage engi nes, stressing thenes of “sensible technol ogy,”
etc.) and in launching its “clear bottle” line of synthetic
and synt hetic-blend notor oils.

According to industry-w de point-of-sale data on notor
oils sold to do-it-yourselfers through mass nerchandi sers, the
mar ket share of synthetic notor oils and synthetic bl ends
doubl ed between 1995 and 2000 (Applicant’s exhibit #126) as
did applicant’s volunme of synthetics and bl ends (Applicant’s
exhi bits #124, Bates PQS000334, and #134, Bates PQS001453-59).
Wil e conventional notor oils are refined from petrol eum or
crude oil that is punped fromthe ground, fully synthetic
notor oils contain non-conventional, high-perfornmance fl uids
along with a proprietary system of additives.

Per haps a change in containers was inevitable owing to
the fact that full synthetic notor oils tend to be lighter in

color than are conventional notor oils. Blends of synthetic
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and conventional oils wll be sonewhere between a honey brown
and dark brown dependi ng upon the blend, the additives, etc.?
In fact, studies done by both of the parties to this
proceedi ng suggest a strong connection between the type of
contai ner and the color of the notor oils. QOpposer’s research
shows that in ternms of the perceptions of custoners, notor oi
i n opaque containers is thought to be darker in color than it
isinreality.* Fromapplicant’s marketing research, anong nen
in particular, there are reasons why manufacturers woul d want
to seek out the lighter to m d-range colors for new y-rel eased
synthetic blends of notor oils.® However, optiml product
col oration becones a marketing asset only when its color is
vi si bl e through a cl ear contai ner.
We turn then, briefly, to review packagi ng for notor
oils. Over the past several decades, packaging for notor oils
has evol ved through a nunber of distinct stages. For years,
notor oil producers packaged notor oils in one-quart netal
cans, which then gave way to cardboard cans having netal tops

and bottonms. The first plastic bottles for notor oils were

3 Sebol dt testinony at pp. 39 - 40.

4 Interbrand study for Texaco/ Havoline, Exhibit No. 94 (Bates
T00186) .

° Applicant’s exhibit #133; Bates PQS001027, 1047, 1049-50.

-6 -
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cylindrical,® but have uniformy norphed into shapes simlar to
the bottles involved herein — taller, four-sided bottles
having a center fill or an offset neck. (Seboldt Trial
Deposition at 134 — 135; Hanson Trial Deposition at 54 - 55)
Until the introduction of applicant’s clear container, al

these plastic bottles for notor oils have been made of opaque
pl astics. These containers have been nmanufactured in a
variety of colors.’

According to the standard industry reference on packagi ng
mat eri al s and engi neering,® the annual growth rate for plastic
packagi ng materials continues at four tines that of all other
packaging materials.® Applicant’s involved plastic containers
are made of pol yethyl ene terephthalate (PET). This is the
sane plastic material commonly used in soft drink or nouthwash
bottles.® PET s properties include clarity, strength and
t oughness. However, PET costs nore per pound than high
density pol yethylene (HDPE) — the material from which nost

opaque plastic containers for notor oils would be

6 According to one of applicant’s advertisenments, Quaker State
was the first oil brand to introduce the plastic bottle, in 1984.
(Applicant’s exhibit #129)

! Most col ors of opaque containers for notor oil are non-
proprietary, although the record does show that applicant owns
several federal registrations clainmng the color yellow as a source-
indicator for its Pennzoil brand conventional notor oils.

8 Handbook of Packagi ng Engi neering (March 1998).
o Id. at 207.
10 Id. at 241 - 242.
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manuf actured. (Seboldt Trial Deposition at 58; Tucker
testinmony at 82; Hanson Trial Deposition at 8) HDPE, however,
has poor clarity, and hence, will be limted to use in
manuf act uri ng opaque or translucent bottles.

This record denonstrates that clear, plastic containers
have been used for years in packaging a wi de variety of
consuner itens for use in the household, ' as well as for nany
types of autonotive products in the nature of appearance
products® and functional fluids.* QOpposer points out that
t hese autonotive products, oil treatnments, and two-cycle
engi ne oil products®™ that are packaged in clear containers are

sold through the sane stores in adjacent areas of those stores

1 Id. at 243.
12 For example, the record shows clear, plastic containers used
for a househol d wi ndow cl eaner, liquid hand soap, nmineral oil, a

shower cleaner, a nouth rinse, cough nedication, several brands of
househol d di si nfecting cl eaners, vegetable oil and soft drinks.

13 Appear ance products “make your car | ook better” (Seboldt
testinony at 17) and woul d i ncl ude products depicted in exhibits in
the record such as an autonotive w ndshield de-icing and degreasi ng
preparation, preparations for cleaning and shining tires, water
repel l ant surface coating conpositions for use on w ndshields, car
washes and | eat her cl eaners.

14 Functional fluids “performa function” (Seboldt testinony at
17) and woul d include products depicted in exhibits in the record
such as antifreeze, diesel fuel catalysts, engine oil stop |eak and
conditioner, fuel systemcleaners, oil treatnents, gas treatnents,
snoke treatments, engine treatnments, an oil system flush and gear
oil.

15 Based on this record, we construe applicant’s involved “notor
oils” to be notor oils for four-cycle engines. Hence, we do not
deem applicant’s invol ved goods, as identified, to include two-cycle
engine oil (e.g., for personal watercraft, notor scooters,

chai nsaws, boat engines, etc.). Rather, we place two-cycle engine
oil into the related category of other petrol eum based fluids that

- 8 -
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to the sanme kinds of custoners as purchase autonotive notor
oils. Several of these products will often be added to the
crankcase at the sane tinme that the do-it-yourself consuner
changes the notor oil.

In assessing the additional costs incurred by applicant
in choosing to market its synthetic notor oils in clear
plastic bottles, the record points to a nunber of other costs
associated with this choice. 1In addition to the added cost of
the clear PET bottles (as contrasted w th opaque HDPE
bottl es), applicant has had to incur additional fornulation
and filling costs to nmake notor oils marketable in clear
bottles. These relate to ensuring consistent filling,
mai nt ai ni ng the proper color, avoiding chem cal changes and
sedinmentation with long shelf |ife and exposure of the notor
oil to ultraviolet and fluorescent |ighting, etc.

On the other side of the equation, according to the trial
testimony of M. Tucker and M. Hanson, applicant’s sal es of
full synthetic and synthetic blend notor oils increased

dramatically with the introduction of the clear containers.?®

assi st the basic functioning of engines and rel ated nechani cal
equi pnent, including |ubes, gear oils, transm ssion fluids, etc.
16 Tucker deposition at 20; Hanson deposition at 70, 98 — 99.

-9 -
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W begin our analysis by identifying exactly what it is
applicant is claimng to be its mark. In the application
itself, applicant described the mark as consisting “of the
color clear used on containers for notor oil.” Conceding that
clear may not be a specifically identifiable color on the
col or spectrum applicant nonethel ess argues that is it a
protectible color. On this point, we agree with opposer that
applicant is not trying sinply to claima single color.
According to dictionary definitions, “clear” is the total
absence of color. Cdear neans “transparent” — not found
anywhere on the col or spectrum but rather a characteristic
that is contrasted with “opaque.”? Hence, despite applicant’s

focus on “color,” it seenms obvious that applicant is trying to
carve out transparent plastic containers as a source
identifier for its autonotive notor oils. |If permtted to
protect this identity, all of applicant’s conpetitors in the
mar ket for autonotive notor oils would henceforth be required
to use opagque contai ners.

Having clarified the categorization of applicant’s clains

herein, we are not, however, inclined to deny protection under

t he Lanham Act based sol ely upon the “ontol ogi cal status” of

v Webster’s New Col |l egiate Dictionary (1987); Wbster's Third New
International Dictionary (1993); and The Random House Dictionary O
The English Language (2" Ed. 1987).

- 10 -
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the matter, to use applicant’s termnology. That is, our
determ nation is based upon the specific technol ogy, design
and industry custons of this case, but does not purport to set
out a per se rule about whether or not there may be ot her
ci rcunstances under which a clear container could indeed
function as a source indicator.

Qpposer argues in the instant case that the clearness of
a container is an inportant and desirable functional
attribute. According to opposer, applicant adopted this clear
container for its functional benefits, nanely that the
transparency of the container reveals inportant information
about the product inside. 1In fact, opposer points out that
Quaker State included the functional benefits of a clear
container in its pronotions. For exanple, a trade
advertisenent contains the follow ng headline: “Consuners
preferred our see-through bottle 2-to-1 over any conventi onal
notor oil bottle.” (Opposer’s deposition exhibit 11, Bates
PQS000184) Videos that applicant created for do-it-for-ne
sales greeters at quick lube centers ties the clear bottles to

the purity and quality of the synthetic notor oils or



Opposition No. 91120520

synthetic bl end products the consuner woul d be encouraged to
pur chase. 8

Finally, opposer argues that the clearness of applicant’s
containers affords other conpetitive advantages to Quaker
State. For exanple, opposer points out fromapplicant’s own
consuner research that do-it-yourselfers |like the ease with
whi ch one can tell how rmuch of the volune of oil remains in
the container. This is nuch easier to determne in a clear
bottle than is the case with opaque bottles, including those
that may have a “vis strip.”?®

In response, applicant clainms that the clear container is
not functional, and that opposer has failed to denonstrate
that it is functional. Applicant clains that it is the first
and only conpany to manufacture and sell a transparent

container for notor oils. See Tone Brothers Inc. v. Sysco

Corp., 28 F.3d 1192, 31 USPQxd 1321 (Fed. Gir. 1994) [cl ear,

18 “Anot her uni que Quaker State innovation is the clear bottles
that the synthetic line cones in.

“The result of even nore research, the packaging epitom zes
Quaker State Synthetics’ cutting edge technol ogy and provides
custoners with a difference they can see.

“Wth clear bottles, consuners know first hand just what
they' re paying for.

“They can observe for thenselves the pure quality of the
synthetic notor oil they’'re purchasing.”

(Hanson testinony at p. 80; applicant’s exhibit No. 138)

19 M. Seboldt referred to the “vis strip” as a clear window in
opaque oil bottles to see the level of oil in a partially enptied
bottle. (Seboldt testinony at 57).

- 12 -
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pl astic container for herbs and spices was the first of its
kind in the food service channel]. Moreover, applicant points
to medi a coverage of applicant’s clear container, such as the

January 1998 issue of Mdtor Trend that says: “Quaker State

has taken a new approach to selling notor oil with three
prem um formul as targeted to specific market niches and al
packaged in clear bottles that should junp out fromthe
usual ly drab notor oil shelves ..~

Any di scussion of utilitarian functionality should begin

with the recent decision in Traf Fix Devices Inc. v. Marketing

D splays Inc., 523 U.S. 23, 58 USPQ2d 1001 (2001) [i nvolving

traffic sign stands having a dual -spring feature that keeps
the signs upright in high winds], wherein the Suprene Court
found that product design trade dress may be deened to be
functional because it is “essential to the use or purpose of
the article” or “affects the cost or quality of the article,”

citing to Inwod Laboratories, Inc. et al. v. lves

Laboratories, Inc., 456 U S 844, 214 USPQ 1 (1982). The

Court of Appeals for the Federal Circuit has held that this
deci sion does not alter the oft-cited case of its predecessor

in the area of functionality, In re Mrton-Norw ch Products,

Inc., 671 F.2d 1332, 213 USPQ 9 (CCPA 1982). The Morton-

Norwi ch case, cited by both parties to this proceeding,
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clarified that in determ ning whether the configuration of a
pl astic spray bottle container was de jure functional, one
needs to | ook to the conpetitive need to copy the clained

design feature.? The Mrton-Norw ch decision listed four

“factors” to help in determ ning whether a particul ar product
design is de jure functional: (1) the existence of a utility
patent disclosing the utilitarian advantages of the design;

(2) advertising materials in which the originator of the
design touts the design’s utilitarian advantages; (3) the

avai lability to conpetitors of functionally equival ent

designs; and (4) facts indicating that the design results in a
conparatively sinple or cheap nmethod of manufacturing the
product. The Federal Circuit applied the teachings of TrafFix

in Valu Engineering Inc. v. Rexnord Corp., 278 F.3d 1268,

61 USPQRd 1422 (Fed. G r. 2002). |In Valu Engineering, the

Federal Circuit reaffirmed the continuing viability of the

four Morton-Norwi ch factors to denonstrate “conpetitive

necessity.” The Court also concluded that the Supreme Court

in Traf Fix had clearly retained the third Morton-Norw ch

factor (i.e., alternative designs) as a legitimte source of

20 Simlarly, the Court affirmed the USPTO s finding that the
overall design of appellant’s pistol grip water nozzle was not
protectable as a trademark. Inre R M Smth, Inc., 734 F. 2d 1482,
222 USPQ 1 (Fed. Cir. 1984). As in Mrton-Norwi ch, the public
policy underlying a de jure functional refusal to register is the
need to copy those articles in order to conpete effectively.

- 14 -
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evi dence “to determ ne whether a feature is functional in the
first place.” The Federal Circuit noted that if the opposer
denonstrates that a design is functional based upon one of the
other factors, the design is not registrable nerely because
there may be a nunber of alternative designs avail abl e.
Simlarly, trade dress cases involving a single color
have devel oped |i ke those of product and packagi ng desi gn.
Applying a public policy analysis simlar to that of Morton-
Norwi ch, the Court of Appeals for the Federal G rcuit
determ ned that the color pink was entitled to registration
for insulation because it was not necessary for conpetitors to
adopt this color in order to conpete in this industry. Inre

Ownens- Corni ng Fi berglas Corp., 774 F.2d 1116, 227 USPQ 417

(Fed. Gr. 1985). This balancing of public policy interests

was | ater approved by the Suprenme Court in Qualitex Co. V.

Jacobson Products Co., 514 U. S. 159, 34 USPQ2d 1161 (1995).

In Qualitex, the Supreme Court asked whether there was a
conpetitive need for the green-gold color of dry-cleaning pads
to remain available in the trade. The Court decided, based
upon all the facts in that case, that affording protection of
a single color would not interfere with legitimte

conpetition.
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The parties herein seemto agree that the overall record
shows that clear containers are ubiquitous for packagi ng
liquids sold at retail to consuners. These goods range from
beverages to househol d cl eani ng products, from autonobile
appear ance products to two-cycle engine oil. There is also no
contradiction in the record to applicant’s claimthat it is
the first and only manufacturer to market notor oils in a
cl ear contai ner.

Consistent with years of earlier jurisprudence in the
| ower courts, the Suprene Court has treated product-packagi ng
trade dress differently than product-design trade dress. See

Val -Mart Stores Inc. v. Samara Brothers Inc., 529 U. S. 205, 54

USP2d 1065, 1069 (2000). See also Duraco Products Inc. v.

Joy Plastic Enterprises Ltd., 40 F.3d 1431, 32 USPQd 1724 (3'°

Cir. 1994). However, part of the logic underlying this
different treatnent is that permutations of individual
features maki ng up product-packaging trade dress are
practically inexhaustible, and hence, that “an exclusive right
to a particular overall presentation generally does not
substantially hinder conpetition in the packaged good ..
Duraco, supra at 1738.

However, what applicant is claimng herein is not a

singl e conbi nati on of design features fromanong an infinite
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vari ety of such choices. Rather, this case involves only two
choi ces — opaque contai ners or transparent containers — and
appl i cant seeks recognition of exclusive rights to one of
these two alternative forns of packaging for nmotor oils. The
potential i1inpact of recognizing such a property right in
applicant is heightened because the involved goods are
synthetic notor oils — a relatively new type of product
creating new nmarketing possibilities. W have seen that
advances in the technol ogy of notor oils have nade the
visibility of the actual liquid in the container nore feasible
and nore desirable.

To the extent we anal ogi ze herein to single color cases,
the specific facts of the goods and the contextual nuances of
t he marketplace play a key part in the outcone. For exanple,
whil e the color pink was not necessary for rival producers of

residential fibrous glass insulation, Oaens-Corning Fiberglas,

supra, a different result is nmandated when the col ors orange

or yell ow nmake public tel ephones denonstrably nore visible, In

re Orange Communications Inc., 41 USPQ2d 1036 (TTAB 1996),

when farmers want farminplenents to be painted “John Deere

green” in order to match the color of their tractors, Deere &

Co. v. Farmhand, Inc., 560 F. Supp. 85, 217 USPQ 252, 261 (S.D.

lowa 1982), aff'd, 721 F.2d 253 (8'" Cir. 1983), and when bl ack
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out board mari ne engi nes are desirabl e because they are npst
conpati ble with boat col ors and nake engi nes appear snull er,

Brunswi ck Corp. v. British Seagull Ltd., 35 F.3d 1527,

32 USP@@d 1120 (Fed. Cir. 1994).

In the context of an opposition proceedi ng, the question
i s whet her opposer has made a prinma facie showi ng of the
functionality of clear containers for notor oils. W find
t hat opposer has nade such a show ng.

I n applying the Valu Engi neering/ Morton-Norw ch factors,

the record is silent on the presence or rel evance or any
utility patents, and the clear container is not the result of
a cheaper manufacturing process. However, the record does
speak to the remaining factors two and three.

W have seen that applicant has on occasion included in
its pronotional materials to the trade the utilitarian
features of the clear bottle, i.e., consuners prefer it
because they can see what they are buying, it gives consuners
the inpression that the oil is pure and cl ean, consuners can
tell exactly how nuch oil has been used, etc. To the extent
that applicant has touted these advantages of the clear
container in advertisenents directed to the trade, it
undercuts its argunents in this proceeding that there are only

trademark-rel ated reasons for choosing this bottle.
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Mor e damagi ng, however, to applicant’s position herein,
is the analysis under factor three. The record shows that
applicant introduced its clear container after it determ ned
there was an obvi ous conpetitive advantage to displaying the
coloration of its full synthetic oils and synthetic blends in
a transparent bottle. Even though the clear plastic bottle is
nore expensive to manufacture than opaque bottles, and despite
the fact that there are other costs associated wth using
clear plastic containers, applicant’s sole notivation is not
just to create a distinguishing package for its notor oils.

Rat her, opposer has pointed out nunmerous non-reputation
related reasons for adopting a clear container, and these are
conpetitive reasons that should not be denied to applicant’s
conpetitors. Applicant has not rebutted opposer’s showi ng on
this point, and so we find that applicant does not have a
right to appropriate fromthe public domain the use of a clear

container for its notor oils.

Di sti ncti veness

For the sake of conpleteness, in case our decision with
respect to functionality is reversed on appeal, we consi der
the question of whether, if applicant’s clear container should
be found not to be de jure functional, it has been shown to be

distinctive for notor oils.
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As to applicant’s argunents of inherent distinctiveness,
we agree with opposer that in light of the fact that applicant
seeks registration based upon acquired distinctiveness, the
absence of inherent distinctiveness is established. See

Yamaha I nternational Corp. v. Hoshino Gakki Co. Ltd., 840 F.2d

1572, 6 USPQ2d 1001, 1005 (Fed. Cir. 1988). Accordingly, we
turn to the question of whether applicant has established, on
this entire record, the requisite acquired distinctiveness to
support registration of the applied-for mark. See Qualitex

Co. v. Jacobson Products Co., supra; and In re Owens-Corning

Fi ber gl as Corporation, supra.

Al though this application was filed under the intent-to-
use provisions of the Trademark Act, an anendnent to all ege
use was filed on August 23, 1997, claimng first use anywhere
and in commerce as of August 7, 1997. As part of the ex parte
application file, and then as suppl enented during the
opposi tion proceeding, the record contains evidence as to the
| evel s of pronotion and sales of applicant’s synthetic notor
oils as advertised and sold in clear bottles. The question
before us, then, is whether this evidence is sufficient to
denonstrate acquired distinctiveness.

W note at the outset that, although not required, the

record contains no objective enpirical or other direct
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evidence in the nature of surveys or any other indicators of
applicant’s success in denpnstrating consumer recognition of
applicant’s clear container as a tradenark.

Qpposer clains that Quaker State has not pronoted
cl earness as an indication of source. However, we find that
the record suggests otherwi se. The record shows extensive
pronotion and advertising of applicant’s full synthetic and
synthetic blends of notor oils, for which applicant incurred
annual advertising and pronotional expenditures in the 1997 to
2000 tinme period around twenty mllion dollars.® This
pronotional activity resulted in untold hundreds of mllions
of separate visual inpressions, many of which depicted one or
nore of applicant’s clear containers of notor oils. During
this period, applicant enjoyed substantial sales of the
products with which the container has been used. Most print
ads and many of the video and tel evision spots include a |ine-
up of three formulations of Quaker State notor oils depicted
in clear bottles. In conjunction with print advertisenents
havi ng repeated, pictorial imges of applicant’s notor oils in
cl ear packagi ng, applicant has used prom nently such sl ogans

as “The Difference is Cear,” “The Choice is Cear,”?

2 Applicant’s answer to opposer’s Interrogatory No. 7.
22 Applicant’s exhibit ##4, 5 and 6, Bates PQ000316, 318, 320.

- 21 -
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“Introducing a notor oil so different you can see it,”® a
“clear bottle” having a “clearer choice,”? etc. It has
produced tel evi sion advertisenents that show a backlit clear
bottle and print ads showing a bottle w thout any |abels.
(Applicant’s Exhibit Bates PQS001404) Applicant has produced
radi o advertisenents directed to drivers of “Those cars

[ havi ng hi gh performance engi nes],” assuring such drivers “
that’s why there’s Quaker State Hi gh Performance in the clear
bottle.” (Applicant’s exhibit #129, Bates PQS000599) The
bottl es thensel ves make the explicit claimthat “CLEAR BOTTLE
| S A TRADEMARK OF PENNZO L QUAKER STATE COVPANY.” Simlarly,
sone of applicant’s print ads contain the statenent that
“Clear bottle is a trademark of Quaker State.” (Applicant’s
exhi bit #9, Bates PQ@001731) Consuner research and free
publicity in nmagazi nes and newspapers show consuners have

called the clear container “unique”?® and comment that “it

junps out at you.”

z I d.

24 “...Al'l three oils are fornulated using Mcro-Q Filtration and
packaged in clear bottles for a difference you can see..
(Applicant’s exhibit #115, Bates PQS000283); “Announcing a clearer

choice for vehicles with higher mileage.” (Applicant’s exhibit
#116, Bates PQS000285).

% “Most consuners found the clear bottle unique, and regarded it
as an attractive way to display the product.” Positioning Research

menor andum of March 16, 2000. (Applicant’s exhibit #130; Bates
PQS000824). See al so Peregrine Marketing Research Final Report on
Motor G| for Higher M| eage Vehicles Positioning Research, February
2000 (Applicant’s exhibit #133; Bates PQS001027, 1047-49, 1056).
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Nonet hel ess, the ultimate burden of persuasion on the
i ssue of acquired distinctiveness rests with applicant. Cf.

Yamaha | nternational Corp. v. Hoshino Gakki Co. Ltd., 840 F.2d

1572, 6 USPQ2d 1001 (Fed. G r. 1988), and when conpared with a
descriptive term a slogan, or a |label, the required show ng
for the acquired distinctiveness of a clear container is going
to be nuch greater. That is, the burden placed on any
applicant is tied to the scope of what that applicant is
trying to protect. The nature of what applicant is trying to
protect here is to be contrasted with, for exanple, a case
where an applicant wants to protect a detailed and arbitrary
arrangenent of the elenents of a |abel:

The tone and | ayout of the colors, the style

and size of the lettering, and, nost inportant,

the overal |l appearance of the bottle’s

| abel ing, are undeniably arbitrary. They were

selected froman alnost limtless supply of

patterns, colors and designs.

The Paddi ngton Corp. v. Attiki Inporters & Distributors Inc.,

996 F.2d 577, 27 USPQd 1189 (2" CGir. 1993). In contrast to

t he Paddi ngton | abel, if forced, by anal ogy, to place

applicant’s clear container along the conti nuum of generic-

nerely descriptive-suggestive-arbitrary/fanciful often used to
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categori ze verbal synbols,?® it would clearly have to be pl aced
on the generic/highly descriptive end of the spectrum?

In reality, w despread usage of a non-verbal device
i ncreases the challenge for the proponent of trade dress qua
trademark to denonstrate acquired distinctiveness. W
acknow edge, based on this record, that there are no other
conpeting notor oils for four-cycle gasoline engines for
autonobiles currently on the market being sold in clear
bottles. On the other hand, we agree wi th opposer that we
cannot ignore the ubiquity of nearly identical packagi ng for
many rel ated autonotive products. The record shows that two-
cycle engine oil, maintenance fluids, functional fluids and
appear ance chem cal products are packaged in clear, plastic
bottl es of the same general shape. These itens are frequently
di spl ayed in adjoining sections of auto parts stores. Sone of
t hese products are actually poured into the crankcase at the
sane time as notor oil. Several specific functional fluids

and aut onobi | e appearance products have been shrink-w apped

26 Abercronbi e & Fitch Conpany v. Hunting Wrld, |ncorporated

537 F.2d 4, 189 USPQ 759 (2" Cir. 1976).

2 W note that opposer argues that “the clearness of a container
is equivalent to a generic term” Wiile we find this to be a

hel pful anal ogy in the context of our de jure functionality analysis
of “conpetitive need,” and again here in determ ning the burden of
per suasi on pl aced upon applicant in establishing acquired

di stinctiveness, we certainly do not viewit as a separate statutory
basis for denying applicant a registration or even as a separate
conceptual point requiring significant discussion

- 24 -



Opposition No. 91120520

and sold as a package with nmultiple bottles of notor oil. 1In
short, the fact that clear containers are such a comon form
of trade dress for all kinds of related autonotive fluids
raises the ultimate burden of persuasion placed on applicant

her ei n. See Blue Coral Inc. v. Turtle Wax Inc., 664

F. Supp. 1153, 3 USPQ2d 1581 (N.D. I1l. 1987).2
In addition to the fact that there is no
natural predisposition on the part of consuners
in the marketplace to | ook to sonething |ike a Flt
clear plastic container as a source indicator, in Hfﬂsr""

substantially all the advertisenents picturing rﬁgﬁﬁgﬂ

the product, the visual presentations of the

et
.2

r |'.'|-I i

bottles of notor oils contain several prom nent,

easi |l y-recogni zed source indicators — Quaker

State’s nane and “flying Q| ogo” displayed

agai nst “Quaker State green” trade dress.
Moreover, as we learn fromthe testinony of Messrs.

Tucker and Hanson, the advertising dollars spent to pronote

Quaker States’s notor oils during the period in question

28 “...It was only a matter of time before other makers of whee

cl eaners ventured on to the shelf with clear bottles. Turtle

Wax had previously used different shaped clear bottles for a

nunber of its autonotive appearance chem cal products, as had

ot her manufacturers, including Blue Coral. It would be

dangerous precedent to allow the first user of a particul ar

type of packaging to forever bar second conmers fromusing it..
Blue Coral Inc. v. Turtle Wax Inc., supra at 1588-89.

- 25 -



Opposition No. 91120520

cannot all be seen as pronpting the clear bottle. Quaker
State was repositioning its products and hoping to increase
its share of the burgeoning market for synthetic notor oils.
Accordingly, its pronotional efforts focused prinmarily on the
benefits of full synthetic notor oils and synthetic blends for
consuners in several distinct market segnments. The
pronotional efforts included thenmes that ranged from “sensibl e

technol ogy” to “purity,” “reliability” to “special
formul ations,” and various print advertisenents featured ot her
catchy tag lines such as “Stay tuned,” etc.

Hence, we find that nuch of this expenditure was only
tangentially pronoting the clear bottle. Even considering
t hose advertisenents enploying promnently the explicit

sl ogans such as “The Difference is Clear,” given the play on
the word “clear” in its nmeaning of “obvious,” the allusion to
the transparency of the container may not be obvious to al
prospective purchasers.

We al so agree with opposer that the small type ["“CLEAR
BOTTLE | S A TRADEMARK OF PENNZO L QUAKER STATE COVPANY” and
“Clear bottle is a trademark of Quaker State”] on bottles and
print ads, respectively, will be overlooked by nost, and what

that neans nay well not be understood by nany ot hers who do

noti ce these statenents.
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Accordingly, we find that applicant has not net its
burden of persuasion on the issue of acquired distinctiveness.
The clear bottle is featured in sone of applicant’s
pronotional activities to the trade and directly to consuners.
However, it is usually part and parcel of other thenes.

Hence, only a small portion of the advertising and ot her
pronoti onal expenditures can be tied into direct pronotion of
the clear container. The explicit clainms on the bottle and in
print ads are of limted value to applicant in pressing its
clai mof acquired distinctiveness. Applicant’s |arge

pronoti onal expenditures for Quaker State's full synthetic
notor oils and synthetic blends resulted in an increase in the
sal es of these goods, but there is no evidence tying this
increase in the volune of sales to that portion of the
pronotions that highlighted the clear bottle. Absent a
stronger show ng that an association was created in the m nds
of consuners between the clear bottle, on the one hand, and
Quaker State’'s synthetic notor oils and synthetic bl ends, on
the other, we find that applicant has not denonstrated such an

associ ati on.

Decision: The opposition is sustained on the ground of
de jure functionality, and in the alternative, on the ground

that applicant’s clear container has not acquired

- 27 -



Opposition No. 91120520

di stinctiveness as a trademark for applicant’s notor oils, and

hence registration to applicant is hereby refused.



