Attorney Docket DX-3 (#90545)

IN THE UNITED STATES PATENT AND TRADEMARK OFFICE
BEFORE THE TRADEMARK TRIAL AND APPEAL BOARD

In the Matter of:

Application Serial No. 75/701,707
Mark: Drawing of a Marine Heat Exchanger
Published in the Official Gazette at Page TM 400 on May 9, 2000

DURAMAX MARINE, LLC

Opposer,

v. Opposition No. 119,899

P

06-01-2004

U.S. Patent & TMOfC/TM Mail ReptDt. #22

R.W. FERNSTRUM & COMPANY,

NN A I N T S

Applicant

Commissioner for Trademarks
2900 Crystal Drive

Arlington, Virginia 22202-3514

OPPOSER’S NOTICE OF RELIANCE

Opposer Duramax Marine, LLC, by its attorneys, hereby submits this Notice of
Reliance pursuant to Trademark Rule 2.120(j) and 2.122(d) through (f) of the Trademark
Rules of Practice, 37 C.F.R. §§ 2.120 and 2.122, hereby introduces into evidence the
following:

O federal trademark registrations (copies of official records of the PTO), O discovery
deposition testimony, O Applicant’s responses to Opposer’s Interrogatories,
O Applicant’s responses to Opposer’s Requests for Admissions, [ printed publications,

and O testimony:

A. Federal Registrations







Pursuant to Trademark Rules 2.122(e), 37 C.F.R. § 2.122(3), Opposer hereby

introduces into evidence copies of the following official records of the Patent and
Trademark Office, copies of which are attached hereto at Tab A:

1. Certified status copy of Registration No. 941,352, dated , for the

trademark GRIDCOOLER has not yet become available. A copy of the registration is
enclosed. Upon receipt, the certified status copy will be promptly filed with the
Board.

2. Certified status copy of Registration No. 941,352, dated July 18, 2003, and
registered June 13, 2000, for the trademark showing a picture of a keel cooler in front

of a globe.

B. Applicant’s Responses to Opposer’s Interrogatories

Pursuant to Trademark Rule 2.120(k), 37 C.F.R. § 2.120(k), Opposer designates
the following Answers to Opposer’s Interrogatories made by Applicant, together with the
pertinent enclosures and exhibits to Applicant’s Answers:

Answers to interrogatories numbered 1, 2, 3 (see pages 6 & 7 of Dep. Ex. No. 3 of
Sean Fernstrum, below), 11(a) (see pages 1 — 84 of Dep. Ex. No. 3 of Sean Fernstrum,
below), 11(b), 11(c), 11(d), 13, 14, 15, 22, 23, 25 (see pages 15 — 27,29 - 36 & 45 - 56
(sic) of Dep. Ex. No. 3 of Sean Fernstrum, below), 26, 28 and 31 (see pages 57 - 70 of
Dep. Ex. No. 3 of Sean Fernstrum, below). Opposer also designates the following
Revised Answers to Opposer’s Interrogatories made by Applicant, together with the
pertinent enclosures and exhibits to Applicant’s Answers:

Answers to interrogatories numbered 11(a) and 31.
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Copies of the aforesaid Answers to Interrogatories are attached hereto at Tab B.

C. Applicant’s Responses to Opposer’s Requests for Admissions

Pursuant to Trademark Rule 2.120(k), 37 C.F.R. § 2.120(k), Opposer designates
the following Applicant’s Response to Opposer’s Request for Admission:
Responses to Requests for Admissions Nos. 2, 3,4, 5,9, 11, 12, 18, 20, 24, 25, 26, 28,
29, 30, 31, 33, 36, 38, 44, 45, 46, 47, 48, 49, 50, 51, 52, 53, 54, 55 and 56.

Copies of the aforesaid Responses to Opposer’s Requests for Admissions are

attached hereto at Tab C.

D. Applicant’s Revised Response to Opposer’s First Set of Interrogatories and Initial
Request for Production of Documents to Applicant

Pursuant to Trademark Rule 2.120(k), 37 C.F.R. § 2.120(k), Opposer designates
the following: “Applicant’s Revised Response to Opposer’s First Set of Interrogatories
and Initial Request for Production of Documents to Applicant”:

Responses to Document Requests No. 1; and “Applicant’s Response to Opposer’s Second
Request for Production of Documents” (see 1-296 of Dep. Ex. No. 3 of Sean Fernstrum
deposition).

Copies of the aforesaid Applicant’s Revised Response to Opposer’s First Set of
Interrogatories and Initial Request for Production of Documents to Applicant, together
with the pertinent enclosures and exhibits included therewith, and Applicant’s Response
to Opposer’s Second Request for Production of Documents, Response to Request No. 3

(the document entitled “A Survey of Secondary Meaning of the Shape and Appearance of
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the Fernstrum Keel Cooler Tubing” is already part of the file history of U.S. Serial No.

75/701,707, the application being opposed) are attached hereto at Tab D.

E. Discovery Depositions

Pursuant to Trademark Rule 2.120()(1), 37 C.F.R. § 2.120()(1), Opposer hereby
designates and makes part of the record of this case the following portions of the
discovery deposition of R. W. Fernstrum & Company under F.R.C.P. 30(b)(6) by Sean
Fernstrum, Vice President of Operations for R.W. Fernstrum & Company, taken on April
15,2003 (Vol. I) & April 16, 2003 (Vol. II), together with the exhibits introduced and
referred to in the designated testimony:

The portions of the depositions being made of the record are: Vol. I - 25:2 —25:8;
25:19 -26:11; 26:12 — 27:8; 34:7 — 34:20; 43:1 — 43:25; 44:17 — 45:6; 73:21 — 75:4; 76:2
—~96:1; 101:3 - 107:6; 111:4 - 111:5; 112:17 - 113:9; 120:9 — 120:15; 123:13 — 124:6;
125:5 —125:10; 129:19 — 130:14; 161:15 - 161:23; 163:5 — 163:11; 163:16 — 164.7,
165:2 — 167:25; 187:14 — 189:2; 193:8 ~ 195:9; 201:5 — 201:21; 202:5 — 202:9; and 216
and Vol. I — 1 — 4; 6:15 — 6:25; 40:21 — 41:8; 44:23 — 45:3; 46:16 — 47:9; 48:5 — 48:23;
51:20 — 53:18; 54:25 — 55:12; 89:14 — 92:14; and 107, its relevance to the present
proceeding being that Mr. Sean Fernstrum is the Vice President of Operations of RW.
Fernstrum & Company, and is knowledgeable about all matters relating to the advertising
of Fernstrum keel coolers; the drawings, pictures, photographs and publications of
literature showing drawings, pictures, photographs and illustrations of Fernstrum keel
coolers; the chronological history of publications showing drawings, photographs and

other illustrations of the Fernstrum keel coolers; the description of the drawing shown in







Trademark Application No. 75/701,707; the promotional materials used by Applicant
Fernstrum; video tapes and motion pictures showing Fernstrum keel coolers; obsolete
literature, advertising material, art work, photographs and ad clips showing depictions of
Fernstrum keel coolers; and other related matter concerning Applicant’s alleged
trademark that is the subject of Trademark Application No. 75/701,707.

Opposer designates hereby the following Exhibits entered during this testimony:
Deposition Exhibit numbers 3, 12, 13, 19, 24, 27 and 62. Copies of these exhibits are
being submitted with the transcript of the above-referenced discovery deposition and are
attached hereto at Tab E. Applicant stipulated to the authenticity of Deposition Exhibit 3,
via Applicant’s counsel, in the Rule 30(b)(6) deposition of Applicant (Sean Fernstrum
deposition, Vol. I, 202:5 — 202:9).

Opposer also hereby designates and makes part of the record of this case the
following portions of the discovery deposition of Paul Fernstrum, President and CEO of
R.W. Fernstrum & Company, taken on April 21, 2003, together with the exhibits
introduced and referred to in the designated testimony:

The portions of the depositions being made of the record are: 1 —2; 9:25 - 10:18;
12:6 — 12:16; 37:3 — 39:5; 39:15 — 43:11; 46:24 — 47:10; 51:5 — 51:16; 52:17 — 53:2;
58:15—-60:18; 61:1 — 61:23; 70:10 — 70:15; 72:6 — 72:24; 74:12 — 77:23; 89:9 — 89:19;
94:23 — 97:24; 102:4 — 103:12; 107:10 - 107:21; 109:4 — 117:6; 120:3 — 120:10; 120:11 -
127:9; 133:5 — 133:16; 137:8 — 137:22 and 144 — 145, their relevance to the present
proceeding being that Mr. Paul W. Fernstrum is the President and CEO of R.W.

Fernstrum & Company, and is knowledgeable about all matters relating to the






Applicant’s alleged trademark that is the subject of Trademark Application No.
75/701,707.

Opposer designates hereby the following Exhibits entered during this testimony:
Deposition Exhibit numbers 13 (see Dep. Ex. No. 13 of Sean Fernstrum, above) and 72.
Copies of these exhibits are being submitted with the transcript of the above-referenced

discovery deposition and are attached hereto at Tab E.

F. Printed Publications & Official Records

Pursuant to Trademark Rule 2.122(e), 37 C.F.R. § 2.122(e), Opposer hereby
introduces into evidence certain printed publications, such as (1) “Court’s Ruling
Regarding Motion for Preliminary Injunction,” Case No. 2:00-CV-194, dated December
5, 2000, Western District of Michigan; (2) “Petition for Damages,” Civil District Court
for the Parish of Orleans — Case No. 97-20937; (3) “Order and Reasons,” United States
District Court Eastern District of Louisiana — Case No. 97-3974; (4) U.S. Patent No.
2,382,218; (5) the file history of U.S. Application No. 75/382,250 (included above at
deposition of Paul Fernstrum (Dep. Ex. No. 72, subsection E), amongst others); (6) U.S.
Patent No. 6,575,227; (7) U.S. Patent number 4,338,993 (included above at deposition of
Paul Fernstrum (Dep. Ex. No. 13, subsection E) amongst others); (8) U.S. Patent number
6,099,373; (9) U.S. Patent number 5,931,217; (10) Complaint for Trademark
Infringement, Trade Dress Infringement, Unfair Competition, and Dilution, Civil Action
No. 97-3657, dated November 224, 1997; (11) Complaint — Civil Action No. 2:00-CV-
194, Western District of Michigan; (12) Donovan Marine Inc.’s First Amended and

Supplemented Complaint, Civil Action No. 97-3974, Eastern District of Louisiana; and







(13) R.W. Fernstrum & Company’s Answer and Counterclaim Against Donovan Marine,
Inc., Civil Action No. 97-3974, Eastern District of Louisiana,

all of which are available to the general public in libraries or are of general circulation
among members of the public or that segment of the public that is relevant under the
issue in this proceeding, said publications being individually marked as Exhibits number
ONR-1 through ONR-13 (Opposer’s Notice of Reliance Exhibits). Copies of these

printed publications are attached hereto at Tab F.

G. Other Evidence

In addition to the above evidence which is introduced into evidence by way of this
Notice of Reliance, Opposer gives notice that it intends to rely upon the following,
further evidence.

1. Testimonial Depositions

Opposer hereby gives notice that, pursuant to Trademark Rule 2.123, the
following testimonial depositions were taken during Opposer’s Testimony Period
and will be filed with the Board, along with Opposer’s Exhibits introduced during

these depositions:

Deponent Date of Deposition
Michael W. Brakey April 22, 2004
Jeffery Leeson April 23,2004
Richard Lockhart April 23, 2004
George Kyle McHugh May 12, 2004
Steven Garver May 12, 2004
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David L. Culpepper May 12, 2004
Todd P. Boudreaux May 12, 2004
Paul Michael Boudreaux May 12, 2004
The transcripts of each of these depositions, being taken only recently,
were not ready for filing. Upon receipt, review and execution by the deponents,

they will be promptly filed with the Board, along with the exhibits identified and

marked therein.

Respectfully submitted,

Date: By: WM‘W

D. Peter Hoch\berg /

Counsel for Opposer

D. Peter Hochberg Co., L.P.A.

The Baker Building — 6™ Floor

1940 East Sixth Street

Cleveland, Ohio 44114
DPH/sm (216) 771-3800
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CERTIFICATE OF SERVICE
I hereby certify that a copy of the foregoing “OPPOSER’S NOTICE OF RELIANCE” was served
via first class, postage prepaid, U.S. mail upon:
Samuel D. Littlepage, Esq.
Dickinson Wright PLLC
1901 “L” Street, N.W., Suite 800
Washington, D.C. 20036-3506

ATTORNEYS FOR APPLICANT

Date: /\'MM\, 1% 20°Y By: O W"\

D. Peter Hochberg

CERTIFICATE OF MAILING
I hereby certify that this document is being deposited with the United States Postal Service as First
Class mail in an envelope addressed: Commissioner for Trademarks, 2900 Crystal Drive, Arlington, VA,
22202-3514, on the date noted below:

Date: /W’l/ )/X/ ‘LQOL(

D. Peter \Hochberg
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/" Int. CL: 7

Prior U.S. Cls.: 13, 19, 21, 23, 31, 34 and 35

Reg. No. 2,357,354

United States Patent and Trademark Office  Registered June 13, 2000

TRADEMARK
PRINCIPAL REGISTER

R W. FERNSTRUM & COMPANY (MICHIGAN COR- FIRST USE 0-0-1980; IN COMMERCE 0-0-1980.
PORATION)

1716 ELEVENTH AVENUE SEC. 2(F).

P.O. BOX 97

MENOMINEE, MI 498580097

FOR: EXTERNAL COOLING SYSTEM FOR MA-
RINE ENGINES, NAMELY, HEAT EXCHANGERS, IN

CLASS 7 (US. CLS. 13, 19, 21, 23, 31, 3¢ AND 35).  JILL C. ALT, EXAMINING ATTORNEY

SER. NO. 75-715,815, FILED 5-28--1999.
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Applicant's Responses to Opposer's Interrogatories




IN THE UNITED STATES PATENT AND TRADEMARK OFFICE
BEFORE THE TRADEMARK TRIAL AND APPEAL BOARD

DURAMAX MARINE, L.L.C,,
Opposer,
V. Opposition No. 119,899

R.W. FERNSTRUM & COMPANY,

Applicant.

APPLICANT'S RESPONSE TO OPPOSER'S FIRST SET
OF INTERROGATORIES AND INITIAL REQUESTS FOR
PRODUCTION OF DOCUMENTS TO APPLICANT

Applicant RW. Fernstrum & Company hereby sets forth its response to
Opposer's "First Set of Interrogatories And Initial Requests For Production Of

Documents" in the above-styled action and states as follows:

GENERAL OBJECTIONS

1. Applicant objects to Opposer's interrogatories and document requests to
the extent that they purport to request information protected from disclosure by any
privilege, including the attorney-client privilege and the attorney work product privilege.

2. Applicant objects to any use in the interrogatories, either directly or
indirectly, of the phrase “person” or “persons”, or any other term or phrase intended to
include employees, consultants, experts, investigators, insurers or attorneys, the

identities of which may not be known to Opposer or to Applicaﬁt.




Duramax Marine, LLC v. R.W. Fernstrum & Co.
Opposition No. 119,899
Serial No. 75/701,707

ent Request Nos. 5 and 6. Such inquiries directed at marks other than the

actual mark osed in this proceeding are neither relevant to the issues in this

proceeding, nor caldylated to lead to the discovery of admissible evidence.

12.  Applicant dRjects to the interrogatories set forth in Opposer’s “first set" of

discovery requests becausé\counting all subparts, they exceed the interrogatory

numbers permitted under the Tragemark Rules Of Practice. Without waiving that

objection, however, Applicant will resp nd to each interrogatory (either by answer or

specific objection).

RESPONSES TO INTERROGATORIES

Interrogatory No. 1

Identify all present and past corporate officers of Applicant, any related company
of Applicant and any manufacturer or distributor of goods and services bearing the
mark the Keel Cooler Drawing who have any knowledge of the facts stated in
Applicant's United States Trademark Application Serial No. 75/701,707 for the Keel

Cooler Drawing.

Answer:

(1)  Paul W. Fernstrum, President
(2) Todd S. Fernstrum, Vice President, Manufacturing

(3) Sean W. Fernstrum, Vice President, Operations

Intérroqatorv No. 2

Identify all present and past corporate officers of each owner prior to Applicant of
Serial No. 75/701,707, and any related company of such prior owners who have any
knowledge of the facts stated in the United States Application Serial No. 75/701,707 for

the Keel Cooler Drawing.




Duramax Marine, LLC v. R.W. Fernstrum & Co.
Opposition No. 119,899
Serial No. 75/701,707

Answer:

See response to Interrogatory No. 1

interrogatory No. 3

With respect to the alleged mark the Keel Cooler Drawing, or any part or portion
thereof used alone or in combination with other terms or devices:

(a) Identify each person having knowledge or information relating to its
initial selection, adoption and contemplated or actual date of first
use of the Keel Cooler Drawing in the United States.

(b)  Set forth all facts known to Applicant and identify all documents
relating or referring to its creation, selection, adoption and
contemplated or actual date of first use. If appropriate, such
information may include the contemplated or actual date of first
use: the manner in which Applicant has used or plans to use the
mark the Keel Cooler Drawing with each type of goods and/or
services to which it is applied; a description of the types of media in
which Applicant has used or plans to use the mark the Keel Cooler
Drawing in any way in the advertising of its goods in the United
States: the name of the buyer if first use was a sale of goods
and/or services with the subject mark affixed thereto or displayed in
conjunction therewith; an identification of any writings upon which
Applicant will rely to support the date of first use; and the identity of
any witnesses having knowledge of the date of first use.

Answer:.
(a) Robert Fernstrum (deceased).

(b)  Applicant's mark, as depicted in "Keel Cooler Drawing," was selected by
Robert Fernstrum in 1974 (although substantially similar variations were
used as early as the mid-1850's). Applicant has located no documents
concerning the creatioﬁ, selection, adoption and/or actual date of first use

of the particular mark shown in the “Keel Cooler Drawing" and is,

-5-




Duramax Marine, LLC v. R.W. Fernstrum & Co.

Opposition No. 119,859

Serial No. 75/701,707

therefore, unable to identify such documents. Applicant used, however, a
substantially similar variation of the mark now sought to be registered and

did so at least as early as 1956. A specimen showing that use is

submitted as Document Nos. 6 and 7. (See P,(gq‘-} of Dep.EX- No.3 of
Sean Fecashrum)

fhterrogatory No. 4

thereof

(a)

(b)

Answer:

(a)

(b)

-resp'ond to this interrogatory.

With respect to the alleged mark the Keel Cooler Drawing, or any part or portion
ed alone or in connection with other terms or devices:

et forth any governmental regulatory approval of the products
ufactured or sold by Applicant for products using the alleged
ark the Keel Cooler Drawing in the United States, obtained

by Appticant of Serial No. 75/701,707.

Identify each_person having knowledge or information relating to
any governmental regulatory approval of the products
manufactured orgold by Applicant and any prior owners of Serial
No. 75/701,707 forrroducts using the alleged trademark the Keel
Cooler Drawing in the nited States.

The mark sought to be registerdd by Applicant is not the subject of any

governmental regulatory approval ang, therefore, Applicant is unable to

The mark sought to be registered by Applicant iS\pot the subject of any

governmental regulatory approval and, therefore, Appgant is unable to

respond to this interrogatory.




Duramax Marine, LLC v. R.W. Fernstrum & Co.
Opposition No. 119,899
Serial No. 75/701,707

interrogatory No. 11

With respect to the mark the Keel Cooler Drawing, or any part or portion thereof
used alone or in combination with other terms or devices:

(a)

(b)

Answer:

(a)

(b)

Identify and provide a specimen of each form of planned or actual
usage of the mark by Applicant.

State the dates of initial selection, adoption and expected or actual
first use of the form of usage in the United States.

State the date of termination of the form of usage, if terminated.
Provide all details of how the particular form of usage is or is
planned to be employed (e.g., labels, signs, letterhead, brochures,

accounting documents, pre-packaged forms, web pages, etc.).

Identify the person who made the Keel Cooler Drawing.

Applicant objects to the requested identification of "each form of planned
or actual usage of the mark" as being unduly ‘broad and burdensome.
Without waiver of that objection and in lieu of the requested identification,

Applicant submits herewith representative specimens showing actual use
) (see p.1-8H of Dep. EX No.3

of the mark (see Doc. Nos. 1 through 84
of Sean Fecnstram)

Applicant objects to this interrogatory subpart as being vague and
ambiguous (particularly as to the phrase “form of usage"). To the extent
that it understands the interrogatory, Applicant states that the marks
shown in the specimens provided in response to Interrogatory No. 11(a)

have been in such use since at least the mid-1950's.

-10 -



Duramax Marine, LLC v. R.W. Fernstrum & Co.
Opposition No. 119,899
Serial No. 75/701,707

(c)  The mark shown in Document Nos. 6 and 7 was believed to be used until
in or about 1974 when it was replaced with the mark that is shown in the

"Keel Cooler Drawing" (which remains still in use at the present time).

(d)  Applicant objects to this interrogatory subpart as being vague and
ambiguous (particularly concerning the phrase "form of usage”). To the
extent that it understands the inquiry, Applicant states that its mark has
been used on printed promotional materials, including flyers and

magazine advertisements.

(e)  Assuming this interrogatory subpart is directed at the actual drawing filed
in support of Application Serial No. 75/701,707, Opposer is advised that
the drawing was made by Patent Reproductions, located at 26 "N" Street,
S.E., Washington, D.C. 20003, and was completed by Marc Bergsman,

counsel for Applicant.

-

Interrog%w\No. 12

register the alleged mark
alone or in combination with o
any state, or under the laws of the
Application Serial Number 75/701,707"
negative, please identify all documents an
attempted registrations.

any prior owners of Serial No. 75/701/707 ever sought to

Kee! Cooler Drawing, or any part or portion thereof used
terms or devices, with either the Secretary of State of
ited States, other than United States Trademark
If your answer is other than an unqualified
munications relating or referring to the

- 11 -



Duramax Marine, LLC v. R.W. Fernstrum & Co.
Opposition No. 119,899
Serial No. 75/701,707

Answer:

Applicant is the owner of Registration No. 2,%57,354 IS y the United States

Patent and Trademark Office ("PTO") on 13, 2000. The documents (i.e., the

registration file) relating t registration can, of course, be obtained from the PTO by

interrogatory No. 13

Indicate any differences between the mark the Keel Cooler Drawing and the
appearance of a marine heat exchanger from which it was made.

Answer:

The mark sought to be registered is only a two-dimensional rendition of one
particular angle (and section) of a marine heat exchanger. The drawing itself does not
depict or illustrate the overall configuration of a marine heat exchanger since it does not
show the surface exposed to sea water and does not display both sides/ends of the
heat exchanger. Moreover, none of the internal chambers and physical characteristics

of the device are depicted in that drawing, nor are any of the attachments used with a

heat exchanger depicted in the drawing.

interrogatory No. 14

Of what model of Applicant's marine heat exchanger is the Keel Cooler Drawing
a drawing?

Answer:

The drawing does not depict any particular model of Applicant's marine heat

exchanger products.



Duramax Marine, LLC v. R.W. Fernstrum & Co.
Opposition No. 119,899
Serial No. 75/701,707

Interrogatory No. 15

Was the Keel Cooler Drawing a realistic drawing of the marine heat exchanger
from which it was made?

Answer:

Applicant objects to this interrogatory on the basis that it is unduly vague and
ambiguous. Applicant does not understand what Opposer means or intends by the

highly subjective term "realistic.”

ﬁnterrogatorv No. 16

: as Applicant or any prior owners of Serial No. 75/701,707, conducted any .
survey orgther investigation to determine the likelihood of confusion between its mark
ler Drawing, or any part or portion thereof used alone or in combination
or devices, and any other mark as applied to any products or services,

Answer:

No.

Interrogatory No. 17

is affirmative, give the results of each

If the answer to the preceding interrogat
ts relating thereto and identify the

such survey or investigation, identify all docum
custodian thereof.

Answer:

Not applicable.

13-



Duramax Marine, LLC v. R.W. Fernstrum & Co.
Opposition No. 119,899
Serial No. 75/701,707

Interrogatory No. 21

expects to give testimony on its behalf
e facts and opinions to which each
the grounds for each opinion.

Identify all expert witnesses who Applicant
in this proceeding and state the substance o
expert is expected to testify, as well as a summary

Answer:

Applicant has presently made no determination as to what\expert witnesses, if

any, it expects to provide testimony on its behalf in this proceeding.

interrogatory No. 22

Identify each reason why the marine heat exchanger of Applicant having a flat,
grid like surface formed by uniform and parallel spaced rectangular tubes shown in
Serial No. 75/701,707 is not in the public domain.

Answer:

Applicant objects to this ihterrogatory as being unduly vague and ambiguous.
More particularly, Applicant does not understand what Opposer meahs by the phrase
"in the public domain.” Without waiver of this objection and to the extent that it
understands the inquiry, Applicant states that the mark sought to be registered serves
as an indicia of origin with regard to products manufactured and sold by Applicant.
Accordingly, the mark is the proprietary logo of Applicant and is not property “in the

public domain."

-15-




Duramax Marine, LLC v. R.W. Fernstrum & Co.
Opposition No. 119,899
Serial No. 75/701,707

Interrogatory No. 23

What are the differences between the Keel Cooler Drawing and an exact drawing
of the marine heat exchanger sold by Applicant under the trademark GRIDCOOLER?

Answer:

Applicant objects to this interrogatory as being unduly vague and ambiguous.
Applicant does not know what is meant by the subjective words "exact drawing.”
Without waiver of this objection and to the extent that the inquiry is understood,
Applicant states that the mark sought to be registered is only a two-dimensional
rendition of one particular angle of a marine heat exchanger. The drawing itself does
not depict or illustrate the surface exposed to sea water and does not display both
sides/ends of the heat exchanger. Moreover, none of the internal chambers and
physical characteristics of the device are depicted in the drawing, nor are any of the

attachments used with a heat exchanger depicted in the drawing.

As stated in paragraph 4 of the nded Answer, Applicant does not

understand what Opposer meant by the word "like" (i.e., the word mean identical

to, similar to, resembling, a reproduction of, etc.).

- 16 -




Duramax Marine, LLC v. R.W. Fernstrum & Co.
Opposition No. 119,899
Serial No. 75/701,707

Interrogatory No. 25

Indicate the instances where Applicant uses drawings identical to the Keel Cooler
Drawing in Applicant's.installation publications.

Answer:

R.W. Fernstrum Installations and Application Forms 120, 140 and 145.
(see p-15-13,24-3C + 45-56 (sic)
of Dep.EX. No.3 of Sean Fernstrum

Interrogatory No. 26

State the reasons for Answer No. 9 in Applicant's Amended Notice of Opposition. |

Answer:

As applicant understands the terms "arbitrary and fanciful,” it does not believe

that the mark sought to be registered reaches that high level of inherent distinctiveness

(as opposed to acquired distinctiveness).

lmow No. 27

State the
Opposition.

ons for Answer No. 11 in Applicant's Amended Notice of

Answer:

Because the allegation was untrue (i.e., ark sought to be registered is not

“the equivalent to the utilitarian shape itself").

Interrogatory No. 28

Explain the reason why the alleged acquired distinctiveness of the Keel Cooler
Drawing shown in Serial No. 75/701,707 renders the Keel Cooler Drawing not merely
descriptive of the goods set forth in Serial No. 75/701,707. '

-17 -
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Opposition No. 119,899
Serial No. 75/701,707

Answer:
Once a mark has acquired distinctiveness, it has obtained a new or "secondary"

meaning and that mark is no longer deemed merely descriptive of the goods that are

sold or offered for sale under it.

.

m\ts(oqatory No. 29

the reasons for Answer No. 14 in Applicant's Amended Answer to
ed Notice of Opposition.

Stat
Opposer's Am

Answer:

Because the allegationisuntrue (i.e., there is no "lack of distinctiveness").

Interrogatory No. 30

Indicate the United States Navy Specificationsshowing the Keel Cooler Drawing.

Answer:
Applicant does not know what specifications are being referrad to in this inquiry

and is unaware of specifications which actually show the two-dimensional

to be registered by Applicant.

Interrogatory No. 31

Indicate all installation publications of Applicant having a perspective drawing of
the marine heat exchanger sold under the name GRIDCOOLER.

Answer:

Applicant objects to this interrogatory as requesting information or documents

not relevant to the issues in this proceeding. The inquiry is directed at a mark not being

- 18 -
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opposed herein and is unlimited chronologically. Moreover, the inquiry is vague and
ambiguous, particularly with respect to use of the word "perspective." Without waiver of
the aforesa-id, objections, Opposer's attention is directed at Installation Form Nos. 995
and 1000 (submitted herewith as Document Nos. 57 through 70).

(see p.53-10 of Dep Ex.No-3
of Sean FCrnS‘\‘vu.m)

el

Naterrogatory No. 32

or each of the foregoing interrogatories, unless already done in answering the
interrogatqry, please identify:

person(s) most knowledgeable with respect to the facts stated
in the.answer; and

(b)  all files of Applicant, or of any prior owners of Serial No. 75/701,707
giving label ™ame and location, which were consulted in the
preparation of ahgwers to these interrogatories.

Answer:

(a) Paul W. Fernstrum, President

(b)  File Drawers entitled "Obsolete Literature/Ad. Matgrial" and "Artwork-

Photos-Articles/Ad Clips" located within the corporate R adquarters of

Applicant in Menominee, Michigan.

-19-
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Document Request No. 15

To the extent not produced in response to Request Nos. 1-14, all documents
Applicant intends to submit or rely on in this opposition proceeding.

Response:

Applicant objects to this document request as not describing or specifying, with
reasonable particularity, the documents sought. Accordingly, the request fails to meet
the requirements of FED.R.CIV.P. 34(b). Without waiving the aforesaid objection,
Applicant states that it is presently unaware of which documents it intends to submit or
rely upon in this proceeding (apart from those documents submitted to the United States

Patent and Trademark Office in connection with the prosecution of Application Serial

~

No. 75/701,707).

* * * * *

All objections asserted on behalf of R.W. Fernstrum & Company were made by

samuel D. Littlepage, Esq., its undersigned counsel in this proceeding.

e

Samuel D. Littlepage 7z
Counsel For Applicant
Dickinson Wright PLLC

1901 "L" Street, N.W., Suite 800
Washington, D.C. 20036

Tel: (202) 457-0160

Fax: (202)659-1559

-27 -



IN THE UNITED STATES PATENT AND TRADEMARK OFFICE
BEFORE THE TRADEMARK TRIAL AND APPEAL BOARD

DURAMAX MARINE, L.L.C,,
Opposer,
v, Opposition No. 119,899

R.W. FERNSTRUM & COMPANY,

Applicant.

APPLICANT'S REVISED RESPONSE TO OPPOSER'S FIRST SET
OF INTERROGATORIES AND INITIAL REQUESTS FOR
. PRODUCTION OF DOCUMENTS TO APPLICANT -

Applicant R.W. Fernstrum & Company hereby sets forth its revised response to-
Opposer's "First Set of Interrogatories And Initial Requests For Production Of

Documents” in the above-styled action and states as follows:

'\ BJEGHONS ——-
1. plicant objects to Opposer’s interrogatories and document requests to
the extent that they purpart to request information protected from disclosure by any

privilege, including the aﬁornem;xrivilege and the attorney work product privilege.
_ ~_

~.

2. Applicant objects to any use iﬁ\"fheﬂterrogatories, either directly or

\
indirectly, of the phrase “person” or “persons’, or any otherterm or phrase intended to

.

include employees, consultants, experts, investigators, insurers or ateleys, the
Lidentities-cfwhich may-hol-be-known-to-Oppeserorto-Apptieant

o
oMo darit.




Duramax Marine, LLC v. R.W. Fernstrum & Co.
Opposition No. 119,899
Serial No. 75/701,707

md—Bocoment Request-Nos—5and-8—Suc ihguiries directed = arksotherthamixe
actual mark opposed in this proceeding are neither relevant to thgAsSues in this
proceeding, nor calculated to lead to the discovery of admissibt€ evidence.

12.  Applicant objects to the interrogateries set forth in Opposer's "first set" of
discovery requests because coypting all subparts, they exceed the interrogatory
numbers permitted under” the Trademark Rules Of Practice. Without waiving that

objection, hewever, Applicant will respond to each interrogatory (either by answer or

RESPONSES TO INTERROGATORIES

Interrogatory No. 11(a)

With respect to the mark the Keel Cooler Drawing, or any part of portion thereof
used alone or in connection with other terms or devices:

(a)  Indentify and provide a specimen of each form or planned or actual usage
of the mark by Applicant.

Answer:

(a)  Pursuant to the February 5, 2003 Order of the Trademark Trial and Appeal

Board, Applicant submits herewith representative specimens showing actual use of the

mark (see Doc. Nos. 1 through 296). ('S)CQ»%_ 9 rr SCM\ Tern S‘I’va\




Duramax Marine, LLC v. R.W. Fernstrum & Co.
‘Opposition No. 119,899
Serial No. 75/701,707

Interrogatory No. 31

indicate all installation publications of Applicant having a perspective drawing of
the marine heat exchanger sold under the name GRIDCOOLER.

Answer:

Pursuant to the February 5, 2003 Order of the Trademark Trial and Appeal
Board, Applicant supplements its response. Opposer's- attention is directed to
Dogument Nos. 15 — 20, 24 — 28, 29 — 30, 31 — 36, 37 — 44, 45 — 56, 117 — 129, 147 -

158, 235-246, and 268-277.

All do:tm@t\s identified or requested to be identified in response to Interrogatory

o,

Nos. 1 through 32 3 simultaneously herewith and all documents to which

Applicant referred in a_nswering those rrogatories.

_Résgonse
Pursuant to the February 5, 2003 Order of the Tra

Board, Applicant supplements its response. Opposer's attention is

Pocoment Nos—+=296—
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Applicant's Responses to Opposer's Requests for Admission



IN THE UNITED STATES PATENT AND TRADEMARK OFFICE
BEFORE THE TRADEMARK TRIAL AND APPEAL BOARD

DURAMAX MARINE, L.L.C.,
Opposer,

V. Opposition No. 119,899

R.W. FERNSTRUM & COMPANY, |

Applicant.

L/V\./\./vvvvvvv

APPLICANT'S RESPONSE TO OPPOSER'S FIRST
SET OF REQUESTS FOR ADMISSIONS TO APPLICANT

Applicant RW. Fernstrum & Company hereby sets forth its response to

Opposer's "First Set Of Requests For Admissions To Applicant" in the above-styled

“action and states as follows:

GENERAL OBJECTIONS
Applicant hereby incorporates its "General Objections" to the "Instructions and
Definitions" set forth in Opposer's First Set Of Interrogatories And Initial Requests For

Production Of Documents," as if fully stated herein.

RESPONSES TO REQUESTS FOR ADMISSION

. 1 s -] 5.l A
ReguestForAdmission™NO1

The Keel Cooler Drawing shown 1 Seriat-Ne=Z5701.707 is the graphic

equivalent to a marine heat exchanger of applicant, having a flat, gnd-li 0,

3 rallal o -l 3 frrt
Jormed-by-uniform-and-parattet-spaced-rectangurar tubeEs.



Duramax Marine, LLC v. R.W. Fernstrum & Co.
Opposition Na. 119,899
Serial No. 75/701,707

-to_this admission request on the basis that it is vague and
ambiguous, particularly with regard to the jective phase "graphic equivalent.”

Without waiver of that objection and to the extent it understands the "equivalent,"

A N dheerel : idors A
HP}JII\JG!TL UCTHCSUIIS T YUT oL,

Request For Admission No. 2

The keel cooler shown in the Keel Cooler Draning is disclosed in expired U.S.
Patent No. 2,383,218.

Answer:
Applicant denies that an entire keel cooler is shown in the drawing but, to the
extent that part of a keel cooler is shown, Applicant admits that the design was

disclosed in the now-expired Patent No. 2,383,218.

Request For Admission No. 3

The keel cooler shown in the Keel Cooler Drawing is disclosed in expired U.S.
Patent No. 4,338,993. '

Answer:

Applicant denies that an entire keel cooler is shown in the drawing but, to the
extent that part of a keel cooler is shown, Applicant admits that the design was

disclosed in the now-expired Patent No. 4,338,993.



Duramax Marine, LLC v. R.W. Fernstrum & Co.
Oppaosition No. 119,899
Serial No. 75/701,707

Request For Admission No. 4

Applicant has sold marine heat exchangers of which the Keel Cooler Drawing is
a picture for over fifty years.

Answer:

Applicant denies that the Keel Cooler Drawing represents an entire or complete
marine heat exchanger, but admits that it has sold marine heat exchangers for over fifty
(50) years.

Request For Admission No. $

Applicant has used the Keel Cooler Drawing in its installation publications.

Answer:

Admitted.

r A.I H HPY | U P
ITTITOSTUIT IRV, U

icant has used other views of the marine heat exchanger shown in the Keel
iq its installation publications.

Applicant objects to. this ad jon request as being vague and ambiguous.

Applicént does not understand what Opposer meaqs by the words "other views."

Request For Admission No.7

The Keel Cooler Drawing is shown in at least one United State avy

onscifioation
THINALALINI T

WU\J




Duramax Marine, LLC v. R.W. Fernstrum & Co.
Opposition No. 119,899
Serial No. 75/701,707

Request For Admission No.

Exhibit C of the Notice of Oppositionas amended) is a slightly different view of
the keel cooler shown in the Keel Cooler Drawing:

Answer:

- " Applicant objects to this request as being unduly vague ambiguous,

particulaﬂy with régard" to the subjecti\)é phrase, "slightly different view." To the

dibat it o VPR PR | NP VTR P - TN, WU H oy W | : Ll
“RaTitHRaerItaRaStris T equesStppntalituciiic o Wit oallit.

Requést For Admission No. 9

While paragraph 15 of the Settlement and Mutual Release Agreement executed
in July 1999 states: "Nothing herein shall preclude Fernstrum from seeking to register,
in two dimensional design format, its trademark logo featuring its one-piece keel cooler
as part of said design”, there is no statement in the Agreement that Duramax, East Park
or DMI (as defined in the Agreement) would not file an opposition to any application filed
by Fernstrum to register the foregoing logo.

Answer:

Admitted.

There was no statementmmade.during the negotiations for the Settlement and
Mutual Agreement by Duramax, East Park or Dit~es-defined in the Agreement), or
their respective lawyers, that any of them would not file an oppositioTT to-aRy.aD plication
filed by Fernstrum to register, in two dimensional design format, its trademar

7 . . . . et
—ft:atuuny its OTTe=PIete keetcooteras pait of the 1030,
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Duramax Marine, LLC v. R.W. Fernstrum & Co.
Opposition No. 119,899
Serial No. 75/701,707

AﬂSWcl : ‘ I a

Denied. It was Applicant's belief, based on it %ﬁﬁm
negotiations, that Duramax;—Eas Park and DM! stated or implied that they would not

Respectfully Submitted,

7

Date: September o2, 2001 m

Samuel D. Littlepage, Esqdire
Marc A. Bergsman, Esquire
Nicole M. Meyer, Esquire
Dickinson Wright PLLC

1901 "L" Street, N.W., Suite 800
Washington, D.C. 20036

Tel: (202) 457-0160

Fax: (202)659-1559

' COUNSEL FOR APPLICANT



IN THE UNITED STATES PATENT AND TRADEMARK OFFICE
BEFORE THE TRADEMARK TRIAL AND APPEAL BOARD

DURAMAX MARINE, L.L.C.,
Opposer,
V. Opposition No. 119,899

R.W. FERNSTRUM & COMPANY,

Applicant.

APPLICANT'S RESPONSE TO OPPOSER'S
SECOND SET OF REQUESTS FOR ADMISSIONS

Applicant RW. Fernstrum & Company, through its undersigned counsel, hereby
sets forth its responses to the second set of admissions requests propounded by

Opposer Duramax Marine, LLC in the above-styled proceeding and states as follows:

RESPONSES TO REQUESTS FOR ADMISSION

Request For Admission No. 11

Applicant has sought to register, in two-dimensional format, its trademark logo
featuring its one-piece keel cooler as part of said design with the Patent and Trademark
Office having registration Serial No. 75/701,707. -

Answer:

Admitted.

Request For Admission No. 12

Pursuant to Paragraph 18 of the Settlement and Mutual Release Agreement
signed by RW. Fernstrum & Company, East Park Radiator & Battery Shop, Inc.,
Duramax, Inc., and Donovan Marine, LLC, Fernstrum stipulated and agreed that in the



Duramax Marine, LLC v. R.W. Fernstrum & Co.
Opposition No. 119,899
Serial No. 75/701,707

event Duramax or East Park files a trademark application(s) with the Patent and
Trademark Office, including a two-dimensional design of the beveled one-piece keel
cooler, Fernstrum will not oppose or otherwise contest said application and Fernstrum
will not file a petition or other proceeding to cancel any registration issuing from said
trademark application.

Answer:

Admitted.

[l - - AL AN
RecquestForAdmisstonriNo—13

The filing of Opposition No. 119,899 by Opposer does not conflict with or violate
or clause of the Settlement and Mutual Release Agreement signed by RW.

Answer:

Denied.

Request For Admission No. 1

The rectangular fore and aft heaqers as shown in the drawing of the mark sought
to be registered in U.S. Trademark lication No. 75/701,707 are a functional
characteristic of Applicant's one-piece keel osQler.

Answer:

Denied.

Request For Admission No. 15

Pursuant to the Settlement and Mutual Release Agreement
Fernstrum & Company, East Park Radiator & Battery Shop, Inc., DuraMax, Inc., and
Donovan Marine, LLC, Duramax, Inc. East Park Radiator & Battery Sho
Donovan Marine, LLC did not stipulate or agree that in the event Fernstru
trademark application(s) with the U.S. Patent and Trademark Office, which includ
two-dimensional design format of its one-piece keel cooler having rectangular fore &
aft headers, Duramax, Inc., East Park, or Donovan Marine will not oppose or otherwise

eontestsaid-appheaton: ;
- N
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Opposition No. 119,899
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Pursuant to the Settlement™ang Mutual Release Agreement signed by RW.
Fernstrum & Company, East Park Radiater & Battery Shop, Inc., Duramax, Inc., and
Donovan Marine, LLC, Duramax, Inc., East Parksqr Donovan Marine did not stipulate or
agree that in the event Fernstrum files a trademark application(s) with the U.S. Patent
and Trademark Office, which includes the two-dimensiohal _design format of its one-
piece keel cooler having a rectangular fore and aft headers, Drrgmax, Inc., East Park,
or Donovan Marine will not file a petition or other proceeding to cantelany registration
issuing from said trademark application.
Answer:

ImY HPpn |
CTITOU.

R. W. FERNSTRUM & COMPANY

Date: October 3, 2001 By: /M@*
Samuel D. Littlepage, Esquife

Marc A. Bergsman, Esquire
Nicole M. Meyer, Esquire
Dickinson Wright PLLC
1901 "L" Street, N.W.

Suite 800

Washington, D.C. 20036
Tel: (202) 457-0160

Fax: (202)659-1559

COUNSEL FOR APPLICANT




IN THE UNITED STATES PATENT AND TRADEMARK OFFICE
BEFORE THE TRADEMARK TRIAL AND APPEAL BOARD

DURAMAX MARINE, L.L.C.,
Opposer,
V. Opposition No. 119,899

R.W. FERNSTRUM & COMPANY,

Applicant.

I i

. APPLICANT'S RESPONSE TO OPPOSER'S THIRD
SET OF REQUESTS FOR ADMISSIONS TO APPLICANT

Applicant RW. Fernstrum & Company hereby sets forth its response to
Opposer's "Third Set Of Requests For Admissions To Applicant" in the above-styled

action and states as follows:

GENERAL OBJECTIONS

Applicant hereby incorporates its "General Objections" to the "Instructions and
Definitions" set forth in Opposer's First Set Of Interrogatories And Initial Requests For

Production Of Documents, as if fully stated herein.



Duramax Marine, LLC v. R.W. Fernstrum & Co.
Opposition No. 119,899; Serial No. 75/701,707
Applicant's Response To Opposer's Third

Set Of Requests For Admissions To Applicant

-

RESPONSES TO REQUESTS FOR ADMISSION

—Renuest For Admission N6 17 —
cufflink.

Doc. No. 1 is a pho

Response

o~

el
CTTICU.

Request For Admission No. 18

The only Keel Cooler Drawing Shown in Doc. Nos. 11 - 14 is the drawing a keel
cooler in the upper left hand corner of Doc. No. 11 with the word "GRIDCOOLER".

Response

Denied. The drawing on Document No. 14 is a version of the mark sought to
be registered. '

S

The onl?@l‘@eelag@wrawing show in Doc. Nos. 15-20 is the drawing of a Keel
Cooler in the upper left hand tomer.qf Doc. No. 15 with the words "GRIDCOOLER
INSTALLATION INSTRUCTIONS."

Response

Admitted-

Req_uest For Admission No. 20

The only Keel Cooler Drawings shown in Doc. Nos. 24-28 are the drawing at
the upper left hand corner of Doc. No. 24 and at the bottom of Doc. No. 28, both
having the words "FERNSTRUM GRIDCOOLER."

Response
Admitted.




Duramax Marine, LLC v. R.W. Fernstrum & Co.
Opposition No. 119,899; Serial No. 75/701,707
Applicant's Response To Opposer's Third

Set Of Requests For Admissions To Applicant

Jhe only Keel Cooler Drawings shown in Doc. Nos. 29-36 are the drawing at
the uppexight hand corner of Doc. No. 29 and the drawing near the bottom of Doc.
No. 36, both ving the words "FERNSTRUM GRIDCOOLER." '

Response

Denied.

Request For Admission No. 22 N

The only Keel Cooler Drawingswn in Doc. Nos. 37-44 are the drawing at
the upper right hand corner of Doc. No. 3/\and the drawing near the bottom of Doc.
No. 44, both having the words "FERNSTRUM GRIDCOOLER."

Response

Denied. The drawing on Document No. 39 is a vassion of the mark sought to

be registered.

Request For Admission No. 23

The only Keel Cooler Drawings shown in Doc. Nos. 45-56 are tréwing at
the top of Doc. No. 45 and at the bottom of Doc. No. 56, both having thg words
"FERNSTRUM GRIDCOOLER."

Response

A ] ‘L4 ],
AUITICU.

Request For Admission No. 24

The only Keel Cooler Drawings shown in Doc. Nos. 57 - 63 are the drawing on
Doc. No. 57, the drawing at the top of Doc. No. 60 and at the bottom of Doc. No. 63,
all having the words "FERNSTRUM GRIDCOOLER."

Response

Denied. The document displays a logo which features a design equivalent to
the mark sought to be registered.



Duramax Marine, LLC v. R.W. Fernstrum & Co.
Opposition No. 119,899; Serial No. 75/701,707
Applicant's Response To Opposer's Third

Set Of Requests For Admissions To Applt"cant

Request For Admission No. 25

The photograph of a keel cooler in the middie of a text or words, including the
term "GRIDCOOLER" in Doc. No. 62 is a Keel Cooler Drawing.

Response

Denied. The document displays a rendering that is equivalent to the mark
sought to be registered.

Request For Admission No. 26

The only Keel Cooler Drawings shown in Doc. Nos. 64-76 are the drawing on
Doc. No. 64, the drawing at the top of Doc. No. 67 and at the drawing near the bottom
of Doc. No. 70, all having the words "FERNSTRUM GRIDCOOLER."

Response

Denied. The document displays a logo which features a design equivalent to
the mark sought to be registered.

4

//

ﬂgﬁer«ﬁ«dmissicm‘"u. 27
~ The photograp -a-keel cooler on the right side of a text of words which
include the term "GRIDCOOLER" in > 65 is a Keel Cooler Drawing.

Response

= NDaoniad
[ =4 il

O
A i § hen v iy

Request For Admission No. 28

The drawing of a keel cooler near the words "FERNSTRUM ENGINEERED
KEEL COOLING" in Doc. No. 71 is an example of what the Applicant considers to be
a Keel Cooler Drawing.

Response
Admitted.




Duramax Marine, LLC v. RW. Fernstrum & Co.
Opposition No. 119,899; Serial No. 75/701,707
Applicant’s Response To Opposer's Third

Set Of Requests For Admissions To Applicant

Request For Admission No. 29

The drawing of a keel cooler near the words "KEEL COOLED by R. W.
Fernstrum & Company” in Doc. No. 72 is an example of what the Applicant considers
to be a Keel Cooler Drawing.

Response
Admitted.

Request For Admission No. 30

The drawing of a keel cooler near the words "FERNSTRUM ENGINEERED
KEEL COOLING" and a sentence with enlarged words "FERNSTRUM
GRIDCOOLER" at the upper part of the page of Doc. No. 73 and at the lower part of
the page of Doc. No. 73 is an example of what the Applicant considers to be a Keel
Cooler Drawing.

Response
Admitted.

Request For Admission No. 31 ‘

The drawing of a keel cooler near the phrase "FERNSTRUM KEEL COOLER"
on the upper part of the page of Doc. No. 74 and at the lower part of the page of
Doc. No. 74 is an example of what the Applicant considers to be a Keel Cooler
Drawing.

Response
Admitted.

keel cooler near the words "FERNSTRUM GRIDCOOLER
ENGINEERED KEEL COOLIN ext.o_it in Doc. No. 76 is an example of what the
. Applicant considers to be a Keel Cooler Drawing——

Response

A lyo ibbrmrd
- AATTIEeu.



Duramax Marine, LLC v. R.W. Fernstrum & Co.
Opposition No. 119,899; Serial No. 75/701,707
Applicant's Response To Opposer’s Third

Set Of Requests For Admissions To Applicant

Request For Admission No. 33

The drawing of a keel cooler adjacent to the words "FERNSTRUM
ENGINEERED KEEL COOLING" in Doc. No. 77 is an example of what the Applicant
considers to be a Keel Cooler Drawing.

Response
Admitted.

~RequestForAdmissiomrNo—34

ve_drawing of a keel cooler beneath the phrase "KEEL COOLED by R.W.

Fernstrum &X€gmpany” in Doc. No. 78 is an example of what the Applicant considers
to be a Keel Coofer,

Response
Admitted.

Request For Admission No. 35

The drawing of a keel cooler beneath the enlarged\words "FERNSTRUM
GRIDCOOLER" in Doc. No. 80 is an example of what the Applicant i
Keel Cooler Drawing.

Response

L Admittad
T VYATTTIL AL .

Request For Admission No. 36

The drawing of a keel cooler adjacent to the words "FERNSTRUM
ENGINEERED KEEL COOLING" and adjacent to the sentence with the enlarged
words "FERNSTRUM GRIDCOOLER" in Doc. No. 81 is an example of what the
Applicant considers to be a Keel Cooler Drawing.

Response
Admitted.



Duramax Marine, LLC v. R.W. Fernstrum & Co.
Opposition No. 119,899; Serial No. 75/701,707
Applicant's Response To Opposer's Third

Set Of Requests For Admissions To Applicant

Reggest ForAdmissiom No: 37
R

S,

e,

The drawing of-a. keel cooler beneath the phrase including the term "Keel
Cooled by R.W. Fernstrum & Co ny" and adjacent a phrase with the enlarged term
"FERNSTRUM GRIDCOOLER" in Doc. is an example of what the Applicant
considers to be a Keel Cooler Drawing. '

Response :
\

al : L
-l ——femitted:

Request For Admission No. 38

The drawing of a keel cooler near the term "FERNSTRUM ENGINEERED
KEEL COOLING" in the upper portion and lower portion of Doc. No. 83 is an example
of what the Applicant considers to be a Keel Cooler Drawing.

Response
Admitted.

tForAdmission N6. 39

S e

The drawing of a keel cooler adjacent t "R.W. FERNSTRUM &

COMPANY" and "GRIDCOOLER REOMME_NDATIONS" (sic) in Doc.
avample.ciwhat-the-Appticantconsidersfobea KeelCooler Drawing.




Duramax Marine, LLC v. R.W. Fernstrum & Co.
Opposition No. 119,899; Serial No. 75/701,707
Applicant's Response To Opposer’s Third

Set Of Requests For Admissions To Applicant

'_ﬂ_&:@nig;wwﬂw
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Date: November 1, 2001

Respectfully Submitted,

/,ﬂ/

Samuel D’ Littlepage, Esquire
Marc A. Bergsman, Esquire
Nicole M. Meyer, Esquire
Dickinson Wright PLLC

1901 "L" Street, N.W., Suite 800
Washington, D.C. 20036

Tel: (202) 457-0160

Fax: (202)659-1559

COUNSEL FOR APPLICANT




IN THE UNITED STATES PATENT AND TRADEMARK OFFICE
BEFORE THE TRADEMARK TRIAL AND APPEAL BOARD

DURAMAX MARINE, L.L.C.,
Opposer,
V. Opposition No. 119,899

R.W. FERNSTRUM & COMPANY,

Applicant.

APPLICANT'S RESPONSE TO OPPOSER'S
FIFTH SET OF REQUESTS FOR ADMISSIONS

Applicant R.W. Fernstrum & Company, throﬁgh its undersigned counsel, hereby
sets forth its responses to the fifth set of admissions requests propounded by Opposer

Duramax Marine, LLC in the above-styled proceeding and states as follows:

RESPONSES TO REQUESTS FOR ADMISSION

Request For Admission No. 44:

A drawing of all or part of a keel cooler has been shown on at least one of the
instaliation instructions of Appiicant.

Answer:
Applicant admits that "part of" a keel cooler has been shown on at least one
occasion in the cited documentation, but denies that a drawing of all of a keel cooler

has, at any time, been shown on or in any such documentation of Applicant.




Duramax Marine, LLC v. R.W. Fernstrum & Co.
Opposition No. 119,899; Serial No. 75/701,707
Applicant’'s Response To Opposer's Fifth Set

Of Request For Admissions To Applicant

Request For Admission No. 45:

A drawing of all or part of a keel cooler has been shown on at least one of the
installation layouts of Applicant.

Answer:
Applicant admits that "part of" a keel cooler has been shown on at least one
occasion in the cited documentation, but denies that a drawing of all of a keel cooler

has, at any time, been shown on or in any such documentation of Applicant.

Request For Admission No. 46:

A drawing of all or part of a keel cooler has been shown on at least one of the
" production instructions of Applicant.

Answer:
Applicant admits that "part of" a keel cooler has been shown on at least one
occasion in the cited documentation, but denies that a drawing of all of a keel cooler

has, at any time, been shown on or in any such documentation of Applicant.

Request For Admission No. 47:

A drawing of all or part of a keel cooler has been shown on at least one of the
process sheets of Applicant.

Answer:
Applicant admits that "part of* a keel cooler has been shown on at least one
occasion in the cited documentation, but denies that a drawing of all of a keel cooler

has, at any time, been shown on or in any such documentation of Applicant.




Duramax Marine, LLC v. R.W. Fernstrum & Co.
Opposition No. 119,899, Serial No. 75/701,707
Applicant's Response To Opposer's Fifth Set

Of Request For Admissions To Applicant

Request For Admission No. 48:

A drawing of all or part of a keel cooler has been shown on at least one of the
quality control papers of Applicant.

Answer:
Applicant admits that "part of" a keel cooler has been shown on at least one
occasion in the cited documentation, but denies that a drawing of all of a keel cooler

has, at any time, been shown on or in any such documentation of Applicant.

Request For Admission No. 49:

A drawing of all or part of a keel cooler has been shown on at least one of the
production line documents of Applicant.

Answer:
Applicant admits that "part of* a keel cooler has been shown on at least one
occasion in the cited documentation, but denies that a drawing of all of a keel cooler

has, at any time, been shown on or in any such documentation of Applicant.

Request For Admission No. 50:

A drawing of all or part of a keel cooler has been shown on at least one of the
sizing guides of Applicant.

Answer:
Applicant admits that "part of" a keel cooler has been shown on at least one
occasion in the cited documentation, but denies that a drawing of all of a keel cooler

has, at any time, been shown on or in any such documentation of Applicant.




Duramax Marine, LLC v. R.W. Fernstrum & Co.
Opposition No. 119,899; Serial No. 75/701,707
Applicant's Response To Opposer's Fifth Set

Of Request For Admissions To Applicant

Request For Admission No. 51:

A drawing of all or part of a keel cooler has been shown on at least one of the
installation instructions of Applicant over the past thirty (30) years.

Answer:
Applicant admits that "part of* a keel cooler has been shown on at least one
occasion in the cited documentation, but denies that a drawing of all of a keel cooler

has, at any time, been shown on or in any such documentation of Applicant.

Request For Admission No. 52:

A drawing of all or part of a keel cooler has been shown on at least one of the
installation layouts of Applicant over the past thirty (30) years.

Answer:
Applicant admits that "part of" a keel cooler has been shown on at least one
occasion in the cited documentation, but denies that a drawing of all of a keel cooler

has, at any time, been shown on or in any such documentation of Applicant.

Request For Admission No. 53:

A drawing of all or part of a keel cooler has been shown on at least one of the
production instructions of Applicant over the past thirty (30) years.

Answer:
Applicant admits that "part of* a keel cooler has been shown on at least one
occasion in the cited documentation, but denies that a drawing of all of a keel cooler

has, at any time, been shown on or in any such documentation of Applicant.




Duramax Marine, LLC v. R.W. Fernstrum & Co.
Opposition No. 119,899; Serial No. 75/701,707
Applicant’s Response To Opposer's Fifth Set

Of Request For Admissions To Applicant

Request For Admission No. 54:

A drawing of all or part of a keel cooler has been shown on at least one of the
process sheets of Applicant over the past thirty (30) years.

Answer:
Applicant admits that "part of* a keel cooler has been shown on at least one
occasion in the cited documentation, but denies that a drawing of all of a keel cooler

has, at any time, been shown on or in any such documentation of Applicant.

Request For Admission No. 55:

A drawing of all or part of a keel cooler has been shown on at least one of the
quality control papers of Applicant over the past thirty (30) years.

Answer:
Applicant admits that "part of" a keel cooler has been shown on at least one
occasion in the cited documentation, but denies that a drawing of all of a keel cooler

has, at any time, been shown on or in any such documentation of Applicant.

Request For Admission No. 56:

A drawing of all or part of a keel cooler has been shown on at least one of the
production line documents of Applicant over the past thirty (30) years.

Answer:
Applicant admits that "part of" a keel cooler has been shown on at least one
occasion in the cited documentation, but denies that a drawing of all of a keel cooler

has, at any time, been shown on or in any such documentation of Applicant.




Duramax Marine, LLC v. R.W. Fernstrum & Co.
Opposition No. 119,899; Serial No. 75/701,707
Applicant’s Response To Opposer's Fifth Set

Of Request For Admissions To Applicant

Applicant obje this admission request on the basis that it seeks an

admission of a purported fact that is no nt to any issue in this Opposition

proceeding and is not calculated to lead to the discovery of any a evidence at
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Initial Request for Production of Documents to Applicant




IN THE UNITED STATES PATENT AND TRADEMARK OFFICE
BEFORE THE TRADEMARK TRIAL AND APPEAL BOARD

DURAMAX MARINE, L.L.C.,
Opposer,
V. Opposition. No. 119,899

R.W. FERNSTRUM & COMPANY,

Applicant.

S PR NI T S N T S g

APPLICANT'S REVISED RESPONSE TO OPPOSER'S FIRST SET
OF INTERROGATORIES AND INITIAL REQUESTS FOR
. PRODUCTION OF DOCUMENTS TO APPLICANT -

Applicant R.W. Fernstrum & Company hereby sets forth its revised response to-
Opposer's "First Set of Interrogatories And Initial Requests For Production of

Documents" in the above-styled action and states as follows:

identitios-ef-which-mey-Retbekmowmto-SpposerortoApplicant.




Duramax Marine, LLC v. R.W. Fernstrum & Co.
Opposition No. 119,899
Serial No. 75/701,707

458,-035-246-and-268=277- S

Document Request No. 1

All documents identified or requested to be ider)tiﬂed in response to Interrogatory
‘Nos. 1 through 32 served simultar_uequsly‘herevxllith and all documents to which
Applicant referred in a.nswering those interrogatories.
Response |

Pursuant to the February 5, 2003 Order of the Trademark Trial and Appeal
Board Applicant supplements its response. Opposer's attention is directed to

Document Nos. 1-296. (ee 1= A9G of Dep. Ex.No-3 of
Secm Fe,(‘ nstvuxv\) |
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IN RE: Duramax Marine, LLC
Opposer,
V. Opposition No. 119,899
R. W. Fernstrum & Company,
Appllicant.
DEPOSITION OF: Sean Fernstrum
| have read the foregoing transcript of my deposition given on April 15, 2003 and
April 16, 2003, and it is true, correct, and complete, to the best of my knowledge,
recollection and belief, except for the list of corrections, if any, attached to this transcript

on a separate sheet.

m Date: 5 '—0{28 , 2003

Sean Fernstrum

County of )
Ss )
State of Michigan )
The foregoing instrument was acknowledged before me this ng day of
/\/My , 2003, by Sean Fernstrum who is personally known to me or who has
produced as identification.

Notary

My comission expires: 4/_ 52 QL]

DC 71119-37 85421

JIRGINIA K. PRALDY
E.« ARY PUBLIC MENOWINEE CQ.,
£ COMMISSION EXPIRES Apr §, 2004
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IN THE UNITED STATES PATENT AND TRADEMARK OFFICE

BEFORE THE TRADEMARK TRIAL AND APPEAL BOARD

[n the Matter of:

\pplication Serial No. 75/701, 707
Mark: Drawing of a Marine Heat Exchanger
bublished in the Official Gazette at Page TM 400 on May g9, 2000

b

PURAMAX MARINE, LLC

Dpposer,

Vv Opposition No. 119,899
R. W. PERNSTRUM & COMPANY,

ppplicant
/

DEPOSITION OF R. W. FERNSTRUM AND COMPANY

Taken by the Opposer on the 15th day of April, 2003, at
the law office of Jonathan P. Barstow, P.C., 104 Sixth

Avenue, Menominee, Michigan 49859, at 9:00 a.m.

AnPPEARANCES :

For the Opposer MR. D. PETER HOCHBERG
D. PETER HOCHBERG CO., L.P.A.
The Baker Building - 6th Floor
1940 East Sixth Street
Cleveland, Ohio 44114

For the Applicant: MR. MARC A. BERGSMAN
DICKINSON WRIGHT PLLC
1901 "L" Street, N.W., Suite 800
Washington, D.C. 20036-3541

RECORDED BY: Tammy L. Hanson, CER 7005
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500 &. StephensonTrenue - Duite 304
Yran Mowntain, MY #9804
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Let’s do advertising art work first.

Okay. Advertising art work, I--I created or inserted
photos intofindividual ads. I--I created—artistic
starlings of--of generic versions of--of the Gridcooler
Keel Cooler, for advertising purposes. I, basically,
generated--generated the ads from a blank sheet of paper

to finished product.

I P W | o | Pk | P
p—4

DA A S TR S = A vy & L e 3 v

m time to time. I don‘t do that on a regular basis

Q Who--who does 1 ow? Or who does it with you? Do you--
when you as--ask tﬂ;t gstion?

A The majority of our adverﬁzgl ._at--at this time, is--is
generated by an advertising firm.k
Who--and who’s that?

A The firm is Insight. They’re located in Green Bay,

A

Q You said you use photographs, when you made the drawings.

Exactly, how is that done? Let me back up a little bit.
Where—Qwhére-—where did some of these advertisements

appear?

A The advertisements-appeared in local publications. For

example, say a program for a local school sporting event.

They also appeared though, primarily in trade

25
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publications.

What’s some of the trade publications?

Trade publications included Maritime Reporter; National
Fisherman. Let me see, what are some of the others.
Professional Mariner--let me see here--what’s the title of
that publication? The--the publicationvput out by the
Society of Naval Architects and Marine Engineers. I
believe it’s Marine Technology; Marine News; Pacific
Fishing; Alaska Fisherman’s Journal; Passage Maker
Magazine. 1I’'d say that would be the majority of them that
come to mind.

You say you took photographs and made the ads. Where do
these photographs come from?

Photographs came from--the majority of the photographs,
that I'm speaking of, would be photographs of--of vessels
that use our--our Keel Coolers. Those were, generally,
obtained from either the--the vessel owners or the
shipyard that--that built the vessel.

As for pictures of--of our product, those were--those
would have been stock photos that had been taken quite
some time ago and were--were, actually, more--more like
art work than--than photos in the strictest sense of the
word. I'm not--I‘'m not--I‘m not positive of the actual

genesis of those--of those--of that art work. 1In

particular, the product art work. It was done, to the

26
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best of my recollection, in the late ‘60‘s to early ‘70’s.
And, we continue to use--use that art work today.

0 So, would it be accurate to say they were even photographs
or drawings made from photographs?

A In--in the ads, yes. They were ei--they were either
retouched photographs or they were a drawing that was
some--some kind of an artistic rendering that was based

from a photograph?

I~ b 1 n} o] ] 2 -
N~ N e e . e e S Gl O P PP

MR. BERGSMAN: Objection as to form.
THE WITNESS: No, I--I'm not sure of the name of

the iMmividual who created tho--that art work.

Q Do you have a idea who it might have been?
Objection as to form. Asked and
answered.
THE WITNESS: Thég-the individual who created
the art work or the individual at took the--the
photographs?
BY MR. HOCHBERG:
Q QOf--0f the pic--both of them?
A To the best of my knowledge, the individual who ok the
photographs was a local photographer by the name of

Ihde.

27
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reviewe m. I don’t remember. There may have been one

or two other peoples t I believe it was, primarily, the

three of us who reviewed the

MR. HOCHBERG: Okay. Let’s se ‘d like to--1I

f

guess, have this be entered into evidence. This 1

. e
o

BY MR. HOCHBERG:

Q Do--do you recognize--this has been marked as Exhibit

Number Two. Do you recognize this document?

A I thought it was easier, but so far yes.

Q Well--

A Yes.

Q Okay. And, could the two--is the Prosecution Papers or--
or the File History or File Wrapper for the Trademark
Application that is being opposed, and that’s Serial
Number 75/701 and 707.

A Mm-hm.

0 Now, what I--I'd like to do, I‘d like to leaf through the
application and just ask you some gquestions about it.

A Mm-hm.

b 23 el > b o

k) L h .
= —amans 2 2 yane= = pea ey e g A W o7 LI o s mp gt S Buk,\._o LVULTTUOT L \YAVAVAS LG RN JR ML S T G O

ht hand corner.

- A Mm-hm.
Q Can you read the title of the applil that’'s set forth
there?

34
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Oh. That would be a copy of the Mark. To the right?
No, you--you’'re--you’'re correct. Is there any difference
between that picture of the--of the Keel Cooler and the
one on page 00707

MR. BERGSMAN: Objection as to form.

MR. HOCHBERG: You can turn the page over--

fHE WITNESS: Yeh.

MR. HOCHBERG: --and compare them.

THE WITNESS: Yeh. Same Mark at a slightly

different angle.

BY MR. HOCHBERG:

Q

Did you make this picture? Are you responsible for making
this picture?

That illustration was derived in the same manner as the
one on 0070. It was a--it was originally a photograph
that was touched up. Then, you can--I believe we--1'm
trying to remember if--I believe it was, then, altered--
artistically altered after the touch up, then we scanned
into computer and then inserted into this.

Did you say--when you say touched up, what was--how--what
was touched'upion it?

It was touchea up. Basically, blemishes were removed, the
detail, I believe,  addit--some addition detail was removed
of the product. It was flattened, somewhat, to give it

more of a two dimensional look.
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When you say flattened. I--I--I'm not sure I understand
Waat yoﬁVre talking about.

\“ufuess you’d call--how to term it--it’s called
somethiﬁ:-in the Photo Shop, but, basically, it’s--the
imagine is-—ikxgltered, visually, and--

Well, when you gék»it’s altered visually, what do you mean
by that? |
It’'s made to look more 1i a--in this particular case,
look more like a--a--a line arm drawing than a--than a
three dimensional object.
A line art drawing. I guess I don’'t--
Well, it--

--understand what you mean by that.

More like an art--more like an artistic drawing of-

product, as opposed to the--a simple snapshot of an--of

. . R
wt'ung :\Y‘n 1100

And a way to do that--tell me if I'm wrong, I'm--and--and
I'm trying to understand what you’re saying. If someone
were to take a photograph of the--of this--of the Keel
Cooler, and then, basically, took away the photo--I take
it back. -

They took a photograph of it and made a line drawing
from the photograph. Is that--is that a proper way to
describe what I’'m--what you’re saying?

From this--from this particular case, yeh, I guess that

44
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would be--

And, how about the--the drawing below that, also on page
7--00717?
That would be the same.

In--the--in fact, they look identical, don’t they?

Mmm.

. Ly .
iy Sy i ———

0072 to 0074. Is that what that’s called? Have you term

\*;heard the term--7

it starts with, "A proper
response?"
Mm-hm.

See where--see--
"This is office action?"
Right.

Mm-hm.

In this office action, if you start reaai~_ the top, where
it says, “The éssigned examining attorney",nxgg that?
"The assigned’examining attorney has'"-- |
Why don’t you just- read that?

Okay. "The assigned examining attornme--attorney has

. I TS, = oS e S emnedae el GG e ma nad - h o
LNV VY L — L [ mplh i e os whp ks i ol = —-—

45




PENGAD ¢ 1-800-631-698%

FORM SMI25 @

10

11

12

13

14

15

16

17

13

19

20

21

22

23

24

25

Free of public:\gree of--public domain would be free of

any copyright froé“q\particular materials. It would be
free and usable by--g\xgnyone, without limitation.
Okay. That--that’'s a gégk\definition. It’s--it’'s--so I
use as a definition, freeliﬁ;\reely usable by anyone
without limitation.
Now, my guestion is, suppose'“wat another party,

third party, came there and decided tIy wanted to make a
Keel Cooler, exactly like the one that’s
75/701,707. Is there any reason why a persé*‘couldn’t do
that? |
Why they couldn’t build a cooler?
Exact--exactly like that.

No, I don’‘t believe so. I don’'t believe there would be

PR AT~ WaPoX 2R 1 2L A 17%
o

E L <

MR. HOCHBERG: I‘m now gonna refer to Documents
one to 296, tﬁat were supplied to Duramax Marine in
response to revised notice--Revised Response to
Interrogatories Number 11-11A. And, they were served on

us by Fernstrum Company.
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I--I'm trying to decide now if whether to number them
separately or just to keep them as one exhibit.
| MR. BERGSMAN: Why don’t you keep them as—;as
one exhibit. They are--they do have Bates Numbers on
them.
- MR. HOCHBERG: Right.

MR. BERGSMAN: So, it could be Exhibit Number
whatever, with--

MR. HOCHBERG: Okay. Let’s mark this as Exhibit .
Numbexr Three.

MR. BERGSMAN: Is that your working Exhibit?

MR. HOCHBERG: It’s my working Exhibit.

MR. BERGSMAN: So, do you have one that’s--

MR. HOCHBERG: Oh, yeh. I have one right here.
In fact--let’s go off the record.

(Off the record at 11:18 a.m. - Back on record
at 11:22 a.m.)

MR. HOCHBERG: Okay. Now, we'’re looking at
Exhibit Three--

MR. BERGSMAN: Is that this?

MR. HOCHBERG: That’s Exhibit Three. Right,
yeh.

and, these are the documents that were supplied to us

by Fernstrum Company and I'm just gonna go through them in

turn.
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THE WITNESS: Mm-hm.
MR. HOCHBERG: 1I’11l ask you to identify each of
them and I may ask a question about them.

THE WITNESS: Okay.

DET I LRI Dt L
-

MR. BERGSMAN: Excuse me, can 1 ask a question--

MR. HOCHBERG: Yes.

MR. BERGSMAN: --a clarification. I noticed
that tdhere’'s a second set of Bates Numbers on.

R. HOCHBERG: Those are the numbers that, I
think, that u-—thaﬁ——that Ferhstrum Company had put on.
The ruling--I‘11%efer to the four digit numbers. But
you’re right. There-\there are two numbers on there.

But these--ours wi be the four digit numbers. The

first one will 0198.

MR. BERGSMAN: No, at we produ--what we
produced would be the--the six digit numbers.

MR. HOCHBERG: Right. Rig

MR. BERGSMAN: But you’'re not Wonna refer to the
six digit numbers?

MR. HOCHBERG: No. We’ll do it--

MR. BERGSMAN: Okay.

MR. HOCHBERG: --this way. We can do it bo
ways, it doesn’t matter to me.

AR joanisTalalY F. 0N/ Tlactod:
e punve s -

S T e S G

—
ey ey
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BY MR. HOCHBERG:

Q So, can you identify Bates Number 0198, what that is?

A That’s a tie tack.

Q And, what’‘s on the tie tack?

A It’'s a graphic of--of a cooler.

Q Of--of a Gridcooler?

A Yes.

Q Was it like a souvenir you gave to--

y:\ A handout.

Q Mm-hm. Would you put--put the unit right on the machine
and it’'s copied?

A Yeh. Yeh. That’s a photocopy of it.

Q And, I--what is 01992

A Like a baker’s pouch. Also, a--a giveaway.

Q Do you when this was given--when this was given away?

A Actually, we have a couple of these. I believe this one,
mid ‘90’s, I believe we were giving these away.

Q Now, let’s see, 0200. What is that?

A It’s--it was promotional material.

Q And, what’'s that in the upper left hand corner?

A Upper left hand corner? That’'s a--that would be the Mark.
A version--our version of the Mark.

Q Oh two oh one?

A Mm-hm.
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That was thing (sic) that was supplied, but I think that’s
only part of a page. Is that correct?

I believe it may have been the--yeh, we’ve got a partial
page. The information preparen--pre-printed on the page
before any--before we placed any information on it, would
have contained the graphics at the top of the page.

Okay. And, what--what is the one in low--the left hand
corner?

Upper left hand corner? That would be the mark.

Okay. Now, I'‘m looking at the--the nozzle that is closest
to us.

Yes.

Are--are those threads at the lower part of the nozzle?

It appears to be, yes.

Is there anything missing from that Keel Cooler? From one
that is--from a real Keel Cooler?

Aside from--from the--the size and mass and everything,
being a real world object. There are a number of things.
There--there’s no sacrificials (phonetic) on the ends. I
can’'t cleérly make out tubes--the number of tubes. I
believe it--anyway--1 can’t determine whether or not there
are any gaskets on this--this particular item.

But - -but is there anything that would not indicate that
that is a Keel Cooler?

Is there anything that would not indicate that--
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I mean, when someone--when someone, at all, saw this
would they, even, question to what that is?

Someone familiar with Keel Coolers?

Yeh.

I--I would think that someone familiar with packaged Keel
Cooling may view that as a Keel Cooler.

But--but--I--

They may view it as an illustration of the Keel Cooler.
When you say they may, but, you agree that they would,
wouldn’t you?

I--I1've seen some pretty interesting--I've gotten some
pretty interesting responses in the past.

Let’s see, it’s 0202. What is this document?

This document? This would be a graphic related to our--to
a replacement parts list, calling out the various
replacement parts, and where they would be located.

What is the date of this document?

It would be February 15th, 1974.

That ‘s what the numbers at the bottom say?

Yes. The 74/02/15.

The--the--the picture, actually the two pictures that are
shown in the middle of the page, what are they? The--the
two long pictures?.

Those would be illustrations of--of our coolers.

But what, exactly what--what illustrations are there?
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These? These would be side on, technical illustrations
of--of the product depicting individual parts on the
product.

Is the product that is shown in the upper left hand
corner?

No.

What’s the difference between that product and the one
that’s shown there?

The difference being that the--what is shown in the upper
left hand corner is more of an artist’s depiction of what
the product might look like, as opposed to being a--a--a
technical illustration.

Well, wh--what are the differences between them?

Between é technical illustration and an artist’s
rendition?

Yeh. Between this artist’s rendition and this one.
And--and this--

Yeh.

--technical illustration? For example, the technical
illustration is descriptive of--it’s highly descriptive of

the items, of the graphics shown. It points out

. individual items on the illustrated cooler as opposed to

not pointing them out in the artist’s rendition.
Give--give me some examples of what’'s--what'’s missing from

the--from the Keel Cooler in the upper left hand corner
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and, say, from the upper drawing shown on 00--0--on 02022
There are no--there are no sﬁpport bolts on the
illustration. There are support bolts in the technical
drawing. There are zinc electrodes on the technical
drawings. There are no zinc electrodes on the artist’s
rendition.

I can’t fully make out what parts are--what would be
considered replacement parts, are located on the artist’s
rendition are of--that are on the artist’s rendition as
opposed to being able to make them out on the technical
illustration.

Do you think that’s part of the fault of the copying?
No, not necessarily.

Well, maybe--maybe we’ll find some clear ones later.
Okay. What you’'re comparing it to is another--another
Copy -

Mm-hm.

And, this document is full of those.

Mm-hm.

What’s the next document 02037

Mm-hm. |

Jus--just ideﬁtify that?

This document--I have to read--it’s just a document
referring to the placement of an ad in Fisherman Gazette

publication.
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If--if you loock at 0204.

Yes.

Now, does that go with 02037

I believe it does.

What is--what is shown on the lower por--lower--in the
middle of the page, 02047

That would be, also, an--an artist’s rendition of--of our-
-of a Keel Cooler.

This--this artist’s rendition--this--what is the date of
this paper? Well, actually, look at the letter.

I believe it‘s April 26th, 1956.

Now, do you think that that document, that that picture,

was maze--was made from a photograph, considering the date

of the lettex?

No, I don’t believe it was.

Wh--why don’t you think so?

As I recall, that item, it was a--that was a--an artist’s
drawing. That was not an actual cooler.

Do you know what the bas--basis of the drawing was?
No, I don't.

Could it have been a photograph?

I don’t know.

Could--could it have been the real product?

I don’'t know.

Could you think of what else it could have been, if it
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wasn’t the real product or a photograph?

No.

So, do you think it is, most likely, either a photograph
or the real product?

I believe it--I believe it was just an artist drawing. I
believe it was a--I don‘t--I don’t believe that was a--an
actual product. It was an artist’s--

Yeh--

--drawing in the beginning.

But, my question was, what was the basis of the artist--
artist’s drawing?

Oh. Basis of the artist’s drawing was--was, probably--it-
-it may have been a product .

Number--number 02057?

Mm-hm.

What is that?

I believe this is another--apparently, this has to do with
an article, an editorial written in Marine Engineering
Log.

Now, who -signed this letter?

That would be ﬁavid Fernstrum.

Now, who is David Fernstrum?

He is--well, he’s retired now. He’s the--the brother of

my father.

" Was--was he, ever, an officer of the Company?
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He was years ago.
What was his title?
He was the Vice President of Export Sales.
And, when did he serve and when did he retire?
I'm not sure when he first joined the Company. He retired
in 1999 or 2000.
And, 02067?
I believe that’s a copy of the--the previous document.
In fact, at the--at the top ﬁhere’s a.iiféle note. See
that no--hand written note, on 02062 What does that say?
"Shows the use of line art Gridcooler on letterhead."
Now, who wrote that, do you know?
I--I believe I did.
And, what did you mean by line art Gridcoolexr?
Just that it was the artistic representation of--o0f--0of a
cooler.
So, this--this is the same thing we talked about before.
What - -what do you think was the--what do you think the
line art was made from, what was the--the model for it?
The--the model of a cooler may have been modeled after?
Right.
It may have been--it may have been a--a D-10-60 old style
unit.

MR. BERGSMAN: 1Is that the question that was

asked?
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MR. BERGSMAN: Okay.
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What does D-10-60 mean?

That’'s a model designation for our--for our Keel Coolers.
What does D mean?

D stands for the tube type.

Wh--when you say tube type?

It’s the--the tube size.

You mean like--tell me--tell me what you mean by tube
size?

Just the physical dimension of the tube.
What--what’'s--what’s the size for the D tube?

D tube, approximately a half inch wide by, I believe two
and a half inches tall.

And, what does--what does ten mean?

The number of tubes.

And, then 607

Sixty would be the center to center length, in inches,

between the nozzles. The center to center of the nozzles.

So, is that the length of the--of the tubes?

No.

It’'s the--it’s the--it goes--does it go--well, tell me
what you mean by--

Okay .
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What--what is the measurement between?

You take the center of the nozzle on one end--

Right.

--the center point and the center point of the nozzle on
the opposite end. In this particular instance, for a D-
10-60, the 60 designates 60 inches between the center to
center.

Okay. What’s 02077

Those are paperweights.

They’re what?

Paperweights.

Oh-two-oh-eight?

That would be promotional literature.

And--and, does 0208 and 0209, are they part of the same
document?

I'm not sure, but I believe so.

Did you make this document?

No.

Did you make the pictures for it?

No.

Did--do you know who made them?

No.

How would you describe the document, on the right hand
side? The--the pictorial?

The pictorial on the right?
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Yeh.
I'm not certain if that was a--a drawing or a photograph
with this repre--with this reproduction.

What--what hap--how would you describe this unit that’s

shown on--

The unit shown?

Mm-hm.

It is a flange style unit with--with an intermediate--at
least one intermediate support plate and support bolts.
And, what'’'s the date of that?

Nineteen Seventy-four. June of ’74. Lower right hand
cornexr of that.

And, 02107

Oh, two one oh?

Yes.

Oh two one oh. That is a mailing label.

Is that still used today?

No, I don’‘t believe it is. No.

Do you know when it was used?

It was used until--I‘m not certain of--of the date that we

stopped usiﬁg this.

Was it fairly recently?

I believe more than two years ago.
Okay. On--let’s go to 0211. Is 02--and 0212--is 0211

part of 02127
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The graphic of the--the graphic of the--
MR. BERGSMAN: I don’t believe that’s the

question he asked.

BY MR. HOCHBERG:

Q

N>
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I--0211, how--how would you describe that?

Oh two one one?

Yeh. . What is that?

That is a--a two color prep for--for a Fernstrum logo.
Wh--why waé it made? When you say a pre--prep, what--what
do you mean by that?

A preparatory for a--for--of a--pieces of literature of a
portion.

When was it made?

When was this made?

Yeh.

I--I'm--I believe this was created in the late ‘60’'s or
early '70’'s.

So, that was before your time?

Yes.

Okay. Let’s go to 0212 and tell me where the end of that
document is. What--what--what Bates Number it is.

Oh two one two?

Mm-hm.

Oh, the end. Okay. The end of the document - -that

document ends on Bates Number 0217.
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What is it?

This is an old installation bulletin that we use. It’s an
older version of it that’s no longer used.

Do you know when it was stop--when it was first used and
when it was stopped being used?

No, I don't.

Can you give me the best estimation that you have?
No--I--I have no estimation.

What page did you say it ended on?

Oh two one seven.

Let’'s go to 0218. fell me what that is and where that
document ends?

This is--previous document--okay. This document began on
0218 is the--the next version of the previous document.
And what is the number of the previous document?

The previous document beginning on 0212, is Installation
Bulletin 120.

Now--now, is this document still being used?

No, it is not.

When was it used?

I don't know.

Do you know when it was stopped?

No.

vou don’t know when it was stopped. You don’'t know when

it was started and you don’t know when it was stopped?

88




FORM SMI-25 @ PENGAD 1-800-631-6989

10

11

12

13

14

15

16

17

18

19

20

21

22

23

24

25

h I © B A O T

No.

Referring to 0220, what is that a picture of?

Oh two two oh? Where?

The--the bottom of the page.

The bottom of the page. That’s--that’s a drawing
referring to a cooler mounted using faring blocks on

a mount.

Now, what kind of drawing 1is that? How would you describe
it?

That would be a technical drawing.

When you say a technical drawing, what do you mean by
that?

This is a drawing designed to--to show use of--0of the
product in a given application.

How would someone use that drawing?

This would be a descriptive drawing showing the cooler
mounted to a hull. And, as it'’'s illustrated here, a
faring structure mounted in relationship to--to that
cooler.

Let’s go to page 0221. Now, you see those two drawings to
the--on the left hand column, to the right part of the
left hand column?

Okay .

Do you know what those drawings are?

Those--well, I believe that figure one and figure two 1is
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Right. To the right side of figure--

To the right side of the drawings on the right, the right
side, those are, also, technical drawings showing a cooler
mounted to the hull.

And--and what--what were they used for?

To illustrate, in a similar fashion, how a cooler would be
mounted in relationship to the the hull and surrounding
objects.

So, they--they’re--they’re used, then, for installing Keel
Coolers to--to boat--to a boat?

Yes.

What’'s the difference between those Keel Coolers and the
one at the top of the page in the box?

One might be the technical--the technical illustrations.
The--the drawing at the top of the page, in the box, with
the words, Fernstrum Gridcooler, that--that particular
piece of--of art work is art work. It’s an artist’s
rendition. It doesn’t--it doesn’t show a--a--a generic oxr
specific unit mounted or in relationship with anything or
making any éali outs, giving any dimension, giving any
description of the graphic in that case.

Does--do figure one and figure two have--do they show any
description or dimensions?

They dim--they show that by way of the--the figure call

80




FORM SMI-25 @ PENGAD® 1-800-631-6089

10

11

12

13

14

15

16

17

18

15

20

21

22

23

24

=R O R A &

outs. Figure one and figure two.

What--what--you say the--are there any dimensions shown at
all?

No, not of any dimensions.

Is there any other descriptions shown there, with figures
one and two, as opposed to that shown at the top of the
page, in the box on page 0217

Yeh. It shows description placing the cooler relative to
--to another object. In this case, the hull of the
vessel.

But the--the definition--the--excuse me, the details shown
in figure one and figure two, are there any--is there any
difference between those details and those shown in--in--
upper portion of the page, in the box?

Those de--the details shown in the two figures, which show
a technical description of a cooler placed in a--more of a
real world environment.

Wwhy do you think it’s more of a real world environment?
Because it’s--the coolers in those illustrations are put
into some frame of reference to another object instead of
being completely on their own.

Where’s the other object shown, say in figure one?

In figure one?

Yeh.

The other object is located behind, in front of and above
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the cooler in that--in that object and are attached to the
cooler. The--

Which picture are you--are you referring to?

I'm referring to the one on the right in figure one.
What’s it--what is it attached to?

It--it’s attached to a cross section of a hull.
Where--where in the drawing is the hull?

The hull is located between, what appears to be, the--the
nuts on the nozzle and the--the header on either end of
the unit.

Let’s go to 0025. Can you tell me what that is and the
dates that is what used or is--is being used?

Oh two two five. I--I'm sorry can you re--

What--what is the--this 0022--excuse me, is 0025 an
individual--

Document? No. It--it is the end of the document--

Oh.

--beginning on 0218.

Okay. Let’s go to 0226, then.

Mm-hm.

Can you--can you tell me what the--what the page says?
This is the--the front cover of the document.

And, what is the--what is the title--the title of this
document?

Installation and Application From 140.
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And, when was this used?
I don‘t know.
Is it still being used?

No.

Now, again, if you look ét those words, in the right hand
column, second paragraph--actually, the first paragraph.
Underneath the picture, the picture shows a boat called
the "Red River". What does that--read that first
sentence.

"Every Fernstrum Gridcooler is computer designed for your
exacting--for your exact operating conditions."

And, what does that mean, computer designed?

By computer design, what is meant there is that a computer
is used in the sizing of a cooler for a given application.
When you say sizing, what do you mean by that?

By sizing, I mean determining which specific model would
be required for an application.

What would--what would be the output of the computer be?
The output? That would depend on when--at what point in
time the company listed that. That just refers to--we
have several different programs to generate that
information.

But--you don’t--you think--do you know wnen this document
was used?

No, I don’t.
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Do you know whether there’s any current documents that are

shown in--in there--in these lists, in this one to 90--to

2967

I don’t know if I want to take the time doing that
right now. Just--
Yeh. If there are any documents that are in current use-?
Right.

I--You’'d have to go through one of these--with the
documents starting on 0242.

Do you know if in 0242, in the--in the document, if it
includes that pages, and those to follow it, would any of
them refer to a computer program OI computer?

Do I know if they--

If--if they...

--refer to computer programming?

Right.

Without reading through the document fully, I don’t know.
Do you--do you use, today, a computer to--to design--
computer design to your exact - -exact operating conditions?
Do you still do that?

Yes. | |

Now, can you ﬁell me, in general, first of all, what 1is
the input for the computer--for the computer to gen--to
generate this computer design?

MR. BERGSMAN: Oh, wait one--one second. We may
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be getting into confidential and proprietary information.

Let me just consult here and--
(Off the record at 11:55 a.m. - Back on record at
12:00 p.m.)

BY MR. HOCHBERG:

Q Now, I asked you, regarding the computer design, the work
that Fernstrum does, that’s reflected in this Document
0226. Now, let me, sort of restate my question.

Can you tell me what information goes into the
computer?

A The information that goes into the computer would be
information we obtained from--from a form that’s Document

Number 0254.

Q What is that--what is the title of that?

A Recommendation Form.

Q You--and what information is that?

A Technical information about the particular engine being
cooled and, then, also, application data specific to the
installation of it.

Q When you get the en--when you get the--the engine that
it’s going into does--does that automatically tell you the
temperatures that are required?

A When they give us the--the information on the engine, some

of that information may include engine temperatures.

Sometimes it does not and we have to--we have to research
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“documentation from the engine manufacturer.

that information.

Gt el ’

You would look at past documentation and, also,

y, what other information would you get for--that you

use 'ar the computer, that goes on this Recommendation

Form? % I think it--let me just repeat what you just

told me. )
\"\
In other%words, what you get would be the make--the

make of the engiﬁg. And, the model would be the model of

hY
Y

the engine. M,

™,
Yes. K§

And, the--the HP, I takexﬁi\that’s horse power?

Yes. The rating of the eng%ﬁ@.

. %R
And, what'’s PRN? 7\

I think that was suppose to be R;h\

Oh.
Typo.
And, then heat rejection. Wou--the-who gi S you that
information? |
Heat rejection‘of the engine, that is either obt
the customer 6r by us from the engine company.
And, the fresh water flow rate?

Same as heat rejection.
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BY MR. HOCHBERG:

Now, where did we say the document ended--or the beginning
was form 140? What--what did you say? I wasn't
listening?

MR. BERGSMAN: I said if I put these away, you
would immediately to call for then.

THE WITNESS: The--where does 140 or 155 end?
The last document I was looking at was--

MR. HOCHBERG: Excuse me. Installation Form
140, Document 0226.

THE WITNESS: ©Oh, okay. One forty ends at 0233.

BY MR. HOCHBERG:

And--and this is the document, you say, that is--that is
no longer being used?

Yes.

I take it a similar form is being used though, 1is that
correct?

In some ways, yes. Some of the information is still peing
used in the current document.

If--if 'you don’'t come across the current document, cculd
you get me one?

Yeh. The current document is--

Oh, we have it? Okay.
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A Starts on 0242.

Q Okay. We’ll get to that in a second. What's--what’'s 0234
versus 0--I mean continues through--

A Oh two three four?

Q Yeh.

A Oh two three four continues to 0241.

Q And, what--what is this document?

A I believe that this document is the Spanish version--
Spanish language version of the document that follows 140.
Do you speak Spanish?

A Not that well.

Q I don’t Spanish at all.

MR. HOCHBERG: Marc, do you speak Spanish?
MR. BERGSMAN: No.

BY MR. HOCHBERG:

Q Now--now on 0242--

A Mm-hm.

Q --what is this document?

A This document is the current version of the previous

documents listed as an Installation and Application
Document .- In this case, it is Installation and

Maintenance Form 155.

Q Now, at the top of page 0242 there’s a picture. What is
that?
A Oh two four two?
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Right.

That is another logo that our--our Company currently uses.
What’s the difference between that logo and the--and the
Trademark of 75/701,7077?

The Trademark in question is an element of the graphic or
logo on--on page 0242.

What’s the difference? The--

The difference between the two being that the globe is not
present in the--in the Mark that we’'re applying for.
And--and that’s--and that is not‘subject of the--of the--
of an opposition?

No.

Okay. Let’s go to 0255. Tell me what that is?

Oh two five five?

Right.

Oh two five five is that.

What - -what is--was that being used to begin with?

Excuse me?

Is that document being used today?

No, it is not.

Do you know whén it was used?

This was used in, I believe, the early '90's.
I'm--I'm--0255, can--can you describe the--what's in that
picture?

Yeh. This is--this is a retouched photograph of a cooler,
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super imposed over--over a photo--a photo of the world.
And--and is this cooler, just by itself, without the--
without the globe--

Mm-hm.

--is that--is that what the subject of the present
opposition is?

Is this the--the Mark? No. This is not the Mark.
What’'s--what’s the difference between them?

The difference being that this is--this is a photograph
and not a 2-D version of line art. An artistic
representation of that.

How do you know it‘s a photograph?

I created the document.

Did you take the photograph?

No, I did not.

Well, who took the photograph?

I--T believe that was Paul Ihde, as was mentioned earlier.
Yéh. But when do you think that was taken?

I believe it was taken in the late '60‘s or early '70's.
Before you were involved?

Right.

Let’s go to 0262.

Mm-hm.

I can you tell you that document is still being used?

And, also--well, let’s just start first. Where--where
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does the docu--document begin and end?

The document, beginning 0262, ends 0268.

And, is that document still being used?

No, 1t is not.

When was it used?

I can’t quite make out the year. I believe it's Copyright
1954.

And, when was--when did you terminate using it?

I believe we terminated using this two years ago.

Why was--why was it terminated?

Simply updating the information. I wanted to update the
information in the document.

Let’s go to 0269.

Mm-hm.

Can you tell me what ghat is?

An advertisement I believe placed in Workbook Magazine.
Do you know what date it was done?

No, I don’‘t.

Do you have any idea when it was done?

Early to mid ‘90’'s.

Did you creéteAthis document?

Yes.

In this document, you use the term--okay. Why don’'t you
read the term at the--on the far right. It starts with

the word custom.
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"Custom design to meet owner’s operating conditions and
the engine manufacturers exact cooling requirements.™
What portion of the--the Gridcoolers that--or Keel
Coolers, that Fernstrum makes, are custom designed?

What do you mean by custom design?

Well, what do you mean? You--

Okay.

--you're talking about--

By this--

What did you mean by the word custom?

By custom design, what we’'re referring to here is sizing,
coming up with a particular model, based on the operating
conditions, the set conditions, that--that the vessel
owner, operator, has to deal with, in addition to dealing
with the--the requirements of the engine manufacture.
Which may mean, instead of creating a cooler that would
resemble a quote unguote "standard unit," in that it would
have--have nozzles, threaded nozzles. And, perhaps,
interﬁediate supports with support bolts and so on.

We can create a unit for them, for ease of
installation pﬁrposes, that, for example, may have
flanges, may ﬁot have support bolts. May incorporate any
number of modifications to what might be consent--
considered a standard form.

Was this based on the information, that you just testified
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to, from that one sheet? What’s the--
Oh, those.

What document number was that?

It was document number 0254.

Okay.

The Recommendation Form?

- e i L~ P o — - o a
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design, it’'s the information that--that’s obtained from

'se Recommendation Form, is that correct?

Partk.lly, yes. We--we gain that information from here,
in--in ékpition to--to comments on--on requests for, as I
mentioned,\}~§nges or an alternative to the--the--the
bolts and so oﬁi;\

So, what percentage\{id you say were custom designed, -that

e
Fernstrum makes? Y

Custom work will vary frogxk{ar to year. To base a
percentage on it, I would say\}s\excess of--o0f 30 percent.
In fact, I would, probably, say i;‘:gcess of 60 percent.
That’s quite a difference. Thirty to\LVXCY.

Yeh. It--it varies quite a bit from yeafxxg year.

Well, what Was‘it last year? |

I don’'t know Qhat the percentage was for last ye$’  I--1
couldn’'t give-- - ‘\\\
Do--do you know what it is for any vyear?

B

o
H
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THE WITNESS: Looking at 0269.

MR. HOCHBERG: Oh two six nine. Okay.

custom design, when I was, you know, going through the

\percentages and everything.

MR. HOCHBERG: You say we were talking. Do you

mean—i.‘

WITNESS: I--I--I--when I would--

™NHOCHBERG: Testify?

THE WITNESS: Yeh--

MR. HOCHBEW\; You--you testified.

THE WITNESS: “eh. When I was--
MR. HOCHBERG: Oké-.
THE WITNESS: ——tesgi» ing earlier. I had given

30 to 60 percent. Rn\
MR. HOCHRBERG: Right.
THE WITNESS: What I was reall§‘=$f——referring

to there waé mére along the lines of the, 1i£3mI say, the

special ‘units. Not--not so much the custom uniﬁg*

point.

By the way of custom, I think, what I should

Gt e R RS e Groen - bl i KA e i i P e Ao’ PP
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BY MR. HOCHBERG:

the engine manufactures exact cooling requirements.

In getting into that statement on--on this particular
documdnt, what--what we’re really referring to there, is
that we bild to order. Probably 80 to 90 percent of our

units are buil™\to order by custom design.

Do you go to terms that™wgorrespond to custom design?

Well, referring to that--to that same document, this 0269.

Mmm .

The--the--the Keel Cooler that’s shown there, in--in the
lower left hand portion?

Mm-hm. ‘

Has Fernstrum ever made a unit that looks like that? 1In
other words that has the same dimensional configurations
as this?

I'm not entirely sure. Like I--like I said earlier, I
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believe that may have been an old style D-10-60. If--if
that is, in fact, what it was, then, yes, we had a one
point we had built something like that. We don‘t
currently offer that cooler as a--as a--as a standard
unit. We--we would build that cooler if a replacement
were--were necessary and the current version of the D-10-
60 would dimensionally be incompatible for the customer.
But otherwise, we would not offer this particular unit, if

that is, in fact, the D-10-60.

2 o, 1 ol g @ g
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Gridcooler, what are the--what are the--the basic

rasuirements for--for the Gridcooler? What are those--

A

Q Well, what——wha“}s——what is the function of a Gridcooler?
What is suppose toxi»otect?

A Protect the engine by di®

gipating heat generated by the
engine. \

Q Okay. So, do you think that’s Eﬁ*\most important aspect
of a Gridcooler?

A I would say/ yéh, probably the-—yeh—-theﬁﬁ~fp——heat
dissipation. ’If you can’'t dissipate the heat, ™%

functioning unit.

Q And, what’s another very important characteristic of the

113
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Q

BY MR. HOCHBERG:
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Now, would a Demountab

Keel Cooler, that met all of the

criteria that was set--that wobdd_be in this recommended

=

Fernstrum Keel Cooler, would it beé more gpact or less

compact than the recommended Fernstrum Keel Coole

Is there any aspect of the Gridcooler, this is Fernstrum's
Gridcooler, which is merely ornamental?

Anything that is merely ornamental on a given Gridcooler.
Not that I can think of, no.

Is there anything on the Fernstrum Gridcooler that is
merely a desirable or attractive product feature?

No.

Is there anythiné on the Gridcooler that shows that it
comes from Fernstrum--the Fernstfum Company?

Yes.

What--what is that?

There’s a--a stamp, made on the ends of the unit, that

says R.W.. Fernstrum and Company.

;;;;;;

the unit? o ————

on the very ends of the produég.\

el ] what - cwhat_do - vou-call those ende?
4 P4
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wouldn’t say that it’s--that it’s a rare occurrence.

S--it’s not something that--I wouldn’t say--say

half of th&\Ghalf of the time it--it’s--those things

aren‘t an issue. --in many cases, too, size,

comparative size doesn enter into the equation at all,

in some cases.

With some cases. What--what--what you talking about,

in terms of some cases? Give me a rough centage of

some cases.

Oh, I--I couldn’t do that. More than--more than 20

LV oY Pat oY, - Satadt s omra s ana
A =T 4 Eao) S S S A

Continuing down the same paragraph, the last paragraph on
0762. It starts with the term, "But how could." Do you
see that? 1It--it’s just to the left part of the--

Oh, okay. Yes.

Can you just--can you read that? I want to ask you a
question about that.

Okay. Yeh. "But how could the Keel Cooler be made more
efficient?™

Yeh. Contiﬁue:

"He concluded that by using rectangular instead of round
tubing, he could gain both strength and increase surface
area in a defined space. Maximum cooling surface to

obtain minimum cross sectional area."
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Now, do you agree with that today?

A That is dependant upon--upon the flow, the coolant flow
inside of the cooler. But, yes.

Q You agree with that today? Can you answexr? She can’'t re-
-she can’t record the movement of your head.

A Oh, I'm sorry. Yes.

L ]

Ol aas T ot/ o~ =~ o~ o 0772 T o e~
P4 = b i)

paragraph, see the second sentence there?

A aying, "We have de--design?"

Q Or ™e third sentence.

A Third s™atence. "Because approximately?"

Q Yeh. Can read that?

A "Because approXMmately 30 percent" be--be--'"because
approximately 30 a units." I think something was cut
off here. -

Q Well, yeh. Do you know tht - -what was cut off?

A I--no, not--not without seeingV\J

Q Because we do have--we have the £ } document .

A Mm-hm. Yeh. I'm--honestly, I--I--dorXt know.

MR. HOCHBERG: Can we go off tha record for a
second. | 1 \

(Off the record at 1:59 p.m. - Back on the fsxprd at
2:00 p.m.) \

BY MR. HOCHBERG:

i
LSNP P =1
DEIC o

o ' LTS
4 = =T L
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MR. HOCHBERG: Turn it off for a second.
(Off the record at 2:00 p.m. - Back on the record at
2:01 p.m.)

BY MR. HOCHBERG:

Q What I‘'m referring to is part of Exhibit Three, which I
think--that was Exhibits--that was Fernstrum--Fernstrum’'s
Document numbers one through one ninety-six?

MR . HOCHBERG: I think that was Exhibit Three,
is that correct?

MR. BERGSMAN: Yes.

~r _BMAY hafaVlaldsehnieVal
AT . T O — T I T O™

Okay. If you refer to--let’s see--Bates Number 0312 and

Fernstrum’s Number 000114.

A
Q And, if youNook in the--the first full paragraph.
A Mm-hm. Startin ith, "For marine?"
Q Starting with what?
A Starting with "For marine plications?"
o) Right.
A Mm-hm.
Q Now, if you——yéu-—go to the third sente
with the word because.
A Oh, okay.
Q Now, can you read that?
-l Yeh _sure "Becauge approximately 30 percent of all units
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say, kind of a school booster and local--local area
ings. Advertising at trade shows. I would say that
woul® make of the bulk of it.

clude in that trade publication?

de publications.

Were--were tradeNpublications the largest portion of the--
of the advertising €
Yes.

Can you give me, roughly, wiMt the percentage is of--of
the trade publications?
I--I couldn’t give you that off--oflNhand, no.
Well, how many trade shows does Fernstr advertise at?
Domestically, last year--domestically, last
believe we advertised at three trade shows.
And, has that been consistent, say, for the last fi
years?

Yeg

can you refer back to Document 0260, which--which was
Fernstrum’s Number 627
Oh two six oh. Mm-hm.
Now, what did.you testify that the--the picture at the
bottom part of that page was?

MR. BERGSMAN: Objection as to form. He didn’t

testify to that.
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MR. HOCHBERG: I think that he did.

But anyway, let me ask you--let me ask you the
question again.

BY MR. HOCHBERG:

Q What is that picture of?
A That would be a Fernstrum Gridcooler?
Q Now, is that picture a photograph or is it a drawing? Or

can you tell?
A I'm not sure.
Q So, it could be a photograph, it could be a drawing or--or

it’s one or the other. 1Is that a correct way for me to

say that?
A Yeh. I would assume it’d either be a photograph or a
drawing.
MR—HOCHBERG—Cap—we—go—aff—the—rocord—Efor—e
Off the record at 2:13 p.m. - Back on the record at

BY MR. HOCHBERG:
Q Does Fernstrum have insta tion layouts that it uses at

the Fernstrum plant?
A In—-installation layouts that we use at

MR. BERGSMAN: Objection. I think t€

getting into proprietary and business confidential

. ~ .
TITL UL THIAU LTUILL .
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I believe those are all drawings.

Q ‘re all drawings?

A Yes. )

Q How can you 11 the drawings from the photographs?

A I--T can tell theNrawings from the photographs because
they aren’t--aren’t phsjcally--that they--they’re not an
exact representation of the sical items depicted.
What’s--what’s not exact about th

A For example, the--the illustration mar™d E series. The
zinc mounted on the end is not a zinc plate a depiction
of a zinc plate... Depicted on the end of the uniwwould
not be what would be part of the make up that particu
e

Q Were you--were you responsible for--for--for this Exhibit
127

A Yes.

Q Well, how--you say it was a drawing. Who made the
drawing?

A That would be In Site, our advertiser.

And--and what did they use to make these drawings from?

A They might——I;—I can‘t say. I believe they drew them from
photographs of existing units.

Q [aFa f‘ha}r
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But, can yo again, as to what was used that the-

-at the In Site?

-l Yes
Q What--what did they use to make these drawings from? I--I
know you testified to it.
A Yeh.
I'm--
A

They--they had--I believe they had photographs of
existing--of an existing unit to--to use as a subject for
their drawings. |
MR. HOCHBERG: Want to go off the record for one
second?
(Off the record at 3:31 p.m. - Back on the record at
3:36 p.m.)
MR. HOCHBERG: Will you mark this as the next
Exhibit? This is 13.
What page number?
COURT RECORDER: One one two--one one one two to

one one one five.

BY MR. HOCHBERG:

= © B

The picture on--on the Cover Page of that Patent?

Mm-hm.
If you--you--could you identify this document?

It’'s a U.S. Patent.
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What--what’s the number of it?
Number 4338993.
Who’s the inventor?

The inventor is Paul Fernstrum.

o P 0 PO

Now, the--what’s shown in Figure One, which is, also, on
the Cover Page of that?
A Figure One is technical drawing pointing out--pointing out

various aspects of--of a cooler.

D
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you refer to figure--excuse me, column one, lines 40 to
MR. BERGSMAN: Ob--objection. Foundation, form

1\*,OCHBERG: Well, he--
MR. Béﬁk,\ : You know, he’s not--he’s not a
patent attorney. t
MR. HOCHBERG:
BY MR. HOCHBERG:
o) Do you see where column one is iﬁ\V\is patent? Page one
at the top of the page? |
A Mm-mm.
Q And, do you see lines 40 dash 43? The line nﬁ~mers in the

middle of the page?

A Mm--mm-hm.
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Yeh. Figure one. Can you just read that and tell me

whether you agree with what that says? You can just read

it out loud.
"Figure One is a perspective view of an improved
underwater outboard marine heat exchanger according

to a preferred form of the invention."

Okay. Now, does this picture--how does that correspond to

the--the drawing of the present application of 75/701,7077?

If you want to, you can--you can compare them.
How--how does it compare?

Yeh. I mean, does--are they the same? Are they
different?

No, they’'re different.

What’s the difference between them?

In this case, you’ve got a support plate with support
bolts.

...support. What number is the support plate?

I believe Number 18.

Okay.

I believe.that/s pointing to a support plate.
All right.

Support bolts being Number 72.

Right. Are there any other differences?

Yes. The--the threading on the nozzles is more clearly
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defined. There are call cuts for references made to
specific features of the cooler.

Well, I'm only referring to the picture not--not to the
numbers.

The--the view of this particular unit, the angle of--of
the view is different. This is more of a isometfic
drawing as opposed to a perspective type of drawing.
Well, what--what--you just read--here I'll read it again.
It says, "Figure one is a perspective view." So, this is
a perspective view, isn’t it?

It looks like an isometric but it could be a perspective.
What’'s the difference between an isometric and a
perspective?

Perspective being drawn--all the lines being drawn to a
single focal point. Where as with an isometric drawing,
the--the lines are upheld at parallel, going off to
infinity. And, I believe--yeh, this could be a
perspective drawing. So it’s short--the unit, itself, is
a little short to fully define that. But, yes it could be
a perspective.

But is thisQ-dd think this drawing is--is pretty
equivalent as'far-—as far as it‘s relative dimensions to
the--to the figure of the Keel Coolexr drawing, 75/701,7077?
No. It‘s--I would say it‘s--I wouldn’'t say that.

Look at what--you say the--that one of the differences was
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the--the--referred to the--the plate?

A Mm-hm.
Q I would call that a bracket. Number 18. You could call

In the patent they call that the cross bar.

A Mm-hm.

Q And, you, also, said that the angle is--is a different
angle?

A Mm-hm.

Q But--but, beside that, are there any other real

differences between them?
A Can I refer to the--
MR. BERGSMAN: Yeh.
THE WITNESS: See the lack of threads?

BY MR. HOCHBERG:

Q The lack of what?

A The lack of threads on the--

Q Right. Mm-hm.

p:\ --nozzle. The lack of indentations on the support plate

or bracket.

Q The indentations on the support plate?

A Mm-hm. There’s dots across the support plate in the--the
applied for légo.

Q But that--that indicates that the--that the support plate

is missing from the Trademark Application and present in

the Patent App--in the Patent.
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Q

A I believe I was involved in that.

o

THE WITNESS: Our--our copper nickel coolers

use the--our 90/10 copper nickel.

Do you know whdg-who assembled these documents that were--

that were delivered --to Duramax Marine during this

opposition? Mainly, thes ocuments one to two ninety-
six?
I believe Todd

Fernstrum was involved in it, as well.
Now, do you know if there’s any duplication of

that were given to us?

o S i} o ool 1 =
o

LN CITCUC eI T

I'm gonna give you two sets of documents. The first
starts with page--with--it--with Fernstrum’s Numbers
000085 and Bates Numbers ten--excuse me, 0283.

MR. BERGSMAN: Are you gonna mark this?

MR. HOCHBERG: Well, I‘'m just gonna show them to
him right now.

Y MR. HOCHBERG:
And, here/s'andther set of documents, which is 0465 to the
end. I'm gonﬁa ask you what those two doc--what those two
sets of documents are?
I think there’s a--what’'s one of--this is--this is

Fernstrum’s Numbers 0000210 and Bates Numbers 0408. I
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don’t know if that’s--I think that goes together.
Yeh. Documents beginning 0465 to end, which is 0494,
appears to be documentation from our Web Site.
In fact, aren’t both those sets of documents, the first
one--let’s put these two together. This would be--yeh
right--00--can you read that?
Oh--oh oh oh two one zero.
And, ending on the last page there.
Last page being 000296.
Is that exactly the same as the documents that are in your
hand right now? What are those numbers?
Oh oh oh eight five to oh oh oh one four six.
These are both Web pages aren’t they--from the Web Site?
Yes, it appears to be.
And, you only have one Web Site?
Yes.
So, what made it look like we got documents one through
196--one to 296, was, actually, mﬁch less than that. Is
that correct?

MR. BERGSMAN: Objection as to form.

MR. HOCHBERG: You--you have to answer that.
Those are the‘rules.

THE WITNESS: Yeh, it would--it would seem that
way. The second set is printed in landscape mode and

comprises the information that may have been clipped off,
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I--I would assume, from the port--the version printed out

in portrait mode.

MR EQCHBERG Lebls-tyurn ol S R SR SN B S b

(Off the record at 4:28 p.m. - Back on the record at

the order and specification of others. Why
didn’t you makRy that Application for--for the unit, for
the heat exchangeX itself rather than for this--rather
than for the manufachurer of Marine Heat Exchanger’s?
A I don’'t know.
Q Well, you--Fernstrum alrea has a registration for the
Gridcooler, is that correct?
A Yes.
And, do you know what--
A It would be--
MR. BERGSMAN: I mean--could yoW\clarify what
you mean by the Gridcooler?
. MR. HOCHBERG: There’s a Trademark GriXcooler.
G-r-i-d C-o-o-1l-e-r.

MR. BERGSMAN: ©Oh. Well, that’s different.

That--I mean, it’s guote, "Gridcooler" not The Gridcooler)

AT hbfaVaidinholeVal Fa| z o
LTIAN . LINNTLIDIOINANT . 1\&/&] - Nl AN
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s turn 1

(Off the record at 4:37 p.m - Bache~

4:39 p.m.)

t off.

n the record at

TR IUCHBERGS

Q This is page 1212, page number 1212.

if you can i--identify this document?

I‘'d 1like to ask you

MR. BERGSMAN: Is that Exhibit 19?2

THE WITNESS: Yeh.
MR. BERGSMAN: Okay.

THE WITNESS: I believe tha

t is--

MR. BERGSMAN: Do you know what that is or do

you not know what it is?

THE WITNESS: Yes. It is an ad placed in a

phone book by East Park Radiator.
BY MR. HOCHBERG:
Q And, what does it show?
A It--on the left hand side of the ad,

likeness of'our Keel Cooler.

Cooler or if it’s some other Keel Coo

A I can‘t tell from--from this.

it shows a--a

Q Do you--do you know that--if that is a Fernstrum Keel

ler? Can you tell?

Q Now, if you were to get a registration and you saw an ad
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like that, would you be concerned about--about going after
them for Trademark Infringement?

A Yes.

Q And, if--say an--another company, not--not Duramax Marine
and not East Park, but some other company, started making
Keel Coolers, exactly like the Griacooler——and I call it
the Gridcooler--but they made it exactly like it. And,
they showed a picture of it, as it’s shown there, would
you be--would you--would you insist on the Trademark
infringement?

MR. BERGSMAN: Objection. Form, foundation.
Calls for speculation.

MR. HOCHBERG: It was a hypothetical gquestion I
asked him and I‘m asking him for an answer.

MR. BERGSMAN: Yeh. &and--and, it’s a situation
where the Witness isn’t going to be able to--to answer the
question. If it was brought to his attention, he would
probably bring it to somebody else’s attention and say is
there anything we can do about this.

MR. HOCHBERG: But, you’re not answering my
gquestion.. I'm ésking him.

MR. BERGSMAN: I'm telling ya, I'm objecting
form, foundation. -I--I don’t know that he can the
guestion.

BY MR. HOCHBERG:
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Do you understand my question?

A I don’t know.

Q Well, if--if you saw an ad, like that, from this other
company, this company that--it’s a company but not Duramax
Marine and not East Park. And, you saw an ad like that,
would you, at least, contact your Trademark attorney to

see whether or not a Trademark infringement situation had

occurred?
A Yes
o Dl RIS N el T U, I = V=N ~ N P~ —E R = F=NK 3 T W=) P~ N~ ) A =y
! nxxu, LAR T 3™ ™) = - = e g u ) bl&\.a\—LAA- AW A AL ) LA tJLJ.\JL‘\Jj.LuLJLL L

MR. BERGSMAN: Objection. Calls for
eculation.
BY MR. HO ERG:
Q I'm gonna k you a hyp--a hypothetical question. Next to
the picture wa\a photograph, taken at that angle of a--of
a--of a Keel Coolerz\made by this unknown company, would
you, also, contact your Lrademark attorney with the
suggestion that Trademark infgingement action should be

considered?
MR. BERGSMAN: Objection fo of the question.

Objection callé for speculation. The Witmegs can’t answer

a guestion like that un--unless the situation

-it--it’s just totally improper.

MR. HOCHBERG: I don’t understand why it’s

LY R s
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guestion yet, sO kK you’re improper in objecting

before I finish the guestion.

Q

If you saw an advertisement with a photograph of the Keel

Cooler, as shown in DX 19, and you were the first of the

officers to see it, would you consult with the other

officers to decide whether or not to consider filing a
Trademark infringement action?
I would--depending upon the situation, I may consult the
others--the other two officers.
Well, suppose the situation was that you were at--you were
sit--you were at some city, and you saw a--you went to the
phone book and you saw this page, with a photograph of the
Keel Cooler in it. If that was the situation, would you
contact the other officers of Fernstrum Company, to decide
whether or not an in--Trademark infringement situation had
occurred?

MR. BERGSMAN: Objection, form. Calls for
speculation. Go ahead and answer it.

THE WITNESS: Yes.

Ja¥a) £ o -
DI e HW\J ity o et i i W g i s A
second.

(Off the record at 4:50 p.m. the record at

) )
e 7

n} I
Tt
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M One thing that we--we said is--

Are we on?

LTI

i 2

COURE-RECORPER+——Wetre=or
MR. BERGSMAN: Okay. Is we’'re gonna stipulate

that the--that the documents produced by Fernstrum in

response to the Document Requests by Duramax are authentic

documents of Fernstrum. We'’'re gonna stipulate to the

authenticity.

Before you testified that once a customer of Fernstrum

1s out the recommendation sheet, you tell--you tell him
the k% _cool--the Keel Cooler that is best suited to his
request. that correct?
I believe so,
And, then I asked y what happens after that. Or I did--
maybe I didn’t ask you akgut what happens after that.
What does happen after you t®™J1 him the--the best Keel
Coolexr for his recommendation--foOxc--for his question, I
mean.
The balls in his court, so to speak. TheyN\gither place an
order or don’ﬁ place an order.
Now, if they place an order, what--what does Fernstyxym do
at that point?

inle =) K + 7 ; -~
Orreec— e e TT—iS 3 = < JZC I L B S V=N = V) ~F =V~ [ el
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be--to go into production.

And, what does that mean, going--go into production?
Suppose I--suppose I order a Keel Cooler and I--I tell you
what the specifications are and you come back with--with a
particular Keel Cooler, that has one of those model
numbers on it.

Mm-hm.

And, what happens then?

When--once we receive the order to build the unit, we,
then, place that unit into our--our production schedule.
Schedule it to be built. And, the--the required
documentation or the order packet, as I had mentioned
earlier, is put together and--and that goes out to the--
the factory, the shop. |

And--and what does the customer do while he’s waiting for
it?

He waits for it.

Does--doesn’t he do anything? He--now--this is a ship
builder.

It--that’s the thing. It depends on the customer. They
may be--they may be prepping the vessel for installation.
They may be sﬁill at the de--design stage. They may not
be far enough along on the vessel, yet, to start prepping.
It varies greatly.

What--I mean, what is--when you say it’s at the design
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stage, what does--what does that mean?
A The--the vessel in question, or the application in
guestion, may not physically exist yet.
Q So, what--what does he have to do once he knows the
Keel Cooler he’s gonna get?
A Design the a--
MR. HOCHBERG: Let’s go off the record a second.
(Off the record at 5:06 p.m. - Back on the
record at 5:07 p.m.)

BY MR. HOCHBERG:

Q What does--
A Yeh--
Q --what does the ship builder do, in--in a design stage,

once he’'s order the Keel Cooler?
MR. BERGSMAN: Objection foundation.
THE WITNESS: I'd--1'd be speculating. I--size-
-make allowance in their design for the unit that was
purchased.
BY MR. HOCHBERG:
Q Would--would there be any plumbing_that has to be done?
. MR. BERGSMAN: Objecﬁion, foundation.
THE WITNESS: There may be plumbing that may
need to be done. There may not be plumbing. The plumbing
may already exist.

BY MR. HOCHBERG:
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Q Now, you--you said that the--the ship builder is--he’s
either in the design stage or the preparation stage, is
that right? Is that the word you used, preparation?

A Design stage or maybe all ready fabricated the vessel. 1In

other word, he’d be building the vessel--

When he’s--
A --in question.
Q In either case, would they--would they still have to make

decisions regarding the--where the plumbing will go to--to
receive the Keel Cooler?

A That’s going to vary from shipyard to shipyard. Some of
them don’t make--some of them don’t necessarily make that
decision to--or finalize that decision at the design
stage.

Q I'm gonna give you a set of documents and ask if you
can identify them. And, how--how you would--how
would you refer to those documents?

MR. BERGSMAN: We gonna mark those as an
exhibit?

MR. HOCHBERG: Yeh. Af--after he identifies
them. Assuming he can identify them.

THE WITNESS: These appear to be, what we would
call, an installation drawing.

BY MR. HOCHBERG:

Q Is this part of the installation manual--what do you call,
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installation catalog, you had testified to earlier?
I'm not sure which one you're on.
Well, here. This--
They would not be part of that document.
This document here?
That document would be separate.
MR. HOCHBERG: Well, why--I--let’s just identify
this. I mean mark it as an Exhibit.
MR. BERGSMAN: Do you have a copy of that?
MR. HOCHBERG: This is Exhibit 20. I would--I--
I know I have a copy of that page.

THE WITNESS: Yeh. Well, the--it--the--

BY MR. HOCHBERG:

Now, this says Gridcooler Installation Instructions.

Yes.

The documents that I gave to you, you say are not part of
these installation instructions?

No.

But you--would--would you authentic this document that
this is a Fernstrum Document?

This is an Qbsdlete document, but yes. This--at--at the
time when it Qas in use, this would be used. This would
give some guidelines as to how a unit might be installed.
Now, those--those drawings, that you just identified as

installation drawings--trying to think--is there another
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Menominee, Michigan
April 16, 2003 - 9:09 a.m.
R.W. FERNSTRUM AND COMPANY

VIA SEAN FERNSTRUM

upon oral examination by MR. D. PETER HOCHBERG, Attorney for

the Opposer, the said witness first having been duly sworn

testifies:

DAY TWO

DIRECT EXAMINATION

BY MR. HOCHBERG:

Q

Yésterday, you testified that--that Fernstrum has designed
about 80,000 units, from 1990 to 2000. And, this averageD
out to about 8,000 units a year. And, that about--that it
produced about ten--produced 90 percent of those products.
In other words, they designed--they designed 80,000 and
about ten percent were not made into products. So, the
other 90 percent were designed into products.

Is that more--is that correct?
I'm not sure I understand. I think--what--the 90 percent
that were designed into products, are you saying 90
percent were designed into products that were constructed
or simply designed?
Well, there--there were 80--there 80,000 that were
designed--

Mm-hM.
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--and 90 percent of those were made?

No. No. 1It--it’d be the other way around. About ten
percent of those were--were made.

So, you--you designed--you designed 80,000 products, but
you only made ten percent of those products?

Yes.

And, I think what you described--I--I think the products
were--I think the--your--your testimony was that there
were a hundred thousand models. That was the term that
was used, a hundred--

Yes.

- -thousand models. So, how many models were made from 19-
-from 1990 to 20007

Like I say, I would--I would say, without having those
numbers in front of me, approximately——approximately ten
percent of that 80,000 number, that--that was brought up
yesterday.

So, you--are you testifying that there about 8,000 units
made, from 1990 to 20007

Approx--approximately 8,000 models. There--there may be
multiples- of a.particular model.

Well, I want the record to be clear on this and I'm not
sure that is clear. Roughly, how many units were made
from 1990 to 20007

MR. BERGSMAN: I believe that the number of
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BY MR. HOCHBERG:

e e
MR. HOCHBERG: Well, he’s already--he’s already

tesgfified to this.
MR. BERGSMAN: No. What’'s testified--he’s

testified as~go the number of models, not to the number of

e
units. =
\\\\\

MR. HOCHBé;EE\\What he test--what he testified

to, and correct me if I-—:§\TKQ\Yrong.

There were 80,000 mcdels designed, fromx]990 to 20007
Approximately, vyes.
Approximately--and, approximately ten percent of

80,000 models were made?

V.o

So, that means there were about 8,000--about 8,000 made,
from 1990 to 20007

There were--there were, approximately——approximatély 8,000
models. Models being a particular unit number. For
example, the D-10-60.

Right.

The D-10-60 woﬁld bé a--a model. Thére may have been
multiple D-10-60‘s built during that periodj but they
would all still be-a D-10-60. Approximately ten percent
of that 80, or app;oximately 8,000 models were made. The

actual sales volume would be--would be a different figure.
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Well, what is--what is roughly the sales volume versus
the--the models that were made?

MR. BERGSMAN: To the extent that he--that this
answers gonna define the difference between sales volume
and models manufactured, you can answer that, but don’t--
you’re not to give--you’re not to indicate what--what the
sales volumes were. Do you understand?

THE WITNESS: Yes.

MR. BERGSMAN: Okay.

THE WITNESS: The sales volume would be higher
than--as a relationship, would be higher than the number

of models made.

BY MR. HOCHBERG:

Q

Well, can you give me a rough estimate of the number of--
of the sales volume that occurred during that ten year
period?
No, I couldn’‘t. I don’t know.
Well, can you tell me for the last two years, from two--
from years 2001 and 20027

MR. BERGSMAN: We're getting into confidential
information. Let me ask him a question. 1

MR. HOCHBRERG: We might as well go off the
record.

(Off the record at 9:15 a.m. - Back on the record at

9:15 a.m.)
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MR. BERGSMAN: I'm going to object to any--
We'’'re back on?
I'm gonna object to any disclosure of sales volume,
even rough estimates of sales volume. But--
THE WITNESS: As to the--the actual sales volume

over the last two years, I--I don’t know.

BY MR. HOCHBERG:

ORI C NI O S O

Now, who does know that information?

Chuck Nord might have that information.

Would Todd have that information?

No.

Well, would your father have that information?

I don‘t--I don’'t believe he would, no.

Well, does--does your father--does he actively operate the
Company when--even though he’s living in Marco Island,
Florida?

He--his--he--yes, he actively operates the business.
Does--does Fernstrum perform any consulting services for--
for it’s customers, other than--other than selling Keel
Coolerxrs?

What do you'meén by consulting services?

Do--does Fernstrum perform any kind of consulting services
for it’s customers- unrelated to it’'s sale of Gridcoolers
to the--

No.
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Q Does--does Fernstrum send out any invoices for any

services it performs, even though it does not sell a

product?
A Not that I‘'m aware of, no.
Q So, the only--the only income that Fernstrum ha--the

Fernstrum Company has, is from it’s sale of Gridcoolers to
it’s customers?
A No.
Q What other income does it have, besides sale of--of
Gridcoolers to it’s customers?
MR. BERGSMAN: Hold on.
(Off the record at 9:18 a.m. - Back on at 9:19 a.m.)
THE WITNESS: Can you repeat the question,
please?
BY MR. HOCHBERG:
Q My question was whether Fernstrum has any income from
sales--sales of any items other than from it’'s sale of
Gridcoolers?
Yes.
And, what--what were those items be?

We build boX coolers for another company.

o »r o0 W

What other company?
MR. BERGSMAN: I‘m object. Proprietary and
business information.

BY MR. HOCHBERG:
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Is the other company affiliated with the Fernstrum
Company?

MR. BERGSMAN: Objection. Proprietary and
business information.

MR. HOCHBERG: You’'re not gonna let him testify
as to whether there’s a connection between the other
company and the Fernstrum Company?

MR. BERGSMAN: Well, not only is it proprietary
and business information--

MR. HOCHBERG: Yeh.

MR. BERGSMAN: --but it’s not reasonably
calculated to lead to discovery of admissible evidence
because the application involved in this Trademark
Opposition is for the custom manufacture and--custom
manufacture of the Marine Heat Exchanger’s.

So, that has nothing to do--you--your line of
questioning is not going to lead to any admissible

evidence.

BY MR. HOCHBERG:

oo 0 P

Is the box cooler a Marine Heat Exchanger?

Yes. |

Does--does the box cooler go on a vessel?

Yes.

So, do you understand why this is being object--why the

objection was made as to why that guestion was outside the

10
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scope of the--this opposition?
Yes.
Ccan you tell me what the reason 1is?

MR. BERGSMAN: Objection. It’s not a--it’s--
T'm--I'm the legal counsel. I made the objection. 1It's
not his responsibility to answer those kind of questions.

MR. HOCHBERG: Well, can you explain to me what-
-why--what was the reason for that objection is?

MR. BERGSMAN: You're--you’re going--you're
delving into customers of--of Fernstrum. That'’'s not--
that’svproprietary and that’s confidential information.

MR. HOCHBERG: I am not asking about a customer
at all. All I'm trying to find out is whether this other
company makes Marine Heat Exchanger’s that are--which are
part of this opposition.

MR. BERGSMAN: Why don’‘t you ask him that
question?

MR. HOCHBERG: I‘m getting--1'm leading up to
that gquestion, but right now I'm trying to find out
whether the other--

MR. BERGSMAN: Well--

MR. HOCHBERG: --other company is related to the
Fernstrum Company.:

MR. BERGSMAN: I‘m not--I‘m--he’s not answering

any questions. Now ask him--I don’t even--ask him the

11
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question.

MR. HOCHBERG: If he’s--what--what--if he is
testifying that the other company is related to--to
Fernstrum, then it is part of this opposition. If it--if
it is a third party, that is unrelated to the opposition,
then I--I don‘t--I don‘t know if I have a right to ask him
to a third party.

And, that’s why I'm trying to find out whether
there’s a connection between the two company’s.

MR. BERGSMAN: Ya ask the guestion.

BY MR. HOCHBERG:

Q

My qﬁestion is whether the--this--this other company, that
makes box coolers, is affiliated with the R.W. Fernstrum
and Company?

MR. BERGSMAN: Objection. Form of the question.
The other company doesn’t make the box cooler. Fernstrum

makes the box cooler.

BY MR. HOCHBERG:

Q

What does the other company do with the box cooler?

Let me rephrase the question. Does the other company
buy the box cooler from the Fernstrum Company?
Yes.
And, does the other company sell the box cooler to--to
it’s own customers?

Yes.

12





































































































































































































































































































































































































































































































































































































































































































































































































































































































































































































































































































































































































































































































































































































































































































































































































































































































































































































































































































































































































































































































































































































































































































































































































































































































































































































































