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On March 12, 2003, counsel for applicant contacted the
Board regarding the possibility of having a tel ephone
conference for this case. Counsel stated that the parties
were at an inpasse regardi ng whet her opposer's docunent
production requests were tinely served. On that sane day,
the Board granted counsel’s request for a phone conference.
Counsel for applicant contacted counsel for opposer to
schedule a nmutually agreeable tinme for holding the tel ephone
conf erence.

At the Board's request, on March 13, 2003, counsel for
applicant submtted via facsimle a witten agenda for the
t el ephone conference to clarify the issues to be discussed.
The Board interprets applicant's agenda as a notion for

protective order in response to opposer's witten discovery
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requests. After review ng applicant's agenda, the Board
requested that applicant provide copies of all notices of
depositions and attached docunent production requests at

i ssue, which were submtted via facsimle on March 14, 2003.
The Board determ ned that additional witten briefing would
be unnecessary.

The conference was held at 2 PM EST, on Monday, Mrch
17, 2003 anong Mark A. Bergsman, counsel for applicant, and
D. Peter Hochberg, counsel for opposer, and the undersigned,
substituting for the Board attorney responsible for
resolving interlocutory disputes in this proceeding.

By way of relevant background, on Cctober 15, 2001,
opposer noticed the depositions of Paul W Fernstrum Todd
S. Fernstrum Sean W Fernstrum According to the record,
and as confirmed by the parties during the tel ephone
conference, these deposition notices did not include any
docunent production requests pursuant to Rule 30(b)(5). On
that sanme date, opposer also noticed a deposition pursuant
to Rule 30(b)(6) with a request contained therein that
applicant bring to the deposition responses to "Qpposer's
Request for Production of Docunents" previously served under
Rule 34. During the tel ephone conference, counsel for
applicant clarified that this docunent production request
referred to "Opposer's First Set of Interrogatories and

Initial Request for Production of Docunents to Applicant™
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served on August 1, 2001, and responded to by applicant on
Sept enber 4, 2001.1

On February 5, 2003, the Board issued an order in this
proceeding in which it deci ded nunmerous discovery notions,
and provided for an abbrevi ated di scovery period, which is
schedul ed to open on April 24, 2003 and cl ose on April 30,
2003. In its order, the Board nade the follow ng rulings:

(1) denied opposer's notion to enter applicant's
property to inspect docunents on applicant's prem ses
pursuant to Rule 34(a)(2); denied opposer's notion to conpel
the attendance of Paul Fernstrum as applicant's 30(b)(6)
W t ness; deni ed opposer's notion to conpel Paul Fernstrums
attendance for a discovery deposition in Mchigan on a date
when he does not reside in Mchigan; and deni ed opposer's
notion to stay the depositions of Paul Fernstrum Sean
Fernstrum Todd Fernstrum and its 30(b)(6) w tness pendi ng
a Rule 34(a)(2) inspection; allowed opposer thirty days to
re-notice the depositions of Paul W Fernstrum Todd S.
Fernstrum Sean W Fernstrum and a Rule 30(b)(6) w tness(es)
to take place during one of the six days in the discovery
peri od;

(2) deni ed opposer's notion to extend discovery, and to

the extent that opposer seeks a stay of discovery, the Board

' At the Board's request, evidence thereof was submtted
followi ng the tel ephone conference on March 17, 2003.
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provi ded for an abbrevi ated six day di scovery peri od;

(3) denied opposer's notion to conpel answers to its
third and fourth set of interrogatories;

(4) granted applicant's notion to conpel opposer to
produce two docunents;

(5) denied opposer's notion to test the sufficiency of
applicant's responses to opposer's fifth set of requests for
adm ssi ons;

(6) denied opposer's notion to conpel responses to its
first and second set of docunment production requests and
interrogatories.?

In accordance with the terns of the Board order, on
March 7, 2003, opposer noticed the depositions of Sean W
Fernstrum Todd S. Fernstrum Dale Gusick and Frank
Bj orkman, as well as a witness(es) pursuant to Rule
30(b)(6). Each of the deposition notices were acconpani ed
by a request for production of docunents pursuant to Rul es
30(b)(5) and 34. Follow ng several tel ephone conversations
and e-mai |l exchanges, the parties agreed to schedul e the
depositions to take place outside of the discovery period,
nanely, the deposition of Paul Fernstrumto take place on
April 22, 2003 and the remaining depositions to take pl ace

during the week of April 14, 2003.

2 The Board al |l owed applicant tine, however, to supplement its
responses to docunment requests No. 1 and interrogatories No. 11

(a).
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Applicant essentially argued that it agreed to
opposer's requests to schedul e the depositions outside the
Board’' s specified discovery period in an effort to
accommodat e opposer's schedul e; that this agreenent
pertained only to deposition exam nations and di d not
include any witten discovery requests under Rule 30(b)(5)
and Rule 34; and that inasnuch as the discovery requests
were served outside the discovery period, they are untinely.

I n response, counsel for opposer nmaintains that in
reaching the agreenent to reschedul e the depositions, while
the parties only discussed dates, he assuned that the
agreenent enconpassed the aforenenti oned docunent production
requests; and that the docunments produced by applicant in
response to opposer's prior docunent production requests
have been i nadequate because they nostly conprise easy to
obtain publicly avail abl e docunents.

After careful consideration of the parties' argunents
and a review of the record, the Board deens opposer's
written di scovery requests as prenmature because di scovery
has not yet re-opened, and grants applicant's notion for
protective order. In conparing all of the notices of
deposition originally served on Cctober 15, 2001 by opposer
on applicant wwth the nore recent deposition notices served
March 7, 2003, none of the original deposition notices

cont ai ned docunent production requests pursuant to Rule
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30(b)(5). Furthernore, as noted above, the docunent
production request referred to in the Rule 30(b)(6)
deposition notice was opposer's first request for docunents
whi ch applicant has responded to; the Board has denied
opposer's notion to conpel further responses thereto. To
the extent, if any, that opposer is unsatisfied with
applicant’s current responses and is attenpting to
circunvent the Board's denial of its notion to conpel by
attachi ng extensive docunent production requests to the
new y noticed depositions pursuant to Rule 30(b)(5), it
cannot do so.

To further clarify matters, in this particular case,
the Board's intent in providing for an abbrevi ated di scovery
period set in advance was to accommodat e schedul i ng i ssues
on the part of the parties for depositions and to allow the
sanme time that was remaining in the trial schedule prior to
the filing of the notion to conpel for the parties to take
any followup discovery. Wile opposer's contention that a
party may request that a noticed deponent produce docunents
under Rule 30(b)(5) is generally true insofar as when
di scovery is open at the tinme a deposition is being noticed,
in this particular instance, the discovery period is now
cl osed.

The Board rem nds the parties of the good faith effort

requirenents set forth in Trademark Rule 2.120 and Sentrol,
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Inc. v. Sentex Systens, Inc., 231 USPQ 666 (TTAB 1986).

That is, the parties nust cooperate with each other so that
the case may proceed in an orderly manner within reasonabl e
time constraints.

In summary, applicant's notion for protective order is
granted. Applicant is not required to produce any docunents
pursuant to Rules 30(b)(5) and 34 in connection with the
depositions scheduled to take place in April.

Trial dates, including the opening and closing of the
di scovery period, remain as set in the Board' s February 5,
2003 order.

The Board thanks counsel for opposer for agreeing to
participate in the phone conference and counsel for
applicant for requesting the conference.

Finally, the Board is forwarding this order by

facsimle transm ssion and by first class mail.



