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1901 L STREET, N.W., SUITE 800

125}8%8-&&0% FACSIND]"E WaASHINGTON, DC 20036-3506
TEL NE: (202) 457-0160
ICKINSON TRANSMITTAL SHEET Encontien (302) 6591559
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COUNSELLORE AT LAW

conFIRMATION L1
TO: COMPANY:
Angela Lykos, Esq. Trademark Trial and Appeal Board
FAX NUMBER: PHONE NUMBER:
(703) 746 - 7070 : (703) 308 - 9330 ext. 254
From: Marc A. Bergsman , Date: March 13, 2003

Total Number of Pages including Cover Sheet: 6
Message: Pursuant to our telephone canference on March 12, 2003.

If you have not received the total number of pages, please call the facsimile department at (202) 457-0160. Thank you.

IMPORTANT — This message Is intended solely fo be used by the individual or entity to which it is addressed. It may contain
information which is privileged, confidentiai and otherwise exempt by law from disclosure. If the reader of this message is not
the intended rescipient, or an employee or agent responsible for defivering this message to its intended reclpient, you are
herewith notified that any dissemination, distribution or copying of this communication is strictly prohibited. If you have
received this communication in emor, please nolify us by telephone immediately and return this communication to us at the
above address via the United States Postal Service. Thank you.

OFFICE CODE

Client Name: Matter Name:
Client/Matter Number: Attorney Initials: MAB
Attorney Number: [369] No. of Pages: ©
Secretary/Ext.: Amount:

vanmErEen Hivre LANSING GRAND RAPIDS ANN ARBOR WASHINGTON, B.C.
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IN THE UNITED STATES PATENT AND TRADEMARK OFFICE
BEFORE THE TRADEMARK TRIAL AND APPEAL BOARD

DURAMAX MARINE, L.L.C,,
Opposer,
V. Opposition No. 119,899

R.W. FERNSTRUM & COMPANY,

et e S o St NP N N Nt St

Applicant.

APPLICANT'S AGENDA FOR TELEPHONE CONFERENCE

Applicant R.W. Fernstrum & Company (hereinafter "Fernstrum”) hereby sets forth
its agenda for the telephone conference scheduled for Monday, March 17, 2003 at
10:00 a.m.

L Introduction

Pursuant to the procedures for the telephone disposition in TTAB cases,
published in the Trademark Official Gazette on August 18, 1998, Applicant contacted

 Board Aftorney Angela Lykos on March 12, 2003 and presented a brief verbal
statement of the nature of the discovery issue proposed to be decided by telephone
conference (i.e., whether Opposet's request for production of documents is timely). Ms.
Lykos approved the request for a telephone conference and requested Applicant to

submit via fax an outline of the relevant facts and the basis of the motion.

Received from < > at 3113/03 3:28:59 PM [Eastern Standard Time]
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Applicant’s Agenda For Telephone Conferance

After receiving approval for a ielephone conference, counsel for Applicant
contacted counsel for Opposer and requested Opposer to withdraw the written
discovery. The parties discussed the issue but were unable {0 reach an acceptable
resolution.

il. Facts
In its February 5, 2003 Order, the Board made the following rulings:
a. It denied Opposer's motion to allow Opposer to enter Apphcant's propetty
o inspect documents pursuant to Fed.R.Civ.P. 34 stating inter alia that to the extent
Opposer seeks the same information from Applicant which Applicant sought from
opposer, but to which Oppaser objected as confidential, Opposer cannot now move to
compel that same type of information from Applicant;

b. It denied Opposers motion to stay the depositions of Paul Fernstrum,

SGW Todd Fernstrum, and Rule 30(b)(6) witness pending its review of
Applicant's documents because Opposer waited until the final month of the discovery
period o notice the depositions and seek production of documents through an
inspection of premises and, thus, denied itself the opportunity for follow-up discovery;

c. It denied Opposer’s combined motion to compel responses to Opposer's
first and second seis of document requests and interrogatories because, in part,
Opposer waited six months after it filed its initial discovery motions to file its motion fo

compel, thereby unnecessarily delaying this proceeding;

d. it allowed Opposer thity days to re-notice of the depositions of Paul
../

—

R

Fernstrum, Sean Fernstrum, Todd Fernstrum, and the Rule 30(b)(6) witness to take
/ -

place in one of the six days remaining in discovery; and,

Received from < > at 3113103 3:28:59 P [Eastern Standard Time)
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Applicant's Agenda For Tetephone Conference

e. It scheduled discovery to open April 24, 3003 and to close on April 30,

KW%M”’

between February 27,

2003.

— In telephone conferences and( e-mail communication
2003 and March 3, 2003, Applicant a
depositions for the week of April 14, 2003 (including the deposition of Pagl Fernstrum . /}M‘/wj

\%) on April 22, 2003)." This concession related only to the deposition examinations and i

did not embrace or otherwise include any written discovery.
m—

o Opposer's request only to schedule the

On March 7, 2003, Opposer served Notices of Deposition for the wit

including "Opposer's Request For Production Of Documents” pursuant/fo Rule 30(b)(5)>
e e T T
— ——

and Rule 34 of the Federal Rules of Civil Procedure
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! Applicant also consented o the depositions of Dale Gusick and Frank Bjorkman,
employees of Applicant. —~— ———
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Applicant’s Agenda For Telephone Conference

{l. Issue Presented

In view of the Board's February 5, 2003 Order re-opening discovery for only @ 5-

day period beginning on April 24, 2003, whether Opposer's Request For Production Of

Documents served on March 7, 2003 is proper or timely.

Date: March 13, 2003

Received from < > at 3113103 3:28:5 PM [Eastern Standard Time]
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CERTIFICATE OF SERVICE

| HERERY GERTIFY that on this 13" day of March, 2003, a true and correct copy

of the faregoing APPLIGANT'S AGENDA FOR TELEPHONE CONFERENCE was

served via e-mail and fax upon:

D. Peter Hochberg, Esquire
D. Peter Hochberg Co., L.P.A.
The Baker Building, Sixth Floor

1040 East Sixth Street
Cleveland, Ohio 44114

Fax: (216)771-3804
E-Mail: dphochberg@aol.com

24 @;wm/

Oc 71118-37 84125
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1991 L STaunT, N.W,, SUITE 800
DICK[NSON FACSIMILE WASHINGTON. DC 200353506
TeELEPHONE: (202) 457-0160
\;\/ RIGHTru,c mNSNI]TTAL SHEET FACSIMILE: (202) 659-1552

Counsellors At Law brtpi//www.dickinson-wright.com

CONFIRMATION [

TO: COMPANY:
D. Peter Hochberg, Esq. D. Peter Hochberg Co., L.P.A.
FAX NUMBER: PHONE NUMBER:
(216) 771 - 3804 (216) 771- 3800
o COMPANY:
Angela Lykos, Esq. TTAB
FAX NUMBER: PHONE NUMBER:
(703) 746 — 7070 (703) 308 — 9300 ext, 254
From: Marc A. Bergsman : Date: March 17, 2003

Total Number of Pages Including Cover Sheet: §

Message: Pursuant to Ms. Lykos' request in the telephone conference this afternoon, | am
fransmitting the cover pages, signature pages, and proof of service for Opposer's First Set of
Interrogatories and Initial Requests For Production Of Documents and Applicant's response
thereto.

DG 7411937 72370-2

If you have not received the total number of pages, please call the facsimile department at (202) 457-0160. Thank you.

IMPORTANT - This message is intended solely to be used by the individual or entity to which it is addressed. it may contain
information which is privileged, confidential and otherwise exampt by law from disclosure. If the reader of this message is not
the intended recipient, or an employee or agent responsible for delivering this message to its intended recipient, you are
herewith notified that any dissemination, disiribution or copying of this communication is strictly prohibited. f you have
received this communication in ercor, please notify us by telephone immediately and return this communication to us at the
above address via the United §t_ates Postal Service. Thank you.

OFFICE CODE
Client Name: R. W. Fernstrum & Company Matter Name: Durarnax v. Fernstrum
Client/Matter Number: 71119-0037 Attorney Initials: MAB
Attorney Number: [369] No. of Pages: 8
Secretary/lExt.: GiGi 6947 Amount:

DETROIT BrooMrieen HiLus LANBING GrRAND RAPIDS ANN ARBOR WasriNGTON, D.C.
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Attorney Docket: DX-3 (#90545)

IN THE UNITED STATES PATENT AND TRADEMARK OFFICE
BEFORE THE TRADEMARK TRIAL AND APPEAL BOARD

In the Matter of U.S. Trademark Application Serial No. 75/701,707 filed May 10, 1999
Mark: DRAWING OF MARINE HEAT EXCHANGER
Published in The QOfficial Gazette at Page TM 400 on May 9, 2000
DURAMAX MARINE, LL.C
Opposer,
V.

OPPOSITION NO. 119,899

R.W. FERNSTRUM & COMPANY

e N’ e v N S S N N

Applicant

OPPOSER'S FIRST SET OF INTERROGATORIES AND INITIAL
REQUESTS FOR PRODUCTION OF DOCUMENTS TO APPLICANT ‘

Please take notice that pursuant to Rules 33 and 34 of the Federal Rules of Civil Procedure,
Applicant R.W. FERNSTRUM & COMPANY, hereinafter referred to as Applicant or Fernstrum is
required to serve upon the undersigned within thirty (30) days after sérvice hereof, answers under
oath to each of the interrogatories set forth below, and produce documents as requested below.

INSTRUCTIONS

The following instructions apply to each Interrogatory and/or Request:

1. Applicant's responses to these interrogatories shall set forth each corresponding
Interrogatory and/or Request in full before each answer or objection.

2. The information requested includes such information as Applicant knows of its own
personal knowledge, as well as that which is available to Applicant, including, but not limited to,
information which is in the possession of Applicant's attorney, accountant, investigators, insurance

carriers, agents or employees and anyone else acting in Applicant’s behalf or on their behalf.

Received from < > at 3/17/03 3:01:38 PM [Eastern Standard Time)
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a) the date of first use of the Keel Cooler Drawing mark by Applicant or a
licensee or any prior owners of Serial No. 75/701,707;
b) the manner in which Applicant or licensee or a potential licensee plans to

use the Keel Cooler Drawing mark on the goods to which'it will be applied;

and

) a description of the types of media in which Applicant or a licensee or a
potential licensee or a distributor or a manufacturer has plans to use the
mark the Keel Cooler Drawing int ahy way in the advertising of the goods in
the United States.

14. '1;0 the extent not produced in response to Réquest Nos. 1-13, all documents
identified or requested in response to Interrogatory Nos. 1-30 served simultaneously herewith and
all documents to which Applicant referred in answering those interrogatories.

15.  To the extent not produced in response to Request Nos. 1-14, all documents
Applicant intends to submit or rely on in this opposition proceeding.

Respectfully submitted,

Dated: %ﬂ ‘-,// Yo/ [)W

D. Peter Hochberg
Reg. No. 24,603
D. PETER HOCHBERG CO., L.P.A.
The Baker Building, 6th Floor
1940 East 6th Street
Cleveland, Ohio 44114
(216) 771-3800

Recelved fom < > at 17103 3:01:38 P [astem Standard Tie] 30
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CERTIFICATE OF SERVICE

A A A e s

I hereby centify that a copy of the foregoing OPPOSER'S FIRST SET OF

INTERROGATORIES AND INITIAL REQUESTS FOR PRODUCTION OF DOCUMENTS TO_

APPLICANT was served on the following, via first class mail, postage prepaid, on the date noted

below:

Samuel D. Littlepage
Dickinson Wright PLLC

1901 "L" Street, N.W.

Suite 800 Street

Washington, D.C. 20036-3541

¥

}
7D, Peter Hochberg
D. Peter Hochberg Co., L.P.A.
1940 E. 6" Street
Cleveland, Ohio 44114-
Attorney for Petitioner

v/

Date: %ﬂf\m/

DX-3 73101

Recelved from < >at 17103 3:01:38 PH Eastem Standard Tie !
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IN THE UNITED STATES PATENT AND TRADEMARK OFFICE
BEFORE THE TRADEMARK TRIAL AND APPEAL BOARD

DURAMAX MARINE, L.L.C.,
Opposer,

V. Opposition No. 119,899

R.W. FERNSTRUM & COMPANY,

Applicant.

st Saart? Nt St St Na St Map? Sni? Vot Nast

APPLICANT'S RESPONSE TO OPPOSER'S FIRST SET
OF INTERROGATORIES AND INITIAL REQUESTS FOR
PRODUCTION OF DOCUMENTS TO APPLICANT

Applicant RW. Fernstrum & Company hereby sets forth its response to
Opposer's "First Set of Interrogatories And Initial Requests For Production Of

Documents” in the above-styled action and states as follows:

GENERAL OBJECTIONS

1. Applicant objects to Opposer's interrogatories and document requests to
the extent that they purport 1o request information protected from disclosure by any
privilege, including the attofney-client privilege and the attorney work product privilege.

2. Applicant objects to any use in the interrogatories, either directly or
indirectly, of the phrase "person” or "persans”, or any other term or phrase intended to
include employees, cons_ultants, experts, investigators, insurers or attorneys, the

identities of which'may not be known to Opposer ar to Applicant.

Receivedfrom < >t 317/03 3:01:38 PM [Eastern Standard Time]
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Duramax Marine, L. C v. R.W. Fernstrum & Co.
Oppasition No, 119,859
Serial No. 76/701,707

Document Request No. 15

To the extent not produced in response to Request Nos. 1-14, all documents
Applicant intends to submit or rely on in this opposition proceeding.

— Response:
Applicant objects to this document request as not describing or specifying, with

reasonable particularity, the documents sought. Accordingly, the request fails to meet

the requirements of FED.R.CIV.P. 34(b). Without waiving the aforesaid objection,
Applicant states that it is presently unaware of which documents it intends to submit or

rely upon in this proceeding (apart from those documents submitted to the United States

Pétent and Trademark Office in connection with the prosecution of Application Serial

No. 75/701,707).

* * * *® *

All objections asserted on behalf of RW. Femnstrum & Company were made by

Samuel D. Littlepage, Esq., its undersigned counsel in this prgcgeding.

A T

Samuel D. Littlepage

Counsel For Applicant
Dickinson Wright PLLC

1901 "L" Street, N.W., Suite 800
Washington, D.C. 20036

Tel: (202) 457-0160

Fax: (202) 659-1559

- 27 -
Received from < > at 3/17103 3.01:38 PH [Eastern Standard Time]
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Duramax Marine, »...C v. R.W. Fernstrum & Co.

Qpposition No. 119,839

Serial No. 75/701,707

DECLARATION

| hereby declare and verify, under penalty of perjury and in accordance with 28

U.8.C. §1748, that the foregoing is true and correct.

R. W. FERNSTRUM & COMPANY

v 7 )
Date: ‘Sepiamber 2, , 2001 By: ol Ao
Mr. Paul W. Fernstrum
President
-98 -

Received from < > at 3117103 3:01:38 PM [Easter Standard Time]
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CERTIFICATE OF SERVICE

| HEREBY CERTIFY that on this Z‘fé day of September, 2001, a true and correct
copy of the foregoing APPLICANT'S RESPONSE TO OPPQSER'S FIRST SET OF

INTERROGATORIES AND INITIAL REQUESTS FOR PRODUCTTON OF DOCUMENTS

TO APPLICANT was served via first class, postage prepaid, U.S. mail upon:

D. Peter Hochberg, Esquire
D. Peter Hochberg Co., LP.A.
The Baker Building, Sixth Floor
1940 East Sixth Street
Cleveland, Ohio 44114

DC 71119-37 72045

Received ffom < > at 3/17/03 3:01.38 PM [Eastern Standard Time]
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Attorney Dockel [0X-3 (#90545)

IN THE UNITED STATES PATENT AND TRADEMARK OFFICE
BEFORE THE TRADEMARK TRIAL AND APPEAL BOARD

Tn the Mauer of:
Application Serial No. 75/701,707

Mark: Drawing of a Murine Ilcat Exchange:
Published in the OlTicial Guzette at Page TM 400 on May 9, 2000

DURAMAX MARINE, 1.LC
Opposer,
v. Opposition No, 119,899

R.W. FERNSTRUM & COMPANY,

e N e g’ Y S Sl S S

Applicant

NOTICE OF DEPOSITION

To: Samuel D. Littlepage, Esq.  Via Facsimile/Muil Confirmation: 1 (202) 659-1559

Dickinson Wright PLLC

1901 "L Street, N.W,, Suite 800

Washington, 1.C. 20036-3341

Atiorneys for Applicant

PLLEASE TAKE NOTICE that Opposer Duramax Marine, LLC, pursvant to Rule
30 of the Federal Rules of Civil Procedure, will take the deposition, upon oral
examination, of Dale Gusick commeneing on April 14, 2003, beginning at 9:00 o clock,
a.m., at the law office of Jonathan P. Barstow, B.C.. 104 Sixth Ave., Menominee,
Michigan, 49859 for use in the trial of the above-captioned matter. Such deposition is for

use in preparation for trial in the above-captioned matter and such other purposes

permitted by applicable rules.

Received from < > at 3/14/03 9:09.53 Al [Eastern Standard Time]
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The deposition will t.ake place before a Notary Public or other officer authorized
by law to administer oathy and will continue from day to day until campleted, with such
adjournments as (o time and place as may be necessary or mutually agreed upon by
counsel for the parties,

You are invited (o attend and cross-examine the witness.

Dated this 7 day of March, 2003,

Date:_ March 7. 2003 By: '»
D Peter Hoghberg |
Counse] for Opposer
D. Peter Tlochberg Co., L.P.A.
Enc.: Opposer's Request for Production 'The Baker Building — 6 Floor
of Documents 1940 East Sixth Street
Subpoena Clevelund, Ohio 44114
DPH/ek (216) 7713800

CERTIFICATE OF SERVICE
I hereby certify that the foregoing “NOTICE OF DEPOSITION” was served on
the attarncy {or upplicant via facsimile and flrst ¢lass, postage prepaid, U.S. mail on the

dule noted below to:
Samuel D. Littlepage, Hsq.
Dickinson Wright PLLC
1901 “L” Street, N.W., Suite 800
Washington, D.C. 20036-354
Date; March 7, 2003 By:

D. Peter Hocht#rg

Received from < > at 3114/03 9:09:55 AM [Eastern Standard Time]
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- Issued by the
UNITED STATES DISTRICT COURT
NESTERN DISTRICT OF MICHIGAN
DURAMAX MARINE, LLC SUBPORENA IN A CIVTL CASE
v

R.W. FERNSTRUM & COMPANY
Case Number:

TO: Dale Gusick 4

_ R.W, Fernstrum & Compdny
1716 11th Avenue
Menomince, MI 49868

G YOU ARR COMMANDED 10 appear in the United Stawes District court at the place, date, and time specified helow
regtify in the above cage, :

PLACE OF TESTIMUNY COURTROOM

DATE AND TIME

G YOU ARE COMMANDED to appear at the place, dare, and time specificd below to testify at the taking of a deposition
in the above vage. .

FLACE OF DEPOSTTION ' DATE ARD: FIME
Law office of Jonathan P. Barstaw, P.C.
104 Sixth Avenue, Menominee, MI 49859 fepd?, 14, 2003

G ¥ou ART COMMANDED to produce and permit inspection and copying ofthe following documents or objects at the
place, date, and time specified below (list documents or objecls):

(See attached.)

FLACE Law office of Jonathan P. Barstow, P.C. DATE ANT) [IME
104 Sixth Avenue, Menominee, MI 49859 April 14, 2003

G YOU ARE COMMANDED to penmit inspection of the following premises at the date and ime specified below.

PAEMISES DATE AN TIME

Any organization nol v party to this suit that iz subpocnacd for the tsking of 2 doposltian shall designate one or more officers,
directors, or managing agents, ot other persons whe sungent 1o eatify on its bebalf, and may set forth, for cach person designated, the
matters on which the person will tessify, Federal Rules of Civil Procedurs, 30(b)(6).

ISSURRG Q ER'S ¥IG JRE AND TIVLE (INDICATE IF ATTORNEY FOR PLAINTIFF O, DEFENDANT) | DATR

. i A 'Qﬂda . March 7, 2003
1SSUTNG OFFICEN'S NAME. ADIVRESS ANI) PEONF NUMEFRY .

D. Petar Hochberg, Esq. - D. Peter Hochbefg Co., L.P.A,
1940 E.. 6th Street, Cleveland, OH 44114 Phone: (216) 771-3800

tdec Ryle 45, Federal Dusiea of Civil Procadum, ¥ars © & 1 on nexipage)

' Iaeden iy pending in diaria other than digtie of {1suance, srare disirior wider case number.

Received from< > at 3114163 9:09:35 AM [Eastern Standard Time]
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PRQQF OF SERVICE
PATE PLACE
Dickinson Wright PLLC
SERVED March 7, 2003 1901 “L" Street, N.W. - Ste., 800
Washington, D.C. 20038-3541
SERVAD ON (PRINY NAMR) MANNER (O SERVICE
Dale Gusick Fax and mail
SEAVED BY (FRINT NAME) TITLE
D. Peter Hochberg Altorney for Opposer
DECLARATION OF SERVER

[ declars under penalty of perjury under the Iaws of the United States of America that the foregoing Information
contained in the Proof of Seevice is true and correct.

March 7, 2003
DATE SIGNATURS OF SERVER
0. Peter Hachberd Co., L.P.A.
1940 E. 6th Street - 6th Floor
ADDRESS OF EERVER

Cleveland, OH 44114

Executed on

!

| Received from < >at 1403 :00:55AM [Eastern Standard Time)
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{Attorney Docket DX-3 (#90545)

IN THE UNITED STATES PATENT AND TRADEMARK OFFICE
BEFORE THE TRADEMARK TRIAL AND APPEAL BOARD

In the Matter of:

Application Serial No. 75/701,707

Murk: Drawing of a Marine [1eat Exchanger

Published in the Official (azette at Page TM 400 on May 9, 2000
DURAMAX MARINE, LLC
Opposer,

Opposition No. 119,899

v,

R.W. FERNSTRUM & COMPANY,

A Y S N Nt N el N N

Applicant

OPPOSER’S REQUEST FOR PRODUCTION OF DOCUMENTS

Please take notice that pursuant to Rule 30(b)(5) and 34 of the Federal Rules of
Civil Procedure, Deponent Dale Gusick, an employce ol Appliceant, R.W. FERNSTRUM
& COMPANY, is reguired to produce documents and tangibie things as requested below
at the deposition examination,

The following request for production of documents is to be interpreted and
responded to in accordance with the "Definilions" set forth below:

DEFINITIONS
The following definitions apply to each Request:

a) The term “document” as used in these Requests includes (without
limitation and irmespective of whether original, copy or draft) all documents, objects,

contracts, agreements, memoranda, assignments, licenses, minutes of mectings, books of

Received from < > at 3114103 9:09:33 AM [Eastern Standard Time]
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account, order, stalements, compwiation sheets, reports, photographs, drawings of any
kind, layouts, arl work, tracings, blueprints, sketches, charts, sghematic diagrams,
catalogs, brochures, computer programs and print vuts and tapes and magnetic disks,
books, papers, files, purchase orders, bills, invoices, accounts, canceled checks, ledgers,
correspondence, inter-office cominunications, communications of any kind, lefters, notes
{in pencil, ink, or typewritien), including notes of records of oral communications,
notehooks, telexes, telegrams (and other messages) audio or video lapes, and advertising
or promolional material, instructions, or malerial of any kind, whether or not the
document is privileged or within Applicant’s pussession, control, or custody, as well as
all drafts thereof and all copies bearing any notations not appearing on the original.

b) "Opposer" means Duramax Marine, LL.C,

c) “Applicant” and “Fernstrum” means Applicant, R.W.
FERNSTRUM & COMPANY, including related companies within the meaning of
Section 45(d) of the Trademark Act of 1946 (15 U.8.C. 1127), ils predecessors in
interest, suceessors, divisions, subsidiaries, affiliates, licensees, franchises and all
officers, dircctors, employecs, attomneys, consultants, apents, servants, accountants and all
other persons or entitics acting on behalf of or representing R. W. FERNSTRUM &
COMPANY.

d)  “Person affiliated with Fernstrum™ means any person who is now
or has ever been an officer or director or, employed by, under the control of, under

contract with, or a representative of Fernstrum.

Received from < > at 3114/03 9:09:55 AM [Eastern Standard Time]
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REQUESTS
1. All advertising and promational material distributed by and used by

Applicant featuring a picture, photograph or drawing of Applicant’s one-picce keel
cooler(s),

2, All advertising and promotional material distributed by and used by
Applicant featuring a picture, photograph or drawing of Applicant's one-piece keel
cooler(s) and comparing and/or contrasting Applicant’s one-pigee keel conler(s) with that
of Opposer or with any other competitor.

3. All documents that describe or explain the making, manufacturing,
production, ot construction of Applicant’s one-pigce keel cooler(s) having rectangular
fore and aft headers.

4, All documents that describe or explain any design, making.
manufacturing, production, or construction of Applicant’s one-picce keel cooler(s)
having rectangular fore and aft headers,

5 All drawings. blue prints, printed designs, technical specifications and
photographs used by Applicunt in connection with the design, manulaclure, inspection
and sale of keel coolers of Applicant.

6. All documents that describe or explain the problems or perceived
problems that will be encountered by Applicant in advertising and promoting its one-
piece keel cooler(s) if Oppuser advertises or prumotes its one-piece keel coolet with

beveled fore and aft headers. but not depicting the beveled fore and aft headers.
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7. All documents explaining why one-piece keel coolers having rectangular

fore and aft headers are superior in function Lo vne-picee keet coolers having beveled fore

and afi headers.

8. All documents explaining why one-pigce keel coolers having beveled fore

and aft headers are not superior in function to one-piece keel coolers having rectangular
fore and aft headers.

9, All documents explaining why onc-piece keel conlers having beveled fore

and aft headers are superior in function to one-piece keel coolers huving rectangular fore

and aft headers. |

10. Al documents explaining why one-piece keel coolers having rectangular

fore and aft headers are not supetior in function to one-picce keel coolers huying beveled

fote and aft headers.

11, All documents (including invoices) cvidencing the sale of one-piece keel

coolgrs having rectangular headers sinee August 5, 1999,

12, All documents ubjecting to the design or configuration of the one-piece

keel coplers having beveled fore and aft headers of Opposer.

13

All documents related to Applicant, ar any person associated with
Applicant or with any related company of Applicant objecting to any advertising,
promotions, pictures, photographs or drawings of the one-pisce keel cooler having
beveled fore and afl headers of Opposer.

14, All documents relating to violations by R.W, Fernstrum & Company of

the Settlernent and Mutual Release Agreement signed by R.W. Fermstrum & Company,

East Parle Radiator & Battery Shop, Inc., Duramay, Ine., and Donovan Marine, LLC.
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15. All documents relating to violations by Fast Park Radiator & Batlery
Shop, Inc., Duramax, Inc., and/or Donovan Marine, LI,C of the Settlement and Mutual
Release Agreement signed by R W, Fernstrum & Campany, East Park Radiator &
Battery Shop, Ine.. Duramax, Inc., and Donovan Marine, LLC.

16.  All documents explaining or referring to why Opposer would or would not
be able to show drawings or pholographs of its onc-piece keel coalers if the mark in
application Serial No. 75/701,707 were registered.

17 All documents explaining or referring to why Applicant would or would
not be bring suit upon Opposer for displaying and demonstrating Qpposer's one-piece
keel cooler if the mark in application Serial No, 75/701,707 were registered.

18, All documents explaining or reforring to why Applicant would or would
not be bring suit upon Opposer for wrademark infringement for publishing photographs
and/or drawings of Opposer’s eng-piece keel cooler if the mark in application Serial No.
75/701,707 were registered,

19.  All surveys, market studies, competitive research and/or investigations
relating to or referring to Applicant’s keel cooler(s) that is the subject of the mark in
application Serial No. 75/701,707.

20.  All surveys, market studies, competitive research and/or investigations
referring to any comparisons and/or conurasts between Applicant's kee! cooler(s) having
rectangular fore and aft headers and the onc-piace keel cooler huving beveled fore und aft
headers of Opposer.

21, Allinternal memoranda prepared by any present or former director,

officer, manager, partner, or employes of Applicant, or any compuny related to
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Applicant, which refers 10, or in any manner mentions; Applicant's mark in application
Serial No. 75/701,707.

22. Al photographs, pictures, or drawings of Opposer's one-piece keel
coolers which Applicant believes Opposer would not be prohibited from showing if
Applicant is allowed ta obtain a federal trademark registration for the drawing that is the
subject of application Serial No, 75/701,707.

23.  All documents showing skotches, drawings or pictures used for the
manufacture by Applicant ol all or part of its keel couvler(s).

24. Al documents showing sketches, drawings ar pictures uscd for the
inspection of keel coolers manufactured by Applicant of ull or part of its keel cooler(s).

25, All documents which have been distributed 10 or by Applicant'y
employces, officers und/or sales representatives and which show sketches, drawings or
pictures ol all or part of its keel cooler(s).

26, Al sketches or drawings in Applicant's possession or under its contro}
rclating Lo "retro fit" keel coolers.

27.  All documents concerning, relating to or referring to any visual
similarities between a keel coaler of Applicant and a kegl cooler of Opposer,

28.  All internal memoranda prepared by any present or former dirvector,
officer, manager, partner or employee of Applicant which refers to the configuration of
Applicant's keel cooler(s).

29, All internal memoranda prepared by any present or fbrmer director,
officer, manager, parner or employee of Applicant which vefers to the conliguration of

Opposer's keel ¢ooler
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30.  Alldifferent drawings and "specs" of the keel cooler(s) of Applicant.

31. All documents setting forth the comments of any third parties concerning
() the design or visual appearance of the Appiicant's keel cooler(s); (b) the design or
visual appearance ol Opposer's keel cooler; and (¢) any similaritics between the
Applicant's keel cooler(s) and Opposer's keel cooler.

32, All "communications” between Applicant and any person concerning or
relating to any investigation to be conduered by, or on behalf of, Applicant regarding
trade or consumer perception of: (1) Applicant's keel coaler(s); or (b) Opposer's keel
copler. |

Respectfully submitted,

Date:_March 7, 2003 By, DM

D. Peter Xj()chberg
REg. NQ. 54,603

D. PETER HOCHBLRG CQ., L.P.A,
The Baker Building « 6" Floor

1940 East 6™ Street

Cleveland, Qhiv 44114

(216) 771-3800

DPH/ck
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Attorney Docket DX-3 (#90545)

IN THE UNITED STATES PATENT AND TRADEMARK OFFICE
REFORE THE TRADEMARK TRIAL AND APPEAL BOARD

In the Matter of:

Application Serial No. 75/701,707

Mark: Drawing of a Marine Heat Exchanger

Published in the Official Gazette at Page T™M 400 on May 9, 2000
DURAMAX MARINE, LI.C
Opposer,

v, Opposition No, 119,899

R.W. FERNSTRUM & COMPANY,

e vt N’ et magt el Nt a®

Applicant

NOTICE OF DEPOSITION

To:  Samuel D. Littlepage, Esq.  Via Facsimile/Mail Confirmation: 1 (202) 659-1559

Dickinson Wrigit PLLC

1901 “L” Street, N.W., Suite 800

Washington, 1.C. 20036-3541

Attorncys {or Applicant

PLEASE TAKE NOTICE that Opposer Duramax Marine, LLC, pursuant to Rule
30 of the Fuderal Rules of Civil Procedure, will take the deposition, upon oral
examination, of Frank Bjorkman commencing on April 14, 2003, beginning at 9:00
o'clock, am., at the law office of Jonathan P, Barstow, P.C., 104 Sixth Ave.. Menomines.,
Michigan, 49859 for use in the trial of the above-captioned matter. Such deposition iy for

use in preparation for trial in the abave-caplioned matter and such other purposes

permitted by applicable rules.
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D PETER HOGCHBERG CO LPA

The deposition will ke place before a Notary Public or other officer authorized
by law o administer oaths and will continue from day 10 day until completed, with such
adjournments as to time and place as may be necessary or mutually agreed upon by
counsel for the panies.

You are invited to atiend and cross-exumine the witness,

Dated this 7" day of March, 2003.

Date: _March 7, 2003 By:

. Peter TTachberph
Counse! for Opposer
D. Peter Hochberg Co., L.P.A.

Enc.: Opposer's Request for Production The Baker Building - 6™ Floor
of Documenty 1940 Last Sixth Street
Subpoena Cleveland, Ohio 44114

(216) 771-3800
DPH/ck

CERTIFICATE OF SERVICE
1 hereby certify that the foregoing “NOTICE OF DEPOSITICN” was served on
the attorney for applicant via facsimile and first clasy, postage prepaid, U.8. matl on the

date noted below to:
Samuel . Littlepage, Fsq.
Dickinson Wright PLLC
1901 “L" Street, N.W., Suite 800
Washington, D.C. 20036-3541
Date: March 7, 2003 By:

S ]
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Issued by the
UNITED STATES DISTRICT COURT
WESTERN DISTRICT OF MICHIGAN
D MARINE )
URAMAX HARINE, LLC SUBPOENA IN A CIVIL CASE
A
R.W. FERNSTRUM & COMPANY
Case Number:!

TO: Frank Bjorkman
R.W. Fernstrum & Company

1716 11th Avenue
Menominee, MI 49858
G YOU ARE COMMANDED to appeur in the United Slates Distriot court at the place, date, and time specified below
testify in the above vusc.

FLACYK 1F TESTIMONY COWURTROOM

DATS AND TIME

G YOU ARBE COMMANDER to appedr at the place, date, and time specified below to testify at the taking ofa deposition
in the abuve tuse.

FLACEQFDRIOSTON ) 2w office of dJanathan P. Barstow, P.C. Anril 14 2003
104 Sixth Avenue, Menuminee, MI 40853 aPlD

G YOUARE COMMANDLD to produce und penmit inspection and copying ofthe fallowing documents or objevts at the
place, date, aud time specified below (list ducwnents or objects):

See attached.

BLACE . DATE ARD TIME

Law office of Jonathan P. Barstow, P.C. 1 anrd

104 Sixth Avenue, Menomineg, MI 4085% AEBQ_IA};’ 2003
G YOU ARFE. COMMANDED w pormit ingpection vl the follawing premises at the date an ime specitied below.
PREMISES DATE AND TIME

Any organization not a party 10 this suit that Is subpoenaed for fhe taking of a deposition shall daslgnate one ar more officers,
dircctors, fr managing sgents, or ather peisons who censent iy (eslify on its behalf, and may set forth, for each pesson designated, the
matiers oo which the person will testify. Federal Rules of Clvil Procedure, 30(b)(6).

ISSUING Olp 7D T!TLL (lNDlCATL 1 ATTORNEY FOR PLAINTIFF OR DEFENDANT} | DATE

OMw ey~ March 7, 2003
T$3UIMG OFFICER'S NAME. ADDRESS AND PMDNB NUMBrR ‘

0. Peter Hochberg, Esq. - D, Peter Hochberg Co « L.P.AL
1940 . 6th Street, Clevelapnd. OH 44114 Phone: {216) 7713800

{See Aulz ad, Frdertd Rules of Civil Pracarture, Porw C & & an neat page)

! € ection 35 pouding in distiiyt wher than disinct of afuance, state disidct undsr odge number,
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PROOF QOF SERVICE
DATR PLACT
) Dickinson Wright
SKERVED March 7, 2003 1981]"L“n5tr‘;gt, zl:bc - Ste. 800
A , Washington, DG, 70036-3541
SERVE? UN (PRINT NAME) MANNER OF SEIVVICE
Frank Bjorkman Fax and mail
SERVED RY {PRINT NAME} TITLE
D. Peter Hochberg Attorney for Oppuser
DECLARATION OOF SERVER

| declare under penalty of perjury under the laws of the United States of America that the forepaing information
coqgained in the Pruofof Survice iy rue and correct.

March 7, 2003

DATE SIONATURR UF SERVER
D. Pater Hochbérg Co., L.P.A.

1940 E, Bth Street ~ 6th Floor
ADDRESS OF SERVER

Cleveland, OH 44114

Execcuted on

Received from < > at 314103 8:00:55 AM [Eastern Standard Time]



03714703 10:00 FAX Dickinson Wright DC @o17

D PETER HOCHBERG CO LPA @ 216 771 3804 03/07/0% 18:32 (¥:05  NO:211

/Attomey Docket DX-3 (#90545)

IN THE UNITED STATES PATENT AND TRADEMARK OFFICE
BEFORE THE TRADEMARK TRIAL AND APPEAL BOARD

In the Matter of:

Appiication Serial No. 75/701,707

Mark: Drawing of a Marinc Heal Exchanger

Published in the Official Gazette at Page T'™ 400 on May 9, 2000
DURAMAX MARINE, LLLC
Opposer,

Y, Opposition No. 119,800

R.W. FERNSTRUM & COMPANY,

T’ N N e S s s N Nt

Applicant

OPPOSER’S REQUEST FOR PRODUCTION OF DOCUMENTS

Please také notice that pursuant to Rule 30(b)(5) and 34 of the Federal Rules of
Civil Procedure, Deponent Irapk Bjorkmun. an emplayec of Applicant, R.W.
FERNSTRUM & COMPANY, is required to produce documents and tangible things as
requested befow at the deposition examination.

The following request for production of documents is to be interpreted and
responded to in accordance with the “Definitions” set forth below:

DEFINITIONS
The following definitions apply to each Request:
2) The term “document” as used in thege Requests includcs.(withoul

Himitation and itrespective of whether original, copy or draft) all documents, objects,

contracts, agreements, memoranda, assignments, licenses, rminutes of meetings, books of
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account, order, statements, computation sheets, reports, photographs, drawings of any
kind, layouts, art work, (racings, blueprints, skeiches, charts, schematic diagrams,

catalogs, brochures, computer programs und print outs and tapes and magnetic disks,

books, papers, files, purchase orders, bills, invoices, accounts, canceled cheeks, ledgers,
correspondence, inter-office communications, communications of any kind, letters, notes
{in peneil, ink, or typewritten), including notes of records of oral communications,
natebooks, telexes, telograms (and other messages) audio or video tapes, and advertising
or promotional material, instructions, or material ol any kind, whether or not the
‘ document is privileged or within Applicant's possession, contrul, or custody, as well as
i all drafts thereof and all ccapi;is bearing any notations not appearing an the original.
% b) "Opposer” means Duramax Marine, LLC,
‘ ¢) “Applicant” and “Fernstrum™ means Applicant, R W,
‘ FELRNSTRUM & COMPANY, including related companics within the meaning of
Section 45(d) of the Trademark Act ol 1946 (15 U.S.C. 1127), its predecessors in
interest, successars, divisions, subsidiaries, affiliates, licensees, franchiscs and all
oflicers, directors, cmployces, attormeys, tonsultants, agents, servants, accountants and all
other persons or entities acting on behalf of or represcaling R W, FERNSTRUM &
COMPANY.

d) “Person affifiated with Fernstrum” means uny person who is now
or has ever heen an officer or directar or, employed by, under Lhe control of, under

contract with, or a representative of Fernstrum,
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1. All advertising and promotional material distributed by and used by

Applicant featuring a picture, photograph or drawing of Applicant’s one-piece keel
‘ | cooler(s).

2. All advertising and promotional material distributed by and used by
Applicant featuring a picture, photagraph or drawing of' Applicant’s one-piece kel
cooler(s) and comparing and/or contrasting Applicanl‘s une-piece keel cooler(s) with thar
of Opposer or with any other competitor.

3 All documents that deseribe or explain the making, manufacturing,
production, or construction of Applicant’s one-piecy keel cooler(s) having rectangular
fore and aft headers.

4 ANl documents that deseribe or explain any design, making,

manufacturing, production, or construction of Applicant’s one-piece keel cooler(s)
having rectangular fore and aft headers. |

5. All drawings, blue prints, printed designs, technical specifications and
photographs used by Applicant in connection with the design, manufacture, inspection
and sale of keel coolers of Applicant.

6. All documents that describe or explain the problems or perceived
problems that will be encountered by Applicant in advertising and promoting its one-
picee keel cooler(s) if Oppaser advertises or promates its one-picce keel cooler with

beveled fore and aft headers, but not depicting the beveled fore and afl headers.

a3
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7. All documents explaining why one-picce keel coolers having rectangular
fore and aft headers are superior in function to one-picce keel coolers having beveled fore
and aft headers.

8. All documents explaining why one-piece keel coolers having heveled [ore
and aft headers are not superior in function o one~picce kevl coolers having rectangular
fore and aft headers.

9. All documents explaining why one-piece keel coolers having beveled fore
and aft headers are superior in function to one-piece keel coolers having tectangular fore
and aft headers.

10,  All documents explaining why one-picce keel coolers having rectangular
fore and afl headers arg not supcrior in function to one-pices keel coolers having beveled
fore and aft headers.

11.  All documents (including invoices) svidencing the sale of one-piece keel
coulers having rectangular headers sinee August 5, 1999,

12.  All documents ohjecting to the design or configuration of the one-picee
keel coolers having beveled fore and aft headers of Opposer.

13.  All documents related to Applicant. or any persan associated with
Applicant or with any related company of Applicant objecting lo any advertising,
promotions, pictures, photographs or drawings of the onc-piece keel coaler having
beveled fore and aft headers of Opposer.

14.  All documents relating 10 violations by R.W, Femnstrurm & Company of
the Settlement and Mutual Release Agreement signed by R.W. Fernstrum & Company,

East Park Radiator & Battery Shop, lnc., Duramax, Inc., and Donovan Marine, LLC,
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15. Al documents relating 1o violations by East Park Radiator & Battery
Shop, Inc., Duramax, Inc,, and/or Donovan Marine, LLC of the Scttlement and Mutual
Release Apreement signed by R.W. Farnstrum & Company, Last Purk Radiator &
Battery Shop, In¢., Duramax, Inc., and Donovan Marine, 1.IC.

16.  All documents explaining or referring to why Opposer would or would not
be able 1o show drawings or photographs of its one-picce keel coolers if the mark in
application Serial No. 75/701,707 were registered.

17.  All documents explaining or referring 1o why Applicant would or would
not be bring suit upon Opposer for displaying and demonstrating Opposer™s one-piece
keel cooler if the mark in application Serial No, 75/701,707 werc registered.

18, All documents explaining or referring to why Applicant would or would
not ben bring suit upon Opposer for trademark infringement for publishing photographs
and/or drawings of Opposcr’s one-piece keel cooler if the mark in application Serial No,
75/701,707 were registered.

19. Al surveys, market studies, competitive research and/ot investigations
relating to or reférring 1o Applicant’s keel cooler(s) that is the subject of the mark in
application Serial No, 75/701 707

20,  All surveys, market studies, competitive research and/or investipations
referring to any comparisans and/or contrasts between Applicant’s keel cooler(s) having
rectangular fore and aft headers and the one-piece keel cooler having beveled fore and aft

headers of Opposer.

21, All internal memoranda preparcd by any present or former direclor,

officer, manager. pariner, or employee of Applicant, or any company related to
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Applicant, which refers to, or in any manner mentions, Applicant’s mark in application
Serial No. 75/701,707.

22, Al photagraphs. pictures, or drawings of Opposer’s one-picce keel
coolers which Applicant believes Opposer would not be prohibited from showing if
Applicant is allowed (o obtain a federal trademark registration for the drawing that is the
subject of application Scrial No. 75/701,707.

23.  All documents showing sketches, drawings or pictures used for the
manufuclure by Applicant of all or part of its keel caoler(s).

24.  All documents showing sketches, drawings or pictures used for the
inspection of keel coalers manufactured by Applicant of all or part of its keel cooler(s),

25. Al documents which have bean disiributed ta or by Applicant's
emplayces, officers and/or sules representatives and which show sketches, drawings or
pictures of all of part of i1s keel cooler(s).

26.  All sketches or drawings in Applicant’s possession or under its control
relating to "retro fit" keel coolers,

27.  All documents congerning, relating (o or referring to any visual
similarities between a keel cooler of Applicant and & keel coeler of Opposer.

28.  All internal memoranda prepared by uny preseni or former director,
officer, manager, partner or employee of Applivant which refers Lhé configuration of
Applicant's keel cooler(s).

29.  All internal memoranda prepared by ﬂny present or former director,
officer, manager, partner or cmployee of Applicant which refers w the configuration of

Opposer's keel cooler.

6
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30.  All difterent drawings and "spees” of the keel cooler(s) of Applicant.

31, All documents setting forth the comments of any third parties concerning
(a) the design or visual appearance of the Applicant's keel caoler(s); (b) the design or
visual appearance of Opposer'’s keel cooler; and (¢) any similarities between the
Applicant's keel cooler(s) and Opposer's keel cooler.

32.  All "communications" between Applicany and any person concerning or
relating to any investigation to be conducted by, or on behall of, Applicant regarding
trade of consumer perceplion oft (u) Applicant’s keel cooler(s), or (b) Opposer's keel
cooler,

Respectfully submitted,

Pate:_March 7, 2003 By {{ /M3
: ¥ D. Peter Hochberg
Reg. No. 24,603

D. PETER HOCHBERG CO., T.DA,

‘The Baker Building - 6™ Floor

1940 East 6" Strect

Claveland, Ohio 44114 ‘
(216) 771-3800

DP/ck
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Attorney Docket DX-3 (#90545)

IN THE UNITED STATES PATENT AND TRADEMARK QFFICE
BEFORE THE TRADEMARK TRIAL AND APPEAL BOARD

In the Matter of:
Application Scrial No. 75/701,707

Mark: Drawing of a Marinc Heat Uxchanger
Publighed i the Official Gazette at Page 'TM 400 vn May 9, 2000

DURAMAX MARINE, LLC
Opposer,
Opposition No. 119,899

V.

R.W. FERNSTRUM & COMPANY,

Applicant

NOTICE OF DEPOSITION

To:  Samuel 2. Littlepage, Bsq.  Via Facsimile/Mail Confirmation: 1 (202) 659-1359

Dickinson Wright PLLC

1901 “L* Street, N.W,, Suite 800

Washington, D.C. 200306-3541

Attorneys for Applicant

PLEASE TAKL NOTICE that Opposer Duramax Marine, LLC, pursuant ta Rule
30 of the Federal Rules of Civil Procedure, will take the deposition, upon oral
exumination, of R.W. Fernstrum & Company (“Fernstram®), under Rule 30(b)(6) through
its officery, directors, amployees, agents or other desipnees, commencing on April 14,
2003, beginning at 9:00 o’clack, a.m., at the law office of Jonathan P. Barstow, P.C.. 104
Sixth Ave., Menominee, Michigan, 49859 {or use in the wial of the above-captioned

matter. Such deposition is for usc in preparation for trial in the above-captioned maller

and such other purposes permitted by applicable rules. Femstrum shall designate one or
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more persons to testify on its behalf concerning each ol the specific matters set forth in
Exhibit A and on Opposer's Request for Production of Documents.

The deposition will take place before u Notary Public or other offiver authorized
by law to administer oaths and will continue from day to day until completed, with such
adjournments as tw time and place as may be necessary or mutually agreed upon by
counsel for the parties,

In connection with this deposition, the Applicant is required w produce at the
deposition cach uf the documents and (hings as required to be produved under the
attached Opposer’s Requests for the Production of Documents, pursuant o Fed. R, Civ.
P. Rule 34.

You gre invited Lo attond and cross-examine the witness.

Dated this 7 day of March, 2003.

Date: arch 7. 2003 By: DML

D. Peter Hochber

DPIT/ck Counsel for Opposer
Att,:  Bxhibjt A D. Peter Hochberg Co., 1.P.A.
Oppaser's Request for Production The Raker Building 6™ L'loor
of Docuinenty 1940 Hast Sixth Street
Cleveland, Qhio 44114

(216) 771-3800

CERTIFICATE OF SERVICE
I hereby certily that the foregoing “NOTICE OF DEPOSITION” was served on the
attorney fur upplicant via facsimile and first class, postage prepaid, 1.S. mail on the date noted

below to:
Samue! O Littlopage, Tisq.
Dickinson Wright PLLC
1901 “L" Street, N. W., Suile 800
Washington, D.C. 20036-3541
Date:  March 7, 2003 By:___

"D Peter Huchberg
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EXHIBIT A

10.
1

12,

13.

All documents relating to or referring to drawings or photographs of keel coolers '

used in the business of R.W. [ cmsmim & Co. (“Femstrum'™).

All documents used in advertising and promotional materials of I'ernstrum.
All documents used i the planning of the designs of keel coolers made by
Femstrum.

All documents used in the installation of Fernstrum keel coolers.

All documents used in the advertising of Ternstrum keel cooler.
Publications of literature showing drawings, pictures, photographs, and the
illustration of Fernstrum keel coolers. | |

‘The chronalogieal history of publications showing drawings, photopraphs and
other illustrations of I;‘emstmm keel enolers.

Documents shipped or otherwise sent by Fernstrum to customers who have
bought Fer.xwt;um keel coolers.

A, description of the drawing used in U.8. Trademark Application Serial No.
75(701,707.

Documents used in the manufacturing of Fermstrum keel coolers,

All three dimensional items depicting Ferastrum keel coclers.

" The material from which the “representative specimens showing actual use of the

mark” set forth in the Answer 10 Interrogatory No. 11(2) were taken.
The “promotional materials, including flyers and magazine adveriisements” set

forth in the Answer 1o Intarrogatory No. 11(d),
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15.

16.

18.
15.
20.
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All corporate papers, businéss plans and other business papers showing a
depiction of a keel cooler.

Aty videotapes and motion 131 ctures showing a Fernstrum keel cooler.

The design of Fernstrum keel coolers.

The manufacture of Femstrum keel coolers.

The installation of Femnstrum keel coolers.

The repair of Fernstrum keel coolers.

Obsolete literature, advertising’ material, artwork, pholographs, articles and ad

clipé showing depiclions of Femstnum keel coolers.

4
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{Attorney Docket DX-3 (#90545)

IN THE UNITED STATES PATENT AND TRADEMARK OFFICE
BEFORE THE TRADEMARK TRIAL AND APPEAL BOARD

In the Mauer of:

Application Serial No. 75/701,707
Mark: Drawing of & Murine HMeat Exchanger

Published in e Olficiul Gazetie at Page TM 400 on May 9, 2000
DURAMAX MARINE, L1.C
Opposer,

V.

Opposition No. 119,899

R.W.FERNSTRUM & COMPANY,

Nt Nt Yo o N N Nt Nt NS

Applicant

PPOSER'S REQUYST FOR PRODUCTION OF DOCUMUENTS

Ploase take notice that pursuant to Rule 30(h)(5) and 34 of the Federsl Rules ol
Civil Procedure, Applicant, R W. FERNSTRUM & COMPANY, is required to produce
documents and tangible things as requested below at the deposition examination,

The following réquest for production of documents is tc; be interpreted and
responded to in aecordance with the "Delinitions" set forth below:

DEFINITIONS
The following definitions apply to each Request:
a) The term “document” as used in these Requests includes (without

limitation and irrespective of whether otipinal, ubpy or dralt) all decuments, objects,
contracts, agreements, memoranda, assigiunents, licenses, minutes of meetings, books ol

accounl, order, statements, computation sheets, reports, photographs, drawings of any
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kind, layouts, art wark, tracings, blueprints, sketehes, charts, schematic diagrams,
catalogs, brochures, compuier programs and print outs and tapes and muagnetic disks,
baoks, papers, files, purchase orders, bills, invoices, accounts, canceled Checks; ledpers,
correspondence, inter-office communicalions, comnwmications of any kind, letters, notes
(in pencil, ink, or typewritten), including notes of records of ora) communications,
notebouks, telexes, telegrams (and pther messages) audio or video tapes, and advertising
or promotional material, instructions, or material of any kind, whetber or not the
document is privileged or within Applicant’s possession, cantrol, or custody, a3 well as
all draﬂs.thereof and all copies bearing any notalivns not appearing on the otiginal.

b) "Opposer" means Dutamax Marine, LLC.

¢) “Applicant” and “Fernsirum® means Applicant, R.W.
FERNSTRUM & COMPANY, including related companies within the meaning of
Section 45(d} of the Trademark Act of 1946 (15 U.8.C. 1127), igs predecessors in
interest, suceessors, divisions, subsidiadies, alliliates, licensees, franchises and sl)
officers, directors, employees, attorneys, consultants, agents, servants, accountants and all

other persons or entilies acting on behalf of or representing R.W, FERNSTRUM &

COMPANY.
d) “Persan affiliated with Fernstrum” means any person Wha is now
or has ever beon an officer or direclor or, employed by, under the contral of, under

contract with, or a representative of Fernstrum,

I
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REQUESTS

1. All advertising and promotional material distributed by and used by
Applican( featuring a picture, photograph or drawing of Applicant’s one-picce keel
eooler(s).

2. All advertising and promotional materia! distributed by and used by
Applicant featuring a picture, pholograph or drawing of Applicant’s one-picce keel
vooler(s) and comparing and/or contrasting Applicant’s one-piece kee!l cooler(sy with that
of Opposer or with any other competitor.

3. All documents that describe or explain the making, manufacturing,
production, or construction of Applicant’s one-piece keel cooler(s) having rectangular
fore and aft headers.

4, All documents that deseribe or explain any design, making,
manufacturing, production, or construction of Applicant’s onc-piece kee! cuoler(s)
having rectangular fore and afl headers.

5. All drawings, blue prints, printed designs, technical specificalions and
photographs used by Applicant in connection with the design, manulacture, inspection
and sale of keel eoolers of Applicant,

6. All documents that describe or explain the problems or perceived
problems that will be encountered by Applicant in advertising and promoting its one-
picee keel cooler(s) il Opposcr advertises or promotes its une-picee keel cooler with

beveled fore and aft headers, bul not depicting the heveled fore and aft headers.
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7. All documents explaining why onc-piece keel coolers having rectangular
fore and aft headers are supenior in function to one-piece keel coolers having beveled fore
and aft headers.

g All documents explaining why onc-piece keel coolers having beveled fore
and aft heuders are not superior in function to one-piece keel coolers having rectangular
fore and aft headers.

9. All documents explaining why ohe-piece keel covlers having beveled fore
and aft headers are superior in function to one~piece keel goolers having recrangular fore
and aft heuders.

10.  All documents explaining why onc-piece keel coolers having rectangular
fore and afl headers are not supcrior in function to one-piece keel coolers having beveled
fore and aft headers.

1. Al documents (including invuices) evidencing the sale of one-piece keel
covlers having rectangular headers since August 5 1999, |

12.  All documents uhjecting to the design or configuration of the onc-piece
keel coolers having beveled fore and aft headers of Opposer.

(3. All documents related to Applicant, or any persoun associated with
Applicant or with an;y reluted company of Applicant objecting to any advertising,
promotivns, picturcs, photographs or drawings of the one-piece kee! cooler having
beveled fore and aft headers of Opposer.

14, All documents relating to violations by R.W. Fernstrwn & Company of
the Settlement and Mutua) Release Agreement signed by R.W, Fernstrum & Company,

Eaust Purk Radiator & Battery Shop, Inc., Duramax, Inc., and Denovan Marine, LLC.
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15, All documents relating to violations by Last Park Radiator & Battery
Shop, Inc., Duramax, Inc., and/or Donovan Marine, LL.C of the Settlement and Mulual
Release Agreement signed by R.W. Fernstrum & Company, Eust Park Radiator &
Bailery Shop, Inc., Duramax, Inc., and Donavan Marine, LT.C.

16. Al documents explaining or referring 1o why Opposer would or would not
be able ta show drawings or photographs of its one-piece keel coalers if the mark in
application Serial No. 75/701,707 were registered.

17, All documents explaining or referring ta why Applicant would or would
not be bring suil upon Opposer for digpluying and demanstrating Opposer's one-piece
keel cooler if the mark in application Sertal No. 75/701,707 were registered,

8. Al documents explaining or referring to why Applicant would or would
not be bring suit upon Opposer for trademark infringement for publishing photographs
and/or drawjngs of Opposer’s one-picce keel cooler if the mark in application Serial No.
75/701,707 were registercd,

19. AN surveys, market studies, competilive resoarch and/or investigations
relating 1o or referring to Applicant’s keel cooler(s) thay is the subject of the mark in
application Serful No, 75/701,707.

20. Al surveys, market studies, competitive rescarch and/or investigations
referring (o any comparisons and/or contrasts between Applicant’s keel cooler(s) having
rectangular fore and afl headers and the one-piece keel cooler havi ng beveled fore and aft
headers of Opposet.

21.  All internal memoranda prepared by any present of former director,

officer, manager, parlner, ur employee of Applicant, or any company related (o
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Applicant, which refers to, or in any manncr mentions, Applicant’s mark in application
Seral No. 75/701,707.

‘ 22, Al photographs, pictures, or drawings of Opposer’s one-piece keel
coolers which Applicunt believes Opposer would not be prohibited lrom showing if
Applicant ig allowed to obtain a federal trademark repistration for the drawing that is the
subject of application Serial Na. 75/701,707.

23, All dacuments showing sketehes, drawings or pictures used for the
manufacture by Applicant of all or part of its keel cooler(s).

24, All documents showing sketches, drawings or piciures used for the
inspeetion of keel coolers manufaciured by Applicant of all or part of its keel couler(s).
25.  All documents which have been distribuled to or by Applicant's
employces, officers and/or sales representatives and which show sketches, drawings or

pictures of all or part of its keel conlsr(s).

26.  Allskelches or drawings in Applicant's possession or under its control
reluting (o "refro fit" keel coolers,

27. Al documents concerning, refating to or referring o any visual
simitarities belween a keel cooler of Applicant and a keel cooler of Opposer.

2R Al iniernal memoranda prepared hy any present or former director,
officer, manager, pariner or employse of Applicant which refers to the conliguration of
Applicant's keel cooler(s).

29.  All internal memoranda prepared by any present or [onmer director,
officer, manager, partact or cmployee of Applicant which refers to the ¢unliguration of

Oppuoser's keel cooler.

© Receivedfrom ¢ > at /14103 :00:55 AM [Eastern Standard Time]



© 03/14/03 10:05_FAX Dickinson Wright DC @034

D PETER HOCHBERG CO LPA o 216 771 3804 03/07/03 18:46 (W :20  N0:213

30.  All different drawings and "spees” of the keel cooler(s) of Applicant.

31, All documents sctting forth the comments of any third parties concerning
() the desipn or visual appearance of the Applicunt's keel cooler(s), {b) the design or
visual appearunce of Opposer’s keel coaler; and (c) any similarities hetween the
Applicant's keel cooler(s) and Oppuser's keel covler.

42, All "commuanications” between Applicant and any persen concerning or
relaling to any investigation to be conductcd by, or on behalf of, Applicant regarding
trade or consumer perception oft (a) Applicant's keel cooler(s); or (b) Opposer's keel
cooler,

Respectfully submitted,

Date:_March 7, 2003 By:

V3. Peter Hodhberg
Reg. No. 24]603

D. PETLR HOCIIBERG CQ., L.P.A.

The Baker Building - 6" Floor

1940 Eust 6™ Strest

Cleveland, Ohig 44114

(216) 771-3800

DPH/cl

CERTIFICATE OF SERVICE
1 hereby certify that the forcgeiug *OPPOSER'S REQUUST FOR PRODUCTION OF
DOCUMENTS” was served on the attorney for applicant via facsimile and first class, postage
prepaid, U.S. mail on the date nowd below to:

Samuel D, Littlepage, Esq.
Dickinson Wright PLLC
1901 “I." Sireat, LW, Suite 8

Date:  Mareh 7, 2003 By.__

PRI ST

berg
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Attarney Docket DX-3 (#9(1545)

IN THE UNITED STATES PATENT AND TRADEMARK OFFICE
BEFORE THE TRADEMARK TRIAL AND APPEAL BOARD

In the Matter of:

Application Serial Na. 75/701,707
Mark: Drawing of a Marine Heat Exchanger

Published in the Official Gazatta at Page TM 400 on May 9, 2000
DURAMAX MARINE, LLC
Oppaser,

V.

Qpposition No. 119,859

R.W. FERNSTRUM & COMPANY,

Applicant

NOTICE OF DEPOSITION

To:  Samuel D. LitYepage, Bsy.  Via Facsimile/Mzil Confirmation: 1 (202) 659-1559

Dickinson Wright PLLC

1901 “L" Street, N.W,, Suite 800

Washinglon, 13.C. 20036-3541

Attorncys for Applicant

PLEASE TAKE NOTICE that Opposer Duramax Marine, LLC, pursuant fo Rule
30 of the Federal Rules of Civil Procedure, will take the deposiliun, upon wral
examination, of Sean W. Fernsirumn cotunencing on April 14, 2003, beginning at 9:00
o'tlock, a.m,, at the law office of Jonathan P. Barstow, P.C., 104 Sixth Ave,, Menominee,
Michigan, 49859 for use in (he trial of the above-captioned matter. Such deposition 1s for

use in preparation for trial in the above-captioned maiter and such uther purposes

permitted by applicable rules.
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The deposition will tuke place belorc a Notary Public ar other officer authorized
by law to administer oaths and will continue from day to day until completed, with such
adjousnments as to time and place s may be necessary or mutually agreed upon by
counsel (or the parties.

You are invited 1o attend and cross-examine the witness.

Dated this 7 duy of March, 2003.

|
|
Date:__March 7, 2003 By: . e
D. Pcter Hochbe"g
| Counsel for Opposer
| : D. Peter Hochberg Co., L.P.A.
| ‘ The Baker Building - 6™ Floor
|
\
|
|

1940 East Sixth Street
Cleveland, Ohio 44114

DPi/ck (216) 771-3800

CERTIFICATE OF SERVICE
I hereby cerlify thut the foregoing “NOTICE OF DEPOSITION" was served on
the attorney for epplicant via facsimile and Jirst class, postage prepaid, U.8, mail vn the
date noted below to:

Samuel D. Littlepage, Lsq.
Dickingon Wright PLLC

1601 “L™ Strect, N, W., Suite 800
Washington, D.C. 20036-35

Date:  March 7, 2003 By:

D. P‘ete{ Hnchberg
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/Attorney Dockel DX-3 (#90545)

IN THE UNITED STATES PATENT AND TRADEMARK OFFICE
BEFORE THE TRADEMARK TRIAL AND APPEAL BOARD

in the Matter of:

Application Scrial No. 75/701,707

Mark: Drawing of a Marine Ileat Fxchanger

Publishud in the Official Gazelic ut Page TM 400 on May 9, 2000
DURAMAX MARINE, LLC
Opposer,

Oppasition No, 119,899

V.

R.W. FERNSTRUM & COMPANY,

VV\JVUV\J\J\J

Applicant

OPPOSER'S REQUEST FOR PRODUCTION QF DOCUMENTS

Please take notico thal pursuani to Rule 30(b)(5) and 34 of the Federal Rules of
Civil Prosedure, Deponent Sean Fernstrum, an cmployee of Applicant, R-W.
FERNSTRUM & COMPANY, is required Lo produce documents and tangible things ws
requesicd below at the deposition examination.
‘The following request for production of documents 15 to be interpreted and
responded 1o in accordance with the “Dé finitions” set forth below:
DEFINITIONS

The following definitions apply to each Roquest:

a) The term “document™ ag used in these Requests includes (without
limitation and irrespective of whether original, copy or draft) all documents, ohjects,

contracts, agrecments, memoranda, assignments, licenses. minutes of meetings, books of
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account, order, statements, computation sheels, reports, pholographs, drawings of any
kind, layouts, art work, tracings, blucprints, sketches, churts, schematic diagrams,
catalogs, brochures, computer programs and print outs and tapes and magnetic disks,
books, papers, files, purchase orders, hills, invoices, eccounts, canceled checks, ledgers,
correspondence, inter-office comm unications, communications of any kind, letters, notes
(in penell, ink, or typewritten), including notes of rucurd_s of oral communications,
notebooks, telexes, telegrams (and other messeges) audio or video tapes, and adverlising
or promotional material, instructions, or materia) ol any kind, whether or not the
document is privileged or within Applicant’s possession, control, or custody, as wel] es
all drafts thereof und all copies bearing any notations not appearing on the original.

b) “QOpposer' means Duramax Merine, LI.C.

¢) “Applicant” and “Fernstrum” means Applicanl, R. W,
FLRNSTRUM & COMPANY, including related c(;n)panias within the meaning of
Section 45(d) of the Trademark Act of 1946 (15 U.S.C. 1127), its predeccssors in
interest, successors, divisions, subsidiaries, aff filiates, licensees, franchises and all
officers, dircctors, employess, sllormeys, consultants, agents, servants, accountans and all
sther persons or entivies acting on hehalf of or representing R.W. FERNSTRUM &
COMPANY,

d) “person affiliated with Fernstrum” means any person who is now
or has ever been an officer or director or, cmployed by, under the control of, under

contract with, or a representative of Fernstrum.
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REQUESTS
t. All advertising and promotional material distribuled by and used by

Applicant featuring a picture, photograph or drawing of Applicant’s one-piece keel
cooler(s).

2. All advertising and promotional ma!cr\ial distributed by and used by
Applicant featuring a picture, phologeaph or drawing of Applicant’s one-piece keel
cooler(s} und comparing and/or contrasting App]icapt’s one-piece keel cooler(s) with that
of Opposer or with any other ¢ompetitor.

3. All documents that describe or explain the making, manufacturing,
production, or construction of Applicant’s onc-pioce keel cooler(s) having rectangular
Jore and alt headers.

4. All documents that deseribe or explain any design, making,
manulacturing, production, or construction of Applicant’s one-piece keel cooler(s)
having teetangular fore and all headers,

3. All drawings, blue prints, printed designs, technical specifications and
photographs uscd by Applicant in connection with the design, manulicture, inspection
and sale of keel coolers of Applicant.

6. All documents that describe or explain the problems or perceived
problems that will be encountered by Applicant in advertising and promoting its ane-
piece keel cooler(s) if Opposer advertises or promoles ils one-piece keel cooler with

beveled fore and afl headers, but not depicting the beveled fore and afl headers.
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7. All documents cxplaining why one-piece keel covlers having rectungular
fore and aft headers are superior in function to onc-piece keel conlers having beveled fore
and aft headers.

A All documents explaining why one-picee keel coulers having beveled fore
and afl headers.age not superior in function to one-piece keel caolers having ‘xectangular
fore and aft headers,

9, All documents explaining why one-piece keel coolers haviag beveled fore
and aft headers are supcrior in function Lo one-piece keel coolers having rectangular fore
and afi headers.

10.  All documents explaining why one-picee keel coalers having rectangular
fore and afl headers are not superior in function t unc-picce keel coolers having beveled
fore and afl headers.

11.  All documents (including invoices) cvidencing the sale of one-piece keel
coolers having rectangular headers sinee August 5, 1999.

12.  All documents objecting to the design or conflguration of the onc-piece
keel coolers having heveled fore and aft headers of Opposer.

13. Al documents related to Applicant, or any persun associated with
Applicant or with any related company of Applicant objecting to any advertising,
promotiang, pictures, photographs or drawings of the one-pizce kecl conler having
heveled fore and aft headers of Opposer.

14,  All documents relating to violations by R.W, Fernstrum & Company of
the Settfement and Mutual Refease Agreement signed by R.W. Femnstrum & Company,

Liast Park Radiator & Battery Shop, Inc., Duramax, Ine., and Donovan Marine, LI.C.
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15.  All documents relating to violations by East Park Radiator & Battery
Shop, Inc., Duramax, Ine., and/or Donovan Marine, 1.LC ol the Settlement and Mutual
Release Agreement signed by R.W. Fernsirum & Company, East Park Rudiator &
Battery Shap, Inc., Duramax, Tnc., and Donovan Marine, LLC.

16.  All documents expluining or referring to why Opposer would or would not
be able to show drawings or pholographs of its one-piece keel coolers if the mark in
application Serial No. 75/701,707 were registorad,

17.  All documents explaining or referring to why Applicant would or would
not be bring suit upon Opposer for displaying and demonstrating Opposer’s one-piece
keel cooler if the mark in application Serial No. 75/701,707 were registercd.

18.  All documents explaining or referring to why Applicant would or would
st be bring suit upon Opposet for trademark infringsment {ur publishing photographs
and/or drawings of Opposer’s one-piece keel coaler if the mark in application Serial No.
751701707 were registered.

19.  All surveys, market studies, competitive rescarch and/or Investigations
relating to or referring to Applicant’s keel cooler(s) that is the subject of the mark
application Serial No, 75/701,707,

20.  All surveys, market studies, competitive ressarch and/or investigations
referring to any comparisons and/or conlrasts between Applicant’s keel cooler(s) having
rectangular fore and aft headers and the one-piece keel cooler having bevel ed fore and aft
headers of Opposer.

21. Al internal memoranda prepared by any present or former direclor,

officer, manager, partner, or employee of Applicant, or any company related to
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Applicant, which refers té, or in any manner mentions, Applicant’s mark in application
Serial No. 75/701,707.

| 22.  All photographs, pictures, or drawings of Opposer’s one-piece keel
coolers which Applicant believes Opposcr would not be prohibited from showing if
Applicant is allowed to obtain a federal trademark vegistration for the drawing that s the

subject of application Serial No. 75/701,707.

manufacture by Applicant of all or part of its keel cooler(s).

24,  All documents showing skelches, drawings or pictures nsed for the
inspection of keel coolers manufactured by Applicant of alf or part of ils keel cooler(s),

25.  All documents which have been distributed to or by Applicant's
employees, officers and/or sales representatives and which show skefches, drawings or
pictures of all or part of its keel cooler(s).

26.  All sketches or drawings in Applicant's possession or undet its coatrol
relatiﬁg to "retro fit" keel coolers,

27.  All documents concerning, relating to or referring 10 any visual
similarities between a keel cooler of Applicant and a keel cooler of Opposer.

28 All internal memoranda prepared by any present ur former direclor,
officer, manager, pariner or employee of Applicant which refers to the configuration of
Applicant's keel cooler(s).

29. All internal memoranda prepared by any present or former director,
officer, manager, partucr or employee of Applicant which refers o the configuration of

|

|

\

\

|

23.  All documents showing sketches, drawings or pictures used for the
Opposer's keel cooler,
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30.  All different drawings

and "specs” of the keel cooler(s) of Applicant.

31, All documents settiny forth the comments of any third parties concerning

(a) the design or visual appearance of

the Applicant's keel cooler(s); (b) the design or

visual appearance of Opposer's keel cooler; and (¢) any similaritics between the

Applicants ket cooler(s) and Opposer's keel cooler.

32, All "communications”

hetween Applicant and any person concerning ot

relating to any investigation to be conducted by, or un hehalf of, Applicant regarding

trade or consumer perception of: {a) Applicant's keel cooler(s); or (b) Opposer's keel

cooler.

Date:_March 7, 2003

D. PETER IIOCHBERG CO., L.P.A.
The Baker Building - 6" Floor '
1940 East 6" Street

Cleveland, Ohio 44114

(216) 771-3800

DPH/ck

- Receivedfrom < > at 3/14/03 9:09:35 AM [Eastern Standard Time]

Respectfully submilted,
/

Dy:

D. Peter/i Tovhberg
Reg. No, 24,603
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Attomey Docket DX-3 (#90545)

IN THE UNITED STATES PATENT AND TRADEMARK OFFICE
BEFORE THE TRADEMARK TRIAL AND APPEA), BOARD

In the Matter of:

Applicalion Serial No. 75/701,707
Mark: Drawing of a Marine Heat Exchanger

Published in the Official (razctic at Page TM 400 on May 9, 2000
DURAMAX MARINF, L.LC
Opposer,

V.

Opposition No. 119,899

R.W. FERNSTRUM & COMPANY,

Applicant

NOTICE OF DEPOSITION

To:  Bamuel D. Littlepage, Bsq.  Via Facsimile/Mail Confirmation: 1 (202) 659-1559

Pickinson Wright PLLC

1901 “L* Street, N.W., Suite 800

Washington, .C. 20036-3541

Allormeys for Applicant

PLEASE TAKE NOTICE that Oppuoser Duramax Marine, LLC, pursuant to Rule
30 of the Federal Rules of Civil Procedure, will lake the deposition, upon oral
examination, of ‘Tadd 8, Femstrum commencing on April 14, 2003, beginning at 9;00
o’clock, a.m., ut the law office of Jonathan P. Barstow, P.C., 104 Sixth Ave., Menominee,
Michigan, 49859 for use in the trial of the above-captioned mattor. Such deposition is for
use in preparation for trial in the above-captioned matter and such other purposes

-~

permitted by applicable rules,
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The deposition will take place before a Nolary Public or other olficer authorized
hy law to administer oaths and will continue from day to day until completed, with such
adjournments as fo time and place as may be necessary or mutually agrecd upon by
counsel for the partics.

You are invited to attend and cross-cxamine the witness,

Dated this 7™ day of March, 2003.

Date:__March 7, 2003 By:

“Peter | ochi;ﬁrg

Counse! for Opposer
D, Peter Bochberg Co., L.P.A,
The Baker Building ~ 6" Floor
1940 East Sixth Street
Cleveland, Ohio 44114

DMd/ck (216) 771-31800

CERTIFICATE QF SERVICE
I hereby certify that the foregoing “NOTICE QF DEPOSITION” was served on
the attarney for applicant via facsimile and first cluss, postage prepaid, U.S, mail on the
date noted below to:

Samuel D. Littlepage, Haq.
Dickinson Wright P1.LC

1901 “L” Street, N.W., Suite 800
Washington, 1D.C, 20036-3541

Dute: Magch 7, 2003 By:

"D, Peter Ho(h herg
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/Attorney Docket DX-3 (#90545)

IN THE UNITER STATES PATENT AND TRADEMARK OFFICE
BEFORE THE TRADEMARK TRIAL AND APPEAL BOARD

In the Matter of:

Application Serial No. 75/701,707

Mark: Drawing ol a Marine Heat Exchanper

Published in the Official Gaectle al Page TM 400 on May 9, 2000
DURAMAX MARINE, L1.C
Oppuoser,

Opposition No. 119,899

V.

R.W. FERNSTRUM & COMPANY,

—? e M e ~ ’,

Applicint

OPPOSER’S REQUEST FOR PRODUCTION OF DOCUMENTS

Please take notice that pursuant to Rule 30(b)(5) and 34 of the Federa] Rules of
Civil Procedure, Deponent Todd Fernstrum, an employee of Applicant, R.W,
FERNSTRUM & COMPANY, is required to produce documents and tangble things a3
requested below al the deposition examination.

The following request for production of documents is to be interpreted and
respundéd {o in accordance with the "Definitions” set farth below:

DEFINITIONS
The following definitions apply to each Request:
a) The term “document” as used in these Requests includes (without

fimitation and irrespective of whethier original, copy or draft) all documents, objects,

contracts, agregments, memoranda, asstgnments, licenses, minutes of meatings, books of

H Received from < > at 3/14/03 9:09:55 AM [Eastern Standard Time]
i
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account, urder, statements, compulation sheets, reports, photographs, drawings of any
kind, layouls, art work, tracings, blucprinls, sketches, charts, schematic diagrams,
catulogs, brochures, computer programs and print outs and tapes and magnetic disks,
houoks, papers, files, purchuse orders, bills, invoices, necounts, canceled checks, ledgers,
correspondence, inter-office communicalions, comnuaications of emy'kind, lotlers, noles
(in pencil, ink, o'r typewritlen), including notes of records of nrul communications,
notebooks, telexes, telsgrams (and other messsges) audio or video tapes, and advertisihg
or promotional material, instructions, or material of any kind, whether or not the
dacumeni s pﬁvilegéd or within Applicant’s possession, contrel, or custody, as well as
al! drafts thereof and all copies bearing any nolations not appearing ot1 the original.

b} "Opposer” means Duramax Marine, LLC.

¢) “Applicant™ and “Fernstrum”™ means Applicant, R W.
[ERNSTRUM & COMPANY, including related companies within the meaning of
Section 45(d) of the Trademarlk Act of 1946 (15 U.S.C, 1]27), its predecessors in
intorest, successors, divisions, subsidiarics, affiliates, Jicenseces, franchises and all
officers, directors, employecs, attorneys, consultants, agents, servants, accouniants and all
other persons or entities acting on behalf of or representing R W, FERNSTRUM &
COMPANY.

d) “Person affilisted with Fernstrum™ means uny person who is now
or has ever been an officer or director or, employed by, under the control of, under

contract with, or a representative of Fernstrum.
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REQUESTS

1. All advertising and promotional materia] diswributed by and used by
Applicant featuring a picture, photograph or drawing of Applicant’s one-picce keel
coo]er(s}.

2. All advertising and promational material distributed by and used by
Applicant featuring a picture, photograph or drawing of Applicant’s one-piece keel
cooler(s) and comparing and/or contrasting Applicant’s phe-picee keel cooler(s) with that
of QOpposer or with any other competitor.

3. All documents that describe or explain the making, manufacturing,
production, or construction of Applicant’s one-piece keel coaler(s) having rectangular
fare and aft headers,

4. All documents that describe or explain any degign, making,
manufacturing, produclion, or construction of Applicant’s one-piece keel cooler(s)
having réctangu] at fore and aft headers.

5. All drawings, blue prints, prinied designs, technical specifications and
photographs used by Applicant in connection with the design, manufacture, inspection
and sale of keel caolers of Applicant,

6. All documents that deseribe or explain the problems or perceived
problems that will be encountered by Applicant in advertising and promo}ing its one-
picee keel cooler(s) if Opposer advertises or promotes its one-picee keol cooler with

beveled fore and aft headers, but not depicting the beveled fore und afl headers.
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7. All documents explaining why one-piee keel covlers having rectangular
fore and aft headers arc superior in function to one-pisce keel coolers having heveled fore
and alt headers.

8. All documents explaining why one-piece keel coolers having heveled {ore

. and aft headers are not superior in function 1o one-piece keel coolers having rectangular

fore and aft headers.

9. All documents explaining why onc-piece keel coolers having bevelod fore
and aft beaders are superior in function 1o one-piece keel coolers having coctangular fore
and aft headers.

10, All documents explaining why one-piece keel toolers having rectangular
fore and afi headers are not superior in function to one-piece keel cyolers having beveled
forc and aft headers.

11, All documents (including invaices) evidencing the sale of oncpiccc keel
coolers having reclangular headers since August 5, 1999.

12.  Alldocuments ohjecting to the design or configuration of the one-piece
keel coolérs having beveled fore and aft headers of Opposer.

13, All documents related to Applicant, or any pursan ussociated with
Applicant or with any related company of Applicant objecting to any advertising,
promotions, pictures, photographs or drawings of the one-piece keel cooler having
beveled fore and afl headers ol Oppuser.

14, Al documonis relating to violations by R.W. Fernstrum & Company of
the Settlement and Mutual Release Agreement signed by R W. Fernstrum & Company,

East Park Radiator & Battery Shop, In¢,, Duramax, lnc., and Donoven Marine, LLC.

Recelved from < > at 314103 9:00:55 AM [Eastern Standard Time]
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15, All documents re.latir;xg to violations by Liast Park Radiator & Batiery
Shop, [ne., Duramax, Ine., and/or Donovan Marine, LLC of the Settlement and Mutual
Release Agreement signed by R W, Fernstrum & Company, East Purk Radiator &
Battery Shop, Inc., Duramax, Inc,, and Donovan Marine, LLC.

16.  All documents explaining or referring to why Opposer wauld or would not
be able to show drawings or photographs of its one-piece keel coolers if the mark in
application Serial No, 75/701,707 were registered.

17.  All documents explaining or relerring to why Applicant would ot would
not be bring suit upon Opposer (or displaying and demonstrating Opposer’s one-piece
keel cooler if the mark in application Serial No. 75/701,707 were tegistered,

18. Al documents explaining o referring Lo why Applicant would or wonld
not be bring suit upon Upposer for trademark infringement for publishing photographs
and/or drawings of Opposer's one-picce keel cooler if the mark in application Scrial No.
75/701,707 were registered.

19,  All surveys, market studics, competilive research and/or investigations

relating to ar referring to Applicant’s keel cooler(s) that is the subject of the mark in

- application Seria) No. 75/701,707.

20. All surveys, markel studies, competilive research and/or investigations
referring to any comparisons and/or contrasts between Applicant's keel cooler(s) having
rectangular fare and aft headers and the one-pisce keel cooler having beveled fore and aft
headers of Opposct.

21.  All internal memoranda prepared by any present or former direclor,

ufficer, manager, partner, or employee of Applicant, or &ny company relaled 10
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Applicant, which refers Lo, or in any manner mentions, Applicant's mark in application
Serii'll No. 75/701,707.

22, All photographs, pictures, or drawings vf Qpposer’s une-piece kecl
coolers which Applicant helieves Opposer would nul be prohibited from showing if
Applicant is allowed 1o nblain a federal trademark regisiration for the drawing that is the
subject of application Serial No, 75/701,707.

23. Al documents showing sketches, drawings or pictures used for the
manufacture by Applicant of all or part of its keel cooler(s).

24, All documents showing sketches, drawings or pictures used for the
inspection of keel coolers manufactured by Applicani of all or part of its keel cooler(s).

25.  All documents which have been distributed to or by Applicant's
cmplayees, officers and/or sales representalives and which show skelches, drawings or
pictures of all or part alits keel cooler(s).

26.  All sketches or drawings in Applicant’s possession or under its control
relating (o "retro fit" keel coolers,

27. All documents concerning, relating Lo or i'e.fr.-:rring 10 any visual
similurities between a keel cooler of Applivant and a keel coaler of Opposer.

28.  Allinternal memoranda prepared by any present or former direcior,
officer, manager, partner or employee of Applicant which refers ta the configuration of
Applicant's keel cooler(s).

29, - Allnternal memoranda prepared by any present or former director,
officor, manager, partner or employce of Applicant which refers to the configuration of

Opposer's keel cooler.
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30. Al different drawings and "specs” of the keel cooler(s) of Applicant,

31. Al ducumenty setting (orth the comments of any third parties concerning
(#) the design or visual appearance of the Applicant's keel cooler(s); (b) the design or
visual appearance of Opposcr’s kool cooler; and (e) any similarities between the
Applicant's keel cooler(s) and Opposer's keel cooler.

32, All "communications" between Applicant and any person concerning or
reluting Lo any investigation (o be conducted by, or on behall of, Applicant regarding
trade or consumer perveption oft (u) Applicant's keel coaler(s); or (b) Qpposer's keel
cooler.

Respectfully submitted,

Duate:_March 7, 2003 By:

D potor Hochbgry
Reg. No. 24,60

D, PUTER HOCHBERG CO., LPA.
The Baker Building - 6 Flaor

1940 Fast 6™ Streer

Cleveland, Ohio 44114

(216) 7713800

DEH/ck
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