03/14/03 10:10 FAX ‘Dickinson Wright DC dos3

D PETER, HOCHBERG CO LPA B 216 771 3804 03/07/03 18:40 [(¥:01  N0:212

Attorney Docket DX-3 (#90545)

IN THE UNITED STATES PATENT AND TRADEMARK OFFICE
R BEFORE THE TRADEMARK TRIAL AND APPEAL BOARD

' In the Matter of:
Applicminn Serial No. 75/701,707

Murk: Drawing of w Murine Heatl Exchanger
Published in the Oficia) Gzl dl Page TM 400 on Muy 9, 2000

DURAMAX MARINE, LLC ) R
)
Oppuoser, ) 3
) B
v. ) Opposition No. 119,899 22
) _
R.W. FERNSTRUM & COMPANY, ) i
) B
Applicant ) 2
¢
el
NOTICE OF DEPOSITION

To:  Samuel D. Littlepage, Fisq.  Via Facsimile/Mail Confirmation: 1 (202) 659-1559

Dickinson Wright PLLC

1901 “L” Street, N, W, Suite 300

Washington, D.C. 20036-3541

Attorneys for Applicant

PLEASE TAKE NOTICE that Opposer Duramax Marine, LLC, pursuant to Rule
30 of the Federal Rules of Civil Procedure, will ake the deposition, npon oral
examination, of Paul W. Fernstrum commencing v April 22, 2003, beginning at 9:00
o’clock, w.m., at the Law OfTices of Frederick C. Kramer, Suite 201, Suntrust Bank
Building, 950 North Collier Boulevard, Marco [sland, Tlorida 341435, for use in the trial

of the above-caplivned matter. Such deposition is for use in preparation for trial in the

above-captioned matter and such other purposes permitted by applicable rules.
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The deposition will take place before a Notary Public or other officer authorized
by law (o administer vaths and will continue from day to day until completed, with such
adjournments as to time and place as muy be necessary or mutnally agreed upon by
counsel for the partics.

You are invited 10 atrend and cross-examing the wilness.

Dated this 7 day of March, 2003,

Date: March 7, 2003 _ By:

D. Peter Hochbefg

Counsel for Opposer
D. Peter Hochberg Co., L.P.A.
The Baker Building 6" I'loor
1840 Last Sixth Street
Cleveland, Ohio 44114

DPLck (216) 771-3800

CERTIFICATE OF SERVICE

1 hereby certify that the foregoing “NOTICE OF DEPOSITI ON” was served on
the attorney for applicant via tacsimile and first class, postage prepaid, U.5. mail on the
date noted below to:

Samuel D, Littlepage, Iisq.
Dickingson Wright PLLC

1901 “L” Strest, N.W., Suite 800
Washington, D.C. 20036-35

/]

Date: March 7, 2003 By:
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/Attorney Docket 11X-3 (#90545)

IN 1'HE UNITED STATES PATENT AND TRADEMARK OFFICE
BEFORE THE TRADEMARK TRIAL AND APPEAL BOARD

[n the Matter ol

Application Serial Na. 75/701,707

Mark: Drawing of a Marine [Teat Exchanger

Publishad in the Official Carctto at Pape T™M 400 nn May 9, 2000
DURAMAX MARINE, LLC
Opposer,

Opposition No. 115,899

V.

R.W. FERNSTRUM & COMPANY,

e gt N v vt NP Mt Nt g’

Applicant

OPPOSER’S REQUEST FOR PRODUCTION OF DOCUMBENTS

Please take notice that pursuant to Rule 30(b)(5) and 34 of the Federd! Rules of
Civil Procedure, Deponent Paul Ferpstrum, an employee of Applicant, R.W.
FERNSTRUM & COMPANY, is required to produce documents and tungible things as
requesied below at the deposilion examination.

The following request for production of documents is to be interpreted and
responded to in accordance with the "Definitions” set forlh below:

DEFINITIONS
The following definitions apply (o each Request:
a) The ten “document” as used in these Requests includes (without

Jimilution and irrespective of whether original, copy or drafl) all documents, objects,

contracts, agreements, memoranda, assignments, licenses, minates of meetings, books of

Received from < > at 3114103 9:09:55 AM [Eastern Standard Time]



03/14/03 10:11 FAX Dickinson Wright DC _ dos58
D PETER HOCHBERG CO LPA | 216 771 3804 03/07/03 18:40 (¥ :04 NO:212

account, order, statements, computation sheets, reporls, photographs, drawings of any
kind, layouts, art work, tracings, bi ueprints, sketches, charls, schematic aiagrarr\s,
catalogs, brachures, computer programs and print outs and Lapes and magnetic disky,
buuks, papers, files, purchuse orders, bills, invoices, accounts, canceled checks, ledpers,
correspondence, inter-office communications, communications of any kind, letters, notes
(in pencil, ink, or typewritlen), including notes of records of oral communications,
nolebouks, telexes, tele;:;.rums (and other messages) audio or video tapes, and adverlising
or promotional material, instructions, or material of any kind, whether or not the
docusnent is privileged or within Applicant’s possession, control, or custody, as well as
all drafts thereof and all copics bearing any notations nol appearing on the original.

b) "Opposer” means Duramax Marine, LI.C.

¢) “Applicant” and “Fernstrum” means Applicant, R.W,
FERNSTRUM & COMPANY, including rejated companies within the meaning of
Section 45(d) of the Trademark Act of 1946 (15 U.8.C.. 1127), ils predecessars in
interest, successors, divisions, subsidiarics, affiliates, licensees, franchises and all
officers, directors, employees, attarneys, consultants, agents, servants, accountants and all
other persons or entities acting on behalf of or representing R W, FERNSTRUM &
COMPANY.

d) “Person affiliated with Fernstrum™ means any person who is now
or has ever been an officer or director or, cmployed by, under the control of, under

contract with, or a representalive of Fernstrum.
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REQUESTS

1 All advertising and promotional material distributed by and used by
Applicant featuring a picture, photagraph or drawing of Applicant’s one—ﬁiece keel
cooler(s).

2. All advertising and promotional material distributed by and used by
Applicant featuring a picture, photograph or drawing of Applicant’s one-piece keel
cooler(s) and comparing and/or contrasting Applicant’s one-piece keel couter(s) with that
of Opposer or with any other competitor.

3. All documents that describe or explain the muking, manufacturing,
production, or construction of Applicant’s one-piece keel cooler(s) having rectangulay
fore and all headers.

4, All documents that describe or explain any design, muking,
manulacluring, production, or construction ol Applicant’s one-piece keel couler(s)
having rectangular fore und all headers.

5. All drawings, biue prints, printed designs, technical specifications und
photographs used by Applicant in connection willh the design, manufacture, inspection
and sale of keel coolers of Applicant.

6. All documents that describe or explain the problems or perceived
prablems that will be encountered by Applicant in advertising and promoling its onc-
piece keel cooler(s) if Opposer advertiscs or promotes its ong-piece keel cooter with

beveled fore and afl headers, but not depicting the beveled [ore and aft hcaders.
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7. All documents explaining why one-piece keel coolers having rectangular

fore and aft headers are guperior in function o ene-picee keel coolers having beveled fore
and aft headers.

8. Alt documents ¢xplaining why one-picce keel coolers having beveled fore
and aft keaders are not superiot in function to one-piece keel coolers having rectangular
fore and aft headers.

9, All documents explaining why one-piece keel coolers having beveled fore
and afi headers are superior in function to one-piece keel coulers having rectangular fore
and aft headers.

]0. All documents explaining why one-piece keel coolers having reclangular .
fore and aft headers are not superior in funciion to one-piece kecl caclers having beveled
fore and aft headers.

11.  All documents (including 'mvoiées) evidencing the sale of one-piece Kecel
caolers having rectanpular headers sinee August 3, 1999,

12.  All documents objecting to the design or configuration of the one-piece
keel coolers having beveled fore and aft headers of Opposer.,

13.  All documents related to Applicant, or any person associated with
Applicant or with any rclated company of Applicant objecting to any advertising,
promolions, pictures, photographs or drawings of the one-piece keel cooler having
beveled fore and alt headers of Opposer,

14, All documents relating to violations by R.W. Fernstrum & Company of
the Seltlement and Mutual Release Agreement signed by R.W. Fernstrum & Company,

Rast Park Radiator & Raltery Shop, Inc., Duramax, Inc., and Donovan Marine, LT.C.
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15.  All documents relating to violations by East Park Radiator & Dattery
Shop, Inc., Duramax, Inc., and/or DDonovan Marine, LI.C of the Selllement and Mutual
Release Agreement signed by R.W. Fernstrum & Company, East Park Radiator &
Hattery Shop, inc., Duramax, Inc., and Donovan Marine, LLC.

16.  All documents explaining or referring to why Opposer would or would not
be able to show drawings or photographs of its one-picce keel coalers if the mark in
application Serial No. 75/701,707 were registered.

17.  All documents explaining or referring to why Applicant would or would
not be bring suit upon Oppuser for displaying and demonstrating Opposer's one-plece
keel cooler if the mark in application Scrial No. 75/701,707 were registercd.

18, All documents explaining or referring to why Applicant would or would
not be bring suit upon Opposer for trademurk infringement for publishing pholographs
and/or drawings of Qpposer’s one-piece keel cooler if the mark in application Serial No.
75/701,707 werc registered.

19, All surveys, market studies, compcetitive resea reh and/or investigations
relating o or referring to Applicant’s keel cooler(s) that is the subject of the mark In
application Serial No. 75/701,707.,

20.  All surveys, market studies, competitive rescarch and/or investigations
referring to any ¢omparisons snd/or contrasts belween Applicant's keel couler(s) having
rectangular fore and aft headers and the ene-picce keel cooler having beveled fore and alt
headers ol Opposer.

21.  All interpal memoranda prepared by any present or former divector,

officer, manager, partner, or employee of Applicant, or any company related o

Received from < > at 3114/03 9:09:53 AM [Easter Standard Time]




_ 03/14/03 10:12 FAX Dickinson Wright DC 060

D PETER HOCHBERG CO LPA | 216 771 3804 03/07/03 18:40 (3 ;08 ND:272

Applicant, which refers to, or in any manner mentions, Applicant’s mark in application
Serial No. 75/701,707.

22.  All photographs, pictures, or drawings of Qpposer’s one-picee keel
eoolers which Applicant believes Opposer would not be prohibited from showing if
Applicant is allowed to obtain a federal trademark registration for the drawing that is the
subject of application Serial No, 75/701,707.

23, All documents showing sketches, drawings or pictures used for the
munulacture by Applicant of all or part of its keel cooler(s).

24.  All documenis showing sketches, drawings or pictures used for the
inspection of keel voolers manufactured by Applicant of all or part of its keel cooler(s).-

23. All documents which huve been distributed to or by Applicant's
employees, officers and/or sales representatives and which show sketehes, drawings or
picturcs of all or part of its keel cooler(s).

26.  All sketches or drawings in Applicanl's possession or under ity control
relating to "retro {it" keel coolers,

27.  All documents concerning, relating to or referring to any visual
similarities between a keel cooler of Applicant and a keel cooler of Opposer.

28.  All internal memoranda prepared by aey present or former direelor,
officet, manager, partner or employee of Applicant which refers to the confipuration of
Appl icant's k:::el cooler(s).

29. Al internal memoranda prepared by any present or former director, |
officer, manuger, parincr of cmp]éyee of Applicant which refers o the configuration of

Opposer's keel cooler.
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30.  All different drawings and "spees” of the keel cooler(s) of Applicant.

31. Al documents setting forth the comments of any third parties concerning
{a) ’thc design or visual appearance of the Applicant's keel cooler(s); (b) the design or
visua) appearance of Qpposer's keel cooler; and () any similarities between the
Applicant's keel cooler(s) and Opposer’s keel eooler.

32, Al "communications” between Applicant and any person concerning or
relating 1o any investigation to be conducted by, or on hehalf of, Applicant regarding
trade or consumet pereeption of: (a) Applicant's keel cooler(s); or (b) Opposer's keel
couler.

Respectiully submitted,

Date:_March 7. 2003 By:

D, Peter ?lochberg
Reg. No. 24,603

D. PETER HOCITBERG GO, L.P.A.
The Baker Building - 6" Flour

1940 East 6% Street

Cleveland, Ohio 44114

(216) 771-3800

DP1I/ck
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AS FOR A FIRST AFFIRMATIVE DEFENSE

The Notice of Opposition fails to state a cause of action upon which relief may be granted

in law or in equity.

WHEREFORE, Applicant respectfully requests that the Board dismiss the Notice of

Opposition in its entirety and allow Applicant’s mark CABSHA to subsist on the Principal

Register,

Dated: New York, New York

Respectfully submitted,
January 13, 2003

HUGHES HUBBARD & REED LLp

’

o LA A

Petla M. Kuhn w
Kristin B, Whiting

Attorneys for Applicant

AN

One Battery Park Plaza
New York, New York 10004
(212) 837-6550

W6-714424_1.D0C
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Sections 8 and 15 declarations were filed; and lacks knowledge or information sufficient to form

a belief as to whether the Registration is in fact “incontestable,”

3. Denies the allegations contained in paragraph 3 of the Notice of Opposition.

4. States that Opposer’s allegation that “There is no issue as to priority” is a legal
conclusion as to which no response is required; admits that Applicant filed its Intent to Use
Application on July 30, 2001 and that the United States Patent and Trademark Office records
dated August 6, 2002 and attached as Exhibit A to the Notice of Opposition, purport to show that
Opposer’s Registration No. 1,302,879 was granted on October 30, 1984, that the date of the first
use in commerce for that mark was on December 29, 1982; lacks knowledge or information
sufficient to form a belief as to the actual date of first use for Opposer’s Mark and denies the
remaining allegations contained in paragraph 4 of the Notice of Opposition.

5. Denies that Arcor filed an application for CABSHA “Nothwithstanding Health

Valley’s long prior right in the CASBAH Mark,” and admits the remaining allegations in

paragraph 5 of the Notice of Opposition.

6. Denies the allegations contained in paragraph 6 of the Notice of Opposition.
7. Denies the allegations contained in paragraph 7 of the Notice of Opposition.
8. Admits that Arcor would obtain a prima facie exclusive right to use CASHBA for

“Chocolate, chocolate bars, chocolate covered nuts, chocolate candies, chocolate coated cookies,
wafers, coated sandwich cookies, cookies, bonbons in International Class 30” if its application

for registration is granted, and denies the remaining allegations contained in paragraph 8 of the

Notice of Opposition.
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