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IN THE UNITED STATES PATENT AND TRADEMARK OFFjICE
BEFORE THE TRADEMARK TRIAL AND APPEAL BOAR,ID

;
TWELVE ISLANDS SHIPPING COMPANY Opposition No. 115,494

LIMITED !
Serial No. ”75/449,634

Opposer, ,

)
)
)
)
VS. ) /_,,/_—!-—»—'%
)
)
)
)
)

2
2, NOV 082002

)
"

TROPICAL CHEESE INDUSTRIES, INC. P

11-08-2002

U.S. Patent & ]MOfcITM Mait Rept Dt #72

Applicant.

RESPONSE TO ORDER TO SHOW CAUSE
The Board issued an order on October 9, 2002 to show cause why this opposition
should not be dismissed with prejudice on account of the fact that Opposer has not filed a brief
on this case. The fact that Opposer has not filed a main brief in this case should not be treated as

a concession of the case. For the reasons set forth below, this case should no!t be dismissed.
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On or about May 2001, the parties submitted a request for sus;pension of the

procedural schedule because they were circulating a proposed settlement agr;eement for
execution and believed that this agreement would resolve all outstanding iss',ues concerning this
matter without the need for further proceedings. Since that time, undersignéd counsel had not
received any correspondence from the Board resetting the testimony periods for this matter, nor
any indication from counsel for Applicant that a settlement agreement could not be
consummated.

Several months ago, during the summer of 2002, Allied Domecq Spirits & Wines
USA, Inc. (“Allied Domecq”) became the successor in interest to Opposer jin this proceeding and

undersigned counsel for Opposer transferred his firm’s files in this matter }o Allied Domecq. As

indicated by the U.S. Trademark Office recordation records, the marks and registrations
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identified by Opposer in the Notice of Opposition (“Opposer’s Marks”) were aésigned to Grand
i

Metropolitan PLC, as recorded at Reel/Frame No. 1992/0902, who in turn assiérned the marks
and registrations to UDV Amsterdam B.V., as recorded at Reel/Frame No. 199|;2/0865.
Opposer’s Marks were then assigned to Guinness United Distillers & Vintnersf; Amsterdam B.V.,
as recorded at Reel/Frame No. 2361/0532. On May 23, 2002, pursuant to an agreement between
the parties, Allied Domecq acquired all rights, title and interest in and to, z‘nter’ alia, Opposer’s
Marks from Guinness United Distillers & Vintners Amsterdam B.V. A copy (!)f the documents

reflecting this assignment was filed with the U.S. Trademark Office on Augusft 21, 2002 for

|

recordation. |

Because of the apparent confusion relating to the status of the procedural schedule
|

in this case, the apparently continued desire of the parties to consummate a sefttlement of this
|
proceeding, and the need for Allied Domecq and its counsel to have an opp01!r]tunity to familiarize

|
itself with the proceeding in the event a settlement cannot be consummated, it would be

inappropriate for the Board to dismiss this opposition proceeding with prejudice against

Opposer.

Respectfully submitted,

November 8, 2002 3 /
Amold P. Lutzker
Carl H. Settlemyer
LUTZKER & LUTZKER LLP
1000 Vermont Ave., N.W.
Washington, D.C. 20005
(202) 408-7600
Fax (202) 408-7677
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CERTIFICATE OF SERVICE

I hereby certify that a true copy of the foregoing RESPONSE T(P ORDER TO

SHOW CAUSE was served by first-class mail, postage prepaid, this 8™ day of November 2002,

|

on counsel for Applicant, addressed as follows: }

Ezra Sutton, P.A. :
Plaza 9 |
900 Route 9
Woodbridge, NJ 07095
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el Carl H. Settlemyer /




