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IN THE UNITED STATES PATENT AND TRADEMARK OFFICE
BEFORE THE TRADEMARK TRIAL AND APPEAL BOARD

TRUSTEES OF THE TRUST
NUMBER SR-],

Opposer,

Opposition No. 114,853
Application Serial No. 75/351,727

V.

SLC TURNBERRY LIMITED,

e T T A L W

Applicant.

BOX TTAB

NO FEE

Assistant Commissioner for Trademarks
2900 Crystal Drive

Arlington, Virginia 22202-3513

APPLICANT'S ANSWER TO NOTICE OF OPPOSITION

Applicant SLC Turnberry Limited (“Applicant™) files this paper in response to the
Notice of Opposition filed by Trustees of the Trust Number SR-1 (“Opposer™) in the above
captioned matter.

1. Applicant is without knowledge or information sufficient to form a belief as to the
truth of the allegations set forth in paragraph 1 of the Notice of Opposition.

2. Applicant is without knowledge or information sufficient to form a belief as to the
truth of the allegations set forth in paragraph 2 of the Notice of Opposition.

3. Applicant admits that Application Serial No. 75/351,727 (the “'727 Application™)
vas assigned from Nitto World Company 1td. as part of an acquisition whereby SLC Tumberry
Limited became a successor to the business to which the mark pertains. Applicant admits that
SLC Tumberry Limited has a registered office at Level 2, Saltire Court, 20 Castle Terrace,
E.dinburgh, Scotland EH1 2ET.

4, Applicant is without knowledge or information sufficient to form a belief as to the
truth of the allegations set forth in paragraph 4 of the Notice of Opposition.

5. Applicant is without knowledge or information sufficient to form a belief as to the
truth of the allegations set forth in paragraph 5 of the Notice of Opposition and demands strict
proof thereof,
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6. Applicant is without knowledge or information sufficient to form a belief as to the
truth of the allegations set forth in paragraph 6 of the Notice of Opposition.

7. Applicant is without knowledge or information sufficient to form a belief as to the
truth of the allegations set forth in paragraph 7 of the Notice of Opposition.

8. Applicant is without knowledge or information sufficient to form a belief as to the
truth of the allegations set forth in paragraph 8 of the Notice of Opposition.

9. Applicant is without knowledge or information sufficient to form a belief as to the
truth of the allegations set forth in paragraph 9 of the Notice of Opposition and demands strict
rroof thereof,

10.  Applicant is without knowledge or information sufficient to form a belief as to the
truth of the allegations set forth in paragraph 10 of the Notice of Opposition.

11.  Applicant is without knowledge or information sufficient to form a belief as to the
truth of the allegation that Opposer’s products and services bearing the “TURNBERRY™
Trademarks and Trade Name have been regularly advertised in media circulated throughout the
United States. Applicant denies the remaining allegations set forth in paragraph 11 of the Notice

of Opposition.

12. Applicant is without knowledge or information sufficient to form a belief as to the
truth of the allegations in paragraph 12 of the Notice of Opposition.

13. Applicant denies the allegations set forth in paragraph 13 of the Notice of
Opposition.

14.  Applicant denies the allegations set forth in paragraph 14 of the Notice of
Opposition.

15.  Applicant admits that Nitto World Company Limited filed the *727 Application
on September 4, 1997 on an intent to use basis under § 1(b) of the Lanham Act. Applicant
admits that the ‘727 Application, as amended, covers “articles of sports clothing, namely, shorts,
shirts, trousers, skirts, jackets, T shirts, anoraks, sweaters, sweatshirts, socks, ties, headwear,
swimwear, rainwear and gloves” in International Class 25, Applicant is without knowledge or
information sufficient to form a belief as to the remaining allegations set forth in paragraph 15 of
the Notice of Opposition.

16.  Applicant is without knowledge or information sufficient to form a belief as to the
trwh of the allegations set forth in paragraph 16 of the Notice of Opposition.

17.  Applicant repeats and realleges each and every response set forth in paragraphs 1
through 16 in responding to paragraph 17 of the Notice of Opposition. :

18.  Applicant denies the allegations set forth in paragraph 18 of the Notice of
Opposition.
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19.  Applicant is without knowledge or information sufficient to form a belief as to the
truth of the allegations set forth in paragraph 19 of the Notice of Opposition but Applicant
affirmatively states that it is the owner of the world famous Scottish golf course and resort
named TURNBERRY and has been using and advertising its mark TURNBERRY worldwide
since 1905. Applicant has registered TURNBERRY and TURNBERRY SCOTLAND (and
Design) and other related logos and marks in numero i

mark TURNBERRY is famous throughout the world and has been well-known among U.S.
Zolfers and tourists for decades as an indicator of the famous golf course and resort in Scotland
which Applicant owns. Applicant has used its TURNBERRY mark since long before Opposer’s
alleged common law rights in the TURNBERRY mark were acquired. Applicant’s Application
Serial No. 75/351,727, which covers various articles of sports clothing, is a natural expansion of
Applicant’s rights in the TURNBERRY mark.

20.  Applicant denies the allegations set forth in paragraph 20 of the Notice of
Opposition.

21.  Applicant repeats and realleges each and every response s¢t forth in paragraphs 1
tarough 20 in responding to paragraph 21 of the Notice of Opposition.

22.  Applicant denies that the “TURNBERRY”™ Trademarks and Trade Name arc
associated exclusively with Opposer and have been so associated since a date prior to any date
on which Applicant can rely. Applicant is without knowledge or information sufficient to form a
belief as to the truth of the remaining allegations set forth in paragraph 22 of the Notice of
Cpposition.

23.  Applicant denies the allegations set forth in paragraph 23 of the Notice of
Opposition.

In view of the foregoing, Applicant respectfully prays that the Opposition be
dismissed and that Applicant be granted registration of its tradernark.

SLC TURNBERRY LIMITED

Dated: August 14, 2000 By: ll ol . M

Nicholas L. Coch

Peter A. Abruzzese

Beth H. Alter

Attomneys for Applicant

Kramer Levin Naftalis & Franke] LLP
919 Third Avenue

New York, New York 10022

(212) 715-9100
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CERTIFICATE OF SERVICE
Opposition No. 114,853
Application Serial No, 75/351,727
I hereby certify that a copy of the foregoing APPLICANT’S ANSWER TO NOTICE OF
OPPOSITION was mailed by first-class mail, postz;ge prepaid, to John Cyril Malloy III, Malloy

% Malloy P.A., 2800 S.W. Third Avenue, Miami, Florida 33129, attorneys for Opposer, this
14th day of August, 2000.

Wwbt /JAM\

Yiota G. Souras
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CERTIFICATE OF MAILING BY EXPRESS MAIL

Applicant’s Answer to Notice of Opposition
Opposition No. 114,853

Application Serial No. 75/351,727
Zxpress Mail Label No.: EL 416698254US

Date of Deposit: August 14, 2000

I hereby certify that the above-identified correspondence, which is attached, is being
deposited with the United States Postal Service “Express Mail Post Office to Addressee” service
under 37 C.F.R. 1.10 on the date indicated above and is addressed to: Assistant Commissioner
for Trademarks, BOX TTAB/NO FEE, 2900 Crystal Drive, Arlington, Virginia 22202-3513.

Dated: August 14, 2000 7 “"x /:j . /{m

Yiota G. Souras
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