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Opi nion by Rogers, Adm nistrative Trademark Judge:

Chaoyang Baol ansi Meticul ous & Chem cal Co., Ltd.
[ hereinafter applicant] has applied to register the mark
ARCHE, in a stylized formof lettering, on the Principal
Regi ster for goods identified as "cosnetics, nanely, skin
cream hair ponades, beauty masks, face powder, rouge,
| i pstick, cotton puffs for cosnmetic use, eyeshadow, nai

polish, suntanning cream hair waving |lotion, hair spray,
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perfunme, facial cleansers, hair nousse, tal cum powder, hair

shanpoo, and hair conditioner,” in Class 3. The application
is based on Section 44(e) of the Trademark Act, 15 U.S.C. §

1126(e), through applicant's ownership of a registration of

the mark for the identified goods in its home country of

China. The mark's stylization is shown bel ow
Arché

The Pl eadi ngs and Record

Archie Comic Publications, Inc. [hereinafter opposer]
has opposed the application and i ssuance of a registration
to applicant. The notice of opposition asserts a claimthat
opposer, comenci ng on Novenber 12, 1942, has continuously
used the mark ARCHI E "for a wide variety of goods and

servi ces. Qpposer al so asserts that it has registered this
mark for "com c magazi nes, joke book nmamgazines and [a] comi cC
magazi ne series"; that it has registered various other nmarks
featuring the term ARCHI E or ARCH ES;, and that it and its

| i censees have used the various registered marks for a w de
variety of goods. Finally, opposer asserts that its marks
and applicant's mark are confusingly simlar; that the
parties' respective goods and services are related or

applicant's goods are within "a natural zone of expansion

for Opposer”; and that concurrent use of the respective
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marks woul d result in a |ikelihood of confusion anong
consuners, or they would m stakenly believe that applicant's
goods were sonehow connected to opposer, as by

aut hori zati on, sponsorship, through |licensing or by simlar
arrangenent .

Appl i cant expressly or effectively denied all of the
al l egations of the notice of opposition, except that it
adm tted opposer's ownership of Registration No. 1,595,220
for ARCH E for "boats" in Cass 12.

At trial opposer introduced the testinony and rel ated
exhibits of its vice president and director of circulation,
Fred Mausser, a notice of reliance on 11 of its

regi strations,?

and a notice of reliance on pages excerpted
fromprinted publications. Applicant did not attend
opposer's testinony deposition and did not present any

evi dence of its own.

! The registrations listed in the notice of reliance include
three which were not pleaded in the notice of opposition

Regi stration No. 598225 for the mark ARCHIE' S G RLS BETTY &
VERONI CA; Regi stration No. 2314951 for the mark ARCH E' S; and
Regi strati on No. 2341591 for the mark ARCHI E & Design. Wile an
adverse party generally can object to introduction of

regi strations not pleaded, failure to object may lead to
consideration of the registrations. See Sports Authority

M chigan Inc. v. PC Authority Inc., 63 USPQ2d 1782, 1789 (TTAB
2001). In this case, applicant did not object to opposer's
introduction of the registrations that were not previously

pl eaded. However, as discussed | ater herein, opposer has clearly
and specifically stated that it relies on only three of its

pl eaded and introduced registrations for likelihood of confusion
pur poses.
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Summary of Argunents

In its brief, opposer specifically states that, for the
pur pose of determ ning whether there is a likelihood of
confusion, it will rely on only three of the registrations
it has nmade of record: Registration No. 909,609 for ARCH E
[typed] for "com c magazi nes, joke book nmagazi nes, and comc
magazi ne series" in Cass 16, issued March 9, 1971,
Regi stration No. 403,372 for ARCHHE COMCS [stylized; with
di sclai mer of "com cs"] for "nmagazi ne published quarterly”
in Class 16, issued Septenber 21, 1943 under the Trademark
Act of 1905 and republished under the Trademark Act of 1946
on July 12, 1949; and Registration No. 1,966,659 for ARCH E
& design for "com c nagazines" in Class 16, issued April 9,

1996).2 The latter two marks are shown bel ow

Archie

Opposer also argues that its licensing efforts include

| i censing ARCHI E for "personal care products” in the past;
that it has an active, continuing |licensing program and
that cosnetics are within the natural zone of expansion for

its licensing program In addition, opposer asserts that

2 Opposer explains that its other registrations were introduced
"for purposes of confirmng that [opposer] has licensed the
ARCHI E nmark for use in connection with entertai nnment properties
and |icensed goods and services." Brief, p. 13.
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its marks are fanous and that fame plays a domnant role in
the likelihood of confusion analysis; that the simlarity of
its marks and applicant's mark i n appearance outwei ghs
slight differences in sound or nmeaning; that com c books and
cosnetics are sold in the sanme stores to unsophisticated
purchasers; that there is no evidence of third-party uses of
ARCHI E marks; and that there is evidence of opposer's
aggressive pursuit of unauthorized third-party uses.

Applicant, in its brief, states that it accepts
opposer's assertion that the "consum ng public" associ ates
the ARCH E nmark with the Archie character, opposer's comc
books and entertai nment properties. Brief, p. 7. Applicant
al so acknowl edges opposer's products or |icensed products
i ncl ude not only com c magazi nes, animated tel evision shows
featuring ARCH E cartoon characters, |ive action novies and
vi deos of the same, but also include "entertai nnment
nmer chandi se such as t-shirts, apparel, books, watches, gift
and novelty itens, toys and ganes." Id.

However, applicant notes that the evidence introduced
by opposer to show that opposer has licensed its ARCH E mark
for a shaving kit actually establishes that this was a toy,
and the shaving cream can was sold enpty; and applicant
notes that the evidence asserted to show |icensed use of the
ARCH E mark on or in conjunction with hair clips are from

the single year 1990. Applicant also asserts that there is
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no evi dence of record that opposer or any other com ¢ book
conpany actually sells or licenses any kind of cosnetic
product. Finally, applicant asserts that there is nothing
in the record to establish that cosnmetics would be within
the natural zone of expansion for opposer, including no
evi dence that opposer or any other com c book conpany
actually sells, or licenses for sale, any kind of cosnetic
pr oduct .

As for the respective marks, applicant asserts that
they sound different and the accent synbol in applicant's
mark is inportant. Applicant accepts opposer's contention
that the connotation of opposer's marks is of its com c book
character naned "Archie,"” and asserts that while there is
nothing in the record regarding the connotation of
applicant's mark, it does not follow that the connotation is
the sanme as opposer's narks.

Inits reply brief, opposer argues that applicant has
not contested opposer's evidence of the fane of its marks
and the Board can therefore treat the silence as an
adm ssion of fanme. QOpposer also asserts that it is proper
for the Board to focus on the parties' respective narks
havi ng the common formative "Arch"” wthout violating the
rule that marks are not to be dissected but are to be
conpared in their entireties. Further, opposer asserts that

there is nothing in the record on the sound or neani ng of
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applicant's mark and, at best, the simlarity or |ack
thereof in terns of the neanings of the marks is a neutral

factor.

Qpposer's History and Commercial Activities

As noted above, applicant's application is based on
Section 44 of the Trademark Act and does not cl ai mthat
applicant's mark has been used in conmerce. In addition,
applicant presented no evidence during trial. Thus, the
| i kel i hood of confusion analysis requires consideration of
the application alone and the evidence opposer has nmade of
record. W briefly sunmarize the evidence concerning
opposer.

Based on the nunerous printed publications of record,
it is clear that com c book industry observers and even nore
mai nstream nedi a consi der opposer's ARCH E com ¢ book to
have been very successful and long lasting in the com c book
field. See, for exanple, opposer's notice of reliance on
printed publications, particularly, the Oficial Overstreet

Com ¢ Book Price Guide, and the Chicago Sun-Tinmes article of

August 23, 2000; see also, exhibits 114-15 and 117-121 to
t he deposition of opposer's wtness Fred Mausser.

The success of the ARCH E com ¢ book has spawned
various other spin-off titles in the comc book field (see
Mausser exhs. 1-25), as well as related entertai nnment

ventures, such as ani mated tel evi sion shows, novi es, books,
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and nusi cal ventures (Mausser dep. pp. 46-47 and exhs. 50-
55). Further, opposer has |licensed nunerous ARCH E com c-

t hemed products, including mailing packs/envel opes and ID
tags for luggage, a toy shaving kit, trading cards, dolls
and cl othes therefor, |unchboxes, wallets, shoul der
bags/fanny packs, a board gane, a puzzle, paper

cups/ plates/tablecloth, toy flying disc, and toy cars
(Mausser exhs. 70-86). Simlar products are avail able via
the archi ecom cs. com website (Mausser exhs. 42-43). (Qpposer
has al so engaged in pronotions with restaurants, whereby,
for exanple, MDonald' s has distributed ARCH E com c-t hened
Happy Meal s (Mausser exh. 84), and The Ruby Restaurant G oup
has sold ARCH E com c-thenmed kids' neals (Mausser exh. 87);
and at | east one restaurant has utilized an ARCH E com c-

t hemed nmenu (Mausser exh. 113).

Opposer's ARCH E comic publication is reported to have
sold at the rate of approximately 6 mllion a nonth during
the years immedi ately followng its launch in 1942, but over
the decades many titles have cone and gone and opposer now
di stributes approxi mately 800,000 com cs a nonth, including
ARCHI E-t henmed com cs and ot hers such as Sabrina the Teenage

Wtch and Sonic the Hedgehog (Chicago Sun-Tines article

subm tted by Notice of Reliance, Mausser exhs. 29-32 and

121; Mausser dep. p. 39).
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Though ARCHI E nusical ventures were at their peak in
the late 1960s and early 1970s, opposer has negotiated to
revive an ARCHH E perform ng group, a television series and
perhaps a Broadway nusical; future restaurant pronotions
al so are possible (Mausser dep. pp. 57 and 75 and exhs.
119(a) and 120). Opposer's witness also testified that
cosnetics would be within a zone of expansion for opposer's
licensing efforts (Mausser dep. p. 57), though in contrast
to current negotiations regarding entertai nnment and
restaurant deals, he did not testify as to any current
i nvestigation of cosnetics |icensing opportunities.

As to the overall size of opposer's various business
ventures, it has been reported to be a small business with a
| arge brand. See Notice of Reliance on Printed

Publ i cati ons, Busi ness\Week, August 13, 2001 (".it's a $15

mllion, 23-person outfit wth nodest digs"). The record is
clear that opposer's com c books and entertai nnent products
have received unsolicited nedia attention, particularly on
t he occasion of the 50th and 60th anniversaries of the
| aunching of the first ARCH E com ¢ book (Mausser exhs. 114-
15, 119(a), 120, and opposer's Notice of Reliance on Printed
Publ i cations).

As to classes of consuners for opposer's com ¢ books,
opposer has testified that, of subscribers, approximately 75

percent or nore are between the ages of 6 and 14 and 55
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percent are fermale, while 45 percent are mal e (Mausser dep.
pp. 85-86 and exh. 131).% pposer sells com c books by

subscri ption, through mass nerchandi sers such as WAl - Mart,
super mar ket chai ns, drugstore chains, and bookstore chains

(Mausser dep. pp. 28-30).

Anal ysi s and Deci si on

Priority is not an issue in this case, in view of
opposer's introduction of status and title copies of its
pl eaded registrations, showi ng that they are valid and owned

by opposer. King Candy Conpany v. Eunice King' s Kitchen,

Inc., 496 F.2d 1400, 182 USPQ 108 (CCPA 1974); Carl Karcher

Enterprises Inc. v. Stars Restaurants Corp., 35 USPQ2d 1125

(TTAB 1995). In addition, the registrations and renai nder
of the record clearly establish opposer's standing. Thus,
all that is to be resolved is whether a |ikelihood of
conf usi on exi sts.

W anal yze the issue of |ikelihood of confusion using

the factors that were articulated in the case of Inre E. |

du Pont de Nenmoburs & Co., 476 F.2d 1357, 1361, 177 USPQ 563,

567 (CCPA 1973). See also Recot, Inc. v. Becton, 214 F. 3d

1322, 54 USP(R2d 1894, 1896 (Fed. Cir. 2000).

® Mausser exhs. 29-32 show that the vast majority of opposer's
com c book sales are off the shelf sales in various outlets and
only a small percentage are by subscription

10
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“The |i kel ihood of confusion anal ysis considers al
DuPont factors for which there is evidence of record but

‘“may focus ... on dispositive factors.’” Hew ett-Packard

Co. v. Packard Press Inc., 281 F.3d 1261, 62 USP@Rd 1001,

1003 (Fed. G r. 2002) (citations omtted).

In many cases, two key, although not exclusive,
considerations are the simlarities or differences between
the marks and the simlarities or differences of the goods

and services. See, e.g., Federated Foods, Inc. v. Fort

Howar d Paper Co., 544 F.2d 1098, 192 USPQ 24, 29 (CCPA

1976) (“The fundanental inquiry mandated by Section 2(d) goes
to the cunul ative effect of differences in the essenti al
characteristics of the goods [and services] and differences
in the marks”).

The simlarity or dissimlarity of the marks is
assessed by conparing the marks as to appearance, sound,

connotation and commercial inpression. Herbko International

Inc. v. Kappa Books Inc., 308 F.3d 1156, 64 USPQRd 1375,

1380 (Fed. G r. 2002). Moreover, it is well-settled that
mar ks, when conpared, nust be considered in their
entireties, not sinply to determ ne what points they have in

comon or in which they may differ. G ant Food, Inc. v.

Nati on’s Foodservice, Inc., 710 F.2d 1565, 218 USPQ 390, 395

(Fed. Cir. 1983). Nonetheless, “there is nothing inproper

in stating that, for rational reasons, nore or |ess weight

11
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has been given to a particular feature of a mark, provided
the ultimate conclusion rests on consideration of the narks

intheir entireties.” In re National Data Corp., 732 F.2d

1056, 224 USPQ 749, 751 (Fed. Cir. 1985).

In this case, opposer has specifically stated its
reliance on its rights attendant to three regi stered marks,
and has chosen not to rely on other registrations (or on any
comon law rights it may have based on use of one or nore
mar ks). Because the goods listed in each of these three
registrations are essentially identical ("com c magazi nes,

j oke book nmagazi nes, and com c nagazi ne series," "magazi ne
publ i shed quarterly,” and "com c nmagazi nes") we consi der
first the invol ved goods.

When we conpare opposer's identified Cass 16 goods
with those of applicant ("cosnetics, nanely, skin cream
hai r pomades, beauty nasks, face powder, rouge, |ipstick,
cotton puffs for cosnetic use, eyeshadow, nail polish
suntanni ng cream hair waving lotion, hair spray, perfune,
facial cleansers, hair nousse, talcum powder, hair shanpoo,
and hair conditioner,” in Cass 3), we find themconpletely
dissimlar. They are not conpetitive. They are not
conpl enentary. Qpposer has not shown that it is customary
or typical for publishers of magazines and com c books to

al so produce a wide variety of cosnetic products. In short,

12
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opposer has not shown that these products have any innate
rel ati onshi p what soever.

Qpposer's theory why the goods should be consi dered
related, for |ikelihood of confusion purposes, stens from
its licensing of ARCH E com cs-thened products for a w de
range of products and services. W agree with applicant,
however, that the record shows these are primarily toys,
ganes, novelty itens, and the types of collatera
mer chandi se one would see licensed in conjunction with a
successful entertai nment venture, and opposer has shown no
evi dence of any attenpt to bridge the gap fromits current
or past licensing efforts to cosmetics.? Unlike Turner

Entertainnent Co. v. Nelson, 38 USPQRd 1942 (TTAB 1996),

wherein the opposer had |icensed G LLIGAN S | SLAND for beach
towel s and beach bags, and the thene of the G LLIGAN S
| SLAND tel evision show neant that suntan oil and |otion,
sunbl ock and simlar products were "logical tie-in products”
for opposer, in this case we see no logical tie-in between
cosnetics and either a major thematic el enent of opposer's
ARCHI E comics or previously licensed products.

On this last point, i.e., whether cosnetics would be a

| ogi cal extension of opposer's past licensing efforts, we

“ W note, too, that it appears fromthe record that opposer's
licensing efforts have perhaps been nore extensive in the past
than they are at present, except for testinony and exhibits
regarding current efforts to |license nore entertai nment products
and services and perhaps a restaurant.

13
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note Mausser exh. 68. This is a docunent conprising five
pages titled "List of Itens ACP [opposer, Archie Comc
Publ i cati ons] Has," one page titled "M scel | aneous

Addi tional Itens That Archie Managenent Recalls,"” and one
page titled "Supplenental List of ACP Goods/ Services." On
the | ast page — the Supplenental List — there appear the
followng itens: "Three-piece vanity set,"” "Lipstick,"
"Nai |l tips," and "Body mst." However, none of the pages of
exhibit 68 bears a date or any indication when or by whomit
m ght have been prepared; nor do they indicate the basis for
the information on the lists, which are all in different
typefaces and do not appear to have been prepared at the
sanme time. Mreover, the Mausser testinony introducing the
exhibit is vague and does not provide any information that
woul d bol ster its probative value. 1In regard to exhibits 68
and 69, the wtness testified: "One |ooks |ike an internal
docunent and [the] other one was probably produced to
counsel or sonething like that, but it's a listing of sone
of the nmerchandi se we have had over the years." (Mausser
dep. p. 58). The witness was not asked about the

"Suppl enental List" or any specific itens |listed thereon.

In addition, while the "List of Items ACP Has" and |ist of
"M scel | aneous Additional Itens That Archi e Managenent
Recal | s" generally list dates when |icensed itens were

produced and/ or names of |icensees or manufacturers, the

14
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"Suppl enental List" does not. W accord little probative
value to the Supplenental List in the absence of nore
specific testinony about the basis for its creation and in

t he absence of any corroborating evidence that woul d support
a claimof production of Archie com c-thened vanity sets,

| i psticks, nail tips and body nists.® Finally, we note
that, unlike the G LLIGAN S | SLAND case, wherein the
opposer's mark and the applicant's mark were identical, in
this case the marks are different.

Consi dering the marks, we begin by noting that two of
the three marks on which opposer relies are stylized and one
i ncludes the word "COM CS" and the other includes the inmage
of "Archie" hinself. W find that neither of these two
mar ks | ooks |ike applicant's mark or creates a comrerci al
i npression anything like applicant's mark. These two ARCH E
mar ks (one because it contains the word "COM CS" and the
ot her because it contains a drawing of a com ¢ book
character) have the commercial inpression of a com c book or
strip naned after or featuring a character nanmed "ARCH E. "
The comrercial inpression of applicant's nmark, on the other

hand, is that of a foreign term particularly because of the

It is curious that this list includes such general entries as
"com ¢ books" and "toys" and then such specific entries as
"l'ipstick" and "nail tips." Moreover, while M. Musser was
specifically asked whether cosnetics would be within the zone of
expansi on for opposer's licensing efforts, he was never asked
whet her cosnetics were part of past licensing efforts.

15
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accent mark. As to the appearance of these two marks of
opposer, we agree with applicant that the testinony of its
W tness that the consuners would overlook the letter "i" in
"ARCHI E" is self-serving and entitled to little weight.
Even if applicant's mark m ght be spoken by sonme consuners
in a mnner simlar to opposer's marks, we find the
dissimlarity in sight and commercial inpression nore
significant.

Turning to opposer's third pleaded and relied on mark,
ARCH E in typed form again we find the conmmerci al
impression different fromapplicant's ARCHE (stylized) mark.
Moreover, we put little stock in opposer's argunent that
because this mark is registered in typed form it could
choose to utilize the mark in any typeface, including a
typeface simlar to that enployed by applicant. |f opposer
used a simlar typeface for its com c books, there would be
no |ikelihood of confusion because of the different
commerci al inpressions and differences between com c books
and cosnetics, i.e., the theoretical possibility of use of
simlar typefaces would not create a |likelihood of
confusion. In regard to opposer's possible licensing of the
typed mark ARCH E for use on or in conjunction with
cosnetics, we agree with applicant that it is, on this
record, highly unlikely that such a licensed use woul d be

allowed in a type face simlar to applicant's and with no

16
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other indication that the |licensed products were affiliated
wi th the opposer's com c books and characters. The record
is quite clear that virtually all licensed uses allowed by
opposer involve creating strong associations with its comc
books and characters. Mreover, any possible fame
attributable to opposer's marks would only attach to use of
the marks on licensed products if the nethod of use was such
as to imediately call to m nd opposer's well-known com c
books and characters.

In short, based on the dissimlarity of the identified
goods, the | ack of evidence show ng any capacity of opposer
to bridge the gap wwth its licensing programto cosnetics,
and the dissimlarities in the marks, we find that there is
no nore than a nmere theoretical possibility of confusion.

W woul d not find otherwi se even if we agreed wi th opposer
that its marks should, on this record, be considered fanous.

We agree with opposer that fane, when established, is
an inportant factor in the likelihood of confusion analysis,
but we do not find sufficient evidence in this record that
opposer's mark could be considered fanmous for anything other
than com c books. Mdrreover, on this record, we concl ude
only that the marks are well known for com c books.

Accordingly, fame is not a dispositive factor in this case.®

® W disagree with opposer's contention that applicant, by not
mounting a nore vigorous defense, has conceded the fame factor
any nore than it has conceded simlarity of the nmarks or goods.

17
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Finally, opposer places great weight on its assertion
that its comc books are sold in sone of the sane types of
stores (mass nerchandi sers, supermarkets, and drug store
chains) that would be likely channels of trade for
applicant's products, and on its contention that both its
com ¢ books and applicant's cosnetics could be | ow priced
i tenms bought by unsophisticated girls under the age of 15.
Qpposer has put nothing in the record to establish what
percentage of girls 6-14 who subscribe to com c books al so
are potential purchasers of cosnetics. In addition, it is
clear that com c books and cosnetics are not the types of
items that would be marketed in the same way or in the sane

|l ocations in the retail ers opposer discusses. Interstate

Brands Corporation v. Celestial Seasonings, Inc., 576 F.2d

926, 198 USPQ 151, 152-53 (CCPA 1978), citing Federated

Foods, Inc., d.b.a. Hy-Top Products Division v. Fort Howard

Paper Conpany, 544 F.2d 1098, 192 USPQ 24 (CCPA 1976).

Deci sion: The opposition is dism ssed.

18



