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Opi ni on by Hohein, Adm nistrative Trademark Judge:

Cherng Lian Ent Co., Ltd. has filed an application to

regi ster the mark "ROAD BOY" and desi gn, as shown bel ow,

NHD

for "light fixtures for vehicles, nanely, lights for autonobiles,
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fog lights, headlights for autonobiles, [and] l|ight bul bs for
| and vehicles"."®

As set forth in its anended notice of opposition, The
Pep Boys Manny, Mbe & Jack of California has opposed registration
on the grounds that, "long prior to the date of first use all eged
in the application opposed herein, Qpposer, through its
predecessor in interest and its exclusive |icensee The Pep Boys
Manny Moe & Jack [... hereinafter ... collectively referred to as
"Pep Boys'] has, and is now, engaged in the distribution,
mar keti ng, sale, advertising and pronotion of a variety of
aut onoti ve mai ntenance, repair, parts, accessories and retai
store services"; that "Pep Boys has continuously used the nane(s)
and mark(s) PEP BOYS, THE PEP BOYS, and THE PEP BOYS MANNY, MXE &
JACK [hereinafter collectively referred to as the ' PEP BOYS
Mark(s)'], as well as a fanciful design of Pep Boys' founders,
"MANNY, MOE & JACK , ... [hereinafter referred to as the 'PEP
BOYS Logo'] to identify and desi gnate Opposer, its business,
Qpposer's wi de variety of autonotive products, services and
retail stores, and to distinguish those goods, services, business
and stores fromthose of others"; that opposer is the owner of
and will rely upon certain pleaded registrations for such marks;
t hat opposer "has built up extensive goodw || under its PEP BOYS
Mark(s) ... and PEP BOYS Logo, with the result that since prior

to the date of first use alleged in the application opposed

' Ser. No. 75/138,188, filed on July 18, 1996, which alleges a date of
first use anywhere of March 16, 1990 and a date of first use in
commerce of June 1, 1990. The lining, while a feature of the mark, is
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herein, Qpposer's said ... marks have becone so well recognized
as to be 'fanous'"; that applicant's "ROAD BOY" and design mark
"is a simulation and colorable imtation of, and is confusingly
simlar to, Opposer's ... fanmous PEP BOYS Mark(s) ... and/or PEP
BOYS Logo"; that applicant's goods "are simlar and/or related to
Qpposer' s goods and services, and/or those offered or sold in
Qpposer's Pep Boys' stores”; that applicant's "ROAD BOY" and
desi gn mark, when used in connection with its goods, so resenbl es
opposer's various pleaded marks for its goods and services as to
be likely to cause confusion, mstake or deception; that
applicant, prior to adopting and determning to use its mark in
connection with its goods, had "know edge of QOpposer and its
famous PEP BOYS Mark(s) ... and PEP BOYS Logo"; and that "the
regi stration and/ or conmercial use of the opposed ROAD BOY &
Design mark by Applicant will cause dilution of the distinctive
quality of Opposer's ... fanpbus and distinctive PEP BOYS Mark(s)

and/ or PEP BOYS Logo."

Applicant, in its answer, has denied the salient

al l egations of the amended notice of opposition. Briefs have
been tinely filed® and an oral hearing, attended by counsel for

the parties, was hel d.

for shadi ng purposes and is not intended to indicate color. The mark
consists of a silhouette of two nmen between the words "ROAD BOY."

? Applicant's consented notion for an extension of tine until My 6,
2002 to file its brief on the case is granted. Wiile, with respect to
opposer's contested notion for an extension of tinme to file its reply
brief herein, it is pointed out that the provisions of Trademark Rul e
2.119(c) are not applicable to a due date set by a Board order, the
motion is granted inasnmuch as good cause therefor has otherw se been
shown for an extension from May 21, 2002 until My 28, 2002. Fed. R
Cv. P. 6(b) and Patent Rule 1.7, as nade applicable by Trademark Rul e
2.1. (Nonethel ess, had applicant nore properly raised by notion,
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Prelimnarily, we turn to the request in applicant's
brief for leave, pursuant to Fed. R Civ. P. 15(b), to anmend its
answer to assert a counterclai magainst two of opposer's pl eaded
registrations. Specifically, by its proposed counterclaim
applicant seeks to cancel Reg. Nos. 310,199 and 1,699, 427, each
of which is for a mark which, as applicant observes, has a design
feature which includes "a cigar in the nouth of Manny."

According to applicant, opposer "has ceased use with an intent
not to resune use of each mark that shows a cigar in the nouth of
Manny, who is one of the Pep Boys" characters shown in such

mar ks, and thus has abandoned the marKks.

In particular, applicant contends in support thereof
that, "[d]Juring the trial testinony [on August 28, 2001] of
Qpposer's witness, M. Furtkevic, he testified that these nmarks
have been abandoned"” because his testinmony was that "in 1990,
during the Great American Snoke Qut, we decided to renove the
cigar fromthe Manny character ... and that act garnered nationa
media attention.” Al though applicant further asserts that "[t]he
renoval of the cigar is clearly a material alteration” of each
mar k, inasmuch as "[i]f a change garners national nedia

attention, then that change is certainly material,"” applicant

rather than in its brief on the case, its request for |eave to amend
the answer to assert a counterclaim it is clear that under the rul es
of practice opposer would in any event have had the additional tine it
requested in which to respond thereto, and it should not be deprived

t hereof by the shortcut taken by applicant in its brief.) Finally, in
vi ew of the circunstances, opposer's uncontested notion for |eave to
exceed the page |limtation for its reply brief is granted. The 29-
page reply brief submtted by opposer on May 28, 2002 is accordingly
accepted, but the "corrected" version thereof, filed by opposer on My
31, 2002, is untinely and has been given no consideration
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mai ntains that "[t]his informati on was not avail able to Applicant
when the Answer to [the] Anended Notice of Qpposition ... was
filed on February 7, 2001" and, thus, "there was no counterclaim
for cancellation at that tinme." Applicant argues, however, that
al | onance of the requested anmendnent is proper at this juncture
under Fed. R Cv. P. 15(b) as being necessary to cause "the

pl eadi ngs to conformto the evidence" presented at trial.

We agree with opposer, however, that not only is it
plain that the issue of opposer's alleged abandonnent of two of
the marks which are the subjects of its pleaded registrations was
never tried by the express or inplied consent of the parties, but
in any event there has been no abandonnent inasnuch as the
renoval of the cigar from Manny's nouth results in marks which
continue to convey essentially the same commercial inpression as
those marks do with such a cigar. As opposer accurately points
out (footnote omtted):

| ndeed, the whole of the testinony regarding

t he al |l eged abandonnent issue--which

constitutes a single sentence--occurred in

the mdst of Opposer's [witness's] direct

testimony regardi ng the nunerous tines

Qpposer has been the subject of publicity.

.... It was not raised--nor |ater addressed-

-by Applicant's counsel during cross-

exam nation. |ndeed, Applicant's counsel

never raised an issue of abandonnent. Thus,

the context in which the single sentence was

uttered woul d not have apprised Opposer that

Applicant was pursuing as [sic] abandoned

[sic] claim

Furthernore, we concur with opposer that it is obvious
that (italics in original):

The national nedia attention to Manny's
"decision” to quit snoking was not garnered
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by the significance of the change in the
commercial inpression of mark[s] ..., but
rat her by the synbolic value to the anti -
snoki ng novenent of the "act" of such a[n]
icon. Indeed, as to the conmerci al

i npression [of the marks], one has to | ook
closely to even notice the cigar, [or its
absence,] at all. There is no evidence to
suggest that consuners have or do notice a
"material" difference.

Accordingly, applicant's request for |leave to anend its answer to
assert a counterclaimis denied. Fed. R Cv. P. 15(b).

The record includes the pleadings; the file of the
opposed application; and, as part of opposer's case-in-chief, the
testimony, with exhibit(s),? of: (i) the director of marketing

comuni cations for its parent conpany, WIlliamV. Furtkevic; (ii)

$ Applicant, in its brief, has reiterated the objection, which it

rai sed during the deposition of M. ME roy, to consideration of
opposer's Exhibit 43, which consists of a |ist of advertising and
sales figures for fiscal years 1985 through 2000. Specifically,
applicant notes in its brief that it continues to object to such
exhibit to the extent that it "differs fromor provides additiona

i nformati on" from "what was produced in discovery," contending that
"[1]n the Responses to Applicant's First Set of Interrogatories ...,
Opposer provi ded advertising expense figures [only] for the years from
1994 to 2000." However, inasnmuch as applicant has failed to
substantiate its objection by submtting a copy of the alleged
responses, the objection is overruled and Exhi bit 43 has been
consi der ed.

In addition, applicant in its brief expands upon its objection,
which it raised during the deposition of M. Furtkevic, that the
docunents offered as exhibits "were not produced before today's trial
testi nony deposition.” (Furtkevic dep. at 45.) Applicant, in
particular, requests that all of the exhibits to the depositions of
opposer's three wi tnesses "should be excluded from evi dence" because
opposer "did not provide Applicant with copies of nunerous docunents
that are now offered[,] as Opposer's Exhibits, until the day of the
trial testinony depositions [on August 28, 2001], despite previous
di scovery requests for these docunents.” Applicant, however, has not
only failed to substantiate its objection by submtting a copy of the
documents al |l egedly supporting its position, but as docunented by
opposer's reply brief, it appears that the parties, while agreeing to
produce requested docunents on "a nmutually acceptable date or dates,"
never settled on a specific date or dates by which production woul d be
made. Applicant's objection is thus overruled and the exhibit(s) to
each of opposer's witnesses' trial depositions have been consi dered.
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the vice president of finance, treasurer and assi stant secretary
of opposer, Bernard K. McElroy; and (iii) opposer's chief

adm nistrative officer, Frederick A Stanmpone. As the rest of
its case-in-chief, opposer has submtted notices of reliance upon
(i) certified copies of various registrations for its marks and
(ii) applicant's responses to certain of opposer's discovery
requests.® Applicant, as its case-in-chief, has filed a notice
of reliance upon opposer's response to one of applicant's
requests for adm ssion. Applicant did not take testinony or
submt any additional evidence, and opposer did not offer any
rebuttal evidence.

Priority of use is not inissue in this proceeding with
respect to those of opposer's pleaded registrations which, as
specifically set out later in this opinion, have been established
by opposer's notice of reliance to be subsisting and owned by
opposer.® See King Candy Co. v. Eunice King's Kitchen, Inc., 496
F.2d 1400, 182 USPQ 108, 110 (CCPA 1974). Priority of use

‘ As a general proposition, it is pointed out that unlike either
interrogatories and the answers thereto or requests for adm ssion and
the adm ssions thereof, requests for production of docunments and any
document s produced in response thereto are not proper subject matter
for a notice of reliance under Trademark Rule 2.120(j) with the
exception of docunments which otherw se neet the requirenments of
Trademark Rule 2.122(e). See Trademark Rules 2.120(j)(3)(ii) and TBWP
8§711. However, since applicant in its brief has treated opposer's
reliance on applicant's responses to certain of opposer's requests for
production of docunents as formng part of the record by not objecting
t hereto, such has been consi dered herein.

°* Specifically, while opposer pleaded in its amended notice of
opposition that, anong other things, it was the owner of the follow ng
regi strations, no evidence thereof was nmade of record: Reg. No.

1, 395, 353, issued on May 27, 1986; Reg. No. 1,420,631, issued on
Decenber 9, 1986; Reg. No. 1,562,597, issued on Cctober 24, 1989; Reg.
No. 1,562,599, issued on Cctober 24, 1989; Reg. No. 1, 665,248, issued
on Novenber 19, 1991; and Reg. No. 1,997,613, issued on August 27,
1996.



Qpposition No. 108, 772

i kewise is not in issue herein as to four additional
regi strations which, as noted with particularity later on, have
al so been shown by opposer to be subsisting and owned by opposer.
Al t hough such registrations were not pleaded by opposer, they
have been considered i nasmuch as opposer introduced them as part
of its notice of reliance on certain registrations for its
pl eaded marks during its initial testinony period and applicant,
inits brief, has treated those registrations, |ike the others
whi ch acconpany such notice, as forming part of the record.”®
Accordingly, as to the claimof priority of use and
| i kel i hood of confusion, the focus of our determ nation is on the
i ssue of whether applicant's "ROAD BOY" and desi gn nmark, when
used in connection with the goods set forth in its application,
so resenbl es one or nore of opposer's "PEP BOYS' nmarks, including
those with its "PEP BOYS" |ogo, for its various goods and
services as to be likely to cause confusion, m stake or deception
as to source or sponsorship. As to the claimof dilution, we
nmust det erm ne whet her opposer's "PEP BOYS' narks are fanous and
distinctive, and if so, whether applicant's use of its mark began
after opposer's nmarks had becone fanous and whet her such use

causes dilution of the distinctive quality of opposer’'s narks.

® Applicant states in its brief that opposer's registrations "are
recited in the Notice of Reliance" and that "[p]riority is not an

i ssue[,] insofar as Opposer's registrations are concerned, because
Appl i cant has not counterclainmed for cancellation based on priority of
use." W accordingly consider opposer's four additional registrations
to have been stipulated into the record.
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According to the record, opposer pleaded and is the

owner of subsisting registrations for the follow ng:’

(1) the mark "THE PEP BOYS" and desi gn,
which is registered as shown bel ow

for "high pressure |ubricants, notor

| ubricating oils, [and] transm ssion and
differential lubricants"™ in International
d ass 4;°

(2) the mark "PEP BOYS," which is
regi stered for:

" The information indicated is in accordance with TBVMP §703.02(a),

whi ch provides in pertinent part that:

[When a Federal registration owed by a party has been
properly made of record in an inter partes proceeding,

and

there are changes in the status of the registrati on between

the time it was made of record and the tine the case is

deci ded, the Board, in deciding the case, will take judicial

notice of, and rely upon, the current status of the

regi stration, as shown by the records of the PTO See Roya
Hawai i an Perfunmes, Ltd. v. D anpnd Head Products of Hawaii,

Inc., 204 USPQ 144 (TTAB 1979); Duffy-Mtt Co. v. Borden

Inc., 201 USPQ 846 (TTAB 1978); and Vol kswagenwer k
Akti engesel | schaft v. denent \Weel Co.
1979) .

, 204 USPQ 76 (TTAB

8 Reg. No. 310, 199, issued on February 13, 1934, which sets forth a

date of first use anywhere and in commerce of August 31, 1933;

third

renewal . "The mark includes as a feature a reproduction of pen and

i nk sketches intended to resenble the officers of the ..
corporation."

10
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_ (a) "retail store services in the
field of'autonntlve accessories" in
| nt ernati onal C ass 42:°

(b) "oil additive[s], transm ssion
fluids, and power steering fluids" in
International Cass 1; "hand soap
cleaners” in International Cass 3; and
"batteries for land vehicles" in
I nternational Cass 9;%

(c) "vehicle servicing, repair and
mai nt enance services and installation of
vehicle parts" in International C ass
37; " and

(d) "netal key rings, [and] netal
noney clips" in International O ass 6;
"plastic pocket pen knives" in
International Class 8; "tape neasures
and netal cases therefor” in
International Class 9; "cigarette
| i ghters nmade of precious netal, [and]
wat ches"” in International Cass 14;
"correspondence hol ders, pens, playing
cards, [and] pen and pencil sets" in
International Cass 16; "tote bags, non-
| eat her duffle [sic] bags, golf
unbrel l as, [and] nylon backpacks" in
International O ass 18; "drinking
gl asses, mugs, portable beverage
cool ers; [and] beverage insulators sold
together as a unit with sport bottles
sold enpty" in International O ass 21
"beach towel s” in International C ass
24; "caps, visors, clothing, nanely,
sweaters, polo shirts, golf shirts,

j ackets, pullovers, t-shirts,
sweatshirts, denimjackets, cotton

j ackets, baseball jackets, tank tops,
[and] nightshirts™ in Internationa

° Reg. No. 1,288,346, issued on July 31, 1984, which sets forth a date
of first use anywhere and in conmerce of 1925; conbined affidavit 888
and 15.

" Reg. No. 1,472,747, issued on January 19, 1988, which sets forth a
date of first use anywhere and in commerce of Novenber 23, 1984 for
the goods in both International Casses 1 and 3, and July 15, 1984 for
the goods in International Cass 9; conbined affidavit 888 and 15.

" Reg. No. 1,562,598, issued on Cctober 24, 1989, which sets forth a

date of first use anywhere and in commerce of 1945; conbined affi davit
888 and 15.

11
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Class 25; and "tossing disc toys,
footballs, golf balls, [and] tedd}/
bears" in International Cass 28;” and

(3) the mark "PEP BOYS' and desi gn,
which is registered as reproduced bel ow

A
W
for "autonotive repair and mai ntenance
services" in International d ass 37 and

"retail autonotive store services" in
| nt ernational d ass 42: "

(4) the mark "PEP BOYS' and desi gn,
which is registered as illustrated bel ow

R ——

PEPBOYS

for:

(a) "vehicle maintenance and repair
services" in International O ass 37 and
"retail autonotive store services" in
| nternational Cass 42:* and

” Reg. No. 2,036,750, issued on February 11, 1997, which sets forth a
date of first use anywhere and in commerce of October 1992 for the
goods in International C asses 6, 8, 9, 14, 16, 18, 24 and 28, 1984
for the goods in International Cass 21 and 1982 for the goods in
International O ass 25; conbined affidavit 888 and 15.

® Reg. No. 1,699,427, issued on July 7, 1992, which sets forth a date
of first use anywhere and in conmerce of March 4, 1990 for the goods
in both International C asses 1 and 3; conbined affidavit 888 and 15.

" Reg. No. 1,883,21, issued on March 14, 1995, which sets forth a date

of first use anywhere and in conmerce of Cctober 1, 1991 for the goods
in both classes; conbined affidavit 888 and 15.

12
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(b) "nmetal key rings, [and] netal
noney clips" in International C ass 6;
"plastic pocket pen knives" in
International C ass 8, "tape neasures
and netal cases therefor” in
International Class 9; "cigarette
| i ghters nade of precious netal, [and]
wat ches” in International Cass 14;
"correspondence hol ders, pens, playing
cards, [and] pen and pencil sets" in
International Class 16; "tote bags, non-
| eat her duffle bags, golf unbrell as,

[ and] nyl on backpacks" in International
Class 18; "drinking gl asses, nugs,
portabl e beverage cool ers; [and]
beverage insulators sold together as a
unit with sport bottles sold enpty” in

I nternational O ass 21; "caps, Vvisors,
cl othing, nanely, sweaters, polo shirts,
golf shirts, jackets, pullovers, t-
shirts, sweatshirts, denimjackets,
cotton jackets, baseball jackets, tank
tops, [and] nightshirts" in
International O ass 25; and "tossing
disc toys, footballs, golf balls, [and]
teddy bears" in International Cass 28;"
and

(5) the mark "THE PEP BOYS MANNY, MOE &
JACK" and design, which is registered as
depi cted bel ow

f
I VIANNY.MOE & JACK

for "watches" in International C ass 14;
"mugs" in International dass 21; and
"clothing, nanely t-shirts, sweatshirts,

" Reg. No. 2,206,793, issued on Decenmber 31, 1996, which sets forth a
date of first use anywhere and in commerce of October 1992 for the
goods in International C asses 6, 8, 9, 14, 16, 18 and 28, 1984 for
the goods in International Cass 21 and 1982 for the goods in
International O ass 25; conbined affidavit 888 and 15.

13
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deni mjackets, tank tops, [and] ni ghtshirts”

in International Cass 25.°

Additionally, the record establishes that opposer is
the owner of subsisting registrations for the foll ow ng:

(1) the mark "PEP BOYS PARTS USA" and
design, which is registered as shown bel ow

PEreors ;
for "retail stores featuring autonotive parts
and accessories" in International Cass 42;"

(2) the mark "PEP BOYS EXPRESS," which
is registered for "retail stores featuring
autonotive parts and accessories" in
| nternational dass 35;"

(3) the mark "PEP BOYS EXPRESS' and
design, which is registered as depicted bel ow

" Reg. No. 2,001,610, issued on Septenber 17, 1996, which sets forth a
date of first use anywhere and in commerce of October 1992 for the
goods in International Cass 14, 1984 for the goods in Internationa
Class 21 and 1982 for the goods in International Cass 25; conbined
affidavit 888 and 15.

" Reg. No. 2,039,686, issued on February 25, 1997 with a clai m of
acquired distinctiveness as to the term"USA " which sets forth a date
of first use anywhere and in conmerce of January 22, 1995. The word
"PARTS" is disclained.

" Reg. No. 2,226,116, issued on February 23, 1999, which sets forth a

date of first use anywhere of Novenber 13, 1997 and a date of first
use in commerce of Novenber 20, 1997

14



Qpposition No. 108, 772

for "retail stores featuring autonotive parts

and accessories" in International Cass 35;"

and

(4) the mark "PEP BOYS. LOS AUTOS NCS

QUI EREN. LA GENTE NOS ADCRA.," which is

registered for "retail stores featuring

vehicle parts and rel ated accessories” in

International Cass 35 and "vehicle repair

and mai nt enance" in International dass 37.%

The record al so reveal s that opposer is a retailer of
autonotive parts and accessories as well as a provider of
autonotive repair and nmai ntenance services. Qpposer renders such
services through a chain of stores, all of which are owned and
managed by opposer rather than operated as franchises. As of the
testi nony of opposer's w tnesses on August 28, 2001, opposer was
operating 629 stores in 36 states and Puerto R co, an increase
fromthe 313 stores which it operated in 17 states as of 1990.
Qpposer occupies a position in the autonotive after-market, in
light of its nost recent retail sales being in excess of two
billion dollars, which places it anong the "l eaders who provide
autonotive service and sell parts and accessories.”" (Stanpone

dep. at 17.) Wile the largest conpanies in such field do, on

the parts side of the business, "in the nei ghborhood of three and
an half to $4 billion" and operate "thousands of stores," opposer
still ranks, in terns of nunber of stores, "within the top five

" Reg. No. 2,228,755, issued on March 2, 1999, which sets forth a date
of first use anywhere of Novenber 13, 1997 and a date of first use in
commerce of Novenber 20, 1997. The mark is lined for the colors red
and bl ue.

* Reg. No. 2,345,076, issued on April 25, 2000, which sets forth a
date of first use anywhere and in commerce of August 1998 for the

services in both classes. The English translation of the mark is:
"PEP BOYS. CARS LIKE US. PECPLE LOVE US."

15
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anong autonotive parts retailers.”™ (l1d.) Opposer "enjoyed a
simlar share of [the parts] market in 1990, although its "share
of the after market woul d have been larger than it is today"
because "nmany of the autonotive parts chains [with which it
conpet es] have grown faster since 1990 than Pep Boys." (ld. at
18.)

Measured by the nunber of service bays in its stores,
opposer as of August 28, 2001 "rank[ed] anpbng the top five

[ aut onoti ve service providers] in the country,”™ "operating over
6500 bays." (ld. at 17.) In terns of Pep Boys['] size within
t he autonotive service provider category, the larger service and
tire chain[s] such as Firestone and Goodyear have probably grown

at about the sanme rate as Pep Boys," so that opposer's market

"share woul d probably have been in 1990 simlar to what it is
today."” (ld. at 18.) Thus, "[b]y virtually any account, Pep
Boys is anong the nations [sic] |eading autonotive after-nmarket
parts and service providers."” (ld. at 17.)

Founded in 1921, opposer was originally known as "Pep
Auto Supply," but changed its nane to "Pep Boys" sonetinme in the
1920s. (Opposer derived its nanme as foll ows:

Manny and Moe, [the two founders of opposer, ]

... were sitting in the back roomon a case

of Pep Valve Ginding Conpound .... One guy

said that's a great nane, that connotes high

energy, the word pep. So they were convinced

that word would Ilend a | ot of success for an

ot herwi se generic autonotive conpany.

The rest of the story relates to an
experience wwth a notorist in Philadel phia
who was cited by a policeman for his

headl i ghts not working properly. He
basically pulled this person over and said,

16
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you shoul d go and see the boys down at Pep.

They had becone such a popul ar place for

notorists back in those days.

They took on the neaning of being one of

t he boys, which in Philadelphia is kind of a

termthat's used with a warm and friendly

connotation. To be referred to as "one of

the boys" is one of the nenbers of an elite

cl ub.

That reference by this policeman

repeat edly caused enough of awareness within

Manny and Moe [that they thought] why don't

we add that to the name. Consequently, the

name was changed from Pep Auto Supplies to

Pep Boys.

(Id. at 12-14.)

Basically, opposer "sells a broad assortnent of
autonotive parts, tires, accessories and supplies,” including
"head | anps” and "[a]l nost any after-market part you can put on a
vehicle." (Furtkevic dep. at 8-9.) It "also provide[s] conplete
aut onoti ve diagnostic and repair services" at "[a]ll but 12" of
its stores. (ld. at 9.) Likew se, according to another of its
W t nesses, opposer "offer[s] roughly 35,000 different autonotive
parts, accessories, chemcals, tires, and related autonotive
supplies” in addition to providing "a vast assortnent of
aut onoti ve mai ntenance and repair services." (Stanpone dep. at
5-6.)

Wth respect to the specific kinds of goods for which
applicant seeks registration of its mark, nanely, "light fixtures
for vehicles,” M. Furtkevic testified in particular on direct
exam nation as follows:

Q Does Pep Boys actually sell [|ight
fixtures for vehicles inits stores?

17
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A Absol utely, yes, we do.

Q What are the various |light fixtures
you sell in the stores?

A We sell head lanps primarily. W

al so sell other bulbs that are used in cars;

parking lights; break [sic] lights, turn

signal bul bs, bulbs that go in your trunk,

gl ove box, inside the cabin of cars. Pretty

much suns up nost of the places you can put a

light bulb in a car.

(Id. at 43-44.) Likewi se, M. Stanpone testified that, since at
| east 1989, opposer has continuously sold lights for autonobiles,
including fog lights, headlights and Iight bulbs for |and

vehi cles, and confirnmed that a 1955 catal og by opposer (Exhibit
44) advertises auto bul bs, fog | anps, back up | anps and

headl anps. Qpposer, he al so noted, has advertised autonobile
lights in its nost recent tel evision advertising.

However, as shown by its Exhibits 42A-C, the head | anps
or headlights sold by opposer in its retail stores bear the
"SYLVANI A" brand nane. Nothing in the record, including various
cat al ogs i ntroduced by opposer, denonstrates that opposer has
ever used any of its "PEP BOYS' marks, or variations thereof, as
trademarks for any vehicle lighting fixtures, such as head | anps
or headlights, although it has repeatedly advertised those goods,
along with a w de range of other autonotive after-market parts
and accessories, under its various "PEP BOYS" service marks and
vari ants thereof.

Qpposer uses the nane "PEP BOYS' as a service mark on

the building facade of all of its retail outlets, inits print

advertising and pronotional materials, including brochures,
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cat al ogs, newspaper ads and direct mail pieces, on its in-store
poi nt - of - purchase graphics, and in connection with its
television, radio and Internet advertising. |Its national

tel evision advertising, for exanple, airs primarily on sports
prograns and is done on the follow ng networks: "ABC, NBC, Fox;
PBS; ESPN;, ESPN2; TNT; TNN[;]" and "CBS." (ld. at 16.) 1In 2001,
it conducted | ocal television advertising, nostly on sports
shows, "in Los Angel es, Philadel phia, Dallas, Fort Wrth and
Atlanta.” (ld. at 17.) During the same year, opposer's ads

appeared i n newspapers such as the Atlanta Journal Constitution,

Phi | adel phia I nquirer, Los Angeles Tines, USA Today and M am

Heral d. Opposer, under the domai n nane "pepboys.com " has al so
had a website since about 1994.

As to its various pronotional activities, opposer in
2001 was "the presenting sponsor of the Pennsylvania 500, which
is a Wnston Cup NASCAR race on TNT," and was "a race sponsor of
the NHRA 50 Anniversary Race in Ponona, California." (ld. at
29.) In 2000, it was "the title sponsor of the great outdoor
ganes ... on ESPN' and, "for two years, 1997 and '98," it was
"the title sponsor of the Indy Racing League, which includes the
single | argest spectator event in the world, [nanely, the]
I ndi anapolis 500." (ld. at 29-30.) Much earlier, "the infanous
Pep Boys Snownan Aircraft, which was a flight piloted by Admral
Bird to the South Pole back in 1933," was "[o] ne of many
pronoti onal events that Pep Boys has sponsored or been invol ved
with in some way over the years."” (Stanpone dep. at 14.) O her

pronotional activities by opposer, besides sponsorship of
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sporting events, presently include in-store pronotions and cross-

pronotions of its products and services, such as various rebate

progr amns.

As anot her nmethod of pronoting itself, opposer, around
the m d-1990s, produced a catalog "to advertise and sell |icensed
| ogo- beari ng nerchandi se,” including sweaters, sweatshirts,

uniformshirts and sport bottles bearing its "PEP BOYS' and
design mark and polo shirts, jackets, pullovers, sweatshirts,
sweaters, sport shirts, t-shirts, boxer shorts, caps, duffel

bags, sport bottles, collectible trucks, nugs, unbrellas and pens
featuring its "THE PEP BOYS" and design mark. (Furtkevic dep. at
30-31.) According to M. Furtkevic, opposer "actually
distributed all of this merchandi se, but today nost of it is no

| onger manufactured with the exception of" such itens as polo
shirts, caps and collectibles. (ld. at 31.) |In addition,

"[ b]ased upon various pronotions,"” opposer still "will engage a
pronoti onal conpany to manufacture premiumitens that contain the
Pep Boys mark |ike pens, tablets, other wearable products, hats,
[and] key chains.™ (ld. at 31-32.) Such goods are
"[d]istributed to enployees and are also distributed [to the
public at large] at ... NASCAR events, notor sports events,

races, [and] other things like that" in which opposer

partici pates as an event sponsor. (ld. at 32.) Moreover, coffee
mugs bearing opposer's "PEP BOYS" and design mark are sold in its
retail stores and such mark has been used on a di sposabl e canera,

whi ch was offered as a premiumitemto its custoners during "the
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wi nter of 2000 to pronote usage of the Pep Boys private |abel
Credit Card." (ld. at 33.)

Qpposer has been the subject of publicity, receiving
mention, for instance, on a radio newscast for its initiation of
a job-training partnership programw th the U ban League in the
City of Los Angeles. Qpposer also gained notoriety, according to
M. Furtkevic, in 1990 when, "during the Geat Anmerican Snoke
Qut, we decided to renove the cigar fromthe Manny character of
the brand synbol and that act garnered national nmedia attention
on the cover of USA Today" and "it was also featured in the
Phi | adel phia Inquirer.” (ld. at 37.) Moreover, besides
"phot ocopi es of various press clippings that represent ... print
publicity ... received over the past nunber of decades" (ld. at
38), M. Furtkevic notes that other instances in which opposer
and the designation "PEP BOYS" have received publicity include
the foll ow ng:

Pep Boys has been nentioned on NBC with

t he Manny, Me and Jack characters. W' ve

been repeatedly nentioned and depicted by Jay

Leno as part of the Toni ght Show broadcast

and Late Night with David Letterman. Pep

Boys was actually referred to in the 1959

film "Auntie Mame," starring Rosaline

Russel | .

There have been other instances |ike

t hat where Pep Boys has been featured in

films or television progranm ng. There was

an epi sode of the Sinpsons [tel evision showj

where Manny, Me and Jack, in an ani nated

fashi on, were shown com ng off of the facade

of one of our buildings and delivered a few

lines ....

(Id. at 37.) Several requests for |licenses have also recently

been granted by opposer, giving the |licensees "perm ssion to use
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the Pep Boys nane and/or marks in feature filmor entertai nnent
programm ng that they're currently producing.” (lLd. at 41.)
For fiscal years 1985 through 2000, opposer's (and its

subsidiaries') "nerchandi se sal es,” which consist of sales of al
products nmarketed at retail, including those sold under various
"PEP BOYS" and "PEP BOYS' and design marks as well as such third-
party brands as, for exanple, "SYLVAN A " have generally

i ncreased on an annual basis fromnearly $367 mllion in 1985 to
a peak of alnobst $2 billion in 1998, with a small decrease from
such anount in 1999 before rebounding slightly in 2000.%
Qpposer's (and its subsidiaries') "service revenue," which is the
| abor charged to custoners, has steadily increased each year from
around $22 nmillion in 1985 to al most $461 nmillion in 2000.%

Toget her, nerchandi se sal es and service revenue constitute
opposer's (and its subsidiaries') "total net sales,” which have

progressively clinbed fromjust under $389 million in 1985 to
just over $2.418 billion in 2000.%

* gSpecifically, as set forth in opposer's publicly avail abl e annual
reports, merchandi se sales total ed $366, 707,000 i n 1985, $452, 650, 000
in 1986, $505,583,000 in 1987, $586, 162,000 in 1988, $703,487,000 in
1989, $774,502,000 in 1990, $873,381,000 in 1991, $1,008, 191,000 in
1992, $1,076,543,000 in 1993, $1,211,536,000 in 1994, $1, 355,008, 000
in 1995, $1, 554, 757,000 in 1996, $1, 720,670,000 in 1997,

$1, 991, 340,000 in 1998, $1, 954,010,000 in 1999 and $1, 957, 480,000 in
2000.

2 n particul ar, opposer's service revenues were $22,207,000 in 1985,
$33, 248,000 in 1986, $48, 181,000 in 1987, $69, 806,000 in 1988,

$95, 204, 000 in 1989, $110,172,000 in 1990, $128,127,000 in 1991,
$147, 403,000 in 1992, $164,590,000 in 1993, $195, 449,000 in 1994,
$239, 332,000 in 1995, $273,782,000 in 1996, $335, 850,000 in 1997,
$407, 368, 000 in 1998, $440,523,000 in 1999 and $460, 988, 000 i n 2000.

# Such sal es ranged from $388, 914,000 in 1985, to $485, 899,000 in
1986, $553, 764,000 in 1987, $655,968,000 in 1988, $798,691,000 in
1989, $884, 674,000 in 1990, $1, 001,508,000 in 1991, $1, 155,594,000 in
1992, $1, 241,133,000 in 1993, $1, 406,985,000 in 1994, $1, 594, 340, 000
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"Gross nedi a" expenditures by opposer (and its
subsidiaries), which include "any type of advertising ... done"
(e.g., print, radio and tel evision ads), have for the nost part

risen fromnearly $12 million in 1985 to a high of over $53

mllion in 1998 before falling by about a mllion dollars in 1999
and again in 2000.* (MElroy dep. at 8.) In all, "after 80
years of pronotion ... through hundreds of mllions of dollars of

national and |ocal advertising in very prom nent newspapers and
[on] national broadcasts and national cable television prograns,"”
opposer's w tness, M. Stanpone, was of the opinion that "the Pep
Boys nane and the Manny, Me and Jack icons associated with Pep
Boys are extrenely fanmous and somewhat invaluable to this
conpany." (Stanpone dep. at 19.)

The only information of record about applicant and its
mark comes fromits responses to opposer's discovery requests.”
Specifically, applicant has indicated that has used its "ROAD
BOY" and design mark in the United States exclusively in

connection with the goods recited in its opposed application;

in 1995, $1, 828,539,000 in 1996, $2, 056,520,000 in 1997,
$2, 398, 708, 000 in 1998, $2, 394,533,000 in 1999 and $2, 418, 468, 000 in
2000.

* gSpecifically, such expenditures totaled $11, 936,000 in 1985,
$18, 601, 000 in 1986, $21,470,000 in 1987, $27,312,000 in 1988,
$33,512,000 in 1989, $39, 154,000 in 1990, $41, 758,000 in 1991,
$40, 346, 000 in 1992, $40,293,000 in 1993, $40, 825,000 in 1994,
$36, 614, 000 in 1995, $41,069,000 in 1996, $41, 430,000 in 1997,

$53, 189,000 in 1998, $52,334,000 in 1999 and $51, 153, 000 i n 2000.

* Wil e such responses, which as previously noted have been made of
record by opposer, curiously indicate anong other things that
appl i cant "denies" that "[o] pposer's Pep Boys stores are part of the
United States autonotive after[-]market," the preponderance of the
evi dence plainly denonstrates that opposer’'s retail outlets are part
of such market. (Opposer's Request for Adm ssion No. 28 and response
thereto.)
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that applicant was aware of opposer, and that its various "PEP
BOYS" marks were being used by opposer in the United States,
before applicant selected and first used its applied-for mark;
that applicant expects to continue using its "ROAD BOY" and
design mark in the United States in the same nanner as it
presently does, which includes the use thereof on the exterior of
boxes for the goods in such a fashion that the nmark may be
visible on the shelves of retail outlets; and that while sone
vehicle service retail stores nmay sell vehicle parts, such
retailers typically do not sell goods of the kind set forth in
t he opposed application. Applicant admts, however, that goods
of the type identified in its application can be found in retai
stores featuring autonotive products and are intended to be sold
at such stores, although not exclusively at those outlets.
Simlarly, applicant further admts that its goods,
i ncl udi ng those nmarketed under its "ROAD BOY" and design mark,
are sold in the autonotive after-market through such channel s of
trade as retail stores which feature autonotive products, but
that such are not the exclusive channels of trade for its goods.
Applicant, nore broadly speaking, also admts that |ight fixtures
for vehicles, fog lights, headlights for autonobiles and |ight
bul bs for land vehicles are all sold in the autonotive after-
mar ket, but that such products are not sold exclusively in the
autonotive after-market. Finally, contrary to applicant's

contention with respect to the sole evidence which it submtted
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on its behalf, there is no adm ssion by opposer that opposer is
unawar e of any instances of actual confusion.?

Turning first to the issue of |ikelihood of confusion,
we find upon consideration of the pertinent factors set forth in
Inre E. |I. du Pont de Nemours & Co., 476 F.2d 1357, 177 USPQ
563, 567 (CCPA 1973), that on this record opposer has not shown
that applicant's "ROAD BOY" and design nmark, when used in
connection with Iight fixtures for vehicles, nanely, lights for
aut onobi l es, fog lights, headlights for autonobiles, and |ight
bul bs for land vehicles, so resenbles one or nore of opposer's
"PEP BOYS" marks, including those with its "PEP BOYS" | ogo, which
opposer uses in connection with its various goods and services as
to be likely to cause confusion, mstake or deception with
respect to the source or sponsorship thereof. W acknow edge, as
a starting point, that with respect to the du Pont factors of the
simlarity or dissimlarity of the goods and/or services and the
simlarity or dissimlarity of established, likely to continue
trade channels, such factors favor opposer. Applicant's goods
are related to opposer's goods and services in that the
respective products are sold in the autonotive after-narket

through, inter alia, retail stores which, |ike opposer's retai

outlets, feature the sale of vehicle parts and accessori es.

* Al though applicant has shown that it requested opposer to adnmit that
opposer "is unaware of any instances of actual confusion that have
resulted fromthe use of (1) trade nanes, tradenmarks and/or service
mar ks conprising ' ROAD BOY' by Applicant, and (2) trade nanes,
trademarks and/or service marks conprising ' PEP BOYS by Opposer,"
opposer's response thereto was an objection "to this request as
assum ng facts not in evidence, and as vague and indefinite."
(Applicant's Request for Adm ssion No. 1 and response thereto.)
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Applicant, in fact, admts that vehicle light fixtures, including
those which it sells under its "ROAD BOY" and design mark, are
sold in the autonotive after-market and that such goods can be
found in retail stores featuring autonotive products and are
intended to be sold at such stores.

Not hing in the record denonstrates, however, that
applicant's goods woul d ever be sold under its "ROAD BOY" and
design mark in opposer's retail autonotive parts, accessories and
vehi cl e service and mai nt enance centers since, obviously, opposer
woul d not be expected to foster (or be heard to conplain about) a
situation which, due to its own actions, would lead to what it
contends is a |ikelihood of confusion with the products and
services which it offers under its "PEP BOYS' marks. Moreover,
nothing in the record reveals that the products and services
whi ch opposer markets under its "PEP BOYS' marks have ever been
or would be offered anywhere other than through its own retai
autonotive parts, accessories and vehicle service and nai nt enance
centers.

Nonet hel ess, it is well settled that the registrability
of an applicant's mark nust be eval uated on the basis of the
identification of goods as set forth in the involved application
and the identifications of the goods and/or services as recited
in any pleaded registrations of record, regardl ess of what the
record may reveal as to the particular nature of the respective
goods and/or services, their actual channels of trade, or the
cl asses of purchasers to which they are in fact directed and

sold. See, e.g., Octocom Systens Inc. v. Houston Conputer
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Services Inc., 918 F.2d 937, 16 USPQ2d 1783, 1787 (Fed. Cr

1990) and Canadi an I nperial Bank of Comrerce, N. A v. Wlls Fargo
Bank, 811 F.2d 1490, 1 UsSPQd 1813, 1815-16 (Fed. Cir. 1987). It
is also well established that, absent any specific limtations or
restrictions in the identification of goods as listed in an
applicant's application and in the identifications of goods and
services as set forth in an opposer's registrations, the issue of
| i kel i hood of confusion nust be determined in |ight of
consideration of all normal and usual channels of trade and

met hods of distribution for the respective goods and servi ces.
See, e.qg., CBS Inc. v. Mrrow, 708 F.2d 1579, 218 USPQ 198, 199
(Fed. Gr. 1983); Squirtco v. Tony Corp., 697 F.2d 1038, 216 USPQ
937, 940 (Fed. Cir. 1983); and Paul a Payne Products Co. V.
Johnson Publishing Co., Inc., 473 F.2d 901, 177 USPQ 76, 77 (CCPA

1973) .

Here, as identified in the respective application and
regi strations, neither applicant's "light fixtures for vehicles,
nanely, lights for autonobiles, fog lights, headlights for

aut onobi l es, [and] light bulbs for |and vehicles" nor opposer's
autonotive parts, accessories and collateral itenms contain any
restriction or limtation as to the channels of trade or classes
of purchasers for such products. The respective goods mnust
therefore be presuned to be avail able, for exanple, through
third-party retailers of autonotive after-market parts,
accessories and coll ateral nerchandise, including retailers

whi ch, |ike opposer, additionally offer vehicle nmaintenance and

repair services. Simlarly, even if opposer's goods and services
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are regarded as being marketed, under its various "PEP BOYS'
marks, only inits ow retail stores, it is common know edge that
consuners of after-market autonotive parts, accessories and
col |l ateral merchandi se, as well as customers for vehicle repair
and mai nt enance services, may cross-shop different retailers

t hereof, including those providers which offer autonotive parts
and ot her nerchandi se together with vehicle care and repair

servi ces.

Mor eover, aside from consideration of the broad manner
in which applicant's goods and opposer' goods and services are
set forth in the respective application and registrations, the
record clearly shows that opposer has for nmany years continuously
sold at retail such vehicle lights as fog |ights, headlights and
i ght bulbs for |land vehicles, and has advertised those goods in
conjunction with its other autonotive supplies and services.
Retail custoners, therefore, have becone accustoned to finding
the kinds of vehicle |ights marketed by applicant being offered
for sale in opposer's retail autonotive parts and accessories
stores, and such outlets, alnost w thout exception, also feature
vehi cl e repair and nai nt enance services. The respective goods
and services at issue herein, and the established, |ikely-to-
continue channels of trade therefor, are in short so simlar or
closely related in a conmercial sense that, if such goods and
services are sold or advertised under the sanme or substantially
simlar marks, confusion as to the origin or affiliation thereof

woul d be likely to result.
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Applicant naintains, however, that confusion is not
| i kel y because, with respect to the du Pont factor which concerns
t he conditions under which and buyers to whom sal es are nade,
"[t] he decision whether to purchase the goods of the opposed
application ... would be carefully made" inasnuch as "[a] prudent
driver does not haphazardly select headlights. Rather, the
purchase is a neasured decision in view of the possible
consequences of [an] incorrect decision.” Wile clearly, in view
of their nature, vehicle lighting fixtures such as fog lights and
aut onobi | e headlights are not "inpulse"” itens in the sense that
they are subject to frequent replacenent or, as opposer insists
inits reply brief, are so inexpensive as to result in "a | ow
| evel of care in the purchasing decision,” neither is there any
evi dence of record that the purchase of such goods woul d be
carefully nade by sophisticated and hi ghly know edgeabl e buyers.
I nst ead, what evidence there is with respect to custoners for
vehicle light fixtures and the conditions under which sal es of
such goods are made indicates that fog lights, headlights for
aut onobi | es and ot her vehicle |lights woul d be purchased by
ordi nary consuners (menbers of the general public) who woul d
exerci se ordinary, reasonably prudent care to select products
appropriate for their vehicles. Thus, the conditions under which
and buyers to whom sales are nade is a du Pont factor which, as
opposer maintains, favors opposer instead of applicant.

Anot her du Pont factor in its favor, opposer insists,
is that there is no evidence in the record that there are simlar

third-party marks containing the words "BOYS' or "BOY" which are
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in use for simlar products. However, suffice it to say that the
absence of any evidence with respect to the du Pont factor of the
nunber and nature of simlar marks in use on simlar goods does
not constitute evidence of absence. There sinply is no evidence
in the record with respect to such factor; it therefore is not
applicable to the issue of |ikelihood of confusion.

Qpposer further contends that another du Pont factor in
its favor is the asserted fanme of its "PEP BOYS" nmarks.

Al t hough, as applicant notes in its brief, there are plainly sone
problens with the evidence presented by opposer concerning the
all eged fane of its "PEP BOYS' marks, on the whole the record is
considered sufficient to establish such fame, at |east for

pur poses of |ikelihood of confusion. This is because the

desi gnati on "PEP BOYS," which constitutes the entirety or a

dom nant and di stingui shing portion of opposer's "PEP BOYS"

mar ks, has been satisfactorily denonstrated to be famous in the
after-market for autonotive parts, accessories and coll ateral
itens as well as with respect to retail store services which
feature such nmerchandi se and with respect to vehicle repair and
mai nt enance servi ces.

Anong ot her things, while the sales and adverti sing
figures offered by opposer cover, in particular, all nmerchandise
sol d and advertising expenditures nade by opposer and its
subsidiaries, and thus include goods sold and advertised under
mar ks other than just its "PEP BOYS' marks (e.g., "SYLVAN A"
brand headlights), the failure to break down such anbunts to

those attributable solely to opposer’'s "PEP BOYS' nmarks i s not
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considered fatal to opposer's claimthat its nmarks are fanous.
The reason therefor is that even if the actual anobunts of the
sal es revenues and advertising outlays which pertain to opposer's
own "PEP BOYS" brands of autonotive products, accessories and
col l ateral nerchandi se were sonehow not reflective of a
substantial portion of its total sales figures and advertising
costs, the fact remains that all of opposer's sales and its
pronotional activities have occurred in connection with the
retail autonotive parts and accessories store services and
vehi cl e repair and nai ntenance services which it renders under
its various "PEP BOYS" narks.

In addition, while it is curious that, for a nunber of
its registered marks (e.g., "PEP BOYS PARTS USA" and design; "PEP
BOYS EXPRESS, " with and w thout design; and "PEP BOYS. LOS AUTCS
NOS QUI EREN. LA GENTE NOS ADORA. "), opposer has not provided any
evidence as to the extent of their use or manner of pronotion, so
that it is not possible to conclude that such marks in their
entireties have individually beconme fanous, it is clear fromthe
record that the designation "PEP BOYS'" in its "PEP BOYS' narks
is, as indicated above, famous for purposes of whether there is a
| i kel i hood of confusion. The record, in this regard, variously
shows that in addition to the sales and advertising figures
di scussed previously, the designation "PEP BOYS' has been
continuously used as a service mark in connection with opposer’'s
retail autonotive parts and accessories store services for nearly
80 years and has al so been extensively so used for nmany years in

connection with opposer's vehicle nmaintenance and repair
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services, which are currently rendered at all but 12 of its
retail stores. Opposer operates a chain of 629 conpany-owned
stores in 36 states and Puerto Rico, an increase fromthe 313
such stores which it operated in 17 states as of 1990. 1In terns
of nunber of stores, opposer presently ranks within the top five
anong autonotive parts retailers and enjoyed a simlar and even
| arger share of such market in 1990. Thus, in the autonotive
after-market, opposer's sales position places it anong the
| eaders in ternms of selling parts and accessories and providi ng
mai nt enance and repair services. Simlarly, as neasured by the
nunber of service bays in its stores, opposer ranks anong the top
five autonotive service providers in the country, currently
operating over 6500 service bays, and had a simlar share of such
mar ket in 1990.

Addi ti onal evidence of the fame of the designation "PEP
BOYS" includes the fact that such has appeared as a service mark
on the building facade of all of opposer's retail outlets, inits
print advertising and pronotional materials, including brochures,
cat al ogs, newspaper ads and direct nmail pieces, onits in-store
poi nt - of - pur chase graphics, and in connection with its national
television, radio and Internet advertising. Qpposer also has
pronoted t he designation "PEP BOYS" in connection with its
sponsorshi p of several auto racing and drag racing events,
i ncl udi ng NASCAR s Pennsyl vania 500 Wnston Cup race, the NHRA s
50 Anniversary Race and, as title sponsor thereof, the |Indy
Raci ng League's presentation of the |argest spectator event in

the world, the Indianapolis 500 auto race. Furthernore, opposer
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has pronoted itself by producing, in the m d-1990s, a catal og by
which it advertised, sold and/or gave away |icensed | ogo-bearing
mer chandi se, including itens of apparel, bearing its "PEP BOYS"
and design mark and its "THE PEP BOYS' and design mark. Qpposer,
as noted earlier, has for many years been the subject of
publicity for various civic activities, which have served to
pronote the "PEP BOYS' designation, and it al so has been
mentioned in certain television progranms and filns. O her
evidence of fane is the recei pt by opposer of several requests
for licenses, which opposer has granted, giving its |icensees
perm ssion to use the "PEP BOYS' nane and/or marks in feature
filmor entertai nnent programm ng that are being produced.
Accordi ngly, while conclusory, the record supports, and not hing
therein contradicts, the opinion by opposer's w tness, M.

St anpone, that "after 80 years of pronption ... through hundreds
of mllions of dollars of national and |ocal advertising in very
prom nent newspapers and [on] national broadcasts and nati onal

cable television prograns,” the evidence shows that "the Pep Boys
nane and the Manny, Me and Jack icons associated with Pep Boys
are ... fanmobus ...." (1d.)
As noted by our principal reviewi ng court in Kenner

Par ker Toys Inc. v. Rose Art Industries Inc., 963 F.2d 350, 22
USP@d 1453, 1456 (Fed. Cr. 1992), cert. denied, 506 U S. 862,
113 S. . 181 (1992), "the fifth duPont factor, fame of the prior
mark, plays a dom nant role in cases featuring a fanobus or strong

mar k. Fanous or strong nmarks enjoy a wi de |atitude of |egal

protection.”™ The Federal Circuit reiterated these principles in
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Recot Inc. v. MC Becton, 214 F.3d 1322, 54 USPQ2d 1894, 1897
(Fed. G r. 2000), stating that "the fifth DuPont factor, fane of
the prior mark, when present, plays a "domnant' role in the

process of bal ancing the DuPont factors,” citing, inter alia,
Kenner Parker Toys, 22 USPQR2d at 1456, and reaffirmed that
"[f]anpbus marks thus enjoy a wide |atitude of |egal protection.”
Nevert hel ess, fanmous or strong marks, in | egal contenplation, are
not the same as rights in gross, which would preclude the
registration to another of the sane or simlar mark(s) for any
goods and services. For instance, even though fanmous or strong
marks are entitled to a wide latitude of |egal protection, the
court in Electronic Design & Sales Inc. v. Electronic Data
Systenms Corp., 954 F.2d 713, 21 USPQd 1388, 1392 (Fed. Cr
1992), underscored in its reversal of the Board's finding of a

| i kel i hood of confusion that "the Board gave too nmuch weight to

certain DuPont factors, such as the strength of opposer's nark,

and failed to give due weight to countervailing DuPont factors,

such as the sophistication of purchasers.” As set forth in du
Pont, supra, "[t]he evidentiary elenents are not listed ... in

order of merit" inasmuch as "[e]ach nay from case to case play a
dom nant role.”

Thus, whil e opposer's heavy reliance upon the fane of
its "PEP BOYS" marks is an inportant and significant factor,
along with several others previously discussed, in its favor,
such factors are not sufficient to support a finding of
| i kel i hood of confusion when another pertinent du Pont factor,

nanely, the simlarity or dissimlarity of the marks at issue
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when considered in their entireties as to appearance, sound,
connot ati on and commerci al inpression, weighs overwhelmngly in
applicant's favor. Qpposer argues, however, that applicant's
"ROAD BOY" and design mark "is confusingly simlar to" opposer's
"PEP BOYS" and design marks "in sight, sound and neani ng,"
contendi ng that because applicant's mark "consists of two

el enents: the ternms ' ROAD and 'BOY,'" opposer's "PEP BOYS"
marks are "virtually identical with simlar elenents that convey
the sane comercial inpression.” 1In particular, opposer further
mai nt ai ns that because "[b]Joth Applicant's and Opposer's narks
contain BOY/S as the second word of (usually) a two word mark, "
such fact "weighs in favor of opposer, especially since the term
BOY is conpletely arbitrary as used in connection with either
Applicant's goods or the goods and services offered under
Qpposer's PEP BOYS mark[s]." Opposer also insists that because
"[t]he first termof Applicant's mark (' ROAD ) is descriptive in
light of the autonotive nature of Applicant's goods,” "it wll
have little, if any, distinguishing inpact on the mark's
comercial inpression” and "[t]he word 'BOY' thus wll

predom nate.” Finally, noting that sone of opposer's "PEP BOYS'
mar ks feature "a fanciful design of, and a textual reference to,
Pep Boys' founders, 'MANNY, MOE & JACK,'" opposer asserts that
applicant "seeks to play off these ... characters by including a
design el enent which depicts two characters of its own inits
mark. According to opposer, "[t]he fact that Applicant chose to
enploy inits mark a fanciful design of two, and not three

characters is of no nonment" inasnuch as "the design el enent of
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t he opposed nmark only exacerbates the confusing simlarity"”
thereof with respect to those of opposer's "PEP BOYS' nmarks which
feature the nanmed characters of "MANNY, MOE & JACK"' and/or their
caricatures.

We concur with applicant, however, that its "ROAD BOY"
and design mark is so different in sound, appearance, connotation
and comrercial inpression fromopposer's "PEP BOYS' marks as to
preclude any likelihood of confusion. The sole simlarities
therein, nanely, the presence of either the word "BOY" or "BOYS"
as the second of the literal elenents of the respective narks,
are outwei ghed by the nunerous differences, in each instance,
when the respective marks are considered in their entireties. To
state the obvious, the term"ROAD' in applicant's "ROAD BOY" and
design mark sinply does not sound or look at all like the term
"PEP" in opposer's marks, nor do such terns have the sanme or
simlar connotation or engender the sane or simlar conmmercial
i npression, even when respectively paired with the words "BOY"
and "BOYS. "

In particular, not only does the word "ROAD" in
applicant's mark sound conpletely different fromthe word "PEP"
in opposer's marks, but as applicant points out inits brief, its
mark visually features "a unique design and a unique style of
type that is integral with the words of the mark." Specifically,
as applicant accurately notes, while the design between the words
"ROAD' and "BOY" in its mark is described in its application as

"a silhouette of two nen,” "[t]here is nothing in any of the

mar ks asserted by Opposer that even renotely resenbl es” such
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design. The faces of the Manny, Mde and Jack caricatures in
opposer's "PEP BOYS' and design marks, as applicant further

observes, are smling and "exude warnth and wel cone,” whereas the
heads on the two stick-figures seen in silhouette in applicant's
"ROAD BOY" and design mark are nmerely two small dots. Such
figures, noreover, "are not imediately recogni zabl e as people.”
In addition, as to the unique stylization of its mark, applicant
properly points out that while "[e]ach of the letters R A D, B,
and Y are in a unique style of print,” "the 'O of '"ROAD and the
'O of 'BOY" are identical [in style], and conprise a design that
is different fromthe style of print used for the other letters”
and which "[t]o sone ... may suggest headlights" or fog lights.”
Such features are totally m ssing from opposer's narks.
Furthernore, we agree with applicant that, in terns of

connotation and overall comercial inpression, the respective

marks are significantly different. Applicant's "ROAD BOY" and

Al though some of opposer's marks are, of course, registered in a
typed format and, thus, are not restricted to a particul ar manner of
di splay, see, e.qg., Phillips Petroleum Co. v. C. J. Wbb, Inc. 442
F.2d 1376, 170 USPQ 35, 36 (CCPA 1971) [a mark registered in a typed
format is not limted to the depiction thereof in any special fornm,
such a format does not nean that the marks nust be considered in al
possible stylized forms. Rather, as indicated in Jockey Int'l Inc. v.
Mal l ory & Church Corp., 25 USPQd 1233, 1235 (TTAB 1992), when a
registration sets forth a mark in a typed format, the issue of

i kelihood of confusion is considered on the basis of all reasonable
manners in which the mark coul d be displayed, citing I NB National Bank
v. Metrohost Inc., 22 USPQd 1585, 1588 (TTAB 1992) ["[a]s the

Phillips Petrol eum case makes clear, when [a party has] ... a typed or
bl ock letter registration of its word mark, then the Board nust
consider all reasonable manners in which ... [the word] could be

depicted"]. Here, all of the letters in applicant's mark, including
the two letters "O' which are suggestive of headlights or fog |ights,
are depicted in such unique and uncommon stylizations that it is

unr easonabl e to presune, for purposes of assessing whether there is a
I'i kel i hood of confusion, that opposer would display its typed format
marks in the same or a simlar manner.
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design mark, as applicant persuasively notes in its brief,
"creates an inpression of a single boy who |likes to be on the
road, or who has sonmething to do with the road,” while the term
"PEP BOYS" in opposer's various "PEP BOYS' marks signifies boys
wi th high energy. Although, on this record, the word "BOY" and
its plural "BOYS' appear to be arbitrary or fanciful when used in
connection with the parties' goods and services, we find nothing
whi ch supports opposer's contention that the word "ROAD' in
applicant's "ROAD BOY" and design mark is nmerely descriptive of
applicant's vehicle light fixtures and, hence, such word "w ||
have little, if any, distinguishing inpact on the mark's
commercial inpression” so that "[t]he word 'BOY' thus wll
predom nate.” Instead, the word "ROAD' is no nore than
suggestive when used in connection with applicant's autonotive
products and serves to distinguish applicant’'s nmark in overal
connotation and comercial inpression, as well as in terns of
si ght and sound, from opposer's "PEP BOYS" narks.

Accordi ngly, notw thstanding the du Pont factors,
i ncludi ng fame, which favor opposer, we find that there is no
| i kel i hood of confusion fromthe contenporaneous use by applicant
of its "ROAD BOY" and design mark in connection with |ight
fixtures for vehicles, nanely, lights for autonobiles, fog
|l ights, headlights for autonobiles and Iight bulbs for |and
vehi cl es, and the use by opposer of any of its "PEP BOYS' marks
for its various goods and services inasnuch as such factors are
deci sively outwei ghed by the significant differences in sound,

appear ance, connotation and comrercial inpression between the
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respective marks. See, e.g., Chanpagne Louis Roederer S. A .
Delicato Vineyards, 148 F.3d 1373, 47 USPQRd 1459, 1460-61 (Fed.
Cir. 1998) [Board, in finding no |likelihood of confusion between
mar k " CRYSTAL CREEK" for wi ne and marks "CRI STAL" for w ne and
"CRI STAL CHAMPAGNE" for chanpagne, did not err in relying solely
on dissimlarity of marks in evaluating |ikelihood of confusion
and failing to give surpassing weight to other du Pont factors,
all of which favored a |ikelihood of confusion; court noted that
"we have previously upheld Board determ nations that one DuPont
factor may be dispositive in a likelihood of confusion analysis,
especially when that single factor is the dissimlarity of the
mar ks"] and Kell ogg Co. v. Pack'emEnterprises Inc., 951 F. 2d
330, 21 USP2d 1142, 1145 (Fed. Cr. 1991) [Board, in finding no
| i kel i hood of confusion between mark "FROOTEE | CE" and el ephant
design for packages of flavored liquid frozen into bars and nmark
"FRU T LOOPS" for, inter alia, cereal breakfast food, correctly
hel d that "a single duPont factor--the dissimlarity of the
mar ks--was di spositive of the likelihood of confusion issue";
court observed that "[w] e know of no reason why, in a particular
case, a single duPont factor may not be dispositive"].

Turning now to the claimof dilution, Section 43(c) (1)
of the Trademark Act, as nade applicable to this proceedi ng by

Section 13 of the Trademark Act,” provides in relevant part that:

*® Applicant argues in its brief that a dilution claimshould not be
avai |l abl e agai nst an application, like the one involved herein, which
was filed prior to the date of enactnent of the Trademark Amendnents
Act of 1999 because Congress had no valid | egislative purpose in so
providing. Specifically, applicant asserts in its brief that:
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The owner of a fanous mark shall be
entitled, subject to the principles of equity
and upon such terns as the court deens
reasonable, to an injunction agai nst anot her
person's commercial use in conmerce of a mark

.., If such use begins after the mark has
becone fampus and causes dilution of the
distinctive quality of the mark .... In
determ ning whether a mark is distinctive and
fanous, a court may consider factors such as,
but not limted to--

(A) the degree of inherent or acquired
di stinctiveness of the mark;

(B) the duration and extent of use of
the mark in connection with the goods or
services with which the mark is used;

(© the duration and extent of
advertising and publicity of the mark;

(D) the geographical extent of the
trading area in which the mark i s used,

(E) the channels of trade for the goods
or services with which the mark i s used;

(F) the degree of recognition of the
mark in the trading areas and channel s
of trade used by the nmarks owner and the
person agai nst whomthe injunction is
sought ;

In the Trademark Amendments Act of 1999 (TAA)
Congress provided that opposition and cancell ation
proceedi ngs may be based on clains of dilution. See 15
U S.C 881063(a) and 1063. Congress further provided that
clainms of dilution nmay be rai sed agai nst applications for
registrations filed on or after January 16, 1996, even
t hough TAA was not enacted until August 5, 1999. ..
Retroactive application of a new statute mnmust be supported
by a valid |egislative purpose, and Congress provided no
such purpose.

Suffice it to say, however, that because it is beyond the jurisdiction
of the Board to determ ne whether Congress had a valid |egislative
purpose in making certain dilution clains retroactive, the statutory
provi sion which so provides is accordingly presuned to be valid. In
vi ew t hereof, and inasnuch as applicant's application, as indicated
previously, was filed on July 18, 1996, it is properly subject to a
dilution claim See, e.q., Polarls Industrles v. DC Com cs, 59 USPQd
1798, 1800 (TTAB 2000) and Boral Ltd. v. FMC Corp., 59 USPQ2d 1701
1703 (TTAB 2000).
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(G the nature and extent of use of the
sanme or simlar marks by third parties;
and

(H whether the mark was registered

under the Act of March 3, 1881, or the

Act of February 20, 1905, or on the

princi pal register.

"Dilution” is in turn defined in Section 45 of the Trademark Act
as follows:

The term "dilution" neans the | essening
of the capacity of a fanous mark to identify
and di stingui sh goods or services, regardless
of the presence or absence of--

(1) conpetition between the owner of the
famous mark and ot her parties, or

(2) likelihood of confusion, m stake or
decepti on.

In view thereof, we nust determne in this case whet her
opposer's "PEP BOYS' marks are fanous and distinctive, and if so,
whet her applicant's use of its mark began after opposer's marks
had becone fanpbus and whet her such use causes dilution of the
distinctive quality of opposer's marks, in the sense of the
| essening of the capacity of the marks to identify and
di stingui sh goods or services. Here, because there is no
testinony or other proof as to the March 16, 1990 date of first
use anywhere and June 1, 1990 date of first use in comrerce
alleged in applicant's application, the earliest date upon which
applicant can rely in this proceeding is the July 18, 1996 date
of constructive use provided by the filing date of its
application. See, e.qg., Lone Star Mg. Co., Inc. v. Bil
Beasl ey, Inc., 498 F.2d 906, 182 USPQ 368, 369 (CCPA 1974);
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Col unmbi a Steel Tank Co. v. Union Tank & Supply Co., 277 F.2d 192,
125 USPQ 406, 407 (CCPA 1960); Zirco Corp. v. Anerican Tel. &
Tel . Co., 21 USPQ2d 1542, 1544 (TTAB 1991); and M ss Universe,
Inc. v. Drost, 189 USPQ 212, 213 (TTAB 1975). Cf. Toro Co. V.
ToroHead Inc., 61 USPQ2d 1164, 1174-75 (TTAB 2001).

Qpposer, collectively referring to its various
regi stered marks in the singular as "the PEP BOYS mark," insists
inits main brief that the record "anply denonstrates that the
PEP BOYS mark was fanobus long prior to the priority date of the
opposed application, nanely its July 18, 1996 filing date.” In
particular, as to the asserted fane of its registered nmarks,
opposer urges, after a discussion of the statutory factors which
may be considered in determ ning whether a mark is distinctive
and fanmous, that (underlining in original):

In short, PEP BOYS, in any context,

means Qpposer, and only Qpposer. It is

apparent that by any and every neasure,

Qpposer's PEP BOYS mark is "distinctive and

famous, ["] warranting protection under

Section 43(c) of the Lanham Act .... [If "Pep

Boys" is not a fampus and distinctive mark

then no mark nerits such | abel.
Finally, with respect to whether applicant's use of its "ROAD
BOY" and design mark causes dilution of the distinctive quality
of opposer's registered "PEP BOYS' marks, opposer contends in its
main brief that applicant's "ROAD BOY mark is identical or very
or substantially simlar to the PEP BOYS mark." In view thereof,
and inasnmuch as "the relevant statute expressly states that

"likelihood of confusion' is not required" (italics in original),

opposer concludes that, while it "need not nake a show ng that
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custoners are likely to believe that ROAD BOY is a Pep Boys
product, ... the ROAD BOY mark surely dilutes and whittles away
the distinctive quality [of the PEP BOYS nark]--especially when
the ... use is in the very field (long) occupied by Pep Boys."

Applicant, on the other hand, contends that opposer's
dilution claimnust fail inasnmuch as, inter alia, opposer "did
not prove that any of the nmarks asserted by Opposer becane fanpus
before July 18, 1996" and did not show that "custonmers would ...
see the mark ROAD BOY and Design ... as essentially the sane" as
opposer's various regi stered "PEP BOYS' nmarks. Qpposer, inits
reply brief, takes issue with both of applicant's contentions,
reiterating its argunents that the evidence of record proves the
requi site fame and distinctiveness of its marks and asserting
that applicant's mark need only be simlar, rather than the sane
or essentially identical, to opposer's marks. Specifically, as
to the latter, and notw thstanding the Board' s statenent in Toro,
supra at 1183, that in order to establish dilution by blurring,*
"a party must prove nore than confusing simlarity; it nust show
that the marks are identical or 'very or substantially simlar,""
opposer insists inits reply brief that "such a requirenent is
nowhere found in the statute and is not supported by the
| egi slative history.” According to opposer:

I ndeed, the legislative history cited in Toro

v. ToroHead, supra [at 1182], contradicts
such a position:

* W note that there is no contention by opposer that applicant's mark
causes dilution of opposer's marks through tarni shnent.
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Bl urring occurs when one or nore
identical or simlar narks are used
on dissimlar products wthout

aut hori zation so that the

di stinctiveness of the fanobus mark

i s eroded.
Toro, supra, ... quoting, HR Rep. No. 106-
250, at 5 (1999) (enphasis supplied). The
Congressi onal Report further states: "If a

mark is found to be fanous, then the hol der

is entitled to bring a cause of action

agai nst the holder of a[n] identical or

simlar mark on a dissimlar product."” See

H R Rep. No. 106-250, at 5 (1999) (enphasis

supplied). Congress, therefore, did not

limt the new cause of action to unauthorized

uses of a "very simlar mark" or a

"substantially simlar mark"--it only said

"simlar marks."

As di scussed previously with respect to the issue of
| i kel i hood of confusion, we note that with the exception of the
mar Kk whi ch consists solely of the words "PEP BOYS," opposer has
not bot hered to show that each of its various "PEP BOYS' narks
was i ndeed fanmous prior to the beginning of the constructive use
of applicant's mark on July 18, 1996, so as to thereby neet an
el enent of the proof necessary to establish a dilution claim
Nonet hel ess, in view of our disposition of the dilution claim we
wll assune, at |least with respect to opposer's "PEP BOYS' word
mark for its retail autonotive parts and accessories store
services and vehicle repair and nmai ntenance services, that such
mark is not only fanmpbus, and was so prior to the date applicant's

constructive use of its mark began,® but that opposer's "PEP

* W again note in this regard that opposer and applicant concur that
such date is the date by which opposer nust prove that its "PEP BOYS"
mar ks are fanous for purposes of the dilution claim To the extent,
nonet hel ess, that the statute should instead be read as requiring
proof of fame prior to the begi nning of applicant's comrercial use of
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BOYS" word mark is also distinctive. |In particular, our
assunptions as to fame and di stinctiveness are warranted by,
anong ot her things, the evidence of record which shows that such
mar k has been registered on the Principal Register as an
i nherently distinctive mark; that the "PEP BOYS'" word mark has
been in use since at |east the 1920s; that, whether neasured by
anounts of annual sal es and pronotional expenditures or by market
share rankings, the use by opposer of its "PEP BOYS' word nark
and the advertising thereof by opposer in all major nedia, along
with the attendant publicity such mark has received, including
requests by third-parties for licenses to use the mark in
tel evision and novi e projects, has been extensive and generally
has i ncreased over the years; that the geographical extent of the
trading area in which opposer's "PEP BOYS'" word mark has been
used has expanded to where such is essentially national in scope;
and that such mark is highly recognized in the trading areas and
channel s of trade for the parties' respective goods and services.
We cannot concl ude, however, that applicant's use of
its "ROAD BOY" and design mark causes dilution of the distinctive
qual ity of opposer's "PEP BOYS'" word mark (or, for that matter
any of opposer's other registered "PEP BOYS' narks) because the

respective marks sinply are not so simlar that the capacity of

its mark in comrerce, which as alleged in the application (but not
proven at trial) would be applicant's clained June 1, 1990 date of
first comrercial use of its mark in commerce, we |ikewi se wll
alternatively assune, at least with respect to opposer's "PEP BOYS"
word mark for its retail autonotive parts and accessories store
services and vehicle repair and mai ntenance services, that such mark
was fanous prior to applicant's clained June 1, 1990 date of first
commercial use of its "ROAD BOY" and design mark. However, in |ight
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the latter to identify and distinguish opposer's goods and
services is lessened. The sole simlarities between the
respective marks is that they share the arbitrary or fanciful
term"BOY(S)" as the second word of a two-word phrase. It is

pl ain, however, that in light of the substantial differences
inparted to applicant's "ROAD BOY" and design mark by the other
el enents therein, such mark is not "identical or very or
substantially simlar to the PEP BOYS mark," as contended by
opposer, nor is it otherwise so simlar thereto as to cause
dilution. As was analogously the case in Toro, supra at 1183, in
whi ch the evidence was found to be insufficient to support a
finding of dilution even when the plaintiff's marks were assuned
to be fanous, here "[a]pplicant's mark adds nontrivial features,"”
i ncluding the presence of the word "ROAD' and the uni que
stylizations of the lettering therein, which appreciably change
the | ook and sound of its mark and confer a significantly

di fferent connotation and overall conmercial inpression from

t hose projected by opposer's marks. Applicant's "ROAD BOY" and
design mark is, in short, so different that, as a matter of |aw,
it cannot cause dilution of the distinctive quality of any of
opposer's "PEP BOYS' narks.

Deci sion: The opposition is dism ssed.

of our disposition of the dilution claim this alternative assunption
makes no difference in the result in this case.
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