THIS DISPOSITION IS
NOT CITABLE AS PRECEDENT
OF THE TTAB

Mai | ed: June 27, 2003

Heari ng: Paper No. 73
April 15, 2003 BAC

UNI TED STATES PATENT AND TRADEMARK OFFI CE

Trademark Trial and Appeal Board

Arrow Tradi ng Co., Inc.
V.
Victorinox A .G and Wenger S. A

Qpposi tion No. 103, 315
to application Serial No. 74/600, 279
filed on Novenmber 17, 1994

Joseph H Lessemand Mary L. Gieco of Gursky & Ederer, LLP
for opposer.

Jonat han E. Moskin of Pennie & Ednonds LLP and Susan Progoff

of Fish & Neave for applicants.

Bef ore G ssel, Chapman, and Hol tzman, Adm nistrative

Trademar k Judges.

Qpi ni on by Chapman, Adm nistrative Trademark Judge:
Victorinox A .G and Wenger S.A, (both Swtzerland

corporations), as joint applicants, seek to register on the

Princi pal Register under Section 2(f) of the Trademark Act,
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15 U.S.C. §1052(f)*', the mark SWSS ARMY for “handtools,

namely, multifunction pocketknives” in International C ass
8. The application is based on applicants’ clainmed date of
first use and first use in commerce with the United States

of 1958.

The Pl eadi ngs

Arrow Trading Co., Inc. (a New York corporation) has
opposed registration, alleging that “for many years and
continuing trough the present day, [opposer], itself and
t hrough its business successors Arrow Trading G oup, Inc.
and Archer Wbrldw de, Inc., has inported and sol d handtool s,
i ncluding nultifunction pocketknives” (paragraph 1); that
since 1991, opposer has used the designation “Sw ss Arny
kni fe” on these goods, and “continues to use, or has an
intention to use, this designation through its business
successors in connection with these products” (paragraph 2);
that applicants’ purported mark is a generic designation
whi ch is incapable of distinguishing the goods of applicants
fromthose of others; that the designation “SWSS ARMY” has

been “judicially declared to be generic in connection with

! During the ex parte prosecution of the application, the

Exam ning Attorney had originally refused registration on the
basis that the mark is nerely descriptive/generic of the goods
under Section 2(e)(1) of the Trademark Act, 15 U.S. C
8§1052(e)(1). The Exami ning Attorney subsequently approved the
application for publication based on applicants’ clai m of

acqui red distinctiveness under Section 2(f).
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mul tifunction pocketknives” (paragraph 13), citing several
deci sions fromthe case of The Forschner Group Inc.? v.
Arrow Trading Co. Inc., specifically (i) 833 F. Supp. 385,
30 USPQd 1258 (SDNY 1993), (ii) 30 F.3d 348, 31 USPQd 1614
(2nd Cir. 1994), and (iii) 904 F.Supp. 1409, __ USPQd _
(SDNY 1995) (paragraphs 4-6);°% that applicants’ purported
mark as applied to the invol ved goods, “does not identify a
singl e product emanating froma single source,” but rather
the two applicant corporations “are unrelated parties with
adverse interests and rights,” and thus, “they are not joint
owners of the mark”; and that “SWSS ARMY is not and cannot
be a trademark for nultifunction pocketknives because it
does not identify a single source of origin of such
products” (paragraphs 14-16).%

In their answer, applicants claimthat they are the
excl usi ve manufacturers of SWSS ARMY nul tifunction
pocket knives; and admt, inter alia, certain matters

regarding the civil suit involving opposer and Forschner and

2 For clarity, it is explained that The Forschner G oup Inc.
(Forschner) is Victorinox A .G’'s exclusive distributor for knives
in the US.; and Forschner is now known as Swi ss Arny Brands,

Inc. Wenger S.A’'s exclusive distributor for knives in the U S
is Precise Inports, Inc.

3 See al so, 124 F.3d 402, 43 USPQd 1942 (2nd Cir. 1997), which
deci sion was issued the year after the notice of opposition was
filed.

* pposer’s pl eadi ng was organi zed by opposer setting forth three
grounds--(i) the mark is generic, (ii) the mark fails to identify
a single source, and (iii) applicants conmtted fraud based on
applicants’ asserted m srepresentations to the Exam ning Attorney
that they were joint owners of the mark
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certain specific responses made by applicants during the ex-
parte prosecution of their involved application. Applicants
ot herwi se deny the salient allegations of the notice of
opposition. In addition, applicants assert the “affirmtive
defenses” that (i) opposer |acks standing to oppose; (ii)
opposer | acks capacity to oppose; (iii) opposer is guilty of

5

uncl ean hands; > and (iv) the opposition is barred under the

principles of collateral estoppel.?®

Qpposer’s Mdtion to Amend Its Pleading to Add Parties
Opposer filed on May 12, 2003 (about one nonth after
the oral hearing was held in this case), a notion to anend
the notice of opposition to add opposer’s “sol e
shar ehol ders, Mark Dweck and Jack Dweck, as additi onal
Qpposers” (brief, pp. 1 and 5) pursuant to Fed. R Cv. P.
15(b) and 21. QOpposer provided no information whatsoever as
to why it did not take action to add party plaintiffs at any
time earlier in this opposition proceeding. Aside fromthe

extrenely late nature of the notion, opposer neither

°> Applicants did not raise the defense of unclean hands in their
brief. Thus, they have waived that affirmati ve defense.

® I'n deciding opposer’s notion and applicants’ cross-notion for
summary judgnent, the Board in its March 24, 2000 decision, inter
alia, explained that both parties argued that collateral estoppe
appl i ed based on court decisions in the case of The Forschner
Goup Inc. v. Arrow Trading Co. Inc. (see citations |isted
above); held that “coll ateral estoppel is not applicable in this
case” (p. 7); granted applicants’ notion for sumary judgnent on
the fraud claim and otherw se denied the parties’ respective
nmotion and cross-notion for summary judgnent.
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provi ded evidence in support thereof acconpanying its brief,
nor pointed to any such evidence in the record. W are well
awar e opposer is asserting the joinder of additional parties
under Fed. R G v. P. 15(b) to conformthe pleadings to the
evi dence. However, in order to anmend the pleadings to
conformto the evidence, the record nust establish what the
party nmoving to anmend seeks to add to the pleading. Here
t he evidence does not support opposer’s notion, and in fact,
i f anything, the evidence shows that opposer was reorgani zed
into two corporations, not that two individuals now stand in
its shoes. Specifically, opposer’s president, Jack Dweck,
testified in his discovery deposition (submtted into the
record as Exhibit L in applicants’ notice of reliance)(p.
11) that there was “an arbitrati on agreenent which
distribute[d] [opposer’s] assets to the two new
corporations.” He did not specify the two successor
corporations, and he did not testify (nor is there any
evi dence of record) that opposer’s assets were transferred
to the individuals, Jack Dweck and Mark Dweck. There is
only argunent by opposer’s counsel to that effect. Thus,
the issue was not tried by the parties and anendnent of the
opposition under Fed. R Civ. P. 15(b) is inappropriate.

Mor eover, opposer’s notion is otherwise untinely. Fed.
R Cv. P. 21 provides for the adding or dropping of parties

“at any stage of the action and on such terns as are just.”
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The grant or denial of a notion under Rule 21 is within the
di scretion of the trial judge. The timng of such a notion
may i nfluence the judge’'s determ nation of whether to grant
said notion. Courts typically deny requests that cone so
late in the case that it will delay the case or prejudice
any of the parties to the case. See Wight, MIller & Kane,

Federal Practice and Procedure: Civil 3d, 881688 and 1688. 1.

(2001).

In the circunstances of this opposition proceeding
involving the registrability of a mark before this
admnistrative tribunal, it would be clearly unjust and
prejudicial to applicants to all ow opposer to add two
i ndi vidual party plaintiffs at this juncture. Opposer
waited fromthe filing of its notice of opposition in 1996,
t hrough briefing and decision on sunmary judgnment notions
whi ch included argunents and issues related to opposer’s
standi ng (1997-2000), through trial (2001-2002), and even
through briefs after trial (2002) and oral hearing (2003)
bef ore opposer took any action to join any party plaintiff.

Mor eover, as expl ai ned above, the evidence does not
show that the individuals sought to be joined are the
successors to opposer, and this would anmount to all ow ng
these individuals to file an untinely notice of opposition.
See SDT Inc. v. Patterson Dental Co., 30 USPQ2d 1707 (TTAB

1994) .
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We find opposer’s proposed anendnent to the pleadings,
filed so late in the proceeding, is not supported by the
evi dence, and would be prejudicial to applicants.

Accordi ngly, opposer’s May 12, 2003 notion to anmend the
notice of opposition to add two individual opposers is
denied. Cf. Kalman v. The Berlyn Corp., 914 F.2d 1473, 16
USPQ2d 1093 (Fed. Cir. 1990)(involving a notion to anmend

under Fed. R Gv. P. 21 and 15(a) -- not 15(b)).

The Record / Evidentiary Matters

The record consists of the pleadings; the file of the
opposed application; opposer’s notice of reliance on Exhibit
Nos. 1-61 (filed Septenber 29, 2001):;’ opposer’s
suppl enental notice of reliance on Exhibit Nos. 62-63 (filed
Novermber 27, 2001);% applicants’ notice of reliance on
Exhibits A-L (filed February 8, 2002); applicants’
suppl enmental notice of reliance on Exhibit M(filed July 3,

2002);° the testinony, each with exhibits, taken by

" Applicants’ notion to strike certain of opposer’s exhibits in
this notice of reliance will be determned later in this
deci si on.

8 The parties filed two stipulations on November 27, 2001: (1)

i ndi cating applicants’ consent to opposer’s filing of its

suppl enmental notice of reliance after the cl ose of opposer’s
initial testinmony period; and (2) that opposer’s Exhibit Nos. 1-
63 inits two notices of reliance may be offered into evidence
wi t hout objection as to authenticity of said materials, but

Wi thout prejudice to applicants’ right to raise objections to
adm ssibility on any other grounds.

® On July 3, 2002, the parties filed a stipulation that
applicants were permtted to supplenent their trial evidence with
the material in their suppl enental (footnote continued)
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applicants of (i) Charles Elsener, president of Victorinox,
A .G, (ii) Murice Cachot, CEO of Wenger S.A (through a
French interpreter), and (iii) Dr. Henry D. Gstberg,

chai rman of The Admar Group (survey expert)!l: and a
stipulation (filed on May 3, 2002, via certificate of
mai | ing, the closing date of opposer’s rebuttal testinony
period) submtted in lieu of the testinony (by subpoena) of
Swiss Arny Brands, Inc. (SABlI) -- Victorinox AG’s

excl usive distributor of knives in the United States, and
Precise Inports, Inc. (Precise) -- Wenger S. A’ s exclusive
distributor of knives in the United States. (Based thereon,
t he subpoenas were w t hdrawn by opposer.)

Portions of the testinony depositions were filed under
seal as “confidential.” Neither opposer’s nor applicants’
briefs after trial were nmarked “confidential.” Nonethel ess,
the Board has exercised discretion in discussing evidence

originally submtted as confidential.

notice of reliance.

The Board notes that neither of applicants’ notices of reliance
i ncludes statenents of the relevance of the material offered as
required by Trademark Rule 2.122(e). However, opposer did not
obj ect thereto; thus any objection on that basis is waived.
10 pposer’ s objections to applicants’ Exhibit Nos. 22-23
i ntroduced during the Charles El sener deposition, and reiterated
by opposer inits brief, will be determined later in this
deci si on.
" During opposer’s cross-exam nation, opposer objected to the
testinony of Dr. Ostberg, but did not reiterate that objection in
its brief. (In point of fact, opposer specifically listed the
testinony of Henry D. Gstherg in its description of the record
wi thout reference to any objection.) Opposer has accordingly
wai ved its objections thereto. See TBWP §718. 04.
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Both parties filed briefs on the case.'® An oral
hearing was held before the Board on April 15, 2003.

W will now decide the evidentiary matters rai sed by
the parties. Qpposer objected to two exhibits offered
during the testinony deposition of Charles El sener, and
reiterated the objections inits brief.'® Specifically,
opposer objects to applicants’ Exhibit No. 22 (portions of a
docunent titled “Trademark Agreenent” between the Sw ss
Conf ederation and SABI), based on | ack of authentication,
redacted docunent, hearsay; and applicants’ Exhibit No. 23
(consisting of three photocopi ed pages--a Septenber 4, 1997
letter in English fromthe Swiss MIlitary Depart nent
addressed to “To whomit nmay concern,” the “encl osure”
referenced in the letter consisting of one page fromthe
February 27, 1997 Sw ss “Handel szeitung” article (in
German), and an English translation of the article) based on
hearsay, no certified translation of the docunent, and where
the witness purported to translate two phrases in the
letter, that he is not a certified translator.

Regardi ng Exhibit No. 22, other than making the
objections during the trial deposition and stating inits

brief (p. 5) “[opposer] restate[s] that objection here,”

12 Opposer’s notion (filed July 5, 2002) to extend the time to
file briefs is granted

13 These are the only objections to any part of the record
reiterated by opposer in its brief. Thus, all other objections
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opposer has offered neither any specific argunment nor any
| egal precedent in support of its request that this exhibit
be excluded fromthe record. There is no indication from
opposer why an exhibit should be stricken fromthe record
solely because it is redacted, and here the docunent appears
on its face to be adm ssible. Qpposer’s objection as to
| ack of proper authentication of the docunent is not well
taken as the witness’s testinony relative thereto
substantiates his famliarity with the “Trademark Agreenent”
sufficient to allowit into the record (e.g., Victorinox,
A.G has a copy of the docunent in its records, the wtness
had di scussed the agreenent with the parties thereto).
(El sener dep., pp. 93-97). Moreover, the Board does not
generally strike properly taken and filed testinony or
exhi bits based on substantive objections such as hearsay.
Rat her, such objections are taken into consideration in
determ ning the probative value of the evidence. See
Marshall Field & Co. v. Ms. Fields Cookies, 25 USPQ2d 1321,
1326 (TTAB 1992). (Opposer’s objections to applicants’
Exhi bit No. 22 are overrul ed.

Regar di ng Exhi bit No. 23, subsequent to the deposition
of Charles Elsener, applicants filed a notice of reliance,
i ncluding as Exhibit K the identical three page docunent,

but also including both (i) a letter fromthe Sw ss

made by opposer during depositions, including those previously

10
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Conf ederation confirmng the signature and the authenticity
of the Septenber 4, 1997 letter, and (ii) a certification of
the translation of the article. Opposer nade no objection
to applicants’ Exhibit K  Thus, opposer’s objections to
Exhi bit 23 are overrul ed as noot.

We turn then to applicants’ notion (included as part of
its brief on the case) to strike opposer’s Exhibit Nos. 1-8,
10- 18, 20-23, 25-27, and 29-61.'% Applicants’ objections
are generally based on hearsay and/or rel evance and/or | ack
of foundation. Applicants also objected to certain of the
above-enuner at ed exhi bits because | eave was not granted by
the Board to admt testinony from anot her proceedi ng under
Trademark Rule 2.122(f), or because they are not “printed
publications” under Trademark Rule 2.122(e), or because they
are not self-authenticating and thus are not “printed
publ i cations” under Trademark Rule 2.122(e).

Upon careful review of the record, the objections, the
argunents of the parties on applicants’ notion to strike,
and the applicable law, we overrul e applicants’ objections
and we allow into the record all of opposer’s exhibits. W
particularly note that applicants stipulated to the

authenticity of all materials submtted by opposer (Exhibit

noted herein, are considered wai ved. See TBMP 8§718. 04.

¥ As noted above, opposer took no testinony, but offered 63
exhibits by way of one notice of reliance (Exhibit Nos. 1-61) and
one suppl enental notice of reliance (Exhibit Nos. 62-63).

11
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Nos. 1-63) in the stipulation filed with the Board on

Novenber 27, 2001. In addition, opposer’s Exhibit No. 3

12
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(objected to by applicants) is also applicant’s Exhibit No.
33 introduced at the testinony deposition of Muurice Cachot,
Wenger S.A.’s CEO (pp. 45-49). Opposer’s Exhibit Nos. 34-52
are copies of m scell aneous published court decisions (in
whi ch the judge(s) used the term“Swiss Arny knife”) which
the Board is free to consider for whatever probative val ue,
if any, they may have. Al so, opposer’s Exhibit Nos. 53-61
are printouts of stories fromprinted publications and are
therefore adm ssi bl e under Trademark Rule 2.122(e).

Based on the discussion above, applicants’ notion to
strike certain of the exhibits from opposer’s Septenber 29,

2001 notice of reliance is denied.

The Parties

Applicants, Victorinox A .G and Wnger S. A, are both
corporations of Switzerland, and both are located in
Switzerland. Victorinox A G (under a different nane) was
founded in 1884 by Karl Elsener; and he al so founded the
Associ ation of Sw ss Master Cutlers consisting of a few
smal | enterprises in the knife manufacturing business,® in
order to obtain an order fromthe Swss mlitary for knives
for each soldier. 1In 1891 the first order fromthe Sw ss

mlitary for pocketknives with nultiple utensils thereon was

15 Today, the Association of Swiss Master Cutlers has over fifty
menbers, and both joint applicants herein are still menbers
t her eof .

13
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filled. The knife was and is called “the soldier’s knife.”
Victorinox A.G first sold knives in the United States in
1936 or 1937, and in 1952 it first sold knives through its

U S distributor, Forschner (now SABI). Anerican G s coined
t he ni cknane “Swiss Arny knife” for these nultifunction
pocket knives after World War I1. It was in 1952 that
Victorinox A.G first used “SWSS ARW” on and in connection
with its pocketknives. Victorinox A G’'s sales of
pocketknives in the United States is in the mllions of
units per year.

Wenger S. A. was founded in 1893 under the nane
Coutellerie Suisse, and in 1907 was renaned Wenger. It
first sold the soldier’s knife to the Swiss mlitary in 1901
(this may have occurred earlier, but, due to a fire, its
records trace back only to 1901). Today, Wenger S. A
manuf act ures several types of knives, including various
nodel s of multifunction pocketknives (80% of Wnger’s
busi ness) and professional cutlery (such as for chefs,
gardeners). Wenger S. A first sold nmultifunction
pocketknives in the United States in 1949. Since then,
Preci se has been Wenger S. A ’s distributor of knives in the
U S Wnger S A’'s sales of pocketknives in the United

States are also in the mllions of units per year.

14
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The Swiss mlitary required two sources for the
soldier’s knife, and thus, it purchases half of its supply
thereof from Wnger S.A and half fromVictorinox A G

Opposer has offered no testinony concerning its
activities or background. In its brief (“Statenent of
Facts” Section, p. 9), opposer set forth two paragraphs of
i nformation regardi ng opposer’s activities, nentioning
several related conpanies. However, opposer did not refer

to anything in the record to support these asserted facts.!®

' pposer had the burden of introducing evidence in support of
its clains. |f opposer intended that the Board accept the
findings of fact and conclusions of |law fromthe vari ous
deci sions and court orders in the case of The Forschner G oup,
Inc. v. Arrow Trading Co., Inc., cited above, we decline to do
so. The issues in that case were very narrow and were so
expl ained by the courts, beginning with the first decision of
Septenber 29, 1993, in which the U S. District Court for the
Sout hern District of New York stated “This action involves only a
small slice of the law of unfair conpetition. The existence of a
trademark is not at issue.” 833 F.Supp. at 388. The issue in
that case was whether Arrow s representation of the Chinese knife
as a Swiss Arny knife m sleads consunmers as to the geographic
origin and the quality of the Chinese knife. The Court noted
t hat :

“Arrow, rather than focusi ng upon these issues,

has directed its energies in an attenpt to prove

that ‘Swiss Arnmy knife' is a generic term

denoting any nul tifunction pocketknife.”

“...Arrowrivets itself to the notion that ‘Sw ss

Arnmy knife’ cannot receive trademark protection

if it is ageneric term (Ctations omtted.)

However, Forschner does not seek tradenark

protection in this action, but attenpts to stop

Arrow from m srepresenting the Chinese knife....”

833 F.Supp. at 392. “...Arrow still has failed

to denonstrate that ‘Swiss Arny knife' is a

generic term” 833 F. Supp. at 395.

After remand fromthe 1994 decision of the Court of Appeals for

the Second Circuit, the U S. District Court reiterated:

“My underlying decision held that ‘the existence

of a trademark is not an issue.’” (Citation

omtted.) The Court of Appeals agreed.

(Citation omtted.) The phrase ‘Sw ss Arny

15
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The Board gl eaned i nfornation about opposer nainly fromthe
excerpts of the discovery deposition of Jack Dweck,
opposer’s president, (submtted into the record by
applicants). Also, Exhibit J fromapplicants’ notice of
reliance is a certificate of the State of New York
Departnent of State show ng the incorporation of Arrow
Trading Co., Inc. on August 27, 1969 and its dissolution on

December 27, 2000.

kni fe’ has never enjoyed trademark protection, as
Forschner readily concedes in its conplaint.
(Footnote omtted.) Because the issue was not
presented, it was never reached, and the Court of
Appeal s | eft unanswered the question of whether
the mark is registrable.” 904 F.Supp. at 1414.

Along this line, we enphasize that this was nade clear in the
March 24, 2000 Board order holding collateral estoppel not
applicable to this opposition proceeding. (See Board order, pp.
3-7.) Thus, opposer has been (or should have been) fully aware
of its burden to prove its case by nmeans other than through the
decisions in the Forschner (and other) cases. W note, in
contrast to the issue before the Courts, the Board is an
admnistrative tribunal with linted jurisdiction over only the
guestion of registrability of the mark. W have no jurisdiction
over issues of trademark infringenent or unfair conpetition. See
Sections 17 and 18 of the Trademark Act, 15 U. S.C. §81067 and
1068. See al so, TBWP §102.01

In addition, opposer contends that the statements nmade by the
joint applicants’ respective U S. distributors (Forschner, now
SABI and Precise) in various court cases (both docunents and
testinony), and in letters signed by the distributors are
adm ssi ons against interest as to the involved joint applicants.
We decline to so hold. O course, it is not surprising that the
U S distributors would not be claimng ownership rights in the
mar k of the foreign manufacturers of the products they
distribute. Moreover, the record shows that applicants
distributors did not consult with applicants prior to filing
various |lawsuits; that applicants did not pay any part of the
expenses of any of these cases; that applicants did not receive
papers fromthese cases, but, rather, they were sonetines
informed of the results. (Elsener dep., pp. 102-107.)
Victorinox A.G and Forschner (SABI) have been in a contractual
relationship since 1937, but they first sold knives to Forschner
in 1952, and the first witten contract was executed in 1980.

(El sener dep., pp. 110-111.)

16
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The excerpts of the discovery deposition of Jack Dweck
i ndi cate that opposer first used “Sw ss Arny” in connection
with multifunction pocketkni ves on purchase orders and
invoices in the late 1980s and first used it on opposer’s
packagi ng and on the knives around 1992; and that for the
year 1992-1993 opposer sold about 8,000 units, and opposer
sol d none thereafter.

In 1991 opposer ordered, inter alia, about 20,100
mul tifunction pocketknives froma conpany | ocated in Hong
Kong. It was also in 1991 that opposer filed an application

to register the mark shown bel ow (wth no disclainer)

f'II
b

ﬁ

all 5 AT

for watches in International Cass 14, pens in International

Cl ass 16, and luggage and unbrellas in International C ass

18. %7

The record is clear that opposer conpletely ceased
busi ness operations in 1993. It last had any incone in
1993. Its lease termnated in 1993. There have been no

directors’ neetings since 1993. Enployees were let go in
1993. No knives have been sold by opposer since 1993.
(See, e.g., Dweck discovery dep., pp. 10-13, 59, 119-120,

7 Application Serial No. 74/154,714, filed April 8, 1991, and
hel d abandoned on June 15, 1992 for failure to respond to an
Ofice action.

17
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127). M. Dweck testified (pp. 120-124) that after 1993,
Arrow Tradi ng G-oup, Inc. and C assic Knife Corporation sold
i nported pocketknives which did not display “Sw ss Arnmy” on
the handl es of the knives or on the packaging therefor; but
that these goods were marketed using “Swiss Arny knife.”

The only marketing material created was a video (Exhibit No.
18 to the Dweck testinony), which is the video for which
opposer was held in contenpt in 1996 in the U S. D strict
Court for the Southern District of New York (Exhibit No. 22

to the Dweck testinony). (See footnote 22, infra.)

Burden of Proof

Qpposer, as plaintiff in the opposition proceeding,
bears the burden of proving, by a preponderance of the
evidence, it has standing to bring this opposition, and the
asserted grounds for opposition -- that SWSS ARMY is
generic for nultifunction pocketknives, that the mark does
not indicate a single source of origin, and that applicants
are not proper joint applicants. See Cunni nghamv. Laser
ol f Corp., 222 F.3d 943, 55 USPQR2d 1842, 1848 (Fed. Cir.
2000); and Cerveceria Centroanericana, S. A v. Cerveceria
India Inc., 892 F.2d 1021, 13 USPQ2d 1307, 1309 (Fed. Cr.
1989) .

Opposer’ s St andi ng

18
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The standing question is an initial and basic inquiry
made by the Board in every inter partes case. That is,
standing is a threshold inquiry. Standing is an essenti al
el ement of opposer’s case which, if it is not proved at
trial, defeats opposer’s clains. See Lipton Industries,
Inc. v. Ralston Purina Co., 670 F.2d 1024, 213 USPQ 185
(CCPA 1982); and No Nonsense Fashions, Inc. v. Consolidated
Foods Corporation, 226 USPQ 502 (TTAB 1985).

In this case, applicants chall enge opposer’s standing
on two separate bases.'® First, applicants challenge
opposer’s standing on the basis that opposer is a dissolved
corporation. W cannot agree with applicants because
opposer filed its notice of opposition in Septenber 1996,
but opposer was not dissolved as a corporation by the State
of New York until Decenber 2000. (Applicants’ Exhibit J.)
Sinply put, because opposer was not a dissol ved corporation
at the tine it filed the notice of opposition, we cannot
find that opposer |acks standi ng based solely on the
di ssol ution of opposer corporation four years |ater.

However, applicants al so contend that opposer |acks

st andi ng because opposer ceased doi ng busi ness years ago,

8 «“lack of standing” is not an affirmative defense (as stated in
applicants’ answer to the notice of opposition). Rather, it is,
as expl ai ned above, an essential elenment of the plaintiff’'s case.
The defendant is, of course, free to assert that the plaintiff
has failed to establish its standing.

19
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does not currently exist, and thus, cannot be damaged by
regi stration of the mark

Section 13(a) of the Trademark Act, 15 U S.C. 81063(a),
allows for opposition to the registration of a mark by
anyone “who believes that he woul d be danaged by the
registration of a mark...” The party seeking to oppose the
regi stration of the mark nust prove two elenents: (1) that
it has standing and (2) that there is a valid ground to
prevent the registration of the opposed nmark.

As stated by our primary review ng court, the Court of
Appeal s for the Federal Circuit, in Cunninghamyv. Laser,
supra, 55 USPQ2d at 1848:

Standing is the nore liberal of the two
el enents and requires only that the
party seeking cancel |l ation believe that
it islikely to be damaged by the
registration. ... A belief inlikely
damage can be shown by a direct
commercial interest.

Further, the sanme Court stated in Ritchie v. Sinpson, 170
F.3d 1092, 50 uUsP@d 1023, 1025 (Fed. Cr. 1999):

Section 13 of the Lanham Act establishes
a broad class of persons who are proper
opposers; by its terns the statute only
requires that a person have a beli ef
that he woul d suffer sone kind of damage
if the mark is registered. However, in
addition to neeting the broad

requi renents of 813, an opposer nust
neet two judicially-created requirenents
in order to have standing--the opposer
must have a “real interest” in the
proceedi ngs and nust have a “reasonabl e”
basis for his belief in damage.
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and at 1027 the Court stated:

However, our precedents suggest

sonething nore — that the “belief of

damage” required by Section 13 of the

Lanham Act is nore than a subjective

belief. See Universal G|, 463 F.2d at

1124, 174 USPQ at 459-460. The beli ef

must have a “reasonable basis in fact.”

In this case, the record clearly and unequi vocally

est abl i shes that opposer ceased busi ness operations in 1993,
three years before it filed the notice of opposition.
Qpposer does not dispute and in fact concedes that it “is no
| onger doi ng business as a separate entity” (reply brief, p.
8), but it argues that this opposition comes within the
category of “winding up its business affairs” under the New
York dissolution statute and that it now represents the
interests of both fornmer sharehol ders/officers, Jack Dweck
and Mark Dweck, whomit has attenpted to join as parties to
this opposition. (For the reasons stated, the joinder of
parties plaintiff was denied earlier herein.) To be very
clear, the Board is not finding a | ack of standi ng based on
the dissolution of the opposer corporation in 2000 under New
York aw. Rather, we hold that opposer |acks standing
because the entity which filed this opposition in 1996,

havi ng ceased busi ness operations in 1993, has failed to

show a “real interest” in the opposition, and certainly has

9 W note that opposer corporation was formally dissolved by the
State of New York prior to opposer filing any evidence in this
case.
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failed to denonstrate a “reasonabl e” basis for its belief in
damage.

Havi ng found that opposer |acks standing, we
necessarily find that the opposition nust be dism ssed.
However, for the sake of thoroughness of the decision on
registrability, in the event it should be determ ned on
appeal that opposer has standing, we will rule on opposer’s

clainms and applicants’ affirmative defenses.

Est oppel Def ense?®
In support of this affirmative defense, applicants
argue that opposer applied to register the mark shown bel ow

==_=

all 5 AT

for watches in International Cass 14, pens in International
Cl ass 16, and luggage and unbrellas in International C ass

18,2 without disclaimng the words “SWSS ARMY”; that

20 Applicants’ affirmative defense of estoppel is distinguished
fromthe coll ateral estoppel explained previously herein,

i nvolving the March 24, 2000 Board order and di scussion of and
hol di ng on the question of collateral estoppel in the context of
the civil action between one of the joint applicants’ U S

di stributors and opposer (Forschner v Arrow). The Board, in
denyi ng sunmary judgnent, held that the issues of whether
applicants are proper joint applicants and whether the term SWSS
ARMY is generic for nultifunction pocketknives were not
determned in the prior civil action; and that “collateral
estoppel is not applicable in this case.”

2l Serial No. 74/154,714, filed April 8, 1991, and abandoned for
failure to respond to an Ofice action on June 15, 1992.
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opposer | ater adopted the word ‘classic’ to nodify the mark
SWSS ARMWY, thereby exploiting the standard English neaning
of ‘classic’ and thus, affirmatively recogni zing the
trademark significance of the words SWSS ARMY; that on the
packaging for its Chinese made pocket kni ves, opposer used a
“TM synbol and stated on the packaging that “the Sw ss Arny
| ogo design” is a trademark used by opposer under |icense.
(Applicants’ Exhibit No. 7 to the Dweck dep.)?* Fromthis,
appl i cants concl ude that opposer’s “use as a trademark and
attenpted registration of the term SWSS ARMY shoul d est op
[ opposer] fromcontending that the mark is anything ot her
than a trademark.” (Brief, p. 42.)

Opposer contends that it renoved the words SWSS ARMY
before obtaining a registration for the design portion of
the mark; that “an affiliate” of opposer, Col ony
Cor poration, obtained the registration for the design

portion?; and that because opposer has been litigating for

22 ppplicants al so point out that opposer’s use of the word
‘classic’ with the words SWSS ARMY was held by the United States
District Court for the Southern District of New York (order dated
June 26, 1996--applicants’ Exhibit No. 22) to be in contenpt of a
previous injunction order, specifically finding that Arrow
Trading Co., Inc. was attenpting to “piggyback” on the
?Iaintiff’s goodwi || and that Arrow acted in bad faith.

® M. Dweck’s discovery deposition includes his acknow edgment
that approximately one year after he signed an application based
on an assertion of a bona fide intention to use the mark in the
nanme of Arrow Trading Co., Inc. (Serial No. 74/154,714), he
signed an application in the nane of Col ony Corporation (Serial
No. 74/285,495 now i ssued as Reg. No. 2,089,486) for the design
portion of the mark (w thout the words SWSS ARMY) for goods in
International Classes 6, 8, 9, 11, 14, 16, 18, 21, 25 and 34,

al so based on that applicant’s assertion of a bona fide intention
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years over the right to use “Swiss Arny knife” for
mul tifunction pocketknives and has consistently taken the
position the termis generic for said goods, there is no
est oppel agai nst opposer herein.

Qpposer’s application Serial No. 74/154,714, included
the words SWSS ARW as part of the mark, but it did not
i nclude nmultifunction pocketknives in the identification of
goods. Thus, it cannot be said that opposer is now taking a
position fromwhich it should be estopped by asserting SWSS
ARMY is generic for multifunction pocketknives. Wth regard
to opposer’s past use of the words “Swi ss Arny | ogo design”
in a sentence referring to an anonynous |icense on its
pocket kni ves and/ or the packaging therefor, we sinply do not
find sufficient evidence on this issue to find for
applicants.

Accordingly, we hold that this affirmative defense nust
fail. Opposer is not estopped frommaking its clainms in

this case.

Qpposer’s Capacity to Sue Defense
Appl i cants contend that opposer |acks the capacity to

sue under the laws of the state of New York because opposer

to use the mark in commerce. (Applicants’ Exhibit Nos. 9 and 10,
Dneck dep.) Wiile M. Dweck testified that opposer licensed the
design mark (as shown on its label -- Exhibit 7) from Col ony

Cor porati on, when questioned regarding the license, it was clear
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is a dissolved New York corporation. Opposer contends that
a di ssolved corporation may nmaintain a | egal action or
proceedi ng under NY Bus. Corp. Law §1006. %

First, the notice of opposition was filed by opposer in
1996, four years before opposer was dissolved as a
corporation. Second, even assum ng, arguendo, that
di ssolution applies herein, the relevant portion of “NY Bus.
Corp. Law 81006 Corporate action and survival of renedies
after dissolution” reads as foll ows:

(a) A dissolved corporation, its
directors, officers and
sharehol ders nay continue to
function for the purpose of w nding
up the affairs of the corporation
in the sane manner as if the
di ssol ution had not taken place,
except as otherw se provided in
this chapter or by court order. In
particular, and without limting
the generality of the foregoing:

(4) The corporation may sue or
be sued in all courts and
participate in proceedi ngs,
whet her judi ci al

adm nistrative, arbitrative or
otherwise, inits corporate
name, and process nay be
served by or upon it.

(b) The dissolution of a corporation
shal |l not affect any renedy
avai l abl e to or against such
corporation, its directors,

that there was no witten |icense agreenent, and opposer never
paid any license fees to Col ony Corporation.

¢ Both sides have cited cases fromthe courts of the state of New
York regarding this issue.
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of ficers or sharehol ders for any

right or claimexisting or any

liability incurred before such

di ssol ution, except as provided in

sections 1007 (Notice to creditors;

filing or barring clainms) or 1008

(Jurisdiction of suprene court to

supervi se di ssol ution and

| i qui dati on).

W find that opposer has, or at least at the tinme of

filing of the notice of opposition had, the capacity to sue.
Applicants’ affirmative defense that opposer |acks capacity

to oppose therefore nust fail.

Joint Applicants

Opposer contends that these applicants are not proper
joint applicants because they are not cooperatively
produci ng and marketing a single product as a single source
of origin; that applicants are conpetitors and have been for
about 100 years; and that there is no joint venture or
| i cense agreenent between them 2°

Applicants contend that joint applicants are
specifically recognized by the USPTGQ that when two entities
agree to own a mark jointly, their elected arrangenent is
presuned valid because the joint applicants have a strong

interest in protecting the validity of their mark as

2 W reiterate at this juncture that opposer’s fraud clai m (based
on applicants nisrepresenting thenselves as joint applicants) was
di sm ssed by way of Board order dated March 24, 2000, granting
applicants’ notion for summary judgnent thereon.
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explained in In re D anond Wal nut G owers, Inc. and Sunsweet

G owers Inc., 204 USPQ 507, 511 (TTAB 1979); that here the
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two applicants have achieved “100 years of unmatched
consistent quality”; that there is no requirenent that the
parties enter a witten agreenent or that there be a form
partnership or joint venture; that there is no requirenent
that only jointly produced products nerit or qualify for
joint trademark ownership; that “where the rights of joint
owners have been recogni zed generally have been instances
where common sense acceptance of how a nmark is used in the
mar ket pl ace required such an acknow edgnent to refl ect
actual consuner understanding” (brief, p. 23); that
protecting the mark SWSS ARWMY for knives in the nane of the
only producers of authentic SWSS ARMY knives furthers the
basic prem ses of trademark | aw of preventing consuner
confusion and protecting the owner’s rights.

Section 1 of the Trademark Act, 15 U.S.C. 81051,
provides that “[t]he owner of a tradenmark used in conmerce
may request registration....” See also, Section 45 of the
Trademark Act, 15 U.S.C. 81127 for a definition of “Person,
juristic person.” TMEP 8803.03(d) (Third Edition 2002)
explains that “[a]n application may be filed in the nane of
joint applicants or joint owners. ... Joint applicants are
not the sanme as a joint venture. A joint venture is a
single applicant, in the sane way that a partnership is a

single applicant.”
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In order to prevail on this issue, opposer nust show
that the individual applicants are not both owners of the
mark SWSS ARWY for multifunction pocketknives. Opposer has
failed to do so. |In fact, the evidence is to the contrary
that both applicant entities have ownership rights in the
mar k and t hey share ownership of the mark for these involved
goods. The fact that there is no witten agreenent between
the two joint applicant corporations is not fatal to their
joint ownership, as the record clearly establishes that
these two entities have an agreenent regarding quality of
t he goods and the use of the nmark SWSS ARW. Moreover, the
Swi ss governnent placed Victorinox A.G and Wnger S.A into
a cooperative relationship by requiring each to share the
franchi se of making knives for the Swss mlitary about 100
years ago; and applicants have never di sagreed about the
rights of each other in the mark SWSS ARWY for knives.

W find that applicants Victorinox A G and Wnger S A
are proper joint applicants.?® See In re Polar Misic
International AB, 714 F.2d 1567, 221 USPQ 315, 318 (Fed.

Cir. 1983); Taco Cabana International, Inc. v. Two Pesos,

26 Informationally, we note of interest two docunents nade of
record in this case: (1) applicants’ Exhibit No. 25 introduced
in the Charles El sener deposition, which is a copy of United

Ki ngdom Regi stration No. 2043590 i ssued Novenber 6, 1995 to
Victorinox A.G and Wenger S. A for the mark SWSS ARW for

“mul tifunctional pocketknives; all being made in Switzerland,”
and (2) applicants’ Exhibit K, which includes a letter fromthe
Swiss MIlitary Departnment acknow edgi ng the “joint exclusive
rights” of Victorinox A .G and Wenger S. A in the mark SWSS ARW
for multifunction pocketknives.

29



Qpposition No. 103315

Inc., 932 F.2d 1113, 19 USPQR2d 1253, 1259 (5th Gr. 1991),
aff’d 505 U.S. 763 (1992); In re D anond Wal nut G owers,
supra; and Ex parte Pacific Internmountain Express Co., 111
USPQ 187 (Conmm 1956). See also, 2 J. Thonmas MCart hy,

McCarthy on Trademarks and Unfair Conpetition, 816:41 and

“Aut hor’s Comment” in 816:45 (4th ed. 2001).

Single Source of Origin

Opposer argues that a term cannot serve as a trademark
if it does not indicate a single source of origin of the
goods; that the term SWSS ARMY is not a trademark for
mul tifunction pocketknives because it does not indicate a
single commercial source of origin; that Victorinox A G and
Wenger S. A. do not manufacture a single product, but rather
they are conpetitors who separately manufacture their goods
and offer themto the purchasing public.

In response, applicants argue as foll ows:

[H ere, the Swi ss governnent placed

Vi ctorinox and Wenger into a cooperative
relationship by requiring each to share
t he franchi se of nmaking fol ding knives
for the Swss mlitary. 1In |ike cases,
where governing authorities have decreed
the conditions for use or non-use of a
mar k, courts consistently have applied
the principle that the | aw abhors a
forfeiture by refusing to find a | oss of
rights. (G tations and footnote
omtted.) The forfeiture Opposer seeks
here woul d be particularly inappropriate
si nce the governnent-decreed sharing of
the Swiss Arny knife franchise entailed
neither a cessation of sales nor an
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i npai rment of quality control standards,
but rather required both manufacturers
to satisfy the very highest standards
possi ble, led the two conmpanies into a
cooperative rel ationship, and hence

hel ped establish the brand’ s singul ar
reputation for consistent quality.
(Enmphasis in original.)

We acknow edge that this case presents a situation with
unusual, unique circunstances. It is true that Victorinox
A.G and Wenger S. A are conpetitors in the sense that, for
exanpl e, they conpete for sales of their nultifunction
pocket kni ves; they use different distributors in the United
States?’; they do not inspect each other’s facilities; and
they do not share patents or technol ogy information.
However, it is also true that, for exanple, these two
corporations for over 100 years have never disputed their
shared rights in the mark SWSS ARMY; that for over 50
years they have been the only sources of SWSS ARMY brand
pocketknives in the United States; that they both use the

sanme suppliers of the materials (e.g., steel, alum num

needed to make SWSS ARMY nul tifunction pocketknives; that

2" The stipulation of the parties (filed May 5, 2002) regarding
Swi ss Arny Brands, Inc. and Precise Inports, Inc. nmakes clear
that these two entities are the exclusive U S. distributors of
Victorinox A.G and Wenger S. A, respectively; that the U S.
distributors do not have a witten agreenent between thensel ves
regarding their distribution of SWSS ARW pocket kni ves; that
they do not claimto own the trademark SWSS ARMY for knives;
that these distributors conpete with regard to the distribution
and marketing of the pocketknives; that the distributors do not
possess any docunments concerning the |icense between the two
joint applicant corporations; and that the distributors have no
direct know edge of the ternms of the oral agreenent between the
joint applicants Victorinox A .G and \Wenger S. A
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they make the soldier’s knife to identical specifications
(as required by the Swiss mlitary) and, by agreenent

bet ween the conpanies, they nake all SWSS ARMY brand
pocket knives to the sane specifications. |In addition,
Victorinox A G and Wenger S. A cooperate not only on the
specifications for manufacturing SWSS ARMY brand
pocket kni ves, but also on the quality control of the
pocket kni ves they produce; and they cooperate in enforcing
their trademark rights as against third parties.

We certainly do not disagree with the general
propositions that a trademark is used by a manufacturer or
merchant to distinguish its goods fromthose nmanufactured or
sold by others, and that a trademark must be used in a
manner cal cul ated to project to consuners that the goods
originate froma single source. However, as argued by
applicants, where two entities have a | ong-standi ng
relationship and rely on each other for quality control, it
may be found, in appropriate circunstances, that the
parties, as joint owners, do represent a single source. See
In re Polar Music International AB, supra; Janes Burrough
Ltd. v. Sign of the Beefeater, Inc., 540 F.2d 266, 192 USPQ
555, 563 (7th Cr. 1976)(“The trademark | aws exist not to
‘protect’ trademarks, but, as indicated above, to protect
the consum ng public from confusion, concomtantly

protecting the trademark owner’s right to a non-confused
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public”); and Coca-Cola Bottling of Shreveport v. Coca-Col a
Co., 696 F.Supp. 97 (D.C. Del. 1988)(“...the defendant’s
contention that joint ownership is frowned upon in trademark
law is of no nonent....The defendant goes too far in
contending that joint ownership of the ‘Coca-Cola mark ‘is
unwor kabl e and fundanental |y i nconsistent with basic
principles of trademark law.” In the Court’s view, in the
case of Coke products, rather than creating a |likelihood of
confusion in the mnds of the public as to source, joint
ownership better represents reality. ... The bottlers and
t he Conpany share responsibility for the quality of the
product.”).

In the circunstances of this very unusual case now
before us, we find that SWSS ARMY is a trademark
essentially indicating a single source in these joint

applicants.

Generi cness

The critical issue in determ ning genericness is
whet her nmenbers of the relevant public primarily use or
under st and the designation sought to be registered to refer
to the genus or category of goods or services in question.
See H Marvin Gnn Corp. v. International Association of
Fire Chiefs, Inc., 782 F.2d 987, 228 USPQ 528 (Fed. Cr.

1986). In making our determ nation, we follow the two-step
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inquiry set forth in that case and reaffirnmed in In re
Anmerican Fertility Society, 188 F.3d 1341, 51 USPQR2d 1832
(Fed. Gr. 1999), nanely:

(1) What is the genus or category of goods at
i ssue?, and

(2) |Is the designation sought to be registered
understood by the relevant public primarily to
refer to that genus or category of goods?

“The correct legal test for genericness, as set forth
in Marvin G nn, requires evidence of ‘the genus of goods or
services at issue’ and the understanding by the general
public that the mark refers primarily to ‘that genus of

goods or services. Anerican Fertility Society, 51 USPQd
at 1836. That is, do the nenbers of the relevant public
understand or use the term sought to be registered to refer
to the genus of the goods and/or services in question?

The genus or category of goods involved in this case is
“mul tifunction pocketknives,” as the goods are identified in
applicants’ application. During the discovery testinony of
Jack Dweck, he had difficulty defining precisely what “SWSS
ARMY” was generic for. For exanple, he identified “Sw ss
Arny knives” as “having red handles,” but |ater he
acknow edged that he knew they were not all red, but nost
consuners believe they are all red (dep., pp. 97 and 101).
The record shows that applicants have sold SWSS ARMY knives

in other colors (e.g., black, white, blue, silver, green)

for many years (sonme of those colors since 1976). He also
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identified the generic characteristics of “Sw ss Arny

kni ves” as being “snooth” and not having rivets on the sides
(dep., p. 104). However, the record shows that applicants
sell multifunction pocketknives with wooden handl es and
grai ny handl es and sone have rivets on the sides. Applicant
offers that the generic nanes to describe the “genus” of its
i nvol ved goods include “multifunction pocketknife,” “jack-
knife,” “pocketknife,” “penknife,” and “folding knife.”

In considering the understanding of the rel evant
public, we nust first determ ne who conprises the public for
the identified goods. See Stocker v. Ceneral Conference
Corp. of Seventh-day Adventists, 39 USPQRd 1385, at 1394
(TTAB 1996). In this case, we find the relevant public is
ordinary consuners in the United States.

As previously stated, it is opposer’s burden to
establish, by a preponderance of evidence, that the applied-
for mark is generic. During its testinony in chief, opposer
submtted 63 exhibits to prove its case. These exhibits
i ncl ude various papers (e.g., conplaint, pre-trial order,
pages fromtranscripts of testinony, final court decisions,
a settlenent agreenment) fromvarious court cases (e.g.,
Forschner v. Arrow, Forschner v. International Branded
Cutlery, Inc., Forschner v. Precise, and a case before the
I nternational Trade Comm ssion); a few letters from

Forschner to Victorinox A G ; a page froma book The Knife
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and Its History?®;, three otherw se unidentified

advertisenents but listed in opposer’s notice of reliance as
advertisenents for Wenger S. A ; a page from Wnger S. A ’s
catalog; a few Internet web site pages and a few entries
from encycl opedi as and dictionaries; nineteen reported court
decisions in mscellaneous cases in which the judge referred
to “Swiss Arny knife/knives” therein; nine articles from
vari ous newspapers; a 1979 letter fromVictorinox A G
regarding an article in the “San Francisco Chronicle,” and a
1975 “Overall Business Study” Report for Forschner and

Vi ct ori nox.

Applicant submtted evidence including the testinony of
Victorinox A.G’'s president, of Wenger S.A’'s CEO and of Dr.
Henry Ostberg (a survey expert), as well as notices of
reliance on, inter alia, excerpted sections fromvarious
books, encycl opedias, dictionaries and Internet web sites
and the excerpts fromthe discovery deposition of Jack
Dweck, opposer’s president.

Opposer’ s evidence that SWSS ARW is generic for
mul tifunction pocketknives is weak and/ or anmbi guous. Mich
of opposer’s evidence is not evidence of the perception of
the term by the general public. Mny of these materials

woul d not ordinarily be seen by consuners, e.g., papers

8 The entire book, published in 1984 on the 100th anniversary of
Victorinox A.G, was introduced at the deposition of Charles
El sener, as Exhibit No. 5.

36



Qpposition No. 103315

filed in the different “Forschner” court cases and before
the I TC (and of course, those papers filed therein by
opposer are likely to express opposer’s view regardi ng the
term SWSS ARW for knives),? letters from one busi nessman
to another, m scell aneous published court decisions, an
“Overal |l Business Study” report to a corporation.

Wi | e opposer submtted dictionary and encycl opedi a
excerpts which include references to “Swiss Arny knife,” it
is not even clear that all the uses in opposer’s own
references are evidence of generic use of the term
Mor eover, applicants submtted dictionary and encycl opedi a
entries which do not include references to “Swiss Arny” or
“Swss Arny knife.” This amobunts to conflicting credible
evi dence going to the public perception of the term

Most of opposer’s newspaper evidence of use of the term
“Sw ss Arny knife” is generally anbiguous in that the term
appears in a list of itens (e.g., things not allowed at
airports, things to take as canping equi pnent), or it
appears in the article in such a manner that one cannot
ascertain whether the termis being used generically or
whether it indicates a trademark. That is, the uses in
t hese publications are anbi guous insofar as they use “Sw ss

Arny knife” in a manner which could be interpreted as

29 As expl ai ned previously herein, the questions of genericness
and registrability of “SWSS ARW” for nultifunction pocketknives
were not issues in the “Forschner” cases.
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generic use or as use referring to the source of applicants’
products. These several indeterm nate or anbi guous uses of
the term“Swiss Arny knife” (which is not the mark
applicants have applied to register--rather the mark is
SWSS ARMWY) are certainly not persuasive of the public
perception of the termas the generic nane of the goods.
“Swss Arny knife” with a capital “S and a capital “A’
coul d be either.

There are perhaps two exceptions -- opposer’s Exhibit
No. 59, “News & Record (G eensboro, NC,” June 16, 1996,
which refers to the “Swiss Arny knife” as “...the famliar
red knife — with versions made by Victorinox, Wnger,
| mperial Schrade and Buck....”; and Exhibit No. 58, “The
State Journal -Register (Springfield, IL),” June 13, 1995,
which refers to “... A good quality Swiss Arny knife-
Vi ctorinox and Wenger are the top brands-can provide a snall
but versatile toolbox in a convenient package....” These
two exceptions are not sufficient to establish that the
publ i ¢ understands the words SWSS ARMY as a generic nane
for multifunction pocketknives. W cannot find based on
such a m nuscul e nunber of journalistic uses (or m suses) of
“Swss Arny knife” that the mark SWSS ARW is generic. Use
of “Swiss Arny knife” wth the “S” and “A” capitalized is

not inconsistent with the use of the termas a tradenark.
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Qpposer’ s subm ssion of several uses of “Swiss Arny” or
“Swiss Arny knife” by judges in their decisions (Exhibit
Nos. 34-52) are al so anbiguous, as it is not clear whether
such uses are evidence of generic use or of trademark use.
Mor eover, such uses are not persuasive of how the general
public perceives SWSS ARWY for knives because it is highly
unlikely that the general public reads such reported court
deci si ons.

Appl i cants, however, have subm tted convincing evidence
that SWSS ARWY is their trademark for nmultifunction
pocket kni ves. This evidence includes the testinony of Dr.
Henry D. Ostberg, chairman of The Admar Group®, and the
results of the tel ephone survey his conpany conducted in
1997 to determ ne whether the term “Swi ss Arny” was
perceived as a generic nane or as a brand designation. The
findings fromthe survey were: (1) of a cross-section of
potential purchasers, 81% considered “Swiss Arny” to be a
brand nanme, not a comon nane; and (2) nost consuners (92%
associ ated “Swiss Arny” wth knives or pocketknives,
al t hough 16% bel i eved there was sone associ ati on between the
“Swi ss Arny” nanme and wat ches.

This survey utilized the generally approved “Tefl on
Met hodol ogy.” It involved nen and wonen, ages 18 and ol der,

who indicated an intention to purchase a pocketknife in the

39



Qpposition No. 103315

next six nonths; and it was conducted between Novenber 5 and
18, 1997. Consuners were asked a series of questions,

i ncl udi ng whet her they thought “Mrgarine,” “Aspirin,”
“Cel | ophane,” “Easy Spirit,” “Swiss Arny,” “M& M” and
“Sony” were common nanes or brand nanmes. The findings were
based on 215 respondent interviews which were conpleted and
t abul at ed.

Opposer thoroughly cross-exam ned applicant’s survey
expert witness regarding the type of survey, the
interview ng, the analysis, etc. However, it is noteworthy
t hat opposer did not retain a survey expert to critique
applicants’ survey, and did not conduct its own survey (or
el ected not to submt such testinony or survey results).

Rat her, opposer argued in its brief that applicants’ survey
“is fatally flawed because the survey failed to test the
termat issue in this case — Swiss Arny knife. Instead,
consuners were asked whether they believed SWSS ARW was a
brand nanme or a generic term” (Brief, p. 40.) Opposer
further explains in that, for exanple, “polo” is not
generic, but “polo shirt” is generic.

We have carefully considered the entire testinony of
Dr. Ostberg, and we find no reason to discount his survey.
The survey showi ng an 81% public recognition rate of SWSS

ARMY (the mark applied for herein) as a brand designation is

30 Opposer stipulated that Dr. Ostberg is qualified in the area of
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probative evidence that the termis not a generic nane for
pocket kni ves.

In addition, Jack Dweck, opposer’s president, was asked
in his discovery deposition, whether he was aware of
inporters or manufacturers of nultifunction pocketknives,
ot her than applicants, who used the nane SWSS ARMY on
kni ves, or the packaging or the pronotional materials for
knives. He answered “yes,” and then expl ained there were
two conpani es (Azad and DME) he knew of because of
proceedi ngs agai nst them by Forschner. Qher than those
two, he was aware of no others. (Dep., pp. 91-93). Wen
guestioned further on this matter, i.e., asked specifically
if he had seen any knife nade by Azad or DME bearing the
mark SW SS ARMY, he answered that he saw an advertisenent in
the late 1980s or early 1990s that nay have been DVE s ad
and it nmay have appeared in “Parade Magazine,” but he could
not be sure, nor could he recall whether the words SWSS
ARMY were used on the knife or sonewhere in the ad copy.
(Dep., pp. 93-95.)

Qpposer’s assertion in its reply brief that applicants’
own evi dence establishes that the term SWSS ARW is generic
is sinply neither accurate nor persuasive in this case.

Wi |l e we have no doubt that opposer strongly believes

the term SWSS ARMY is generic for multifunction

consuner surveys. (Gstberg dep., p. 4.)
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pocket kni ves, we |ikew se have no doubt that opposer has
utterly failed to prove that claim

In sum we find that opposer |acks standing to bring
this opposition; and that opposer has failed to prove any of
the clains asserted in the notice of opposition. (W also
find that applicants did not establish a factual basis for
their affirmative defenses of estoppel and |ack of capacity
t o oppose.)

Deci sion: The opposition is dism ssed.
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