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Opinion by Larkin, Administrative Trademark Judge:

In Mocean Group LLC (“Applicant”) seeks registration on the Principal Register
of the standard character mark SUGAR BEACH (BEACH disclaimed) for goods
ultimately identified as “Bathing suits; Beach cover-ups; Beachwear; Body suits;

Bras; Dresses; Dresses for swimming; Jogging suits; Shirts; Swimwear; T-shirts;
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Tank-tops; Tops as clothing; all marketed and sold primarily to retail stores offering
clothing and not cosmetics” in International Class 25.1

The Trademark Examining Attorney refused registration of Applicant’s mark
under Section 2(d) of the Trademark Act, 15 U.S.C. § 1052(d), on the ground that it
so resembles the registered standard character mark SUGAR BEACH for “bath care
and body care products, namely, bath gels, bath salts, body cleansers, body creams,
body lotions, body polish, body scrub, exfoliants for skin, hand cream, shower gel, and
liquid hand soap” in International Class 3,2 as to be likely, when used in connection
with the goods identified in the application, to cause confusion, to cause mistake, or
to deceive.

Applicant appealed the Examining Attorney’s final refusal. Applicant and the
Examining Attorney have filed briefs.3 We affirm the refusal to register.

I. Evidentiary Matter

Before proceeding to the merits of the refusal, we address an evidentiary matter.
Applicant attached to its brief electronic records regarding various third-party

registrations of marks for various goods and services. 4 TTABVUE 10-20. The

1 Application Serial No. 88716250 was filed on December 5, 2019 under Section 1(b) of the
Trademark Act, 15 U.S.C. § 1051(b), based on Applicant’s allegation of a bona fide intention
to use the mark in commerce.

2 The cited Registration No. 4056729 issued on November 15, 2011 and a combined Section 8
and 15 declaration has been accepted and acknowledged.

3 Citations in this opinion to the briefs refer to TTABVUE, the Board’s online docketing
system. Turdin v. Tribolite, Ltd., 109 USPQ2d 1473, 1476 n.6 (TTAB 2014). Specifically, the
number preceding TTABVUE corresponds to the docket entry number, and any numbers
following TTABVUE refer to the page number(s) of the docket entry where the cited materials
appear.
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Examining Attorney objects to these registrations on the ground of untimeliness. 6
TTABVUE 3. We sustain the objection.

Trademark Rule 2.142(d), 37 C.F.R. § 2.142(d), provides that “[t]he record in the
application should be complete prior to the filing of an appeal” and that “[e]vidence
should not be filed with the Board after the filing of a notice of appeal.” “The evidence
submitted with Applicant’s appeal brief that Applicant did not previously submit
during prosecution . .. is untimely and will not be considered.” In re Inn at St. John’s,
LLC, 126 USPQ2d 1742, 1744 (TTAB 2018), affd mem., 777 F. App’x 516 (Fed. Cir.
2019). Accordingly, we have not considered the attachments.

II. Record on Appeal*

The record on appeal consists of pages from the USPTO databases regarding the
cited registration, made of record by the Examining Attorney,5 and Internet webpages
of companies that sell the involved goods under the same marks, made of record by

the Examining Attorney.6

ITII. Likelihood of Confusion Refusal

Section 2(d) of the Trademark Act prohibits registration of a mark that so
resembles a registered mark as to be likely, when used on or in connection with the

goods or services of the applicant, to cause confusion, mistake, or deception. 15 U.S.C.

4 Citations in this opinion to the application record are to pages in the Trademark Status &
Document Retrieval (“I'SDR”) database of the United States Patent and Trademark Office
“USPTO”).

5 March 10, 2020 Office Action at TSDR 2-3.
6 Id. at TSDR 4-25; April 1, 2020 Final Office Action at TSDR 2-79.
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§ 1052(d). Our determination of the likelihood of confusion under Section 2(d) is based
on an analysis of all probative facts in the record that are relevant to the likelihood
of confusion factors set forth in In re E.I. du Pont de Nemours & Co., 476 F.2d 1357,
177 USPQ 563, 567 (CCPA 1973) (“DuPont’). We consider each DuPont factor for
which there i1s evidence and argument. See, e.g., In re Guild Mortg. Co., 912 F.3d
1376, 129 USPQ2d 1160, 1162-63 (Fed. Cir. 2019).

Two key DuPont factors in every Section 2(d) case are the first two factors
regarding the similarity or dissimilarity of the marks and the goods or services,
because the “fundamental inquiry mandated by § 2(d) goes to the cumulative effect
of differences in the essential characteristics of the goods and differences in the
marks.” Federated Foods, Inc. v. Fort Howard Paper Co., 544 F.2d 1098, 192 USPQ
24, 29 (CCPA 1976).

A. Similarity or Dissimilarity of the Marks

Under the first DuPont factor, we consider “the similarity or dissimilarity of the
marks in their entireties as to appearance, sound, connotation and commercial
impression.” Palm Bay Imps. v. Veuve Cliquot Ponsardin Maison Fondee en 1772, 396
F.3d 1369, 73 USPQ2d 1689, 1691 (Fed. Cir. 2005). The involved standard character
SUGAR BEACH marks “are identical in appearance, sound, connotation, and
commercial impression.” In re Country Oven, Inc., 2019 USPQ2d 443903, *3 (TTAB
2019). The first DuPont factor “therefore weighs heavily in favor of finding a

likelihood of confusion.” Id. at *4.
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B. Similarity or Dissimilarity of the Goods and Channels of Trade

The second DuPont factor “considers ‘[t]he similarity or dissimilarity and nature
of the goods or services as described in an application or registration,” In re Detroit
Athletic Co., 903 F.3d 1297, 128 USPQ2d 1047, 1051 (Fed. Cir 2018) (quoting DuPont,
177 USPQ at 567), while the third DuPont factor considers “the similarity or
dissimilarity of established, likely-to-continue trade channels.” Id. at 1052 (quoting
DuPont, 177 USPQ at 567). See also Stone Lion Capital Partners, LP v. Lion Capital
LLP, 746 F.3d 1317, 110 USPQ2d 1157, 1161-63 (Fed. Cir. 2014).

The goods need not be identical, but “need only be related in some manner and/or
if the circumstances surrounding their marketing are such that they could give rise
to the mistaken belief that they emanate from the same source.” Coach Servs., Inc. v.
Triumph Learning LLC, 668 F.3d 1356, 101 USPQ2d 1713, 1722 (Fed. Cir. 2012)
(quoting 7-Eleven Inc. v. Wechsler, 83 USPQ2d 1715, 1724 (TTAB 2007)).

“Evidence of relatedness may include news articles or evidence from computer
databases showing that the relevant goods and services are used together or used by
the same purchasers; advertisements showing that the relevant goods and services
are advertised together or sold by the same manufacturer or dealer; or copies of use-
based registrations of the same mark for both the applicant’s [goods] and the goods
listed in the cited registration.” Country Oven, 2019 USPQ2d 443903 at *4-5.

“[Blecause the marks are identical, the degree of similarity between the goods . . .

required for confusion to be likely declines.” DeVivo v. Ortiz, 2020 USPQ2d 10153,
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*11 (TTAB 2020) (citing Orange Bang, Inc. v. Olé Mexican Foods, Inc., 116 USPQ2d
1102, 1117 (TTAB 2015)).

The goods identified in the application are “Bathing suits; Beach cover-ups;
Beachwear; Body suits; Bras; Dresses; Dresses for swimming; Jogging suits; Shirts;
Swimwear; T-shirts; Tank-tops; Tops as clothing; all marketed and sold primarily to
retail stores offering clothing and not cosmetics,” while the goods identified in the
cited registration are “bath care and body care products, namely, bath gels, bath salts,
body cleansers, body creams, body lotions, body polish, body scrub, exfoliants for skin,
hand cream, shower gel, and liquid hand soap.”

The Examining Attorney relies on webpages showing that one or more of the
clothing items identified in the application and one or more of the bath and body care
products identified in the cited registration are frequently sold under the same mark.
Applicant dismisses the evidence showing the sale of those goods under the marks
VICTORIA’S SECRET, AVON, and MARY KAY on the ground that these marks are
“well-known and/or famous marks that have been registered for many types of or
varieties of goods, including for cosmetics and clothing.” 4 TTABVUE 3.7 Applicant
argues that

this is not sufficient to prove that cosmetics and clothing
are normally or typically marketed or sold in the same

stores or channels of trade, or that purchasers would
“likely” believe that Applicant’s goods and Registrant’s

7 Applicant requests that the Board take judicial notice of third-party registrations of these
marks as evidence that well-known marks are used for a wide variety of goods. 4 TTABVUE
3. We decline that request in keeping with our policy not to take judicial notice of
registrations in USPTO records. In re MK Diamond Prods., 2020 USPQ2d 10882, *1 n.5
(TTAB 2020) (citing In re Jonathan Drew Inc., 97 USPQ2d 1640, 1644 n.11 (TTAB 2011)).

-6 -
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goods emanate from or are affiliated with the same source.
These three instances of the same source marketing and
selling both clothing and cosmetics are the exception to the
rule and are not typical or “likely”; and these marks
referenced by the Examiner (via the web pages attached to

the first office action) are registered for many
UNRELATED goods (or classes), as mentioned above.

Id. at 4.

Applicant further argues that online retailers “market and sell not only clothing
and cosmetics, but many types of goods in many different unrelated fields,” id.,® and
that this alone does not make the goods related for purposes of likelihood of confusion.
Id. Applicant claims that “cosmetics and clothing are NOT normally marketed and
sold together by the same entity; and purchasers do NOT normally associate those
different kinds of goods, even when carrying the same mark, as being associated with
the same source.” Id.

Finally, Applicant argues that the restriction on the channels of trade for its
clothing in the amended identification, which provides that its goods are “all
marketed and sold primarily to retail stores offering clothing and not cosmetics,” id.
at 7-8, “limits Applicant’s goods to clothing stores,” id. at 8, and “excludes sales of
Applicant’s goods to any customers or stores that market or sell cosmetics.” Id.

The Examining Attorney responds that she made of record multiple webpages in
addition to those of Avon, Mary Kay, and Victoria’s Secret, all of which show that

entities commonly sell cosmetics and clothing under the same mark. 6 TTABVUE 6-

8 Applicant cites the registrations attached to its appeal brief, 4 TTABVUE 4, which we have
excluded as untimely.
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7. She argues that the relatedness of cosmetics and clothing is not limited to instances
of the use of famous marks, and that the Board “has previously considered the

relatedness of clothing and personal cosmetics, finding the goods to be related in a

number of instances.” Id. at 8.

The record shows that retailers, including ones who appear to be primarily
cosmetics companies and ones who appear to be primarily clothing companies,
frequently sell various forms of cosmetics, including bath and body care products, and
various articles of clothing, including women’s clothing, under the same marks,

including house marks. Portions of most of the webpages in the record are set forth

below:

https: fwww. avon.

yifashion/apparel 03/10/2020 05:11:42 P

BecomeaR

FREE SHIPPING ON $60 WHEN YOU SHOP WITH A REPRESENTATIVE DETAILS

SignIn  Product #

FindaR

SHOP CATEGORIES

Home / Fashion / Apparel
Shop All

CATEGORIES
Apparel
Tops
Bottoms
Dresses
Jackets
Footwear

[ntimates

Refine by

STAR RATING

Espaiiol  Blog (] v

AV O N o s

WHAT'S NEW HOW-TO's ABOUT US BROCHURE

SALES & SPECL

Enjoy special pricing and exclusive offers only when you shop with an Avon Representative FIND A REPRESENTATIVE »

APPAREL

From classic casuals to party dresses. the women’s apparel
collection has the ensemble you've been looking for.

TOPS Sort by

.

2-Pack Mesh-Detail Tank Washed Tee Lightweight Animal-Print Top

Wicking Top with Mesh Detail

9 March 10, 2020 Office Action at TSDR 4. The Avon website also displays other clothing
items. Id. at TSDR 5-8.
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https: A, avon, ffirm-yourself-firming-body-cream-65706
03/10/2020 05:12:52 P

FREE SHIPPING ON $60 WHEN YOU SHOP WITH A REPRESENTATIVE DETAILS

inda e Becomea e SignIn Product= Espaiicl Blog Jo L 4

AV O N o s

JDP CATEGORIES WHAT'S NEW HOW-TO's ABOUT USs BROCHURE SALES & SPECIALS

Enjoy special pricing and exclusive offers only when you shop with an Avon Representative FIND A REPRESENTATIVE »

& /Bath & Body / Body

1

NAKEDPROOF Affirm Yourself Firming Body Cream

41 95REVIEWS
READ 95 REVIEWS WRITE A REVIEW

$21.00 522-97C
$12.99 when vou shop with a Representative »

SPECIAL OFFER: Free ¥NAKEDPROOF Sheet Ma:

1 you shop with a Representative »

Y UER

= Q — 1 +
F 4
/
ADD TO G ADD TO WISH LIST

8

DESCRIPTION INGREDIENTS

Set the tone—and always stay firm. The firming body cream is clinically proven to visibly banish crepey skin
for a more toned, defined look. In fact, 96% showed improvement in firmness and tone of their abdomen and hip
area*. 6.7 fl. oz.

X Click for larger image #NAKEDPROOF is a proven body care line that delivers powerful resuits. Reveal the skin you're in with body

care designed for real women.
sure [ @A

BENEFITS
- Caffeine Complex stimulates natural collagen production to visibly firm skin

http: W, Ei italog/ 1116820700 -2bf2-44cf-b2f3-02997e7927 3ABody+C. i 11168207 &limit= 119ae-aabf-4f81-926b-bif
seAUTY  SHIN S a
= e ouso VICTORIA’S SECRET
BOND STREET LONDON
NEW! BRAS PANTIES LINGERIE SLEEP SPORT LOUNGE BEAUTY ACCESSORIES SWIM BRANDS WE LOVE SALE

Natural Beauty Extoliating Body Scrub

ICTORIA'S SECRET
NEW! Natural Beauty Exfoliating
= Body Scrub

*hkkhkh (3) > SRevews > W

$8

VICTORIAS
SECRET
COCONUT MILK
& ROSE

kb exrounTve soay seun

©388g/130z

COCONUTE MILK & ROSE

10 Id. at TSDR 10. The Avon website also displays other cosmetics. Id. at TSDR 11-12.
11 Id. at TSDR 20 (highlighting supplied by the Examining Attorney).

. 9.
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https /. P g retlace-up-plunge-bodysuit-11163356007 UOR 111633568Imit=1808 750c1-08a5-4180-Bfc7-baBerBddb2598s
VicToRIAS i
S BEAUTY  SWIM No code required e

= e e VICTORIA’S SECRET S

BOND STREET LONDON

NEW! BRAS PANTIES LINGERIE SLEEP SPORT  LOUNGE BEAUTY ACCESSORIES  SWIM BRANDS WE LOVE ~ SALE

VICTORIA'S SECRET

Lace-up Plunge Bodysuit

Khkhkd (25 > 19Reviews > WrieaReview

ADD TO BAG

AV Returns and exchange information.Details

Description

Go for bold in this body-hi one-piece with flirty lace-up details.

= V-front and bac
@ click image to Enlarge * Snzpcio

= Machine wash

tion/polyester/modal/elastane 12

TOM FORD

NEROLI PORTOFINO BODY MOISTURIZER

13

12 Id. at TSDR 21 (highlighting supplied by the Examining Attorney). The Victoria’s Secret
website also displays other clothing items. Id. at TSDR 22-25.

13 April 1, 2020 Final Office Action at TSDR 57.

- 10 -
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TOM FORD COLLECTIONS MEN WOMEN BEAUTY EYEWEAR WATCHES

coLor

SILK TWILL JOGGING PANTS SATIN FRONT RACERBACK TANK CREPE JERSEY KEYHOLE DRESS WITH GATHERED DE 14

gl
I
-
-

€ HOLLISTER surs Gmis cuivmics JeaNs  SALE

Ratings & Reviews

WRITE THE FIRST REVIEW

THESE FIT YOUR VIBE T0O:

?ﬂ.
BN

2 :
’\aﬁ" \’ /
'\E f

15

14 Jd. at TSDR 58 (highlighting supplied by the Examining Attorney). The Tom Ford website
also displays other clothing items. Id. at TSDR 59-62.

15 Id. at TSDR 20.
- 11 -
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£ HOLLISTER 6uvs GIRLS GILLYHICKS JEANS  SALE Q = ¢ @
Giriz - NewArrivals . Dresses &Rompers

New Arrivals Dresses & Rompers

Tops

Bottoms

Jackets &Coats

Dresses & Rompers

sort By +

Button-Front Ruffle-Hem Midi Dress Tiered Button-Front Dress Balloon-Sleeve Wrap-Front Romper Linen-Blend Crop Wide-Leg Jumpsuit
$49.95 $4L4L.95 $49:95 $34.96 $49.95
Category
size +
Color e
sisck “ aren
Pk | Puple | Red
whre | velow
Clear Al

16

Fwe ﬁﬁtz EYENTS & free shipping with $25 purchase details © Todays=Offers W0 signin
usTICE oS

Iustice

newarrivals clothes plussizes sleep, bras & undies shoes & accessories toys & room swimshop sale

$7 TOPS
Select styles.

bath & body 17 ¢ems

just shine perfect as a peach body lotion just shine perfect as a peach body wash just shine perfect as a peach hand cream
$7.95 $7.95 $5.95
imited time 2 for $10.00! limited tme 2 for $10.00! imited tme 2 for $10.00! 17

16 Id. at TSDR 25 (highlighting supplied by the Examining Attorney). The Hollister website
also displays other clothing items. Id. at TSDR 26-33.

17 Id. at TSDR 35 (highlighting supplied by the Examining Attorney). The Justice website
also displays other cosmetics. Id. at TSDR 36-38.
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free shipping with $25 purchase details © Todays Offers W0 signin

Fustice

new arrivals clothes plussizes sleep, bras & undies shoes & accessories toys & room swimshop sale

$7 TOPS 2

Select styles.

I
0
!

DRESSES AND
JUMPSUITS F?b\_’z GIRLS

For special days and to ma

dress dresses & jumpsuits 11 cems

Tomrny Batiarmez- ren  women  Beschsvome  rids

Now Featuring “ ST.KITTS
Apparel -

Swim +
Fan Gear +
Shoes & Accessories

Shees & Sandals
Sevesiry

Handbags & Clutches
WWatches

&=

Maui Jim® Sungiasses =

Scarves &Wraps

Haes & Caps
Lugzage & Travel
QuicksHOP QUICKSHOP QUICKSHOP
Fragrance & Body
‘Women's St. Kitts 3.4-0z. Eau de ‘Women's St. Kitts 3-Piece Gift ‘Women's Rollerball Coffret Set
St Kites Parfum Set($110 Value)
$45.00

TS for Her $68.00 $70.00

Set Sail St Barts = k =

Bocy Care

Shops +

TEB FOR HER
Filter By:
colors

Sue — ]
Brovm
Green
Mutticolor

Orange

White

uNIT

QuicksHoP QuicKsHOP 19

18 Jd. at TSDR 44 (highlighting supplied by the Examining Attorney). The Justice website
also displays other clothing items. Id. at TSDR 40-43, 45-55.

19 Id. at TSDR 63 (highlighting supplied by the Examining Attorney). The Tommy Bahama
website also displays other cosmetics. Id. at TSDR 64-65.
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Waﬁaﬁla' Men  Women  Beach&Home  Kids Search Q  2Acount @80

GET THIS free wristlet

M2 & MidiDresses. 4 WITH ANY $150 WOMEN'S PURCHASE"™

,-\
o L

8
QUICKSHOP QuICKsHOP QuicksHop QuicKsHoP QUICKSHOP

NEW - Clara Faux Wrap Dress NEW - Clara Faux Wrap Dress NEW - Two Palms Linen Shift NEW - Veranda Amira Stripe NEW - Fineapple Sleeveless
Dress Dress Sundress
$135.00 $135.00

. 2 $11500 511000 $9950
X X o= [ X X IO

1) (3) Morecoios ol

+)
@
(@]

20

The Board has held in multiple cases “that women’s clothing and fragrances are
closely related, complementary products,” Wet Seal, Inc. v. FD Mgmt., Inc., 82

USPQ2d 1629, 1640 (TTAB 2007),2! and the record here shows that women’s clothing

20 Id. at TSDR 66 (highlighting supplied by the Examining Attorney). The Tommy Bahama
website also displays other clothing items. Id. at TSDR 67-79.

21 Applicant cites In re Jacques Bernier Inc., 1 USPQ2d 1924 (TTAB 1987), for the proposition
that the Board’s prior cases finding a likelihood of confusion between similar marks used on
cosmetics and clothing “all involved comparison of well-known marks (or ‘designer’ marks),
where the public expects or might believe that a well-known designer uses the same or a
similar mark on clothing and cosmetics.” 4 TTABVUE 5. Jacques Bernier did not limit the
possible relatedness of clothing and cosmetics to cases involving such marks. Viewing the
case law retrospectively, the Board in Jacques Bernier “noted that, in general, those cases in
which confusion was held likely involved marks which were found to be well known,” Jacques
Bernier, 1 USPQ2d at 1925 (citations omitted), but held that “[e]ach case must be resolved
on its own facts.” Id. The Board found, on the facts of that case, that confusion was unlikely
because “the respective marks are not identical in sound or appearance and may have
different commercial impressions.” Id. About 20 years later in Wet Seal, the Board “[n]oted
that a number of cases have recognized the interrelationship between clothing and beauty
aids such as fragrance products and cosmetics,” Wet Seal, 82 USPQ2d at 1640 at n.22, and
held on the facts of that case that the involved goods (various cosmetics and clothing) and
services (retail apparel store services) were related. Id. at 1640. In any event, in this case, as
in every case, we must assess the relatedness of the involved goods on the basis of the record
before us, not past findings in cases involving different records.

- 14 -
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and bath and body care products are frequently offered under the same mark,
including the same house mark. The record suggests that “these products are used
together for the same purpose, to enhance physical appeal and create an overall
fashion image.” Id. The evidence is “sufficient to persuade us that women’s clothing
and [bath and body care products] are commercially related goods.” Id. We find that
the second DuPont factor supports a finding of a likelihood of confusion.

With respect to channels of trade, the record shows that the identified goods are
sold through the online webpages of clothing and cosmetics companies. Applicant
argues, however, that the channel-of-trade restriction in its identification of goods,
which provides that the goods are “all marketed and sold primarily to retail stores
offering clothing and not cosmetics,” 4 TTABVUE 7-8, “limits Applicant’s goods to
clothing stores,” id. at 8, and “excludes sales of Applicant’s goods to any customers or
stores that market or sell cosmetics.” Id. We do not agree with Applicant’s analysis of
this limitation or its effect on the likelihood of confusion.

The Examining Attorney correctly points out that the limitation is somewhat
1llusory on its face because “[u]se of the term ‘primarily’ leaves open the possibility
that applicant is also marketing and selling to other types of retail stores, including
those offering cosmetics, as well as to consumers directly.” 6 TTABVUE 9. Applicant
did not limit its channels of trade “exclusively” to “retail stores offering clothing and

not cosmetics,” so we must assume that at least some of Applicant’s women’s clothing

- 15-
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travel in other ordinary channels of trade for those goods, including, as Applicant
describes it, retail stores offering cosmetics.22

Even if there were complete exclusivity of trade channels, however, consumers
would be unaware of that fact, Wet Seal, 82 USPQ2d at 1641, and “where products
are closely related, merely because the products in fact would not be sold together
would not necessarily prevent consumers, when encountering the products in
different outlets, from believing the products come from the same source.” Id. We find
that the third DuPont factor is neutral in our analysis of the likelihood of confusion.

C. Summary

The SUGAR BEACH marks are identical in all respects and the goods are more
than sufficiently related for confusion to be likely, even if they are sold in distinct
trade channels. Consumers familiar with the registered mark SUGAR BEACH for
bath and body care products who subsequently encounter Applicant’s SUGAR
BEACH women’s clothing, in retail clothing stores or elsewhere, could easily believe
mistakenly that the cosmetics company has extended its line into women’s clothing.

Decision: The refusal to register is affirmed.

22 We note in that regard that the cited registration contains no channel of trade limitation
precluding sale of the identified cosmetics in clothing stores.
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