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Brewhound Coffee-Bar Co. (“Applicant”) seeks to register on the Principal
Register the service mark RUFFAREE in standard characters for, as amended,

“recreational dog park services” in International Class 41.1

1 Application Serial No. 88681779, filed November 6, 2019, under Section 1(a) of the
Trademark Act, 15 U.S.C. § 1051(a), alleging May 11, 2019 as the date of first use anywhere
and in commerce.

Citations to the prosecution file refer to the USPTO’s Trademark Status & Document
Retrieval (“I'SDR”) system in Portable Document Format. Citations to the record throughout
the decision include references to TTABVUE, the Board’s online docketing system. The
number preceding “TTABVUE” corresponds to the docket entry number; the number(s)



Applicant has appealed the Trademark Examining Attorney’s final refusal to
register the mark under Trademark Act Sections 1 and 45, 15 U.S.C. §§ 1051 and
1127, on the ground that Applicant’s original and substitute specimens fail to show
the applied-for mark used in connection with the identified services. For the reasons
explained below, we reverse the refusal to register.

I. Legal Background - Service Mark Specimen Requirements

Section 1 of the Trademark Act, 15 U.S.C. § 1051, permits application for
registration of “a trademark used in commerce.” See, e.g., In re Siny Corp., 920 F.3d
1331, 2019 USPQ2d 11362, at *2 (Fed. Cir. 2019). Section 45 of the Trademark Act,
15 U.S.C. § 1127, defines “commerce” as “all commerce which may lawfully be
regulated by Congress,” and “use in commerce” in connection with services as follows:

The term “use in commerce” means the bona fide use of a
mark in the ordinary course of trade, and not made merely
to reserve a right in a mark. For purposes of this Act, a
mark shall be deemed to be in use in commerce—

(2) on services when it is used or displayed in the sale or
advertising of services and the services are rendered in
commerce, or the services are rendered in more than one
State or in the United States and a foreign country and the
person rendering the services is engaged in commerce in
connection with the services.

A service mark is “any word, name, symbol, or device, or any combination thereof ...

[used] to identify and distinguish the services of one person ... from the services of

following “TTABVUE?” refer to the page number(s) of that particular docket entry. See Turdin
v. Trilobite, Ltd., 109 USPQ2d 1473, 1476 n.6 (TTAB 2014).
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others and to indicate the source of the services, even if that source is unknown.” 15
U.S.C. § 1127. Section 1(d)(1) of the Trademark Act, 15 U.S.C. § 1051(d)(1), requires
that the applicant file a “specimen ... of the mark as used in commerce.” “[Blecause
by its very nature a service mark can be used in a wide variety of ways, the types of
specimens which may be submitted as evidence of use are varied.” In re Metriplex,
Inc., 23 USPQ2d 1315, 1316 (TTAB 1992). Trademark Rule 2.56(b)(2), 37 C.F.R. §
2.56(b)(2), further clarifies that:

A service mark specimen must show the mark as used in

[1] the sale of the services, including use in the

performance or rendering of the services, or [2] in the

advertising of the services. The specimen must show a
direct association between the mark and the services.

Accord On-Line Careline, Inc. v. Am. Online, Inc., 229 F.3d 1080, 56 USPQ2d 1471,
1476-77 (Fed. Cir. 2000).

A specimen that shows only the mark with no reference to, or association with,
the services does not show service mark usage. See, e.g., In re Adair, 45 USPQ2d
1211, 1215 (TTAB 1997) (tags affixed to decorated Christmas trees that bear the
mark “TREE ARTS CO. and design” and the applicant’s location, but make no
reference to services, failed to show use for “design services in the nature of designing
handcrafted, permanently decorated Christmas and designer trees”). For specimens
showing the mark in advertising the services, “[i|n order to create the required ‘direct
association,” the specimen must not only contain a reference to the service, but also
the mark must be used on the specimen to identify the service and its source.” In re
Way Media, 118 USPQ2d 1697, 1698 (TTAB 2016) (quoting In re Osmotica Holdings

Corp., 95 USPQ2d 1666, 1668 (TTAB 2010)).
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“To determine whether a mark is used in connection with the services described
in the [application], a key consideration is the perception of the user [of the services].”
In re JobDiva, Inc., 843 F.3d 936, 121 USPQ2d 1122, 1126 (Fed. Cir. 2016) (citation
omitted). “The question is whether the evidence of Applicant’s use of its mark creates
an association between the mark and Applicant’s services.” Id. While the exact nature
of the services does not need to be specified in the specimen, “there must be something
which creates in the mind of the purchaser an association between the mark and the
services that have been recited in the application.” Way Media, 118 USPQ2d at 1698
(quoting In re Johnson Controls Inc., 33 USPQ2d 1318, 1320 (TTAB 1994)); accord
JobDiva, 121 USPQ2d at 1126 (“the question is whether the evidence of JobDiva’s
use of its marks sufficiently creates in the minds of purchasers an association
between the marks and JobDiva’s personnel placement and recruitment services”).

An acceptable specimen need not explicitly refer to the services if it shows use of
the mark in the rendering, i.e., sale, of the services. See Metriplex, 23 USPQ2d at
1316-17; see also In re Red Robin Enters., 222 USPQ 911, 914 (TTAB 1984) (stating
that “rendition” of services is properly viewed as an element of the “sale” of services).
In determining whether a specimen is acceptable evidence of service mark use, the
examining attorney may consider the applicant’s explanations as to how the specimen
is used, along with any other available evidence in the record that shows how the
mark is actually used. See In re Pitney Bowes, Inc., 125 USPQ2d 1417, 1420 (TTAB

2018); In re Int’l Envtl. Corp., 230 USPQ 688 (TTAB 1986).



With this guidance in mind, we now turn to the question of whether any of
Applicant’s original or substitute specimens are acceptable.

II. Prosecution History and Specimens of Record
A. Original Specimens

Applicant’s original specimens filed with its application consist of (1) a printout
from Applicant’s website; (2) an advertisement published in the magazine “Unleash

Jacksonville”; and (3) a red t-shirt displaying RUFFAREE on the back (“Original

Specimens”). Each are reprinted in full below:
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SURE, | GUESS IF WE'RE GOING to talk about the
obvious heart of Brewhound—Neptune Beach's
newest play space—it's dogs. Dogs, dogs, and
maybe a few more dogs! They absolutely love it
here. (Side note: | say “here" because I'm writing
this while enjoying a green-tea-chai-oat-milk latte
on The Porch at Brewhound. Why work in the office
where | don't even have oat milk?) From a dog's
perspective, what's not to love here? Sweet
fenced-in freedom, a super cool splash pad,
homies of all smells, sizes, and fur lengths to roll
with, plenty of shade and water, and people you
don't even know squealing—She’s sooo cutell!li—
in your direction every thirty seconds. The fun
factor is so high that some dogs find it very hard
to leave. I've seen many a tantrum being thrown.
Yes, it's quite clear the dogs are having a blast,
but | want to step back for a sec to warn you
about the feelings you may experience as a two-
legger at Brewhound. You may find you feel lighter
in the heart area—and that's
not just the oat milk talking. | M the
think some call it .- glee. Lock
around and you'll see most
people smiling ... and talking!
Very few people are on their
phones. You might have to
actaully work to feel anything
but happy while watching
the joy that unfolds in The
Yard (where the dogs are
playing)—so much joy.

o

Reptinted with lo

from Usleash Jocksonville No, 27
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Brewhound F.:uhp
WARM-HEARTED,
BRILLIANT, HELPFUL
—AND THEY ALL HAVE
MAGESTIC HAIR FOR
SOME WEIRD REASON.

ve by Codor Fusion Printing and Design Howse |

3

/Amy Oliveri

AYSREPEAT

Brewhound vibes inclusivity—you can feel totally
comfortable going all by yourself (with or without
a dog). By the time you leave, three things are
nearly guaranteed: You've met lovely new people,
you've gotten some fresh air in your lungs, and
your hands smell dog-ishy.

All that """ is by meticulous design.

From the moment this big magic idea sparked
them, owners Lauren Wyckoff and Jason
Underwood had the intention of bringing to life
a place of gathering and connection—and the
beating heart of this place would be dogs. Details
of style, safety, and goodfeels are so thoughtful
that you almost feel like you're a treasured guest
at someone's home. An elegant open-air design
and a carefully chosen family of staff helps to
create a fantastic communal feeling. | have an
inkling many lasting friendships will be made
under the trees of Brewhound.

i you find yourself unhappy when you're here, dare
I suggest you might be a curmudgeon.
And that's okay. No judgements. But, if
you're a dog person like me, welcome
to your happy place—ijust try not to
throw a tantrum when | tell you it's
timeto leave. «

/ Gather:
1848 Kings Civele S., Neptune Beach
Tues-Thurs 8a-10p,
Fri-Sat 9a-11p, Sun 9a-10p
Closed Mondays.

/ Grab your membership or learn more:
Bbrew-hound.com

celorfunranprinling.com

FREEDOM | wnfeashjee.co

ace?
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The excerpts from Applicant’s website do not include any references to the mark
RUFFAREE. The advertisement printed in “Unleash Jacksonville” uses RUFFAREE
in the following context:

Ruffaree/person

A human who watches dogplay in the yard closely &
conveys pack leadership with a calming energy to ensure
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that the rules are adhered to. Also arbitrates matters
arising from ‘RUFF’ play.

The third specimen consists of the front and back of a red t-shirt with Applicant’s
design logo BREW HOUND DOG PARK BAR displayed on the front and Applicant’s
mark RUFFAREE displayed in white lettering on the back.

In the first Office Action, the Examining Attorney found that none of the
specimens were acceptable because each failed to show a direct association between
the mark and the services, and failed to show the applied-for mark as actually used
in commerce with the identified services.2 The Examining Attorney only specifically
addressed the specimens consisting of the photographs of the red t-shirts, stating that
“the specimen does not show a direct association between the mark and services in
that the mark is shown on a t-shirt, International Class 25 goods.”3

Applicant was advised that examples of acceptable specimens for services include
copies of advertising and marketing material; a photograph of business signage or
billboards; or materials showing the mark in the sale, rendering, or advertising of the
services so long as such specimens show the mark used in the actual sale, rendering,
or advertising of the services, and as well as a direct association between the mark

and the services.4

2 February 15, 2020 Office Action at TSDR 2.
3 February 15, 2020 Office Action at TSDR 2.
4 Id. Applicant was also advised that it could amend the filing basis to Section 1(b) but

declined to do so.
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B. First Set of Substitute Specimens

In an effort to traverse the refusal, Applicant submitted on May 1, 2020 the
following substitute specimens (“First Substitute Specimens”) consisting of the three
photographs reproduced below described as “pictures of employees at the recreational

dog park:”>

5 May 1, 2020 Response to Office Action.
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Each photograph consists of a person wearing a red shirt displaying the mark
RUFFAREE in white lettering on the back while observing dogs and people in a
recreational dog park.

Applicant argued that this First Set of Substitute Specimens show “use of the
mark [RUFFAREE] being used in commerce at Applicant’s dog park.”¢ The

Examining Attorney rejected Applicant’s First Set of Substitute Specimens in a final

6 May 1, 2020 Response to Office Action at TSDR 8.
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refusal, stating that “applicant’s clothing item displaying the mark does not create a
connection with identified services.”?

Applicant then filed a notice of appeal and requested reconsideration of the
Examining Attorney’s final refusal.® Applicant provided additional information about
the specimens by explaining that the shirts are Applicant’s employees uniforms, and
are worn by employees daily while working at Applicant’s recreational dog park.®
Unpersuaded, the Examining Attorney denied Applicant’s request for
reconsideration.10

In a subsequent request for reconsideration, Applicant also argued that its
previously filed First Set Substitute Specimens, its “rendering specimen[s],” sufficed
to show a direct association between the mark RUFFAREE and services identified as
“recreational dog park services” because it showed a shirt worn by Applicant’s
employee bearing Applicant’s mark while providing the services.!l As support,
Applicant pointed to the following guidance from THE TRADEMARK MANUAL OF
EXAMINING PROCEDURE (“TMEP) Section 1301.04(f)(i1) (“Direct Association Between
the Mark and the Services”) (Nov. 2024):

Direct association is the minimum the specimen must
show, and it may be established textually,
contextually, or logically. In re Universal Oil Prods. Co.,

476 F.2d at 655, 177 USPQ at 457. What is necessary to
establish direct association differs depending on the type of

7 May 30, 2020 Final Office Action at TSDR 2.

8 November 30, 2020 Request for Reconsideration.

9 November 30, 2020 Request for Reconsideration at TSDR 5.
10 December 28, 2020 Denial of Request for Reconsideration.

11 January 12, 2022 Response to Office Action at TSDR 12.
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specimen submitted, that is, whether it is a specimen
consisting of advertising or a specimen used in the
rendering of the services.

(Emphasis added). Applicant also cited case law regarding acceptable specimens
showing a mark during the rendering of services, especially when considered in the
context of an applicant’s explanation. See Metriplex, 23 USPQ2d at 1316-17 (for
specimens showing the mark used in rendering the identified services, the services
need not be explicitly referenced to establish the requisite direct association).
The Examining Attorney denied the second request for reconsideration the

grounds that,

[a]s noted 1n the previous actions, the specimen identified

as a t-shirt does not provide a sufficient connection

between the mark and referenced services. It is possible

that the mark refers to dog walking, contest referring,

clothing worn by a patron or an ornamental design.
Therefore, the specimen remains unacceptable.12

C. Second Substitute Specimen
Upon a remand following the institution of this appeal, Applicant submitted on
January 12, 2022 another substitute specimen (“Second Substitute Specimen”)
consisting of four pages of printouts from Applicant’s website https:/www.brew-

hound.com/ accessed on August 17, 2021:

12 August 21, 2024 Denial of Request for Reconsideration at TSDR 2.
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https://www.brew-hound.com/
https://www.brew-hound.com/

s Beew Hound Dog Park + Bar | Nepeane Boach, FL

3
A ABOUT PARK ACCESS PARK INFO SHOP PRODUCTS EVENTS BoG CONTACT 0 Logn Ty
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LA Rl M ] Beew Mound Dog Park + Bar | Nepeane Bloach, FL

o
ﬂ ABOUT PARKACCESS PARKIND  SHOPPRODUCTS EVENTS 206 contact €3 Logln (370

ABOUT BREWHOUND

Our Story

JOIN THE PACK

Become a Member

T

3

FOLLOW US ON INSTAGRAM

@brewhounddogparkbar

Barpnc W W heew Bosend Lo
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ABOUT PARK ACCESS PARK INFO SHOP PRODUCTS EVENTS ROG CONTACT o

1848 Kings Circle South © 2020 Breawhountd Dog Park + Bat
” Neptune Beach, Florida 32266 Created by Hungry Wol Co

904-372-7266
On the second page, the subheading “For the Pups” reads in relevant part as follows:
For the pups, separately fenced large and small breed dog
parks allow unleashed freedom for play. Our Brewhound

Ruffarees keep a watchful eye over the pups as they play
and break up any rowdiness that may ensue.

The Examining Attorney deemed the Second Substitute Specimen unacceptable
because it did “not show a direct association between the mark and services in that
the specimen of record does not show use of the mark RUFFAREE in connection with
the advertised services” because “[t|he heading of the webpage is identified as ‘Brew
Hound Dog Park & Bar,” and the term ‘Ruffaree’ is buried in the body of the webpage
under ‘For the Pups.”13

III. Analysis

We agree with the Examining Attorney’s assessment that the Original and Second
Substitute Specimens fail to show use of the mark RUFFAREE in commerce for
“recreational dog park services.” The Original Specimen comprised of printouts from

Applicant’s website is unacceptable because it does not include Applicant’s mark

13 May 4, 2023 Subsequent Final Office Action at TSDR 2. Applicant requested
reconsideration on August 4, 2023 which the Examining Attorney denied which was denied
on August 21, 2024. In this request for reconsideration, Applicant did not present arguments
regarding the Examining Attorney’s rejection of the Second Substitute Specimen. Instead,
Applicant argued that its previously submitted First Set of Substitute Specimens. See
discussion at Section II.B.
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RUFFAREE. The Original Specimen comprised of an advertisement printed in
“Unleash dJacksonville” includes the mark RUFFAREE, but in the context of
describing an employee job title, not Applicant’s services. Likewise, the Second
Substitute specimen referencing “Brewhound Ruffarees” does so in a similar context.
And finally, the Original Specimen comprised of the photographs of the front and
back of a t-shirt displaying RUFFAREE are unacceptable because they do not show
use of the mark in connection with the identified services either in the form of an
advertisement or the actual rendering of “recreational dog park services.”

However, we find that the Examining Attorney failed to give proper consideration
to Applicant’s First Set of Substitute Specimens (i.e. “rendering specimens”), and
Applicant’s explanation regarding their nature, context and use. As noted above, an
acceptable specimen need not explicitly refer to the services if it “show|[s] use of the
mark in the rendering, i.e., sale, of the services.” Metriplex, 23 USPQ2d at 1316-17.
Applicant’s services are identified as “recreational dog park services.” The First Set
of Substitute Specimens consist of an employee wearing a shirt displaying the mark
RUFFAREE while observing people and their dogs together in Applicant’s
recreational dog park. Photographs of costumes or other outfits such as uniforms
worn in the performance of services may suffice to show use of mark in commerce.
See Red Robin, 222 USPQ at 914. Applicant explained during prosecution that the
shirts are employee uniforms, and are worn on employees daily while working at
Applicant’s recreational dog park. Each photograph supports Applicant’s

explanation. Thus, Applicant’s mark is displayed on the uniform of employees in the
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course of rendering “recreational dog park services.” Consumers of Applicant’s
services will therefore perceive the display of RUFFAREE on the back of Applicant’s
employee uniforms as service mark usage. See JobDiva, 121 USPQ2d at 1126 (a key
consideration is the perception of the consumer). As a result, Applicant’s First Set of
Substitute Specimens are acceptable to show the mark RUFFAREE “as used in the
sale of the services, including use in the performance or rendering of the services.”
Trademark Rule 2.56(b)(2), 37 C.F.R. § 2.56(b)(2).

Decision: The refusal under Trademark Act Sections 1 and 45 is reversed.
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