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Opinion by Cataldo, Administrative Trademark Judge: 

Caracol Televisión S.A. (“Applicant”) seeks registration on the Principal Register 

of EL CABO in standard characters and the composite as marks 

identifying:  

                                            
1 These appeals are consolidated as discussed below. 
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broadcasting and transmission of television programs; 

telecommunication services, namely, transmission of voice, 

data, graphics, images, audio and video by means of 

telecommunications networks, wireless communication 

networks, and the Internet; broadcasting of television and 

radio programs; broadcasting of programs related to 

telecommunications; audio broadcasting; broadcasting of 

cable television programs; broadcast of radio programs; 

broadcast transmission by satellite; sending of electronic 

messages; electronic mail services; broadcasting services, 

namely, transmission of advertising programs and media 

advertising communications via digital communications 

networks, in International Class 38;  

entertainment services via television programs in the 

fields of drama, action, and comedy; live presentations, 

televised and movie appearances by a professional 

entertainer and comedic performances associated 

therewith, presentation of live performances, theatre 

productions; entertainment services in the nature of 

production of motion pictures, television shows, 

multimedia entertainment content; presentation of live 

show performances, in International Class 41.2 

The Trademark Examining Attorney has refused registration of Applicant’s 

marks as to both classes of services under Trademark Act Sections 1, 2, 3 and 45, 15 

                                            
2 Application Serial Nos. 87916944 and 87916948 both were filed on May 11, 2018, based on 

Applicant’s assertion of a bona fide intention to use the mark in commerce under Section 1(b) 

of the Trademark Act, 15 U.S.C. § 1051(b). Applicant provides the following translation of 

the wording in the marks: “The English translation of ‘EL CABO’ in the mark is ‘THE 

CORPORAL.’” Applicant subsequently filed Statements of Use in both applications asserting 

August 11, 2018 as a date of first use anywhere and in commerce in connection with both 

classes of services. 

In application Serial No. 87916948, Applicant provided the following description of the mark 

and color statement: “The mark consists of the drawing of a bust of a man with no facial 

features wearing dark sunglasses with dark hair, handlebar mustache and sideburns, 

wearing a necklace, over a collared shirt that has two 2 dark stripes down the left arm, and 

a cowboy hat with indentations and four 4 ‘X’s across the brim, above the wording ‘EL CABO’ 

in capital letters.” “Color is not claimed as a feature of the mark.”  
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U.S.C. §§1051-1053, 1127 for failure to function as a mark because the applied-for 

marks merely identify one of many characters in a television series.3 

When the refusal was made final, Applicant appealed the refusal of registration 

as to the services identified in Class 41. We affirm the refusal to register as to the 

identified Class 41 services in both applications. 

I. Proceedings Consolidated 

When, as here, an applicant has filed ex parte appeals to the Board in two co-

pending applications, and the cases involve common issues of law or fact and are 

presented on highly similar records, the Board, upon request by the applicant or 

examining attorney or upon its own initiative, may order the consolidation of the 

appeals for purposes of briefing, oral hearing, or final decision. See, e.g., In re S. 

Malhotra & Co., 128 USPQ2d 1100, 1102 (TTAB 2018) (Board sua sponte 

consolidated two appeals); In re Anderson, 101 USPQ2d 1912, 1915 (TTAB 2012) 

(Board sua sponte consolidated two appeals); In re Country Music Association, Inc., 

100 USPQ2d 1824, 1827 (TTAB 2011) (same); see also Trademark Trial and Appeal 

Board Manual of Procedure (TBMP) § 1214 (2022). 

Accordingly, the Board hereby consolidates these appeals. In this decision, we will 

refer to the record in Application Serial No. 87916944 unless otherwise indicated. 

                                            
3 Examining Attorney’s brief, 10 TTABVUE 5. 

Page references to the application record refer to the online database pages of the USPTO’s 

Trademark Status & Document Retrieval (TSDR) system. References to the briefs on appeal 

refer to the Board’s TTABVUE docket system. 
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II. Applications Deemed Abandoned as to Class 38 Services 

The involved applications recite services in International Classes 38 and 41. The 

Examining Attorney’s refusal of registration applies to both Classes of services.4 

However, in its appeal briefs, Applicant addresses the refusal of registration only as 

to the Class 41 services.5 

“If an application contains multiple classes and the applicant wishes to appeal a 

final refusal or requirement in some but not all of the classes, the applicant should 

indicate in the notice of appeal the classes in which the refusal or requirement is 

being appealed. Any remaining classes for which there is a final refusal or 

requirement that is not the subject of the appeal will be deemed abandoned.” TBMP 

§§ 1202.01; 1202.05. See also, e.g., In re MGA Entertainment Inc., 84 USPQ2d 1743, 

1745 n.1 (TTAB 2007) (applicant did not appeal requirement to delete Class 28 goods, 

and Board treated Class 28 goods as deleted from application). 

Accordingly, Applicant’s applications are deemed abandoned solely in connection 

with the services recited in Class 38. 

III. Failure to Function as a Mark 

We now turn to the substantive refusal, under Sections 1, 2, 3, and 45 of the 

Lanham Act, 15 U.S.C. §§ 1051, 1052, 1053 and 1127, that the applied-for marks do 

not serve to “identify and distinguish the services of one person . . . and to indicate 

the source of the services.” 15 U.S.C. § 1127 (definition of “service mark”).  

                                            
4 July 24, 2020 Non-final Office Action at 2; April 26, 2021 Final Office Action at 1-2. 

5 8 TTABVUE 5-6, 8 (Applicant’s brief). 
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“[A] proposed trademark is registrable only if it functions as an identifier of the 

source of the applicant’s goods or services.” In re DePorter, 129 USPQ2d 1298, 1299 

(TTAB 2019) (citing 15 U.S.C. §§ 1051, 1052, and 1127). “The Trademark Act is not 

an act to register mere words, but rather to register trademarks. Before there can be 

registration, there must be a trademark, and unless words [or other designations] 

have been so used they cannot qualify.” Id. (quoting In re Bose Corp., 546 F.2d 893, 

192 USPQ 213, 215 (CCPA 1976)); see also In re Yarnell Ice Cream, LLC, 2019 

USPQ2d 265039 [*16] (TTAB 2019); In re Int’l Spike, Inc., 196 USPQ 447, 449 (TTAB 

1977) (law pronounced in the Bose case is just as applicable to pictures and 

illustrations as it is to words: Trademark Act is for the registration, not the creation, 

of trademarks). There are many reasons a proposed mark may fail to function as one. 

Sections 1, 2, 3, and 45 of the Trademark Act provide the statutory basis for 

refusal to register subject matter that fails to function as a service mark. 15 U.S.C. 

§§ 1051, 1052, 1053, and 1127. Specifically, Sections 1, 2, and 3 provide, inter alia, 

for the application and registration on the Principal Register of trademarks “by which 

the goods [or services] of the applicant may be distinguished from the goods [or 

services] of others” and Section 45 defines a “service mark,” in pertinent part, as “any 

word, name, symbol, or device, or any combination thereof used by a person ... to 

identify and distinguish the services of one person ... from the services of others and 

to indicate the source of the services, even if that source is unknown.” 

As these provisions make clear, the Office is statutorily constrained to register 

matter on the Principal Register if and only if it functions as a mark. See, e.g., In re 



Serial Nos. 87916944 and 87916948 

- 6 - 

The Ride, 2020 USPQ2d 39644, at *5-6 (TTAB 2020). “‘Matter that does not operate 

to indicate the source or origin of the identified goods or services and distinguish them 

from those of others does not meet the statutory definition of a trademark and may 

not be registered.’” Id. (quoting In re AC Webconnecting Holding B.V., 2020 USPQ2d 

11048, at *2-3 (TTAB 2020)); see also In re Vox Populi Registry, Ltd., 25 F.4th 1348, 

2022 USPQ2d 115, at *2 (Fed. Cir. 2022) (“Under the Lanham Act, ‘no service mark 

by which the services of the applicant may be distinguished from the services of others 

shall be refused registration on the principal register on account of its nature’ subject 

to certain exceptions. 15 U.S.C. §§ 1052-53. One of these exceptions is that a service 

mark must function to ‘identify and distinguish the services of one person . . . from 

the services of others and to indicate the source of the services.’ 15 U.S.C. § 1127.”); 

In re Standard Oil Co., 275 F.2d 945, 125 USPQ 227, 228 (CCPA 1960 (“The 

Trademark Act is not an act to register words but to register trademarks.”).  

“An applicant’s proposed mark must, by definition, ‘identify and distinguish his or 

her goods ... from those manufactured or sold by others and ... indicate the source of 

the goods, even if that source is unknown.’” Univ. of Ky. v. 40-0, LLC, 2021 USPQ2d 

253, at *24 (TTAB 2021) (quoting Trademark Act Section 45, 15 U.S.C. § 1127). 

“Hence, a proposed trademark is registrable only if it functions as an identifier of the 

source of the applicant’s goods or services.” Id. 

“[N]ot every designation adopted with the intention that it performs a trademark 

function and even labeled as a trademark necessarily accomplishes that purpose….” 
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Am. Velcro, Inc. v. Charles Mayer Studios, Inc., 177 USPQ 149, 154 (TTAB 1973); see 

also Roux Labs., Inc. v. Clairol, Inc., 427 F.2d 823, 166 USPQ 34, 39 (CCPA 1970). 

The critical inquiry in determining whether a designation functions as 

a mark is how the designation would be perceived by the relevant public. 

To make this determination we look to the specimens and other evidence 

of record showing how the designation is actually used in the 

marketplace. 

 

In re Eagle Crest Inc., 96 USPQ2d at 1229. 

Thus, the central question in determining whether Applicant’s proposed marks 

function as service marks is the commercial impression they make on the relevant 

public (e.g., whether the terms sought to be registered would be perceived as marks 

identifying the source of the services). In re Aerospace Optico, Inc., 78 USPQ2d 1861, 

1862 (TTAB 2006) (“the mark must be used in such a manner that it would be readily 

perceived as identifying the specified goods [or services]. ... The mere fact that a 

designation appears on the specimen of record does not make it a trademark. ... A 

critical element in determining whether matter sought to be registered as a 

trademark is the impression the matter makes on the relevant public.” (citations 

omitted)). See also In re The Ride LLC, 2020 USPQ2d 39644 [*6]. 

We must assess whether Applicant’s proposed marks, EL CABO and , 

function as marks based on whether the relevant public, i.e., purchasers or potential 

purchasers of Applicant’s Class 41 services, would perceive them as identifying 
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Applicant’s services and their source or origin. See e.g. In re TracFone Wireless, Inc., 

2019 USPQ2d 222983, at *1-2 (TTAB 2019) (“The key question is whether the 

asserted mark would be perceived as a source indicator for Applicant’s services.”); In 

re Aerospace Optics, Inc., 78 USPQ2d 1861, 1862 (TTAB 2006) (same). 

“[E]vidence of the public’s perception may be obtained from ‘any competent source, 

such as consumer surveys, dictionaries, newspapers and other publications.”’ 

Princeton Vanguard, LLC v. Frito-Lay N. Am., Inc., 786 F.3d 960, 114 USPQ2d 1827, 

1833 (Fed. Cir. 2015) (quoting In re Northland Aluminum Prods., Inc., 777 F.2d 1556, 

1559 (Fed. Cir. 1985)). Internet evidence is relevant to show consumer perception. In 

re Bayer AG, 488 F.3d 960, 82 USPQ2d 1828, 1833 (Fed. Cir. 2007). Because there 

are no limitations to the channels of trade or classes of purchasers of the Class 41 

services identified in the applications, the relevant consuming public comprises all 

potential purchasers of these services. See CBS Inc. v. Morrow, 708 F.2d 1579, 218 

USPQ 198, 199 (Fed. Cir. 1983). 

A. The Examining Attorney’s Evidence 

The specimen submitted by Applicant is reproduced below in its entirety.6  

                                            
6 July 2, 2020 Statement of Use. 
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The lower portion of Applicant’s specimen referencing “El Cabo” is enlarged below. 
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The Examining Attorney submitted screenshots from the Wikipedia.org entry for 

the El Cartel television program. The most relevant screenshots are reproduced in 

part below.7 

                                            
7 July 24, 2020 Non-final Office Action at 4-5. 
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The screenshot directly above discusses the El Cartel or The Cartel television series, 

also known as El Cartel de los Sapos or The Cartel of Snitches, its main story and 

protagonists. The screenshot below is the first of four pages listing the characters in 

the El Cartel series.8 The character named Milton Jiménez, alias El Cabo, is listed as 

the third character.9 The full listing indicates El Cabo is portrayed by the actor 

Róbinson Diaz, and is based upon an actual person named Wilber Alirio Varela, alias 

Jabón.10 

                                            
8 Id. at 5-8. 

9 Id. at 5. 

10 Id. 
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The Examining Attorney also submitted screenshots from the Wikipedia.org entry 

for the television network Telemundo11 and screenshots from the webpage for the 

television network Univision.12 The Examining Attorney submitted these as 

                                            
11 Id. at 16-27 

12 Id. at 10-15. 
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“evidence of traditionally accepted brand names such as UNIVISION and 

TELEMUNDO for the referenced services.”13 

B. Arguments and Analysis 

The Examining Attorney argues that the specimen of record clearly indicates that 

The Cartel, in several permutations (including El Cartel, El Cartel de los Sapos and 

The Cartel of Snitches), is the name of the television series and “is likely to be 

perceived by consumers as the title and source indicator for the TV entertainment 

services in class 41.”14 “In contrast, El Cabo appears at the bottom of the web 

screenshot in standard small font alongside a caricature depiction of a man wearing 

a shirt labeled EL CABO. Users can flip back and forth through other names of the 

cast of characters in the TV show by pressing an arrow button left or right.”15 Thus, 

the Examining Attorney argues, the applied-for marks merely identify a character in 

the television series, and fail to function as marks for the recited services. 

We agree with the Examining Attorney that the specimen suggests that viewers 

of the web page(s) may flip back and forth between different characters. However, 

neither the specimen of use, nor the description of the mark, nor any argument on 

the part of Applicant suggest that the stylized figure representing EL CABO is 

wearing a “shirt labeled EL CABO.” To the contrary, the wording EL CABO in the 

                                            
13 Id, at 2. 

14 10 TTABVUE 6 (Examining Attorney’s brief). 

15 Id. 
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composite appears below the stylized figure, and does not appear to represent the 

figure wearing a shirt bearing his alias. 

Applicant argues:  

Applicant respectfully submits that, contrary to the Examining 

Attorney’s position, the specimen of record is an acceptable specimen 

showing proper use of the mark in connection with the applied-for 

services and should therefore be accepted. As noted above and in 

Applicant’s Statement of Use, the specimen is comprised of a website 

screenshot prominently featuring the EL CABO mark in clear 

association with the television series “The Cartel.” Although the mark 

appearing in the specimen is indeed the name of the character, “EL 

CABO” unquestionably serves not merely as a character name but also 

as a source indicator for Applicant and the applied-for services.16 

 

Applicant further argues: 

Here, the specimen of record unequivocally shows use of the EL CABO 

service mark in clear association with the television series (i.e., 

entertainment services), not merely as the name of the character “El 

Cabo.” Indeed, the mark appears prominently on the specimen, which 

sets forth an overview of the story (under “Synopsis”), which in turn is 

immediately followed by the EL CABO mark and a description of “EL 

CABO” as “one of the most important characters of this revealing TV 

series.” Contrary to the Examining Attorney’s suggestion, “EL CABO” 

is not merely one of “a very large cast of characters,” but rather one of 

the central characters to the show, and one of few whose appearance 

recurs in the second season of the series, “El Cartel 2” (highlighted in 

the Examining Attorney’s evidence of record retrieved from 

<Wikipedia.org>). Given the importance of the EL CABO character in 

the show and his centrality to the storyline (as underscored by the 

specimen of record), consumers undeniably recognize EL CABO as an 

indicator of source and associate the mark with the series and, hence, 

the applied-for “entertainment services.” Indeed, consumers would no 

less associate EL CABO as an indicator of source for the television show 

than the name of the show itself, “El Cartel,” which is unquestionably a 

registrable source indicator for Applicant. The mere fact that “El Cabo” 

                                            
16 8 TTABVUE 10. While we examine Applicant’s specimen of use in our determination of the 

failure to function refusal, the Examining Attorney has not required Applicant to submit a 

substitute specimen. As a result, the sufficiency of the specimen is not at issue apart from 

the refusal of registration under Trademark Act Sections 1, 2, 3 and 45.  
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is not also the title of the show does not undermine its source-identifying 

significance. The specimen is thus unequivocally an acceptable 

specimen that clearly shows use of the mark in direct connection with 

the applied-for services.17 

 

Fictitious or fanciful characters may function to identify and distinguish the 

source of goods or services. See, e.g., In re DC Comics, Inc., 689 F.2d 1042, 215 USPQ 

394, 401 (CCPA 1982) (drawings of Superman, Batman and Joker capable of 

functioning as trademarks for toy dolls); In re Red Robin Enterprises, Inc., 222 USPQ 

911, 914 (TTAB 1984) (photograph of performer wearing mark consisting of costume 

acceptable for various entertainment services); In re Fla. Cypress Gardens Inc., 208 

USPQ 288 (TTAB 1980) (CORKY THE CLOWN used on handbills functions as a 

mark to identify live performances by a clown, where the mark was used to identify 

not just the character but also the act or entertainment service performed by the 

character). In each of these cases, the applicants’ use of their marks on the specimens 

reflected that consumers would perceive the marks as indicating the source of the 

identified goods or services. In order to be registrable, the use of such a character 

must be perceived by the purchasing public not just as a character but also as a mark 

which identifies and distinguishes the source of the goods or services. 

Where the usage of a character in the specimens of record fails to impart any 

commercial impression as a trademark or service mark, it is not registrable as 

such. See In re Burger King Corp., 183 USPQ 698, 700 (TTAB 1974); see also In re 

Mancino, 219 USPQ 1047, 1048 (TTAB 1983) (“an individual's name may be 

                                            
17 Id. at 11-12. 
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registered as a trademark or service mark only if the specimens of use filed with the 

application demonstrate trademark or service mark use of the individual’s name.”); 

In re Lee Trevino Enterprises, Inc., 182 USPQ 253, 253 (TTAB 1974); In re Carson, 

197 USPQ 554, 555 (TTAB 1977). 

Upon close inspection of Applicant’s specimen of use, we note that the language 

above the term “Cast” is an unfinished sentence that reads as follows: “The pact they 

seal when they set out will break in a thousand pieces when they are faced with the 

prospect of being killed or …” There appears to be the upper portions of words below 

that are cut off by the presence of the lower portion, containing the word “Cast” to the 

left of the left and right click arrows ( <  > ). We further note that the black 

background in the upper portion of the specimen appears darker than the lower 

portion, which appears to be a more faded shade of black.  

As a result, it appears that Applicant’s specimen of use consists of a combination 

of more than one webpage. The Examining Attorney did not refuse the specimen on 

this basis, and we do not speculate on the accuracy of the specimen, as regardless, 

the lower portion of Applicant’s specimen, reproduced again below, clearly displays 

the term “Cast” above the name of the actor “Róbinson Diaz as El Cabo,” with a 

description of the character as cast member Milton Jiménez, aka El Cabo. Both parts 

of the specimen  discuss El Cabo as a character in The Cartel, but do not use either 

EL CABO or the word and design composite as an indicator of source for the television 

program The Cartel. 
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Simply put, the specimen does not reflect that consumers of Applicant’s services 

will perceive its EL CABO or designations as trademarks indicating the 

source of its Class 41 television entertainment services. Applicant acknowledges that 
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its proposed marks identify a main character in its THE CARTEL television series. 

Applicant’s specimen of record fully supports a finding that EL CABO and his 

pictorial representation indicate a television series character. The Examining 

Attorney’s Wikipedia evidence buttresses this finding. While Applicant asserts its 

applied-for marks also indicate the source of its services, the specimens directly 

associate the El Cabo designations with a character in the series “The Cartel” and 

not with Applicant’s entertainment services. We emphasize that a proposed mark 

must not solely “identify” the services but must also “indicate the source of the 

services.” 15 U.S.C. § 1127. Applicant’s specimens identify Applicant’s television 

entertainment services, but do so in connection with the term El Cartel. The applied-

for marks, even if they do appear on the same page, denote a character in that 

television series, and do not indicate the source of the services. 

We will not infer that the involved designations function as marks based upon the 

arguments of Applicant’s counsel. Applicant’s “assertions are unsupported by sworn 

statements or other evidence, and ‘attorney argument is no substitute for evidence.’” 

In re OEP Enters., Inc., 2019 USPQ2d 309323, at *14 (TTAB 2019) (quoting Cai v. 

Diamond Hong, Inc., 901 F.3d 1367, 127 USPQ2d 1797, 1799 (Fed. Cir. 2018) 

(internal quotation omitted)). 

Further, we are not persuaded by Applicant’s reliance on decisions by this tribunal 

and other courts to allow registration of unrelated designations (The Krusty Crab, 

Sabaac, Batmobile, Kryptonite) as trademarks for various goods and services.18 The 

                                            
18 Id. at 10-11. 
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registrability of other terms identified by Applicant has no bearing on the question of 

whether EL CABO and are registrable. In re Nett Designs, Inc., 236 F.3d 

1339, 57 USPQ2d 1564, 1566 (Fed. Cir. 2001) (“Even if some prior registrations had 

some characteristics similar to Nett Designs’ application, the PTO’s allowance of such 

prior registrations does not bind the Board or this court.”). 

C. Conclusion 

Considering Applicant’s specimen of use and all the record evidence, we find the 

consumers will not perceive EL CABO and as marks indicating the source 

of the identified television entertainment services in Class 41.19 

Decision: The refusal to register Applicant’s proposed marks under Trademark 

Act Sections 1, 2, 3 and 45, 15 U.S.C. §§1051-1053, 1127, for failure to function as a 

mark is affirmed in both applications. 

                                            
19 As discussed above, the applications are deemed abandoned as to the services identified 

in Class 38. 


