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Opinion by Pologeorgis, Administrative Trademark Judge:

Spartan Detective Agency, Inc. (“Applicant”) seeks registration on the Principal
Register of the mark WE DO IT ALL! (in standard characters) for “detective agency
services” in International Class 45.1

The Trademark Examining Attorney refused registration of Applicant’s mark
under Section 2(d) of the Trademark Act, 15 U.S.C. § 1052(d), on the ground of

likelihood of confusion with the following two separately-owned registered marks:

1 Application Serial No. 87172299, filed on September 15, 2016, based on an allegation of use
in commerce under Section 1(a) of the Trademark Act, 15 U.S.C. § 1051(a), claiming January
2, 2015 as both the date of first use and the date of first use in commerce.
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e JUST CALL - WE DO IT ALL! (in standard characters) for “legal
services” in International Class 45;2 and
e MAKE THE CALL WE DO IT ALL! (also in standard characters) for
“legal services; providing legal services in the field of injury law, workers'
compensation law, and social security disability law” in International Class
45.3
When the refusal was made final, Applicant appealed. The appeal is fully briefed.
We affirm the refusal to register.4

I. Likelihood of Confusion

Our determination under Section 2(d) is based on an analysis of all probative facts
in evidence that are relevant to the factors bearing on the issue of likelihood of
confusion. In re E. I. du Pont de Nemours & Co., 476 F.2d 1357, 177 USPQ 563, 567
(CCPA 1973); see also In re Majestic Distilling Co., 315 F.3d 1311, 65 USPQ2d 1201,
1203 (Fed. Cir. 2003). In any likelihood of confusion analysis, however, two key
considerations are the similarities between the marks and the similarities between
the goods or services. See Federated Foods, Inc. v. Fort Howard Paper Co., 544 F.2d
1098, 192 USPQ 24, 29 (CCPA 1976) (“The fundamental inquiry mandated by § 2(d)
goes to the cumulative effect of differences in the essential characteristics of the goods

and differences in the marks.”).

2 Registration No. 5064290, issued on October 18, 2016.
3 Registration No. 4878482, issued on December 29, 2015.

4 The TTABVUE and Trademark Status and Document Retrieval (“TSDR”) citations
reference the docket and electronic file database for Application Serial No. 87172299. All
citations to the TSDR database are to the PDF version of the documents.
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A. Similarities of the Marks

We first address the du Pont likelihood of confusion factor focusing on “the
similarity or dissimilarity of the marks in their entireties as to appearance, sound,
connotation and commercial impression.” Palm Bay Imps., Inc. v. Veuve Clicquot
Ponsardin Maison Fondee En 1772, 396 F.3d 1369, 73 USPQ2d 1689, 1691 (Fed. Cir.
2005) (quoting du Pont, 177 USPQ at 567). “The proper test is not a side-by-side
comparison of the marks, but instead whether the marks are sufficiently similar in
terms of their commercial impression such that persons who encounter the marks
would be likely to assume a connection between the parties.” Coach Servs. Inc. v.
Triumph Learning LLC, 668 F.3d 1356, 101 USPQ2d 1713, 1721 (Fed. Cir. 2012)
(quotation omitted).

Because this factor is based on the marks in their entireties, our analysis cannot
be predicated on dissecting the marks into their various components; that is, the
decision must be based on the entire marks, not just part of the marks. In re Nat’l
Data Corp., 753 F.2d 1056, 224 USPQ 749, 751 (Fed. Cir. 1985); see also Franklin
Mint Corp. v. Master Mfg. Co., 667 F.2d 1005, 212 USPQ 233, 234 (CCPA 1981) (“It
1s axiomatic that a mark should not be dissected and considered piecemeal; rather, it
must be considered as a whole in determining likelihood of confusion.”). On the other
hand, there is nothing improper in assigning more or less weight to a particular
feature of a mark, provided the ultimate conclusion rests on a consideration of the
marks in their entireties. In re Nat’l Data, 224 USPQ at 751.

Applicant’s mark is WE DO IT ALL! The cited marks are JUST CALL — WE DO

IT ALL! and MAKE THE CALL WE DO IT ALL! Applicant’s mark is incorporated in
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its entirety within each of the cited marks, making each cited mark identical in part
to Applicant's mark. Likelihood of confusion is often found where the entirety of one
mark is incorporated within another. See, e.g., In re Mighty Leaf Tea, 601 F.3d 1342,
94 USPQ2d 1257, 1260 (Fed. Cir. 2010) (finding applicant's mark ML similar to
registrant's stylized mark ML MARK LEES); In re United States Shoe Corp., 229
USPQ 707, 709 (TTAB 1985) (finding CAREER IMAGE for women's clothing stores
and women's clothing likely to cause confusion with CREST CAREER IMAGES for
uniforms including items of women's clothing, observing: “Applicant's mark would
appear to prospective purchasers to be a shortened form of registrant's mark.”).
Applicant argues that its mark and the cited marks are visually and phonetically
distinguishable and, therefore, confusion is not likely.> We disagree. While we
recognize that the cited marks include the additional terms “JUST CALL” and
“MAKE THE CALL,” we nonetheless find these phrases to be more in the nature of
an instruction to the consumer to contact the Registrants for their services. The
inclusion of these common instructional phrases have little, if any, source-identifying
significance, see e.g., In re European-American Bank & Trust Co., 201 USPQ 788
(TTAB 1979) (slogan THINK ABOUT IT found to be an informational or instructional
phrase that would not be perceived as a mark for banking services), and, therefore,
notwithstanding that they appear first, they do not minimize the similarities in
sound, appearance, connotation or commercial impression of the identical wording

WE DO IT ALL! shared by Applicant’s mark and the cited marks; a phrase that

5 Applicant’s Appeal Brief, p. 4, 4 TTABVUE 5.
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conveys to consumers that the services provided by Applicant and the Registrants
encompass all possible types of the identified services offered by them.

While we have not ignored the differences in the marks, we find that the
similarities outweigh the differences such that Applicant’s mark creates an overall
commercial impression similar to each of the two cited marks. In view thereof, we
find that the du Pont factor of the similarity or dissimilarity of the marks favors a
finding of likelihood of confusion.

B. Strength of the Cited Marks

Applicant argues that the wording WE DO IT ALL! in the two cited registrations
for identical services indicates that this phrase is weak for legal services, thereby
limiting the scope of protection to which the cited marks are entitled and reducing
any likelihood of confusion with respect to Applicant’s mark for “detective agency
services.”® Additionally, Applicant submitted the following evidence: (1) a listing of
61 third-party applications and third-party registrations for marks supposedly
including the phrase WE DO IT ALL generated from the Trademark Electronic
Search System (“TESS”); and (2) Google search results for the phrase WE DO IT ALL
showing about 234,000 results.”

The Federal Circuit has stated that evidence of the extensive registration and use
of a term by others can be “powerful” evidence of weakness. Jack Wolfskin Ausrustung

Fur Draussen GmbH & Co. KGAA v. New Millennium Sports, S.L.U., 797 F.3d 1363,

6 Id. at 3-4, 4 TTABVUE 5-6.
7 Applicant’s April 12, 2017 Response to Office Action, TSDR pp. 11-18.
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116 USPQ2d 1129, 1136 (Fed. Cir. 2015); Juice Generation, Inc. v. GS Enters. LLC,
794 F.3d 1334, 115 USPQ2d 1671, 1674 (Fed. Cir. 2015). Moreover, under the sixth
du Pont factor, we must consider evidence of “[tlhe number and nature of similar
marks in use on similar goods [or services].” In re E.I. du Pont de Nemours & Co., 177
USPQ at 567. This is sometimes referred to as market or commercial strength,
referring to consumers’ association between a mark and the source of the goods or
services. See In re Chippendales USA, Inc., 622 F.3d 1346, 96 USPQ2d 1681, 1686
(Fed. Cir. 2010) (“A mark’s strength is measured both by its conceptual strength
(distinctiveness) and its marketplace strength (secondary meaning).”);
Couch/Braunsdorf Affinity, Inc. v. 12 Interactive, LLC, 110 USPQ2d 1458, 1476
(TTAB 2014); Tea Board of India v. Republic of Tea Inc., 80 USPQ2d 1881 (TTAB
2006).

With regard to the TESS listing, although it was submitted in an improper format
(a mere listing), the Examining Attorney did not object to the list or advise Applicant
that copies of the registrations identified therein were necessary. Therefore, we have
considered the list. See TBMP § 1207.03 (June 2017). We will not, however, consider
more than that. In re Kysela Pere et Fils Ltd., 98 USPQ2d 1261, 1264 n. 6 (TTAB
2011) (Board considered TESS listings for whatever probative value they had); In re
Ist USA Realty Prof’ls, Inc., 84 USPQ2d 1581, 1583 (TTAB 2007) (Board treated
listing of particulars of third-party applications/registrations as stipulated into
record only to the extent that the specific data provided was considered); In re

Broyhill Furniture Indus. Inc., 60 USPQ2d 1511, 1513 n.3 (TTAB 2001) (listing of
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registration information considered for whatever probative value it might have,
noting that the listing did not indicate whether registrations issued on the Principal
or the Supplemental Register). Indeed, a mere listing of third-party marks, without
any accompanying indication of the goods and/or services associated therewith, has
little, if any, probative value because there is no information by which we may assess
how many of these registrations, if any, identify services related to those at issue
herein. See TBMP § 1208.02 and the authorities cited therein. For this reason, while
we have considered the list, its probative value i1s at best limited, and cannot
demonstrate the strength or weakness of the phrase WE DO IT ALL for legal
services.8 Id.

As for the Google search results, we similarly find that this evidence has limited
probative value because the printouts are too truncated to provide context. See In re
Bayer Aktiengesellschaft, 488 F.3d 960, 82 USPQ2d 1828, 1833 (Fed. Cir. 2007)
(GOOGLE search results that provided very little context of the use of ASPIRINA
deemed to be “of little value in assessing the consumer public perception of the

ASPIRINA mark”); In re Tea and Sympathy, Inc., 88 USPQ2d 1062, 1064 n.3 (TTAB

8 Twenty-one of the twenty-three third-party applications identified in the TESS list have
been abandoned. Nevertheless, third-party applications, whether active or abandoned, have
no probative value except to show that an application has been filed. See Interpayment
Services Ltd. v. Docters & Thiede, 66 USPQ2d 1463, 1468 n.6 (TTAB 2003) (third-party
applications are evidence only of the fact that they were filed). Similarly, fifteen of the thirty-
eight third-party registrations identified in the list have been canceled. A canceled or expired
registration has no probative value other than to show that it once issued. See In re Kysela
Pere et Fils Ltd., 98 USPQ2d 1261, 1264 (TTAB 2011) (““dead’ or cancelled registrations have
no probative previous value at all”) Finally, out of the twenty-three live third-party
registrations identified in the TESS list, ten do not include the phrase WE DO IT ALL; rather,
many of the marks include wording that is not relevant to our analysis, e.g., the phrase “IT’S
ALL WE DO.”
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2008) (truncated GOOGLE search results entitled to little probative weight without
additional evidence of how the searched term is used).

We further find unpersuasive Applicant’s argument that because the Office has
allowed the two cited registrations to co-exist on the Principal Register, the wording
WE DO IT ALL! is weak for legal services. However, the fact that the two cited
registrations co-exist may be due to a consent agreement between the Registrants
and is not necessarily a clear indication of weakness. In any event, prior decisions
and actions of other trademark examining attorneys in registering other marks or
approving marks for registration have little evidentiary value and are not binding
upon the USPTO or the Board. See In re Cordua Rests. Inc., 823 F.3d 594, 118
USPQ2d 1632 (Fed. Cir. 2016) (citing In re Nett Designs, Inc., 236 F.3d 1339, 57
USPQ2d 1564, 1566 (Fed. Cir. 2001) (“Even if some prior registrations had some
characteristics similar to Nett Design’s application, the PTO’s allowance of such
registrations does not bind the Board or this court.”)). Each case is decided on its own
facts, and each mark stands on its own merits. See In re Shinnecock Smoke Shop, 571
F.3d 1171, 91 USPQ2d 1218, 1221 (Fed. Cir. 2009) (“Applicant's allegations regarding
similar marks are irrelevant because each application must be considered on its own
merits.”); In re Binion, 93 USPQ2d 1531, 1536 (TTAB 2009).

Thus, we find based on this record that the marks in the cited registrations have
not been shown to be so weak as to justify registration of Applicant’s similar mark.
Accordingly, this du Pont factor is neutral.

C. Relatedness of the Services

The next step in our analysis is a comparison of the services identified in
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Applicant's application vis-a-vis the services identified in the cited registrations, the
second du Pont factor. See Stone Lion Capital Partners, LP v. Lion Capital LLP, 746
F.3d 1317, 110 USPQ2d 1157, 1161 (Fed. Cir. 2014); Octocom Sys., Inc. v. Houston
Computers Servs. Inc., 918 F.2d 937, 16 USPQ2d 1783, 1787 (Fed. Cir. 1990); see also
Hewlett-Packard Co. v. Packard Press Inc., 281 F.2d 1261, 62 USPQ2d 1001, 1004
(Fed. Cir. 2002). It 1s settled that it 1s not necessary that the respective services be
identical or even competitive in order to find that they are related. It is sufficient if
the respective services are “related in some manner and/or if the circumstances
surrounding their marketing [be] such that they could give rise to the mistaken belief
that [services] emanate from the same source.” Coach Servs. Inc., 101 USPQ2d at
1722 (quoting 7-Eleven Inc. v. Wechsler, 83 USPQ2d 1715, 1724 (TTAB 2007)); see
also In re Martin’s Famous Pastry Shoppe, Inc., 748 F.2d 1565, 223 USPQ 1289, 1290
(Fed. Cir. 1984); In re Melville Corp., 18 USPQ2d 1386, 1388 (TTAB 1991). The issue
is not whether purchasers would confuse the services, but rather whether there is a
likelihood of confusion as to the source of these services. L’'Oreal S.A. v. Marcon, 102
USPQ2d 1434, 1439 (TTAB 2012); In re Rexel Inc., 223 USPQ 830, 832 (TTAB 1984).

The Examining Attorney made of record thirteen live third-party, use-based
registrations identifying Applicant’s services listed in its involved application and the

services identified in the cited registrations.® Although such registrations are not

9 December 23, 2016 Office Action, TSDR pp. 13-23; May 23, 2017 Office Action, TSDR pp.
21-51. Among the third-party registrations the Examining Attorney relies on is Registration
No. 3907322 for the mark ARIXMAR. This registration, however, has been canceled and,
therefore, has no probative value and has been given no consideration. See Action Temporary
Services Inc. v. Labor Force Inc., 870 F.2d 1563, 10 USPQ2d 1307, 1309 (Fed. Cir. 1989); In
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evidence that the marks shown therein are in use or that the public is familiar with

them, they nonetheless have probative value to the extent that they serve to suggest

that the services listed therein are of a kind which may emanate from a single source

under a single mark. See In re Albert Trostel & Sons Co., 29 USPQ2d 1783 (TTAB

1993); In re Mucky Duck Mustard Co. Inc., 6 USPQ2d 1467 (TTAB 1988). As

examples:

I AM INNOCENT (Reg. No. 5088190) is registered on the Principal Register
for “legal services and detective and private investigations for convicted
individuals” in International Class 45;

METRO INVESTIGATIONS, LLC THE “PITBULL OF PROCESS”
(METRO INVESTIGATIONS, LLC disclaimed) (Reg. No. 4375673) is
registered on the Principal Register for, inter alia, “detective
investigations” and “legal services, namely, process serving” in
International Class 45;

SHE A
))( L }—:ELT_E"— M'——E (non-Latin characters transliterate to “FENG

HUANG JIN RONG” and means “PHOENIX FINANCE” in English) (Reg.
No. 5080711) is registered on the Principal Register for, inter alia,
“detective agency services; legal research; legal services” in International
Class 45;

ou
\‘9* R
&=
&
S€¥ " (Reg. No. 5086025) is registered on the Principal Register for,
inter alia, “Detective agency services; Skip tracing services; Legal research;

Legal services, namely, process serving; Private investigation; Public
document filing services” in International Class 45;

RECORD DEPOSITION SERVICE INCORPORATED (DEPOSITION
SERVICE INCORPORATED disclaimed) (Reg. No. 2117464) is registered
on the Principal Register for, inter alia, “detective and private investigation
services, process serving services and videotaping of legal depositions” in
International Class 42;

re Kysela Pere et Fils Ltd., supra.

10
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EX-CEL INVESTIGATIONS (INVESTIGATIONS disclaimed) (Reg. No.
3457470) 1s registered on the Principal Register for, inter alia, “detective
services; detective investigations” and “legal services, namely, process
serving” in International Class 45;

COVERT INTELLIGENCE (INTELLIGENCE disclaimed) (Reg. No.
3942412) is registered on the Supplemental Register for, inter alia, “legal
services” and “detective investigation services featuring analysis of crime
scenes, tracks, trace evidence and fingerprints” in International Class 45.

KANGXIN (Reg. No. 4674959) is registered on the Principal Register for
“legal services” and “detective agencies” in International Class 45;

IHART (Reg. No. 4823843) is registered on the Principal Register for, inter
alia, “detective investigations” and “providing customized legal
information, counseling, and advice, and litigation services in the field of
historical abuse within religious organizations” in International Class 45.

The Examining Attorney also submitted Internet evidence demonstrating that

third parties offer both detective agency services and legal services under the same

mark:10

10 December 23, 2016 Office Action, TSDR pp. 9-12; May 23, 2017 Office Action, TSDR pp. 7-

20.

11
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1. Screenshots from www.capefearinvestigative.com noting that Cape Fear
Investigative Services, Inc. provides “personal private investigation
services,” as well as “a wide range of paralegal services,” including
“Document/File Review,” “Deposition Page/Line Summaries,” and “Trial
Preparation.”

Cape Fear (910)762-4374

anEStl’ga[i\"e Ser\/ices, Inc Call Us for Your Free Consultation!

Private Investigations Follow us on Facebook and Twitter!

Services Private Investigator Blog Links & Resources Contact

Paralegal Services — Serving

Missing Person Stats
. - - Happy April Fools” Day
Detective < fi Cape
Professionals Nationwide Detechive jokes from Cape
S . . Legal Investigative
Cape Fear Investigative Services, Inc. offers a wide range of paralegal services. tact us taday for Services

more information on how our company can increase your productivity in the following legal areas. what's your favor
Valentine’s Day gi

Document/File Review and Summarization: Eéﬁ]!"czsss Investigative
We review and summarize documents and entire files (including indexing).

Transcription Service:

Court hearings, telephone conversations, witness interviews, Examinations under Qath, etc.
Social Security Disability:

We review and summarize contents of files and prepare a concise summary of the claimants
history including forms filed and medical history.

Deposition Page/Line Summaries:

The deposition summaries can be mailed electronically for easy storage on your network or
personal computer. If requested, and at no additional charge, depaosition summaries contain
medical definitiens for easy reference. Our deposition summaries are utilized by attorneys and

Cape Fear (910)762-4374

InVESligative Services, Inc Call Us for Your Free Consultation!
Private Invest 5 Follow us on Facebook and Twitter!

Apout semvies Private Investigator Blog Links & Resources  Contacl

North Carolina Personal Private

Investigation Services

What's your favorite
Valentine's Day g
Business Investigati
Services

12
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2. Screenshots from www.capitoldetective.com noting that Capitol Detective
Agency, Inc. is “a premier provider of investigation services,” including

surveillance, background checks, criminal investigations and legal
services.

Capitol Detective Apency, Inc
“The Agency Respected Worldwide”

Worldwide Det
& No |
Call today for your fre 0 screet consultation

(602) 264-9771

Home AboulUs  Founder Services

Home Contact Information
Capitol Detective Agency, Inc.

Confidential & Impeccable Service Since 1960

ot eltective services cnstomized for your insfividned needs. We are

Affiliations

Fast President/Chaieman of the Board

Ohave of the 5 Boundens of NCISS

Member ol the Assoc. fur Itelligence Otficers

29IN 1M P g n

?nn Pl 1 Plase

honst he wrarld sl the State o1 Arireni Prvmist privite

e, Lisrmiond, Dumulid, and barwi

13
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3. Screenshots from www.ohio-lis.com noting that Legal Investigation
Services provides a “court process service” and “a full range of
investigative services” with private investigators that provide services
such as “criminal case investigation” and “infidelity investigations,”
among others.

Court Process Service

Background Checks.
. Asset Searches.

Computer

Contact Us Today!
B in the Daytor ares and scce

14
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4. Screenshots from columbusinvestigations.com stating that Professional
Legal Services & Investigations (PLSI) provides legal services in the
nature of “Court Filing & Document Retrieval”’, and that it is “a full
services private investigations firm” that provides investigative services
such as “Computer and Phone Forensics,” as well as “Process Serving.”

PiSi

Professional Legal Services & Investigations

Columbus, Georgia’s Premier Private Investigations Group

Serving Georgia and Alabama

Home  About Us

Court Filing & Document Retrieval

Contact Us =  Client Log In

PLSI
PO Box 8587
== Columbus, G4 31808

Pricing includes pick-up and filing within 24 hours. Rush pricing includes immediate pick- D_';;“mwg
up and filing and is charged at double the base price. Y :
Georgia info@gplsillc.com
Muscoges County Client Email Account
Hams County Log in for Status
Chattahocchee County

Taylor County
Marion County

Alabama

Russell County
Lee County

Please ask about other courts and

counties

PLSi

Home

Professional Legal Services & Imnvestigations

Checks

Enter your User
Name and Passwc
Usery
Name:
Password: )
| Login |

Columbus, Georgia's Premier Private Investigations Group

Serving Georgia and Alabama

About Us « erving ~

Private Investigations

Professional Legal Services & Investigations LLC. is a full services private

investigations firm.

Background Checks and Pre-Employvinent Sereenings

Computer and Phone Foren S

Court Filling

D.

nt Retrieval

Cowurt Record R

h

Elder Carc and Child Welfarc Montoring

Infidelity Investigations

Skip Tracing and People Locating

Worker's Compensation Investigations

Proe erving

Notary Public

Georgia Private Investigators License Number: PDC002544

Mobile Notary Service

Contact Us Client Log In

PLSL
PO Dox 8587
Colunibus, C-A 31508

Davia
(T05) 6100255

info@pisillc .com

Clienr Email Accaunt

Log in for Status
Checks

Enter your User
Name and Passwc
User
rame:
Password:

15



Serial No. 87172299

5. Screenshots from www.ladydetectiveagency.com stating that Lady
Detective Agency provides “investigation services,” that include
surveillance, background checks, and fraud investigation, as well as
“legal services” which include “a wide range of services from dispute
resolution to litigation.”

L1 NI RGNS LR e A LN U A LSS A ] AT Y aLs v A e Lauy Lesuve SEviLEs - nmamuy o Ay

C i & bttps//www.ladydetectiveagency.com

KILLUNGCATFISH | INVESTIGATION SERVICES | TRAINING SCHOOLS FRANCHISE | MEETTHEDETECTNES LEGAL SERVICES | CONTACT

SURVEILLANCE s recommend
u st £50.

unfaithful
THE FAITHFUL TEST g u st o clarity and

IND CHECKS

ESTIGATION EQUIPMENT

ONLINE HONEYTRAPPING

i

CHILD MAINTENANCE FRAUD INVESTIGATION I -

maintensr

n your child or granc child for yes

CHILD ABOUCTION out Your approval? Our experts reunited hundre
children

ff by B CoN Men? Someone aus
e the freud snd

TAUD INVESTIGATION

race s y filling in our simple form with a eet
price stru

16
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LEGAL SERVICES

If you're looking for legsl help, our egency now offers a wide renge of services from altemative dispute resolution to
Ikigation.

Mediatiaon

Our teem of trained mediators are t ving disputes without
reaching a court, and k

Why Mediate”
Over 80% of ceses are resolved in m on.
They can be resolved within the sverags Court C
months.
rion is & fraction of (i

Arrang
We can

Full Case Handling

We offer ether a free or fiked fee intial consultston either at cur offices,
or, T circumstances require t, we are happy to visit clients at their

Depending u the nature of the mawer or case our cherges are made
either by ref -e to & fixed fee ging rete. 8 Conc
Cantingency F

legol expenscs insurcrs, os opproprio

Our main sreas of work are divorce snd family,
emplayment, civi. and me

17
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6. Screenshot from www.wardinvestigations.com

stating that Ward

Investigation Services Inc. is an “Experienced Private Detective Agency”
that provides services such as “Background Investigations,” “Criminal
Investigation Services,” as well as “Process Server and Legal Services.”

Wards Investigations Inc, Services We Offer

Desiecives an Whards owesigariens (1. speciaize in e fakrwing prortessionsl wesgative servces:

Background imveatgations =

VI TSSO OSTL A OIS 1 CT
pesenal mowed ar tuwnen ey
mezebgIlon sevaces 1o ke O mpere
TSANTNRG 380 ncoweAng  perirent and
reieveni ivlormaiion e D @ peosperibe
spouse. bushess pariser, emglipee of vendor
sonssindy  Melps  pou maie  mpenont
SRR Frdl s

Criminal Investigations Services =

Vianks imesigaions wam of fomer pole
o0rives ona Te0RDl D CONaNDN! Goont
a0 DNty BedRred N SN ETeRsIgalETE
i mester bw comphes o Gane mey e, o
agercy brings thal Sackground (o bear n Ser
IveshpRICn work He o

Insurance investigations >>

lswrance mesigaions nciude fraud, el {ben
ame many clter hpes of morance caces Dat
TEEE CORpleR IINESKIRT wirk. And Banks
WO Mar mecades of mgEienie Wands

nerEnE i W hei

‘Child Custody Investigatens ==

I LRSS 480 NN SLORON NTASLOABONT
A wTORg 1Be mond imporiant sendcey Wy
Wesgiens povess. B e
WRREEING MOW ITRONAT thase SRS 3°E,
you can be sawe pou will seceive o besd efions
oryour £ame- Fead biore

Fraud Investigations >

Froud ean Be one of ie mest cnalenging
SEoas W pee ThE WpE B Wrelstgaton
VSR uied ATed 0eaE) W Naiad
mesigrins  dermands  mprreme oy
Semmared imessigEaTE Can ofter Foa Ko

Infisdelity Inwestigations ==

Inkdaiy invessigations. sometimes e T
= marmonal o spousal vestigalions,
TEqE 3 SpeCAL SEqUERCE 01 [ERS LRy
g fer sy il
Res W

WA E LRk U ST WE Fow ] P

Missing Persons & Skip Tracing
Seryices »x

H somecns ou ke o cane sbouk i missng
quile ofien Wands eesigabons can provide: e
deckaled  invesiigetions  servees e
CIRIICMaN JUNCHS G0N NavE dee T Safiag
o DuagilaTy COSNEIE. Sea L

Additianal Investigation Services ==

1n aasiien % e wariely o pmany Iwesigaion
WIS WS INESIQAONS POS, o
EENRIE 55 B DR ORlEdIhe ARGy BANS
= much wicer rarge of sevvices my well ¥ e
serACes pou nesd amni lisked Aoove, CoRtact our
1T 2N O W TERY D 20 0 help WOU

Surveillance Investigation Services »»

Frgardees of the reason, you sead trned
proéesionals o peowde you with peoral or
cieciusk  mvelane  senices  Wands
Imessipaions preane detecives e highiy
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Applicant contends that this evidence does not show “legal services” because

“detective agencies cannot represent clients in legal matters per se because detective

agencies are not licensed to practice law.”11 However, the cited registrations use broad

11 Applicant’s Appeal Brief, p. 3, 4 TTABVUE 4.
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wording to describe the services, 1.e., “legal services,” to which we must give “full
scope.” See Stone Lion Capital Partners, LP 110 USPQ2d at 1163. We must presume
that this identification encompasses all services of the type described, including court
process serving, making court filings, and legal document retrieval. See, e.g., Sw.
Mgmt., Inc. v. Ocinomled, Ltd., 115 USPQ2d 1007, 1025 (TTAB 2015); In re N.A.D.,
Inc., 57 USPQ2d 1872, 1874 (TTAB 2000). Additionally, determining likelihood of
confusion is based on the description of services in the application and registrations
at issue, not on evidence of actual use. See Stone Lion Capital Partners, LP 110
USPQ2d at 1162 (quoting Octocom, 16 USPQ2d at 1787).

The record establishes that Applicant’s “detective agency services” and
Registrants’ “legal services” (which we must broadly define to include all types of legal
services) are offered by third parties under identical marks. As such, when both
services are offered under similar trademarks consumers are likely to believe that
the services originate from the same source. Accordingly, the second du Pont factor
also favors a finding of likelihood of confusion.

D. Similarities in Trade Channels and Classes of Purchasers

Next we consider established, likely-to-continue channels of trade, the third du
Pont factor. Because the identifications in the application and cited registrations have
no restrictions on channels of trade, we must presume that the services travel in all
channels of trade normal for such services, and to all the usual customers of them. In
re Elbaum, 211 USPQ 639, 640 (TTAB 1981) (citing Kalart Co., Inc. v. Camera-Mart,

Inc., 258 F.2d 956, 119 USPQ 139 (CCPA 1958)).
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The only evidence relating to the trade channels through which the services at
1ssue travel is the third-party website evidence discussed above. This evidence shows
that detective agency services and legal services may be provided in the same market
to overlapping purchasers. Therefore the third du Pont factor also weighs in favor of
finding a likelihood of confusion.

E. Sophistication of Consumers

We next consider Applicant's arguments under the fourth du Pont factor: the
conditions under which and buyers to whom sales are made, i.e., “impulse” vs. careful,
sophisticated purchasing. du Pont, 177 USPQ at 567. Applicant argues that its
detective agency services are of “a highly personalized nature to consumers of such
services,” that “consumers of such services are reasonably prudent and
discriminating purchasers who are careful in their selection of the source of their
services and unlikely to be confused regarding their selection.”!2

Our precedent requires that we base our decision on the least sophisticated
potential purchasers of the identified services. Primrose Ret. Cmtys., LLC v. Edward
Rose Senior Living, LLC, 122 USPQ2d 1030, 1039 (TTAB 2016) (citing Stone Lion
Capital Partners, LP 110 USPQ2d 1157 at 1163). The purchasers of legal services
and detective services include the general public, which necessarily encompasses
consumers with limited experience seeking legal advice or investigative services,
perhaps including those involved in fender benders, divorces or basic property

disputes. While we assume that some prospective consumers of Applicant’s and

12 Applicant’s Appeal Brief, p. 2, 4 TTABVUE 3.
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Registrants’ services would be highly educated and knowledgeable about the services,
they are not the only consumers. This fourth du Pont factor is therefore neutral.

F. Nature and Extent of Any Actual Confusion

Applicant points to the absence of evidence of actual confusion, the seventh du
Pont factor, as weighing in its favor.13 A showing of actual confusion would of course
be highly probative of a likelihood of confusion. The opposite is not true, however. The
lack of evidence of actual confusion carries little weight. J.C. Hall Co. v. Hallmark
Cards, Inc., 340 F.2d 960, 144 USPQ 435, 438 (CCPA 1965). The issue before us is
the likelihood of confusion, not actual confusion. Herbko Int’l Inc. v. Kappa Books Inc.,
308 F.3d 1156, 64 USPQ2d 1375, 1380 (Fed. Cir. 2002) (actual confusion not
required). Further, any suggestion that there has been no actual confusion between
the marks based on the coexistence of Applicant’s mark and the cited registrations is
entitled to little probative value in the context of an ex parte appeal. In re Majestic
Distilling Co., 65 USPQ2d at 1205; see also In re Kangaroos U.S.A., 223 USPQ 1025,
1026-27 (TTAB 1984). Therefore, this du Pont factor is neutral.

II. Conclusion

We have considered all of the arguments and evidence of record, including those
not specifically discussed herein, and all relevant du Pont factors. Because we have
found that the marks at issue are similar and that Applicant’s identified services are
related to Registrants’ services and that they would move in the same or overlapping

trade channels and are offered to the same or similar classes of purchasers, we

13 Applicant’s Reply Brief, p. 3, 7 TTABVUE 4.
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conclude that Applicant’s mark, as used in connection with the services identified in
the application, so resembles the cited marks as to be likely to cause confusion or

mistake, or to deceive under Section 2(d) of the Trademark Act.

Decision: The refusal to register Applicant’s WE DO IT ALL! mark under Section

2(d) of the Trademark Act is affirmed.
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