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Request for Reconsideration after Final Action

Thetable below presentsthe data as entered.

SERIAL NUMBER 86845331
LAW OFFICE ASSIGNED LAW OFFICE 121
MARK SECTION

MARK http://tmng-al .uspto.gov/resting2/api/img/86845331/large
LITERAL ELEMENT CHUBB. INSURED.

STANDARD CHARACTERS YES

USPTO-GENERATED IMAGE YES

The mark consists of standard characters, without claim to any particular font style,

MARK STATEMENT .
size or color.

ARGUMENT(S)

In an OFfice Action dated April 19, 2016, the Exanmining Attorney made final a request that
Applicant disclaimallegedly merely descriptive matter fromits “CHUBB. I NSURED.” mark as a
whol e. Applicant subnmits the follow ng response in support of registration.

A Backgr ound

It is well-settled that the validity of a mark is not judged by an exam nation of its
i ndividual parts, but rather by viewing the trademark as a whole. “It is axiomatic that a

mar k shoul d not be dissected and considered pieceneal . . . .” Franklin Mnt Corp. v. Master

Mg. Co., 667 F.2d 1005, 1007 (C.C.P.A 1981). In other words, “[t]he whole, in trademark
law, is often greater than the sumof its parts. Conmon words in which no one may acquire a
trademark because they are descriptive or generic may, when used in conbination, becone a valid

trademark.” Association of Coop. Menbers, Inc. v. Farmland Industries, Inc., 684 F.2d 1134,

1140 (5th Cir. 1982), cert. denied, 460 U.S. 1038 (1983). The validity of Applicant’s nark,

“CHUBB. | NSURED.”, is doubtless contenplated by the reasoning in Farm and | ndustries.

Besi des the general rule that el ements of marks must not be considered in a pieceneal
fashion, it is especially inportant that unitary marks that include el enents physically
connected by lines or other design features (e.g., full stops), unique verbal structure of the
conponent words in the mark, or the relative location of the respective el enents, be considered

intheir entireties instead of part-by-part. Dena Corp. v. Belvedere International Inc., 950

F.2d 1555, 1561, 21 U.S.P.Q 2d 1047, 1052 (Fed. Cir. 1991). Referring to TTME P. § 1213.05, it

is clear that Applicant’s mark nust be viewed as unitary. As defined by the TTME P., a mark or



portion thereof is considered unitary when it creates a comrercial inpression that is separate
and apart from any unregistrable conmponent. T.ME. P. § 1213.05

In addition to being a unitary display, Applicant’s “CHUBB. I NSURED.” mark is a slogan
and, therefore, fully registrable on the Principal Register. A registrable slogan is one that
is used in a trademark sense. T.ME P. § 1213.05(b). Myreover, “[a] registrable slogan is
consi dered unitary and should not be broken up for purposes of requiring a disclainer.” Id. In

the case In re Sotille, 156 U . S.P.Q 655 (T.T.A B. 1986), the Board mmi ntai ned the genera

policy of allow ng highly suggestive slogans to be registered on the Principal Register.
There, the Board reversed a final refusal to register the slogan YOUR FI NANCI AL SECURITY | S
OUR BUSI NESS for use in connection with insurance services. The Board characterized the mark’s

hi ghly suggestive nature as foll ows:
Applicant’s mark is a slogan and sl ogans are
usual Iy conposed of dictionary words. Sl ogans
may be ingenious, clever, catchy, trite
dul |, nonsensical and the like but to be
regi stered a slogan need not be a work of art.

Id. at 656.

B. “]1 NSURED' Shoul d Not Be Di scl ai ned

Applicant respectfully submits that its trademark constitutes a unitary mark that is
regi strabl e wi thout disclaimer of “INSURED’. Applicant urges the Exanmining Attorney to consider
the conposition of Applicant’s “CHUBB. INSURED.” mark, which is a slogan consisting of two
words, tied together by two full stops. This structure enbodies the mark with an unusual visua
style — the presence of the full stops breaks up the mark, while at the sane tine binding the
mark together as a unitary stanp or seal of approval. Froman aural perspective, the presence
of two sentences creates a nenorable nmark with a halting pause in the mddle indicated by the
first full stop; the presence of the full stop creates a natural pause in the Applicant’s Mark
while also binding the entirety of the mark together in a unified whole. Together the
statenents forma confident proclamation, one which is nore than a pronotional statenent, but
whi ch states the assured feeling of Applicant’s custonmers, who know that their interests are
protected by Chubb.

The use of two short sentences in the “CHUBB. |INSURED.” nmark is powerful
menor abl e, and capabl e of being associated in the mnd of the consuner with the
services offered by the Applicant. In other words, the term“lI NSURED" in
Applicant’s slogan is not nerely a description of Applicant’s services, but instead
is an integral part of the “CHUBB. | NSURED.” source-identifying seal of approval
Applicant’s mark is not unlike the registered “YOU. I NSURED" (U.S. Registration No. 4,802, 279)
and “BE SAFE. SECURE. INSURED.” (U.S. Registration No. 3,207,693) nmarks, both of which are on



the Principal Register w thout disclainmer.

In view of the above argunents,

Appl i cant

di scl ai mer requirenent and approve Applicant’s mark for publication.
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requests the Exanmining Attorney to wi thdraw the

Under the Paperwork Reduction Act of 1995 no persons are required to respond to a collection of information unless it displays avalid OMB control number.

Request for Reconsideration after Final Action
Tothe Commissioner for Trademarks:

Application seria no. 86845331 CHUBB. INSURED.(Standard Characters, see http://tmng-al.uspto.gov/resting2/api/img/86845331/large) has
been amended as follows:

ARGUMENT(S)
In response to the substantive refusal(s), please note the following:

In an Ofice Action dated April 19, 2016, the Exami ning Attorney nmade final a request that
Applicant disclaimallegedly nmerely descriptive matter fromits “CHUBB. INSURED.” nark as a
whol e. Applicant subnits the follow ng response in support of registration.

A Backgr ound

It is well-settled that the validity of a mark is not judged by an exam nation of its
i ndi vidual parts, but rather by viewing the trademark as a whole. “It is axiomatic that a
Mast er

mar k shoul d not be di ssected and consi dered pi eceneal .” Franklin Mnt Corp. v.

Mg. Co., 667 F.2d 1005, 1007 (C. C.P.A 1981). In other words, “[t]he whole, in

trademark law, is often greater than the sumof its parts. Comon words in which no



one may acquire a trademark because they are descriptive or generic may, when used in

conbi nati on, becone a valid trademark.” Associ ation of Coop. Menbers, Inc. v. Farn and

Industries, Inc., 684 F.2d 1134, 1140 (5th Gr. 1982), cert. denied, 460 U S. 1038

(1983). The validity of Applicant’s mark, “CHUBB. INSURED.”, is doubtless contenplated by

the reasoning in Farm and Industries

Besi des the general rule that elements of nmarks nust not be considered in a pieceneal
fashion, it is especially inmportant that unitary marks that include el enents physically
connected by lines or other design features (e.g., full stops), unique verbal structure of
the conponent words in the mark, or the relative |ocation of the respective elenments, be

considered in their entireties instead of part-by-part. Dena Corp. v. Belvedere Internationa

Inc., 950 F.2d 1555, 1561, 21 U.S.P.Q 2d 1047, 1052 (Fed. Cir. 1991). Referring to T.ME P. §
1213.05, it is clear that Applicant’s mark nmust be viewed as unitary. As defined by the T ME P.,
a mark or portion thereof is considered unitary when it creates a commercial inpression that is
separate and apart from any unregi strable conponent. T.ME P. 8§ 1213. 05

In addition to being a unitary display, Applicant’s “CHUBB. INSURED.” mark is a sl ogan and,
therefore, fully registrable on the Principal Register. Aregistrable slogan is one that is used
in a trademark sense. T.ME. P. § 1213.05(b). Mreover, “[a] registrable slogan is considered
unitary and shoul d not be broken up for purposes of requiring a disclaimer.” 1d. In the case |In
re Sotille, 156 U . S.P.Q 655 (T.T.A B. 1986), the Board mnai ntai ned the general policy of
al l owi ng hi ghly suggestive slogans to be registered on the Principal Register. There, the
Board reversed a final refusal to register the sl ogan YOUR FI NANCI AL SECURI TY | S OUR BUSI NESS
for use in connection with insurance services. The Board characterized the mark’s highly

suggestive nature as foll ows:
Applicant’s mark is a slogan and sl ogans are
usual | y conposed of dictionary words. Sl ogans
may be ingenious, clever, catchy, trite
dull, nonsensical and the |ike but to be
regi stered a sl ogan need not be a work of art.

1d. at 656.

B. “1 NSURED’ Shoul d Not Be Di scl ai ned.

Applicant respectfully subnmits that its trademark constitutes a unitary mark that is
regi strabl e wi thout disclaimer of “INSURED’. Applicant urges the Exam ning Attorney to consider
the conposition of Applicant’s “CHUBB. | NSURED.” mark, which is a slogan consisting of two words,
tied together by two full stops. This structure enbodies the mark with an unusual visual style —
the presence of the full stops breaks up the mark, while at the same tinme binding the mark
together as a unitary stanp or seal of approval. Froman aural perspective, the presence of two

sentences creates a nenorable mark with a halting pause in the mddle indicated by the first ful



stop; the presence of the full stop creates a natural pause in the Applicant’s Mark, while al so
binding the entirety of the mark together in a unified whole. Together the statenents forma
confident proclamation, one which is nore than a pronotional statenent, but which states the
assured feeling of Applicant’s custonmers, who know that their interests are protected by Chubb.
The use of two short sentences in the “CHUBB. INSURED.” mark is powerful,
nmenor abl e, and capabl e of being associated in the mind of the consuner with the
services offered by the Applicant. In other words, the term “lI NSURED" in
Applicant’s slogan is not nerely a description of Applicant’s services, but
instead is an integral part of the “CHUBB. |INSURED.” source-identifying seal of
approval . Applicant’s mark is not unlike the registered “YOU. I NSURED" (U. S. Registration No.
4,802, 279) and “BE SAFE. SECURE. I NSURED.” (U.S. Registration No. 3,207,693) marks, both of which
are on the Principal Register wthout disclainmner.
In view of the above argunents, Applicant requests the Exanmining Attorney to withdraw the

di scl ai mer requirenent and approve Applicant’s mark for publication.
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Request for Reconsider ation Signature

Signature: /matthew homyk/  Date: 10/19/2016

Signatory's Name: Matthew A. Homyk

Signatory's Position: Attorney of record, Pennsylvania bar member

Signatory's Phone Number: 215-569-5360

The signatory has confirmed that he/sheis an attorney who is a member in good standing of the bar of the highest court of aU.S. state, which
includes the District of Columbia, Puerto Rico, and other federal territories and possessions; and he/sheis currently the owner's’holder's attorney
or an associate thereof; and to the best of his/her knowledge, if prior to hisher appointment another U.S. attorney or a Canadian attorney/agent
not currently associated with his’her company/firm previously represented the owner/holder in this matter: (1) the owner/holder hasfiled or is
concurrently filing a signed revocation of or substitute power of attorney with the USPTO; (2) the USPTO has granted the request of the prior
representative to withdraw; (3) the owner/holder has filed a power of attorney appointing him/her in this matter; or (4) the owner's’holder's
appointed U.S. attorney or Canadian attorney/agent has filed a power of attorney appointing him/her as an associate attorney in this matter.

The applicant isfiling a Notice of Appeal in conjunction with this Request for Reconsideration.
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