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UNITED STATES PATENT AND TRADEMARK OFFICE (USPTO) 
OFFICE ACTION (OFFICIAL LETTER) ABOUT APPLICANT’S TRADEMARK APPLICATION 

 

U.S. APPLICATION SERIAL NO. 86769992 

 

MARK: FIBERLOCK 

 

          

*86769992*  
CORRESPONDENT ADDRESS: 
       JACQUELINE M. LESSER 

       BAKER & HOSTETLER 

       2929 ARCH ST FL 12 

       PHILADELPHIA, PA 19104-2891 

        

  
GENERAL TRADEMARK INFORMATION: 

http://www.uspto.gov/trademarks/index.jsp   

 

VIEW YOUR APPLICATION FILE 

 

APPLICANT: Blackstone Medical, Inc. 

  

CORRESPONDENT’S REFERENCE/DOCKET NO:   

       104701.00076       

CORRESPONDENT E-MAIL ADDRESS:   

       BHIPDocket@bakerlaw.com 

 

 

REQUEST FOR RECONSIDERATION DENIED 

 

ISSUE/MAILING DATE: 10/5/2016 

 
 
The trademark examining attorney has carefully reviewed applicant’s request for reconsideration and is 
denying the request for the reasons stated below.  See 37 C.F.R. §2.63(b)(3); TMEP §§715.03(a)(ii)(B), 
715.04(a).   

 

The following requirement(s) and/or refusal(s) made final in the Office action dated April 1, 2016 are 
maintained and continue to be final:  (1) proper specimen; (2) proper classification of the goods.  See 
TMEP §§715.03(a)(ii)(B), 715.04(a).   



 

In the present case, applicant’s request has not resolved all the outstanding issue(s), nor does it raise a 
new issue or provide any new or compelling evidence with regard to the outstanding issue(s) in the final 
Office action.  In addition, applicant’s analysis and arguments are not persuasive nor do they shed new 
light on the issues.  See below for more details.  Accordingly, the request is denied. 

 

If applicant has already filed a timely notice of appeal with the Trademark Trial and Appeal Board, the 
Board will be notified to resume the appeal.  See TMEP §715.04(a).  

 

If no appeal has been filed and time remains in the six-month response period to the final Office action, 
applicant has the remainder of the response period to (1) comply with and/or overcome any 
outstanding final requirement(s) and/or refusal(s), and/or (2) file a notice of appeal to the Board.  TMEP 
§715.03(a)(ii)(B); see 37 C.F.R. §2.63(b)(1)-(3).  The filing of a request for reconsideration does not stay 
or extend the time for filing an appeal.  37 C.F.R. §2.63(b)(3); see TMEP §§715.03, 715.03(a)(ii)(B), (c).   

 

Classification of the Goods 

 

As specified in the January 21, 2016 and April 1, 2016 Office actions, the goods are misclassified in Class 
10.  They are Class 5 items, as supported by the Trademark ID Manual entries of record (attached to the 
April 1, 2016 Office action and herein).  Applicant has not addressed this issue. 

 

Specimen 

 

Contrary to applicant’s simplified assertion that “an appropriate specimen of use…identified the product 
with the owner of the mark,” it is well-established that a trademark specimen must be a label, tag, or 
container for the goods, or a display associated with the goods.  37 C.F.R. §2.56(b)(1). 

 

Applicant’s brochure, however, is mere advertising.  Despite applicant’s persistence in calling the 
brochure a “display,” A display must be associated directly with the goods offered for sale.  It must bear 
the trademark prominently.  See In re Marriott Corp., 459 F.2d 525, 173 USPQ 799 (C.C.P.A. 1972);  
Lands’ End Inc. v. Manbeck, 797 F. Supp. 511, 24 USPQ2d 1314 (E.D. Va. 1992).  In order to rely on such 
materials as specimens, an applicant must submit evidence of point-of-sale presentation.   

 

Applicant has submitted no evidence of the brochures as actually used in a display.  Instead, applicant’s 
statements support that the materials are mere advertising, including the submission of a statement 



from a marketing employee of applicant’s.  The statement refers generally to the brochures being 
“places in the offices, waiting rooms and medical facilities”, however, applicant has submitted no actual 
evidence on this point, such as a photograph of such displays as required.  Applicant’s conclusory 
statements on this issue are inadequate.   

 

Applicant states that “medical personnel, when viewing this literature are induced to make a purchase.”  
This merely states the obvious, e.g., the purpose of advertising literature is to encourage applicant’s 
business success in sales.  However, it is well established that advertising materials are unacceptable as 
specimens. 

 

Applicant states that “…because of the nature of the product, it would be impossible to put the 
FIBERLOCK brand name of the packaging for the product.”  This conclusory statement is not supported 
by any evidence about the nature of the product, nor the standard practices in the industry.  It is 
insufficient simply to allege that it is impossible to place the mark on the packaging for the product. 

 

Indeed, attached are examples of third party specimens for goods of a nature similar to applicant’s.  
These images clearly show containers and labels for the relevant goods bearing the trademark.  
Applicant has not explained how its product is packaged, whether any writing may fit or appear on the 
package, or why applicant cannot apply the trademark to the packaging in a manner consistent to meet 
the requirements for a specimen.   

 

 

/Rebecca Povarchuk/ 

Law Office 115 

571-270-1529 

Rebecca.Povarchuk@uspto.gov 

 

 

  



 



  



 



  



 



  



 



  



 

  



 

  



 



  



 

  



 



  



 



  



 

  



 



  



 

  



 

  



 



  



 



  



 


