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IN THE UNITED STATES PATENT AND TRADEMARK OFFICE
BEFORE THE TRADEMARK TRIAL AND APPEAL BOARD

In re Application for:

Morgans Group LL.C : Examining Attorney:
Margery A. Tierney
Appl. Ser. No. 86/644,330
Law Office: 111
Filed: May 28, 2015

For the Mark: DELANO in cl. 36

REQUEST FOR RECONSIDERATION

Commissioner for Trademarks

P.O. Box 1451

Alexandria, VA 22313-1451

Attn: Margery A. Tierney, Esq.
Examining Attorney, Law Office 111
Dear Ms. Tierney:

This communication (hereinafter, the “Request for Reconsideration™) is responsive
to the outstanding Office Action mailed on October 26, 2016 (hereinafter, the “Final Office
Action”). Applicant, Morgans Group LLC (hereinafter, “Applicant™) has filed a Notice of Appeal
of the Examining Attorney’s refusal to register simultaneously with the filing of this Request for
Reconsideration.

Applicant respectfully requests reconsideration of the above-referenced application

(hereinafter, “Application ) in view of the following Remarks hereby submitted.

2401932v2



REMARKS

The Examining Attorney had initially denied registration of the above-referenced
mark under Trademark Act Section 2(e)(4), 15 U.S.C. Section 1052(e)(4) alleging that Applicant’s
mark DELANO (hereinafter, the “Mark™) is primarily merely a surname (hereinafter, the
“Refusal™).

As ameans of overcoming the Refusal, the Examiner suggested that Applicant seek
registration under Trademark Act Section §2(f), 15 U.S.C. §1052(f) based upon “acquired
distinctiveness” given that Applicant’s Mark “has been used in commerce for a significant amount
of time” (hereinafter, the “§2(f) Claim™).

In response, Applicant claimed “acquired distinctiveness’ as to both classes 36 and
43. Thereafter, the Examining Attorney accepted the §2(f) Claim with respect to class 43 only but
rejected the claim as it relates to class 36. Consequently, pursuant to the Final Office Action, the
Examining Attorney maintained the Refusal as it relates to class 36.

Subsequently on April 5, 2017, Applicant filed a Request To Divide (hereinafter,
the “Divisional Request’) in connection with the Application which is pending review by the U.S.
Patent and Trademark Office (hereinafter, the “USPTO”). Accordingly, once the USPTO
processes Applicant’s Divisional Request such that the class 43 portion of the instant Application
is carved out and placed into a newly created child application (hereinafter “Child Application™),
Applicant respectfully requests that the Child Application be approved for publication considering
that the Refusal was restricted to class 36 only.

In an effort to overcome the Refusal raised in the initial Office Action dated
September 9, 2015 and maintained in the second Office Action dated April 14, 2016, Applicant
claimed “acquired distinctiveness™ as to the intent-to-use services in class 36, namely “real estate
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management services; real estate listing services; real estate leasing services; real estate brokerage
services”. The §2(f) Claim is based upon Applicant’s ownership of prior Registration Nos.
2,115,849 and 3,891,645 for the Mark and Applicant’s longstanding use of the Mark since at least
1948 in connection with hotel services in class 43. Pursuant to T.M.E.P. Section 1212.09,
Applicant believes that the “acquired distinctiveness™ created from its prior registrations and
longstanding use of the Mark for hotel services, er af. transfers to “real estate management services;
real estate listing services; real estate leasing services; real estate brokerage services” in class 36.

In support of the aforementioned claim, Applicant submitted ample evidence
sufficient to show a relationship between the hotel services in connection with which the Mark has
acquired distinctiveness and the intent-tc-use class 36 real estate services and on that basis,
believes that the historical “distinctiveness” garnered in respect of its class 43 hotel services would
effectively transfer to the real estate services in the Application upon the commencement of use.
The evidence consisted of copies of numerous USPTO registrations for marks used in interstate
commerce covering both real estate services in class 36 and various hotel services in class 43, a
declaration executed by Applicant’s CFO describing the practice of companies which regularly
provide hotel, bar and restaurant services and real estate management services, listing services,
leasing services and brokerage services, all under the same brand, as well as articles showing that
companies operating a hotel also offer residential real estate services.

Notwithstanding all of the evidence submitted by Applicant to date, the Examining
Attorney has maintained the Refusal with respect to class 36.

Applicant hereby requests reconsideration of the Application because: (1) proper

application of In re Etablissements Darty et Fils! to the facts at hand inevitably leads to the

1759 F.2d 15. 225 U.S.P.Q. (BNA) 652 (Fed. Cir. 1985).
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conclusion that DELANQO is nof primarily merely a surname; (2) in the event the Examiner sustains
the finding that the Mark is “primarily merely a surname”, registration on the Principal Register is
still justified because the distinctiveness created in the Mark with respect to class 43 hotel services
will transfer to the real estate services in the Application upon the commencement of use, as
demonstrated by the previous evidence, together with the additional evidence that Applicant has
now submitted in support of the instant Request for Reconsideration (collectively, the “2(f)
Evidence™); and (3) in the alternative, Applicant hereby amends the Application as it relates to
class 36 only, to seek registration on the Supplemental Register, but only in the event the Examiner
finds the cellective 2(f) Evidence submitted in connection with the instant Request for
Reconsideration to be insufficient.
1. THE USPTO HAS NOT MET ITS BURDEN IN ESTABLISHING A PRIMA
FACIE CASE THAT APPLICANT’S MARK, DELANO, IS PRIMARILY
MERELY A SURNAME.
A, Rare Surname.

A term is primarily merely a surname if its primary significance to the purchasing

public is that of a surname. Inre Hutchinson Technology, Inc., 852 F.2d 552, 7 U.S.P.Q.2d (BNA)

1490 (Fed. Cir. 1988); In re Industrie Pirelli, 9 U.S.P.Q.2d (BNA) 1364 (T.T.A.B. 1988). In certain

instances, however, a word will have other meanings in additicn to being a purported surname. In
such cases, the question of whether a mark is primarily merely a surname can only be made on a

case-by-case basis, as stated by the Federal Circuit Court of Appeals. In re Etablissements Darty

et Fils, 759 F.2d 15, 16, 225 U.S.P.Q. (BNA) 652, 653 (Fed. Cir. 1983).
Moreover, it is well settled that the initial burden falls on the Examining Attorney

to establish a prima fucie case that a term is primarily merely a surname. In re Etablissements

Darty et Fils, 759 F.2d at 17. In the event that the Examining Attorney establishes a prima facie
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case, the burden shifts to Applicant to rebut the showing made by the Examining Attorney. Inre

Harris-Intertype Corp., 518 F.2d 629, 186 U.S.P.QQ. (BNA) 238, 239-40 (C.C.P.A. 1975).

In the case at hand, the Examining Attorney has refused registration of Applicant’s
Mark contending that “[t]he primary significance of the [M]ark to the purchasing public” is that
of a surname. In support of the initial rejection, the Examining Attorney has submitted evidence
obtained from the Lexis Research Database and Ancestry.com purporting to show that the primary
significance of DELANO is that of a surname. The Examining Attorney further stated that “[t]his
evidence shows the applied-for [M]ark appearing over 500 times as a surname in a nationwide
telephone directory of names™.

Applicant respectfully submits that the evidence proffered by the Examiner does
not amount to an “unusually large number” of surnames such that a prima fucie case has been

established. In re Harris-Intertvpe Corp., 518 F.2d 629, 186 USPQ 238 (C.C.P.A. 1975). More

specifically, the Examining Attorney claims that there are over 500 listing for the name DELANO
in the entire population of the United States. While this number, at first blush, may appear
significant, such is not the case upon reflection of the total U.S. population which now stands at
324,921.039. [A print-out from the U.S. Census Bureau’s home page reflecting this figure is
attached hereto as Exhibit A]. In other words, the number of people having DELANQO as a
surname in the United States amounts to a mere 0.0015% of the total U.S. population.
Accordingly, less than one hundredth of one percent of the U.S. population use DELANO as a

surname.
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In light of the foregoing circumstances, Applicant respectfully submits that because
of the miniscule number of people having DELANO as a surname, registration should not be
refused on the basis that the mark is primarily merely a surname.

B. First or Given Name.

Furthermore, Applicant hereby submits that the evidence proffered by the
Examining Attorney is insufficient to make a prima facie case under Section 2(e)(4) of the
Trademark Act because DELANO is more significantly recognized as being a given name.

The Examining Attorney previously opined that the evidence of record
“establish[es] the surname significance” of the Mark. Applicant respectfully disagrees. Applicant
hereby attaches as Exhibit B excerpts from four different baby name publicaticns, and two
different baby name web sites in which DELANO is listed as a given name for boys. Moreover,
a cursory internet search also uncovered the following famous individuals that have DELANO as
a first or given name. Wikipedia.org printouts for each of these individuals are attached herewith
as Exhibit C.

Franklin Delano Roosevelt — 32™ President of the United States

Delano Johnson — American football player

Delano Lewis — American attorney, businessman and diplomat

Delano Sam-Yorke — English footballer

Delano Thomas — American indoor velleyball player

Delano Williams — International sprinter, competing for Great Britain

Consistent with the above, Applicant also hereby submits additional evidence,

attached hereto as Exhibit D, obtained from a search conducted on the Internet wherein DELANO
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is similarly identified as a first name.> Given the sheer volume, Applicant has printed out the first
one hundred (100) listings of persons whose first name is Delano as a representative sampling. In
view of the foregoing, it is undeniable that DELLANO is a known first name and is therefore, not
perceived by the purchasing public as being primarily merely a surname.

Accerdingly, because the Lexis Research Database and Ancestry.com evidence
proffered by the Examining Attorney are collectively insufficient in establishing a prime fucie case
under Section 2(e)(4) of the Trademark Act, and because the legal principle upon which the
Examining Attorney bases her rejection is unsound, Applicant respectfully contends that the
surname refusal is unwarranted.

2. THE DISTINCTIVENESS CREATED IN APPLICANT’S MARK IN

RESPECT OF CLASS 43 SERVICES WILL TRANSFER TO CLASS 36

UPON THE COMMENCEMENT OF USE.

Alternatively, if the Examining Attorney maintains the Refusal with respect to the
class 36 services in the Applicaticn, Applicant believes it has met its evidentiary burden and
submitted sufficient relevant evidence to demonstrate that the acquired distinctiveness previously
established in the Mark with respect to class 43 hotel services will transfer to the class 36 real
estate services set forth in the Application upon the commencement of use.

T.M.E.P. Section 1212.09 is clear that an applicant must establish, through
submission of relevant evidence rather than mere conjecture, a sufficient relationship between the
services in connection with which the mark has acquired distinctiveness and the services recited
in the intent-te-use application to warrant the conclusion that the previously created distinctiveness
will transfer to the services in the application upon use. T.M.E.P. Section 1212.09 provides:

“Section 2(f), 15 U.S.C. §1052(f), is limited by its terms to "a mark used by
the applicant.” A claim of distinctiveness under §2(f) is normally not filed

I Se
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in a §1(b) application before the applicant files an allegation of use, because
a claim of acquired distinctiveness, by definition, requires prior use.

However, an intent-to-use applicant who has used the mark on related goods or
services may file a claim of acquired distinctiveness under §2(f) before filing an allegation of use,
if the applicant can establish that, as a result of the applicant’s use of the mark on other goods or
services, the mark has become distinctive of the goods or services in the intent-to-use application,
and that this previously created distinctiveness will transfer to the goods and services in the intent-

to-use application when use in commerce begins. In re Dial-A-Mattress Operating Corp., 240 F.3d

1341, 1347, 57 USPQ2d 1807, 1812 (Fed. Cir. 2001).
The Trademark Trial and Appeal Board has set forth the requirements for showing
that a mark in an intent-to-use application has acquired distinctiveness:

The required showing is essentially two-fold. First, applicant must
establish, through the appropriate submission, the acquired distinctiveness
of the same mark in connection with specified other goods and/or services
in connection with which the mark is in use in commerce. All of the rules
and legal precedent pertaining to such a showing in a use-based application
are equally applicable in this context.... Second, applicant must establish,
through submission of relevant evidence rather than mere conjecture, a
sufficient relationship between the goods or services in connection with
which the mark has acquired distinctiveness and the goods or services
recited in the intent-to-use application to warrant the conclusion that the
previously created distinctiveness will transfer to the goods or services in
the application upon use. In re Rogers, 53 USPQ2d 1741, 1744 (TTAB
1999).

To satisfy the first element, the applicant must establish acquired distinctiveness as
to the other goods or services by appropriate evidence, such as ownership of an active prior
registration for the same mark for sufficiently similar or related goods or services (see T.M.E.P.
§§1212.04-1212.04(e)), a prima facie showing of acquired distinctiveness based on five vears’
use of the same mark with related goods or services (see T.M.E.P. §§1212.05-1212.05(d)), or

actual evidence of acquired distinctiveness for the same mark with respect to the other goods or
2401932v2 8



services (see T M.E.P. §§1212.06-1212.06(e)(iv)). See In re Nielsen Bus. Media, Inc., 93 USPQ2d

1545, 1547-48 (TTAB 2010) (finding applicant failed to meet the first requirement, because the
intent-to-use mark THE BOLLYWOOD REPORTER was not deemed to be the "same” mark as
the previously registered marks THE HOLLYWOOD REPORTER,
THEHOLLYWOODREPORTER.COM, and THE HOLLYWOOD REPORTER STUDIO BLU-
BOOK); In re Binion, 93 USPQ2d 1531, 1539 (TTAB 2009) (finding applicant failed to meet the
first requirement, because the intent-to-use marks BINION and BINION'S were not deemed to be
the "same" marks as the previously registered marks JACK BINION and JACK BINION’S).

To satisfy the second element, applicant must show "the extent to which the goods
or services in the intent-to-use application are related to the goods or services in connection with
which the mark is distinctive, and that there is a strong likelihood that the mark’s established
trademark function will transfer to the related goods or services when use in commerce occurs.”
In re Rogers, 53 USPQ2d at 1745,

The Examining Attorney concedes that Applicant has satisfied the first requirement
that the marks are the same. However, the Examining Attorney alleges that Applicant has not
satisfied the requirement to show sufficient relatedness of the services. In other words, the
Examining Attorney contends that Applicant has not shown that its prior registrations and the
acquired distinctiveness established for Applicant’s hotel services will transfer to “real estate
management services; real estate listing services; real estate leasing services; real estate brokerage
services” in connection with which Applicant intends to use.

A, Third Party Registrations.

To suppert Applicant’s claim that its real estate services are related to its hotel
services, Applicant previously submitted TESS print-cuts of approximately eighty (80) active
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USPTO registrations for marks covering both real estate services in class 36 and various hotel
services in class 43. However, the Examining Attorney contended that while the subject
registrations may serve to suggest that real estate related services and hotel related services may
emanate from the same source, they purportedly did not demonstrate that there is a strong
likelihood of transference from “‘hotel services™ to “real estate management services; real estate
listing services; real estate leasing services; real estate brokerage services” mainly because the
registrations purportedly do not evidence the extent to which the marks are actually in use and
whether consumers are aware of the marks.

Applicant respectfully disagrees with the Examining Attorney’s conclusion
pertaining to the purported insufficiency of the third party registrations. When the USPTO assesses
the likelihood of confusion between marks, it considers that goods and services covered by two
marks need not be identical or directly competitive to find a likelihood of confusion. They need
only be related in some manner, or the conditions surrounding their marketing be such, that they
could be encountered by the same purchasers under circumstances that could give rise to the

mistaken belief that the goods come from a common source. See In re Martin’s Famous Pastry

Shoppe, Inc., 748 F.2d 1565, 223 USPQ 1289 (Fed. Cir. 1984); In re Corning Glass Works, 229

USPQ 65 (TTAB 1985); In re Rexel Inc., 223 USPQ 830 (TTAB 1984); Guardian Products Co.

Inc. v. Scott Paper Co., 200 USPQ 738 (TTAB 1978); In re International Telephone & Telegraph

Corp., 197 USPQ 910 (TTAB 1978). Third party registrations have probative value to the extent
that they demonstrate the relatedness as between the goods and services. In re Infinity

Broadcasting Corp. of Dallas, 60 USPQ2d 1214, 1218 (TTAB 2001), citing In re Albert Trostel &

Sons Co., 29 USPQ2d 1783, 1785-86 (TTAB 1993); and In re Mucky Duck Mustard Co., Inc., 6

USPQ2d 1467, 1470 at n.6 (TTAB 1988). Applying the aforementioned rational to the issue at
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hand, the representative sampling of third-party registrations for marks used in interstate
commerce covering both real estate services in class 36 and hotel services in class 43 amply
showed that such services are in fact related and that the conditions surrounding their marketing
are such that they would likely be encountered by the same purchasers under circumstances that
could give rise to the belief that the services come from a commen source. Therefore, the sheer
volume of registrations submitted by Applicant has undeniable probative value to the extent that
they demonstrate the relatedness between Applicant’s hotel services and its intended real estate
services and that as a consequence, consumers recognize both types of services as originating from
the same source. Such awareness by consumers guarantees a strong likelihood of transference of
the distinctiveness acquired in Applicant’s Mark in connection with its hotel services to its intent-
to-use reluted real estate services.

B. Declarations.

In connection with its previous response filed on October 6, 2016, Applicant also
submitted the Declaration of Richard Szymanski, Chief Financial Officer of Morgans Hotel Group.
Co., the managing member of Morgans Group LLC. Mr. Szymanski's Declaration described the
current practice of companies simultaneously providing hotel, bar and restaurant services and real
estate management services, listing services, leasing services and brokerage services, all under the
same brand identifier. The Examining Attorney found the statement unpersuasive “because it is
merely a conclusery opinion about source recognition among relevant consumers, without any
probative and corroborating evidence from consumers themselves™. For example, the Examining
Attorney contended that hotel services are rendered to the ultimate consumers, while the real estate

management services are rendered to the hotel owners.
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Applicant respectfully disagrees with the Examining Attorney’s conclusion and in
further support of its position, attaches hereto as Exhibit E a supplementary declaration executed
by Mr. Jorge Giannattasio, Chief Operating Officer of SBE ENT Holdings, LL.C, the parent of
Morgans Group LL.C, which provides further insight and background information with respect to
Applicant and its operations and regarding the hospitality industry at large. In sum, Mr.
Giannattasio’s testimony further underscores the strong likelihood of transference of the
distinctiveness acquired in Applicant’s Mark in connection with its hotel services to its intent-to-
use real estate services. Specifically, Mr. Giannattasio states how commonplace it is for a
company to simultaneously provide hotel, bar and restaurant services, on the one hand, and
real estate related services, including real estate management services, listing services, leasing
services and brokerage services, on the other hand, all under the same brand and service mark.
To support his statement, Mr. Giannattasio lists a representative sampling of twenty-nine
different companies that provide both hotel and real estate services throughout the United
States. Moreover, contrary to the Examining Attorney’s assertion, Mr. Giannattasio explains
why both Applicant’s hotel and real estate services will naturally be rendered to the same
ultimate consumers. For instance, the ultimate consumers who are targeted and become guests
at DELANO hotels are similarly targeted by DELANO real estate services as prospective
purchasers of DELANO branded residences and condos. Indeed, as hotel guests, it is inevitable
that such consumers will be exposed to DELANO real estate services given the circumstances
surrounding the cross-promotion marketing practices throughout DELANO branded properties
and the anticipated close physical proximity of the DELANO branded hotels with DELANO

branded condominiums.
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C. Third Party Evidence of Use.

Applicant also provided two (2) articles to show that companies operate a hotel and
also offer residential real estate services. The Examining Attorney rejected their probative value
in showing a strong likelihood of transference of the distinctiveness acquired in Applicant’s Mark
in connection with its hotel services to its intent-to-use real estate services.

Applicant hereby attaches as Exhibit F additional articles detailing the history,
development and the ongoing trend of the branded hotel and residence market since the 1980s.
These articles clearly show how a multitude of leading hotel operators have extended their brands
to cover residences and condos as well. This trend is recognized by consumers because the brands
are used overwhelmingly in marketing and promotional materials to sell and rent the condos and
residences. These articles are particularly persuasive in showing how consumers have come to
recognize that hotels offer real estate management services, real estate listing services, real estate
leasing services: or real estate brokerage services.

In consideration of the foregoing, it is self-evident that the public has been
conditioned to recognize hotel services and real estate services as inter woven and offered by a
single source. Accordingly, in view of consumers’ substantial exposure to hotel operators which
have routinely expanded their services to include “real estate management services; real estate
listing services; real estate leasing services; real estate brokerage services™, Applicant believes that
transference of the distinctiveness acquired in Applicant’s Mark in connection with its hotel
services (o its intent-to-use real estate services is not only likely, but inevitable.

3 AMENDMENT TO THE SUPPLEMENTAL REGISTER.

In the event the Examining Attorney maintains the Refusal and continues to reject

Applicant’s §2(f) Claim as to class 36, only then does Applicant hereby request that the instant
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Application as it relates to class 36 only be amended (o seek registration on the Supplemental

Register.

CONCLUSION

Applicant believes that the Refusal is unwarranted as the present case clearly
suggests itsell as one in which the Trademark Trial and Appeal Board would either find that the
Mark is not primarily merely a surname or alternatively that the §2(f) Claim should be accepted
based upon all of the factors discussed hereinabove.

Accerdingly, Applicant respectfully requests that such arguments be favorably
considered and the Refusal of the Examining Attorney be withdrawn, thereby allowing the subject
Mark to pass to publication.

Respectfully submitted,
Dated: April 26, 2017 By:__ J/ilee/

Teresa Lee, Esq.
Philippe Zylberg, Esq.

PRYOR CASHMAN LLP
7 Times Square

New York, NY 10036
(212) 326-0831

Attorneys for Applicant
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Dejuan (American)
a combination of the
prefix De + Juan. See also
Dajuan.
Dejan, Dejon, Dejun,
Dewan, Dewaun, Dewon,
Dijaun, D’Juan, Dujuan,
D'Won '
Dekel (Hebrew, Arabic)’
palm tree, date tree.

Del (English) a short form
of Delbert, Delvin, Delwin.

Delaney (Irish) descendant
of the challenger.
Delaine, Delainey, Delainy,
Delan, Delane, Delanny,
Delany '

Delano (French) nut tree.
(Irish) dark.
Delayno

Delbert (English) bright as
day. See also Dalbert.
Bert, Del, Dilbert

Delfino (Latin) dolphin.
Déh (Chinese) virtuous.

Dell (English) small valiey.
A short form of Udell:

Delling (Scandinavian)
scintilfating.

Delmar (Latin) sea.
Dalmar, Dalmer, Delmer,
Delmor, Delmore

Delroy (French) belonging
to the king. See aiso Eiroy,
Leroy.

Delray, Deiree, Delrol

Delsin (Native American) |
he is so. o
Delsy

Delvin (English) proud
friend; friend from the
valley,

Del, Delavan, Delvyn,
Delwin

Delwin (English) an alter-
nate form of Delvin.
Dalwin, Dalwyn, Del,
Deliwin, Dellwyn, Delwyn,
Delwynn

Deman (Dutch) man.

Demarco (ltalian)
a combination of the
pretix De + Marco.
Damarco, D'Marco

Demarcus (American)
a combination of the
prefix De + Marcus.
Damarcius, Damarcus,
Demarkes, Demarkis,
Demarkus, D'Marcus

Demario (ltalian)
a combination of the
prefix De + Mario.
Demarreio, Demarrio, /
Demerrio

Dembe (Luganda)
peaceful.
.Damba

Demetris (Greek) a short
form of Demetrius.
Demeatric, Demeatrice,
Demeatris, Demetres,
Demetress, Demetric,
Demetrice, Demetrick,
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D%uan, D'Won, DaJuan, Dawon, Dewaun, Dewon,
Dujuan.

DEKARAWIDA (Native American: Iroquois) Two rivers
running. Variation: Deganawidah.

DEKEL (Arabic) Palm tree.

DEKER (Hebrew) To pierce.

DELAREY (lrish} Child of a competitor. Varigtions:
Delaine, Delainey, Delainy, Delane, Delany.

——3 DELARO (Irish) Black man; also could mean of the

night.

DELBERT (English) Sunny day. Though Delbert seems
a bit old-fashioned, singer Delbert McClinton and
baseball player Del Unser keep this name in the
public consciousness.

DELEWIS (African-American) De + Lewis. Variation:
DLewis,

DELL {Engtish) Valley. Dell has been used both as a
boys’ and girls’ name, though in this country it hos
appeared more as a female name, sometimes
spelled with only one “L.* Variation: Del.

DELLINGER (Scandinavian) Dayspring.

DELMAR (Spanish) Oceanside. Variations: Delmer,
Delmor, Delmore. .

DELON (African-American} Unknown definition.
Variations: Deefon, Del.on, Delonn, Delenn, Dlon,
Dlonn.

DELROY (English) The king.

DELSIN (Native American) He is so. Variation: Delsy.
DELVIN (English) Gaod friend. Variatians: Dalwin,
Dalwyn, Delavan, Delevan, Delwyn, Delwynn.
DEMA (Russian) Calm.

DEMARCO (African-American} Demarco is a newly
created name that literally means of Mark.
Variations: D'Marcus, Damarcus, Demarcus,
Demario, Demarkis, Demarkus.

DERNAS {Hebrew) A colleague of Paul,

DEMETRIUS (Greek} Lover of the earth.
Variations: Demeter, Demetre, R
Demetri, Demetrio, Demetris,
Demetrois, Dimetre, Dimitri,
Dimitry, Dmitri, Dmitrios, Dmitry.
DEMOND (African-American)

Of man. Newly created.

= &
=

ip

DEMOS (Greek) People. - GC‘ "’ //
DEMOTHI (Native X
American) Talks while ///// //////f////’/’
walking. .

DEMPSEY (lrish) Proud.

DEMPSTER (Engiish) Judge.

DENBY (Scandinavian) Denmark village. Variations:
Danby, Denbey.

DERELL (African-American) Unknown definition.
DERHAM (English} Town in a dell.

DERHOLM (Scottish) Village in Scotland.

DENIZ {Turkish) Ocean that flows.

DENLEY (English) Meadow near a valley. Variations:

. Denlie, Denly.

DERMAN (English) Dweller of a valley.

DERNIS {Greek} One whao follows Dionysius, the Greek

god of wine. Denis is also the patron saint of France.
Dennis the Menace is undoubtedly the most famous
Dennis around, but a number of other Dennises have
made their mark on the world: Dennis Weaver, Denis
Diderat, Denis Papin, and Dennis O'Keefe, among
others. Variations: Denies, Denis, Denka, Dennes,
Denney, Denny, Dennys, Denys.

DENNISON (English) Son of Dennis. Variations:
Denison, Dennyson, Dyson.

DENTON (English) Valley town. Variations: Dent,
Denten, Dentin.

DENVER (English} Green valley. Capital of Colorado.
Denver is also popularly used as a girls’ name.
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David — Hebrew: Beloved, adored
Dack, Dak, Dake, Dave, Davey, Davidde, Dawde, Davie, Davy,
Dawood, Dawson, Dawud, Devi, Devid, Tavid
This name must be very beloved, or else it wouldn’t have ap-
Deared on the top-ten ﬂamm list for boys in the U.S. for the past
Jorty years.
Dean -—Latin: Religious official; English Valley
-Dino
Two US. secretaries of state— Dean Acheson and Dean
. Rusk— had this first name.
Dedrick — English: Gifted ruler
Dedric, Diedrick, Dietrich
—3 Delano— French: Healthy dark man, nighttime
Del, Delane, Delaney
Franklin Delano Roosevelt, our thirty~second pre.s‘idem weighed
ten pounds at birth. .
Delbert— English: Bright as day
. Dell — See: Wendel/Wendell
Delmer — Latin: From the sea
Delmat, Delmore
Demetrins — Greek: Lover of the earth
Demeter, Demetre, Demetr, Demetns, Demmy, Dimitri, Di-
mitrios
Dempsey — Celtic: Proud one
Denby — Norse: From the Danish land |
Danby, Danbey, Denbey
Denis/Dennis — Greek: Lover of fine wine °
Dennet, Dennett, Dennie, Denny, Densil, Denzel, Denzil, Dion, .
Dione, Dionisio, Dionysus
-One day in 1951, the wife of cartoonist Hank Keicham said to
her husband, “Our son Dennis is a mendce.” And that’s how an
'idea came into being. That year, Hank Ketcham sold “Dennis
the Menace” to the Post-Hall .syndz‘cate, and the rest is cartoon
history.

Academy Award—wmmng actor Denzel Washington was in
the film Mo' Better Blues, in wh:ch he played trumpeser Bleck
Gilliam.

Derck — See: Derrick
Dermot/Dermott — Irish: Free from envy
Derrick — German: Ruler, leader
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Del (English) a short form of
Delbert, Delvin, Delwin.

Delaney (Irish) descendant of

. the challenger.

. Delaine, Delainey, Delainy,
Delan, Delane, Delanny,
Delany

—2 Delano (French) nut tree.
(Irish) dark,
- Delayno

Deibert (Engfish) bnght as day.
See also Dalbert.
Bert, Dél, Dilbert

D<lfino (Latin) dojphin.
Délh ((;:hinese).virtuous.

Dell (English) small valley. A
short form of Udell.

Delling (Scandmav:an) scxntﬂ-
) Iatmg

Delmar (Latin) sea.
Dalmar, Dalmer, Delmer,
Delmor, Delmore

Delroy (French) belongmg to
the king. See also Elroy, Leroy.
Delray, Delree, Delroil

Delsin (Native American) he is
s0. '
Delsy

Delvin (English) proud friend;
friend from the valley.
Del, Delavan, Delvyn, Delwin

Delwin (English) an alternate
form of Delvin. _
Dalwin, Dalwyn, Del, Deliwin,
Dellwyn, Delwyn, Delwynn

Deman (Dutch) man.

Demarco ({talian) a combina-
tion ‘'of the prefix De + Marco,
Damarto, D’Marco

Demarcus (American) a combi-
nation of the preflx De +
Marcus.

Damarcius, Damarcus,

_ Demarkes, Demarkis,

Demarkus, D'Marcus

' Demadlo (italian) a combina-

tion of the prefix De + Mario.
Demarrelo, Demarrio,
Demerrio

Dembe (Luganda) peaceful
. Damba i

Demetris (Greek) a short form
of Demetrius.
Démeatric, Demeatrice,
Demeqtris, Demetres,

- Demetress, Demetric, -

. Demetrice, Demetrick,
Demetrics, Demetricus,
Demetrik, Demitrex

Demetrius (Greek) lover of the
earth. Mythology: a follower
of Demeter, the goddess of
the harvest and fertility. See
also Mimis, Mitsos.

Damitriuz, Demeitrius,
Demeterious, Demetreus,
Demetrias, Demetrios,

. Dernetrious, Demetris,
Demetriu, Demetrium,
Demetrols, Demetruls,
Demetrus, Demitirus, Demitrt,
Demitrias, Demitriy, :
Demitrius, Demitrus,
Demtrius, Demtrus, Dimitrt,
Dimitrios, Dimitrlus,
Dmetrius :
Forelgn forms: italian:
Demetrio; Polish: Dymek; Russian:
Dimitrl .

" Demichael (American) a com-.

bination of the preﬁx De +
Michael.
Dusmichael

Demitri (Greek) a short form
of Demetrius,
Dametrl, Damitré, Demeter,

. Demetre, Demetrea, Demetr,

Demetriel, Demitre, Domotor

Demond (Irish) a short form of -
Desmond.
Demonde, Demonds, Demone,
Dumonde - _
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IN THE UNITED STATES PATENT AND TRADEMARK OFFICE
BEFORE THE TRADEMARK TRIAL AND APPEAL BOARD

In re Application for:

Morgans Group LLC : Examining Attorney:
Margery A. Tierney
Serial No. 86/644,330
Law Office: 111
Filed: May 28, 2015

For the Mark: DELANO incl. 36

DECLARATION OF JORGE GIANNATTASIO

L. I, Jorge Giannattasio, Chief Operating Officer with SBE ENT Holdings, LLC,
the parent of Morgans Group LLC (hereinafter "Morgans”), make this declaration in support of
Morgans’ service mark application for the mark DELANO (hereinafter “Mark”) for “real estate
management services; real estate listing services; real estate leasing services; real estate brokerage services™
in cl. 36. I have held this position since January 22, 2017 and make this declaration based on my
own knowledge and on information provided to me by Morgans’ employees, as well as pursuant
to my career experience in general in the hospitality industry.

2. As part of my responsibilities and duties in my position, I have knowledge
of Morgans' business structure and operations as well as the general business practices and trends
within the hospitality industry.

3. It is commonplace within the hospitality industry for a company to
simultaneously provide hotel, bar and restaurant services, on the one hand, and real estate
related services, including real estate management services, listing services, leasing services
and brokerage services, on the other hand, all under the same brand and service mark. This is

largely due to hotel "brands" expanding their services beyond hotel services to include

2402618v2



residential properties that are sold to and/or rented by the public. More often than not, these
residential properties are located within close proximity to the hotel under the same brand, on
the same property, or in the same building (sometimes in the same hall with hotel rooms).

4, Numerous hotel operators, such as Baccarat, Beekman, Canyon Ranch,
Cassa, Four Seasons, Gale Boutique Hotel & Residence, Hyde, Le Meridien, Madeline, Mandarin
Oriental, MGM Grand, Rancho Valencia, Setai, Sheraton, St. Regis, Sutton Court, The Essex
House, The Mark, The Pierre, The Plaza, The Waldorf Astoria, The Williamsburg Hotel, Trump,
Vdara, Vero Beach, Viceroy, Virgin, W Hotel and Westin, just to name a few, provide both hotel,
bar and restaurant services and real estate services, including real estate management services,
listing services, leasing services and brokerage services, and market the foregoing under the same
brand moniker.

5. As Exhibit A, I attach internet printouts of the aforementioned hotel
operators’ web sites which illustrate both their hotel and real estate services.

0. Consistent with this established industry practice, Morgans intends to
develop condominiums branded under its widely-recognized DELANO designation, which has
been used in connection with hotel and related services for nearly seventy (70) years. The
DELANO condominiums will be located adjacent to or within the property where a DELANO
hotel is located. Morgans will provide its DELANO branded hotel services along with its
DELANO branded real estate management services, real estate listing services, real estate
leasing services, and real estate brokerage services, to hote] guests and condominium owners
and renters, respectively.

7. Both Morgans’ hotel, restaurant and bar services and future real estate
services are rendered to the ultimate consumers. The ultimate consumers are catered to and
benefit from Morgans’ hotel services as guests in our DELANO branded hotels and will

2402618v2
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The Canyon Ranch Residences offer buyers the advantage of seamlessly integrating premier health and
enriching lifestyle amenities within a tight-knit, supportive community of like-minded neighbors. Whether
in search of a second home in this highly sought-after, culturally rich region of western Massachusetts, or
perhaps just a devoted fan of Canyon Ranch, future residents will benefit from the residences’
transformative environment, which enables all to live life to the fullest in every way.

Staying healthy is simple at the residences at Canyon Ranch, where residents will enjoy gourmet, healthy
meals prepared by top chefs, in addition to direct access to experts in medicine, nutrition and exercise.
Other signature Canyon Ranch services and amenities that will be available include Spiritual Wellness, a
Guided Labyrinth Experience; Sports Performance, which offers comprehensive exercise assessments;
Complementary Medicine, including sleep studies; and the Executive Health Package, where an integrative
health team develops an individualized wellness plan. As if that isn't enough, the residences are also within
walking distance from local shops, galleries, restaurants, museums and other cultural attractions native to
the Berkshires such as the iconic music venue Tanglewood, The Norman Rockwell Museum and The
Mount, the home of noted American author Edith Wharton.

Designed by architect Robert E. Harrison, with interior design by William Caligari Jr., the stunning
residences are connected to the resort’s world-class spa facilities through climate-controlted walkways. The
diversely designed units, all of which are constructed with eco-friendly materials, contain open, spacious
floor plans and high, architecturally detailed ceilings. Features include gas fireplaces in the living room and
master bedroom, walnut-paneled entry doors, custom-designed cabinetry, quality kitchen appliances, stone
countertops, a full-size washer and dryer, ample closet space and hardwood floors throughout. Multiple



balconies and terraces overlook the surrounding property, which is pristinely maintained by Canyon Ranch
site planning and landscape installation. The resort also includes ctimate-controlled underground parking
with elevator access as well as 24-hour on-site security.

“Lenox is a vibrant Berkshire town that exemplifies the culture, natural beauty and wonder of the region,”
Montgomery said. “Canyon Ranch embodies the spirit of the Berkshires by providing a luxurious, healthful
experience to guests and residents alike.”

“This is a once-in-a-lifetime opportunity to enjoy luxury living in the beautiful Berkshires while embracing a
balanced, weliness-focused lifestyle,” added Bachman.

For more information about ownership opportunities at the Canyon Ranch Residences at Bellefontaine,
please call 413.528.4192 or visit

Gladys Montgomery
Real Estate Agent

413.822.0929

Marc Bachman
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farled to hve up to expectations and were attic-like spaces with low ceiling heights, tiny

windows and large unattractive drainage grates.

“This 15 & classic bat-and-switch,” his lawyer, David Sharf, said at the time “My client .
got far less than what it bargained for”

The matter was settled out of court. Developer Elad declined to comment for this story.
Several other buyers also backed out of their deals, including prominent art dealer Guy
Wildenstein, who complamed that he felt he was living 1n a Fishbowl and had no privacy

Others complained of leaks and HVAC units that blocked the windows

“Ultirnately, people bought into a brand rather than a building — and the butlding let

them down,” Glazer said.
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branded residences offer an opportunity expand mto new
arenas, m exchange for lending their prestge ”

For luxury brands who have dappled in the sector — including Bulgari, Versace, Moschino and
Armani — it offers an opportunity expand into new arenas, in exchange for lending their
prestige — and in some cases, their unigue design touch.

In recent times, the positives offered by branded residences has become even more appealing
to the ultra-wealthy which has led to a reigniting of confidence and awareness in projects,
with many set to launch in the coming months or years — including the Bulgari Resort and
Residences in Dubai, which is set to launch in 2017 and will be the brand’s fifth foray into the
branded residences sector.

With this in mind, Chris Graham, a property expert and resort real estate devotee, has collated
and supplemented existing research into the sector and undertaken interviews with those
researching, developing and selling branded residences to present a report examining this
luxury trend picking up speed.

Here, we provide an executive summary of his detailed research into this rising trend in the
luxury property sector.

“ The number of hotels oftering branded residences
mcreased tenfold durmg the decade to 2012”7

Behind The Growth Of Branded Residences

The hotel branded residences market has developed significantly since the 1980’s and

remains most prevalent in the North American market, although emerging markets in the
Middle and Far East are gaining ground. At present, the European market is relatively small but
expanding.

According to Dan August Cordeiro at Maxmakers, a property development advisory firm, the
number of hotels offering branded residences increased tenfold during the decade to 2012,
The evidence suggests that the rate looks set to continue to rise in line with growing
consumer demand (indeed the author is aware of several new market entrants not listed on
the above chart at the time of going to press).

Additionally Dr. Andrew Harringtoi\bly Associates believes that *....Serviced Apartments
(Europe) and Mixed Use Resorts (outsidéSA] are amongst the most exciting areas for
investment and will likely become mainstream in the next 5 years.”

Javier Serrano &TR Global, a leading source of historical hotel performance, explains that
the delay in serviced apartments and residences becoming mainstream is because the
operational costs and implications involved were unknown and these were therefore not
recognised as a profitable option: “Any property which was not purposely built as a hotel or
hostel, or was managed by real estate companies, private owners or agencies and hotel
branded companies, had limited access to this important information.”






“ Strong growth m branded residences has been spurred by

5

its attractiveness to both developers and mvestors ’

Serrano is in no doubt that the growth is driven by a drive to satisfy evolving consumer
demand: “As both leisure and corporate travellers’ length of stay are now rapidly changing, as
accessibility to a wider range of supply options through diverse distribution channels — for
example via the internet — has massively increased, and since transportation is more
accessible and faster, operator brands are now focusing on offering different options to
accommodate changing client needs. Hence the increasing interest in serviced apartments
and branded residences.”

Whilst Hoff accepts that the strong growth in branded residences has been spurred by its
attractiveness to both developers and investors, she highlights the following benefits to
buyers that she believes underpin the demand-driven growth in the market:

o Innovation in terms of concept (i.e. a mix of hotel and residential).
* The convenience of onsite services.

¢ Design.

¢ Security (i.e. buying into a trusted brand).

Cushman & Wakefield’s Head of Hospitality Richard Candey adds: "It would appear that hotel
guests are becoming more familiar with the concept of branded residences and serviced
apartments in preference to hotels. The expansion of sector brands is certainly helping to
proliferate the product.”

Armani Residences: Sunny Isles, Miami Beach

How Is The Trend Mamfesting Itself In The Luxury Sector?

The shift in preference among consumers stems from a desire for greater independence and
flexibility from their
accommodation, but with the same levels of service and convenience.

Not surprisingly, such strong growth in this sector has attracted the attention of luxury brands,



encouraging them to jump onto the bandwagon.

“We would expect developer and designer brands to emerge in competition to established
hotel brands, notably those which are most experienced in pioneering new locations and
applying global standards to local markets,” says Savills Head of International Development
Consultancy Daniel von Barloewen.

“ Luxury Brands such as Bulgari, Versace, Moschmo &
Armani have licensed therr names & design expertise to
developers ”

These include:

e Fashion and jewellery companies: Luxury Brands such as Bulgari, Versace, Moschino and
Armani have licensed their names (and design expertise} to developers. This segment is
expanding into other sectors, e.g. the Porsche Design Tower with its luxury residences in
Miami and Mercedes-Benz's *Living @ Fraser’ partnership offering branded serviced
apartments in London and Singapore.

» Developers: Those with a track-record of distinctive and high profile projects behind them
can become ‘the brand’ itself. Examples include Trump and Candy & Candy. (NB a good
status to achieve, since it adds a healthy premium to the selling price of their own products
that they don't have to pay out to a third party!)

e Interior designers: Commissioned to use their design skills to create distinctive bespoke
interiors. A leading company in this sector is Yoo, with a portfolio of arcund 80 projects
around the world and a stable of top designers including Anouska Hempel (a pioneer of the
concept), Philippe Starck, Marcel Wanders, Jade Jagger and Kelly Hoppen (NB Kate Moss was
recently announced as an interior designer at the Lakes by Yoo). Another example is Karma
Royal Group,which uses celebrity designer Nicky Haslam for some of its interiors.

“ Luxury hotel residences are now even offering cuisme by
celebrity chefs & eco/green credentials will be promoted
more prommently ”

The important influence of “Starchitects” as a nul§iBris also noted. Examples are the

Chedi Hotel & Residences in Andermatt designed by JeanMichel Gathy of Denniston
International, Daniel Libeskind’s Zlota 44 in Warsaw, WATG's St. Regis Hotel & Residences in
Singapore and the distinctive residences by Norman Faster and Frank Gehry at Battersea
Power Station. (NB 8 Spruce Street in Lower Manhattan is even being marketed as "New York
by Gehry”}.

The list will undoubtedly continue to grow: Luxury hotel residences are now even offering
cuisine by celebrity chefs, and eco/green credentials will be promoted more prominently.
These all play an active role in shaping the design and décor of the residences, in order that
the completed units accurately reflect their brands down to the finest detail and experientially



convey their brand values.

To ensure this, the brand owners provide detailed guidelines and design specifications to the
developer that must (normally) be applied rigidly. These companies license their brands to
developers for a royalty fee (typically between 3-5% accordviy &fthough some

operators charge more) and there can be additional costs for related activities such as
marketing.

The Bulgari Hotel in Milan hosted the second season of gastronomic festival Epicurea within
its walls from January to July 2015

“The majority of operators show a general consensus that the license/royalty fee covers the
use of the brand name and approval of marketing material,” comments HVS’ Hoff.

“However, certain operators consider it 48R to offer additional sales and marketing
services to third-party developers, which may be included in the license/royalty fee but, more
likely, will come at an additional cost.”

Extra services may include a dedicated in-house team to train and support developers, such
as a marketing and sales support division. However, it is normally the developers’
responsibility to promote and sell the real estate units, covering all of the promotional costs
and fees, usually working with a real estate agent and specialist marketing company.

“ Markefing plays a pivotal role m the effective posioning,
presentation and communication, particularly for branded
restdences ”

An operator will generally assist in this process via their network and marketing channels
(such as advertising in their house magazines, links/sections on their website etc). Whilst
marketing plays a pivotal role in the effective positioning, presentation and communication of
any real estate project, this applies especially to branded residences since the buyers are
among the most discerning and their expectations are high.

Francesco Cefalu, VP of Development at Four Seasons, cites this within three key
differentiators that he believes underpin successful branded residences projects:



i} The financial sustainability of the hotel itself.

i} The averall financial solidity of the prgject, enabling it to weather a lower than expected
pre-opening sales absorption rate.
iii} A clear and realistic understanding of target markets and a solid marketing strategy.

“ Gone are the days that the prumary motivaton for buymng
‘branded’ was the status symbolism ”

The Future: UHNWIs Want More Tailored Experiences & They
Want Them Now

HNWIs have high expectations — and these are rising all the time. Indeed they are spending
more time researching products and services than ever before — and this is in a time where the
ability to research, question and compare has become easier than ever.

As ‘They want
COUI, LNEY WdllL Il dld LNEY Welll EXPENEINICES. AS SULT, LNE Yudiily dru 1ange continually
evalves upwards.

However, many experts believe it is no longer simply about delivering good design and
attractive FF&E {(furniture, fixtures & equipment).

Bulgari Hotels & Residences: Knightsbridge, London

“Gone are the days that the primary mctivation for buying *branded’ was the status symbolism
and the assured quality of the furniture, fixtures and equipment. There is now a myriad of top
hotel brands all offering supreme quality FF&E, so the choice is much more about how the
brand’s values appeal to the decision-maker’s emctions, intellect and soul,” comments Lynn
Villadolid, former Director of Six Senses Private Residences.

“The experiences coffered by the brand are now far mare impertant in the consumer’s eyes —
the perscnalised service, the kids’ pragrammes, the bespoke events centred on their favourite
wine or cuisine, the wellness activities — rather than Grehe taps or Gaggenau kitchens.” Yoo's
founder John Hitchcox spotted a gap in the market for design-led interiers around 15 years



ago, when he launched into this sector: “"Consumers are more home and design conscious
than ever before,” he observes.

“They want to work in creative spaces and to holiday in beautiful hotels, and they want that
design aesthetic to continue through their personal lives into their homes.”

“ Branded properties normally sell at between 20-30% more
than non-branded equivalents ”

Choosing The Right Venture Partner

There is little doubt that doubt that leading brands today can add value and assist greatly in
the marketability of new projects.

In 2012 Knight Frank research found that luxury branded residences around the world
commanded an average uplift of over 30% compared with non-branded schemes.

Joanna Leverett of Cluttons attests to this and says: “Branded properties normally sell at
between 20-30% more than non-branded eauivalents, even if they are only just round the
corner from each other.”

“ Finding the right balance of collaborators for the project

will make a difference to its success & appeal for
UHNWIs 7

Robin Paterson, Sotheby’s International Real Estate Leverett adds: “A globally recognized five-
star brand such as Four Seasons, Ritz Carlton, or Aman have proven consistently in all
economic circumstances, both regionally and internationally, that there is a 25-50% premium
over prevailing market values.”

However, they must offer tangible benefits for the residents, and finding the right balance of
collaborators for the project will make a difference to its success and appeal for UHNWIs —
also depending on who is being targeted.

“The level of the premium varies from market to market. It also depends on what the brand is
and how importantly it is valued. A good example is Burj Khalifa in Dubai, where an Armani
residence trades with a premium of up to 30% compared to a similar sized apartment in the
tower that does not carry the Armani brand,” says Joachim Wrang-Wideén, Christies’
International Real Estate.






it will deliver.”

“ Associating with a particular brand may risk a detrimental
effect by reducing the size of the market ”

Commune Hotels & Resorts operates four different brands to serve a range of lifestyles and
client’s requirements, suited to both urban and tropical locations. "Mast importantly, it is the
destination and locality that dictates the project, CE®Ddrederic Simon.

However, it is critically important for a developer to partner with a brand that will resonate
with the desired target audiences and aligns with their lifestyle aspirations. It can be argued
that those properties with a highly ‘distinctive’ or niche brand attached will never appeal to
certain audience segments.

As such, associating with a particular brand may risk a detrimental effect by reducing the size
of the market by alienating some potential buying audiences to a greater degree than non-
branded residences.

Savills Daniel van Barloewen points out that a development may find itself hostage to fortune
if, for example, the brand experiences a PR disaster, since this is likely to impact the
desirability of the residences. The chart above highlights the broad disparities in brand
perception among affluent older and younger generations idShe

For example, Lexus amMWrank in the Top 5 brands among both Millennials and Gen Xers,
vet neither of these makes it into the 50+ Boomers’ Top 10.

Such inconsistency among consumer segments applies equally to brands associated with
real estate developments. As such, developers must ensure that their chosen partner brand
reflects the demagraphic profile and aspirations of their intended audience.
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