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Request for Reconsideration after Final Action

The table below presents the data as entered.

Input Field Entered

SERIAL NUMBER 86613438

LAW OFFICE ASSIGNED LAW OFFICE 114

MARK SECTION

MARK http://tmng-al.uspto.gov/resting2/api/img/86613438/large

LITERAL ELEMENT FREEDOM FISH

STANDARD CHARACTERS YES

USPTO-GENERATED IMAGE YES

MARK STATEMENT
The mark consists of standard characters, without claim to any particular font style,
size or color.

ARGUMENT(S)

The Final Office action dated February 17, 2016 has been carefully considered.  In the Final Office action (“FOA”), the examining attorney

correctly points out that the weakness or dilution of a particular mark is generally determined in the context of the number and nature of

similar marks in use in the marketplace in connection with similar goods and/or services.  See Nat’l Cable Tel. Ass’n, Inc. v. Am. Cinema

Editors, Inc., 937 F.2d 1572, 1579-80, 19 USPQ2d 1424, 1430 (Fed. Cir. 1991).  Evidence of widespread third-party use of similar marks

with similar goods and/or services “is relevant to show that a mark is relatively weak and entitled to only a narrow scope of protection” in

that industry or field.  Palm Bay Imps., Inc. v. Veuve Clicquot Ponsardin Maison Fondee en 1772, 396 F.3d 1369, 1373-74, 73 USPQ2d 1689,

1693 (Fed. Cir. 2005). 

            In response to the initial Office action, Applicant submitted evidence comprising eleven (11) registrations and allowed applications

containing the term “Freedom” all identifying food products.    The examining attorney afforded little weight to that evidence on the grounds

that (a) the evidence only comprised a “small number” of third party registrations and (b) the third party registrations proffered by Applicant

identified “different or unrelated goods.”   Applicant respectfully disagrees with the examining attorney’s conclusion.

            First, Applicant disagrees that it only provided a “small number” of third party registrations.   Specifically, Applicant submitted eleven

highly relevant registrations and one allowed application demonstrating that marks containing the term “Freedom” for food products can

peacefully co-exist without consumer confusion.  Because there are a number of co-existing Freedom marks for related goods, the dilution of

the term FREEDOM in connection with these goods indicates that consumers look to other market conditions to differentiate the source of the

respective goods/services – whether it be other terms used in the mark, the retail setting, product labels, or the like.   See e.g. Colgate-

Palmolive Co. v. Carter-Wallace, Inc., 432 F.2d 1400, 1402 (C.C.P.A. 1970) (the mere presence of the word ‘peak’ in the trademark PEAK

PERIOD does not by reason of that fact alone create a likelihood of confusion or deception); see also In re Merchandising Motivation, Inc.,

184 U.S.P.Q. 364, 1974 WL 20101 (T.T.A.B. 1974) (MMI MENSWEAR was found not to be confusingly similar to MEN'S WEAR because



the term MEN'S WEAR); Rocket Trademarks Pty Ltd. v. Phard S.p.A., 98 U.S.P.Q.2d 1066, 1076, 2011 WL 810221 (T.T.A.B. 2011) (no

confusion was likely between senior ELEMENT and junior ZU ELEMENTS, both for apparel).  By way of example, consumers are able to

differentiate between coffee products all identified at least in part with the term “Freedom”:  

-                 Reg. No. 4,173,538 for FREEDOM FOODS (cited registration) for goods including coffee

-                Reg. No. 4,752,567 for FREEDOM RIDGE for goods including coffee

-                Reg. No. 4,318,444 for SUGAR FREEDOM for goods including coffee

-                Reg. No. 3,804,254 for SAVOR THE FREEDOM for goods including coffee

-                App Serial No. for TASTES LIKE FREEDOM for goods including coffee (published for opposition) (Exhibit 1)

            Moreover, contrary to the examining attorney’s position, there are a number of third party registrations which include or incorporate

the term “Freedom” together with a generic or descriptive term.   For example, the following registrations/application co-exist:

-          Reg. No. 4,318,444 for SUGAR FREEDOM for various coffee and confectionery
-          Reg. No. 2,884,475 for SWEET FREEDOM for frozen confectionery products
-          Reg. No. 4,173,538 for FREEDOM FOODS (cited registration) for a goods which include confectionery products

-          Reg. No. 4,502,451 for GLUTEN FREEDOM for various confectionery products including cakes and brownies.

-          App. Serial No. 86/655,683 for FREEDOM FUDGE for fudge and pastries (application has been published for opposition)
(Exhibit 2).

            In view of the foregoing co-existing registrations, there are numerous co-existing marks that feature the term “Freedom” together with

a generic or descriptive term for identical or closely related goods.  The addition of the generic or descriptive term is sufficient to distinguish

the respective marks.

            To the extent that the examining attorney believes that the number of third party registrations and application are insufficient in

number, Applicant submits a more complete list of third party registrations and applications demonstrating the widespread co-existence of

“Freedom” marks for various food products (Exhibit 3).

            Finally, Applicant disagrees with the examining attorney’s conclusion that the third-party registrations cited by Applicant identify

“different or unrelated” goods.   Instead, Applicant submits that the third party registrations for various foods products are related to the goods

covered by the instant application and cited registration and are, therefore, highly relevant.

            In view of the foregoing, reconsideration of the refusal is respectfully requested.
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Request for Reconsideration after Final Action
To the Commissioner for Trademarks:

Application serial no. 86613438 FREEDOM FISH(Standard Characters, see http://tmng-al.uspto.gov/resting2/api/img/86613438/large) has been
amended as follows:

ARGUMENT(S)
In response to the substantive refusal(s), please note the following:

The Final Office action dated February 17, 2016 has been carefully considered.  In the Final Office action (“FOA”), the examining attorney

correctly points out that the weakness or dilution of a particular mark is generally determined in the context of the number and nature of similar

marks in use in the marketplace in connection with similar goods and/or services.  See Nat’l Cable Tel. Ass’n, Inc. v. Am. Cinema Editors, Inc .,

937 F.2d 1572, 1579-80, 19 USPQ2d 1424, 1430 (Fed. Cir. 1991).  Evidence of widespread third-party use of similar marks with similar

goods and/or services “is relevant to show that a mark is relatively weak and entitled to only a narrow scope of protection” in that industry

or field.  Palm Bay Imps., Inc. v. Veuve Clicquot Ponsardin Maison Fondee en 1772, 396 F.3d 1369, 1373-74, 73 USPQ2d 1689, 1693 (Fed. Cir.

2005). 

            In response to the initial Office action, Applicant submitted evidence comprising eleven (11) registrations and allowed applications

containing the term “Freedom” all identifying food products.    The examining attorney afforded little weight to that evidence on the grounds

that (a) the evidence only comprised a “small number” of third party registrations and (b) the third party registrations proffered by Applicant

identified “different or unrelated goods.”   Applicant respectfully disagrees with the examining attorney’s conclusion.

            First, Applicant disagrees that it only provided a “small number” of third party registrations.   Specifically, Applicant submitted

eleven highly relevant registrations and one allowed application demonstrating that marks containing the term “Freedom” for food

products can peacefully co-exist without consumer confusion.  Because there are a number of co-existing Freedom marks for related goods, the

dilution of the term FREEDOM in connection with these goods indicates that consumers look to other market conditions to differentiate the

source of the respective goods/services – whether it be other terms used in the mark, the retail setting, product labels, or the like.   See e.g.

Colgate-Palmolive Co. v. Carter-Wallace, Inc., 432 F.2d 1400, 1402 (C.C.P.A. 1970) (the mere presence of the word ‘peak’ in the trademark

PEAK PERIOD does not by reason of that fact alone create a likelihood of confusion or deception); see also In re Merchandising Motivation,



Inc., 184 U.S.P.Q. 364, 1974 WL 20101 (T.T.A.B. 1974) (MMI MENSWEAR was found not to be confusingly similar to MEN'S WEAR

because the term MEN'S WEAR); Rocket Trademarks Pty Ltd. v. Phard S.p.A., 98 U.S.P.Q.2d 1066, 1076, 2011 WL 810221 (T.T.A.B. 2011)

(no confusion was likely between senior ELEMENT and junior ZU ELEMENTS, both for apparel).  By way of example, consumers are able to

differentiate between coffee products all identified at least in part with the term “Freedom”:  

-                 Reg. No. 4,173,538 for FREEDOM FOODS (cited registration) for goods including coffee

-                Reg. No. 4,752,567 for FREEDOM RIDGE for goods including coffee

-                Reg. No. 4,318,444 for SUGAR FREEDOM for goods including coffee

-                Reg. No. 3,804,254 for SAVOR THE FREEDOM for goods including coffee

-                App Serial No. for TASTES LIKE FREEDOM for goods including coffee (published for opposition) (Exhibit 1)

            Moreover, contrary to the examining attorney’s position, there are a number of third party registrations which include or incorporate the

term “Freedom” together with a generic or descriptive term.   For example, the following registrations/application co-exist:

-          Reg. No. 4,318,444 for SUGAR FREEDOM for various coffee and confectionery
-          Reg. No. 2,884,475 for SWEET FREEDOM for frozen confectionery products
-          Reg. No. 4,173,538 for FREEDOM FOODS (cited registration) for a goods which include confectionery products

-          Reg. No. 4,502,451 for GLUTEN FREEDOM for various confectionery products including cakes and brownies.

-          App. Serial No. 86/655,683 for FREEDOM FUDGE for fudge and pastries (application has been published for opposition) (Exhibit
2).

            In view of the foregoing co-existing registrations, there are numerous co-existing marks that feature the term “Freedom” together

with a generic or descriptive term for identical or closely related goods.  The addition of the generic or descriptive term is sufficient to distinguish

the respective marks.

            To the extent that the examining attorney believes that the number of third party registrations and application are insufficient in number,

Applicant submits a more complete list of third party registrations and applications demonstrating the widespread co-existence of “Freedom”

marks for various food products (Exhibit 3).

            Finally, Applicant disagrees with the examining attorney’s conclusion that the third-party registrations cited by Applicant identify

“different or unrelated” goods.   Instead, Applicant submits that the third party registrations for various foods products are related to the goods

covered by the instant application and cited registration and are, therefore, highly relevant.

            In view of the foregoing, reconsideration of the refusal is respectfully requested.
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SIGNATURE(S)
Request for Reconsideration Signature
Signature: /David B. Sunshine/     Date: 08/17/2016
Signatory's Name: David B. Sunshine
Signatory's Position: Attorney of record, NY bar member

Signatory's Phone Number: (212) 883-4900

The signatory has confirmed that he/she is an attorney who is a member in good standing of the bar of the highest court of a U.S. state, which
includes the District of Columbia, Puerto Rico, and other federal territories and possessions; and he/she is currently the owner's/holder's attorney
or an associate thereof; and to the best of his/her knowledge, if prior to his/her appointment another U.S. attorney or a Canadian attorney/agent
not currently associated with his/her company/firm previously represented the owner/holder in this matter: (1) the owner/holder has filed or is
concurrently filing a signed revocation of or substitute power of attorney with the USPTO; (2) the USPTO has granted the request of the prior
representative to withdraw; (3) the owner/holder has filed a power of attorney appointing him/her in this matter; or (4) the owner's/holder's
appointed U.S. attorney or Canadian attorney/agent has filed a power of attorney appointing him/her as an associate attorney in this matter.

The applicant is not filing a Notice of Appeal in conjunction with this Request for Reconsideration.
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