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UNITED STATES PATENT AND TRADEMARK OFFICE (USPTO) 
OFFICE ACTION (OFFICIAL LETTER) ABOUT APPLICANT’S TRADEMARK APPLICATION 

 

U.S. APPLICATION SERIAL NO. 86535608 

 

MARK: BOYLSTON 

 

          

*86535608*  
CORRESPONDENT ADDRESS: 
       JUSTIN M HAGGERTY 

       15 LINCOLN ST #121 

       WAKEFIELD, MA 01880-3001 

        

        

  
GENERAL TRADEMARK INFORMATION: 

http://www.uspto.gov/trademarks/index.jsp   

 

VIEW YOUR APPLICATION FILE 

 

APPLICANT: Haggerty, Justin M 

  

CORRESPONDENT’S REFERENCE/DOCKET NO:   

       N/A       

CORRESPONDENT E-MAIL ADDRESS:   

       info@haggertynewengland.com 

 

 

REQUEST FOR RECONSIDERATION DENIED 

 

ISSUE/MAILING DATE: 8/24/2016 

 
 
The trademark examining attorney has carefully reviewed applicant’s request for reconsideration and is 
denying the request for the reasons stated below.  See 37 C.F.R. §2.63(b)(3); TMEP §§715.03(a)(ii)(B), 
715.04(a).  The Section 2(d) refusal made final in the Office action dated February 4, 2016 is maintained 
and continue to be FINAL.  See TMEP §§715.03(a)(ii)(B), 715.04(a).   

 

In the present case, applicant’s request has not resolved the outstanding issue, nor does it raise a new 
issue or provide any new or compelling evidence with regard to the outstanding issue in the final Office 



action.  In addition, applicant’s analysis and arguments are not persuasive nor do they shed new light on 
the issues.   

 

In the applicant’s response, the applicant asserted that because the registrant asserted in its Request for 
Reconsideration dated January 6, 2012 that there is no association between BOYLSTON Street and the 
registrant’s services, that the commercial impression of the applied-for mark and the registered mark 
are therefore different.  However, the commercial impression of the term BOYLSTON in both the 
applied-for mark and registered mark is identical.  Specifically, the impression that the term BOYLSTON 
creates in both the applied-for mark and the registered mark is that of BOYLSTON Street in Boston, 
Massachusetts.  See evidence at  https://www.tripadvisor.com/AttractionsNear-g60745-d108920-
Boylston_Street-Boston_Massachusetts.html (listing the top 10 things to do on BOYLSTON street), 
https://www.tripadvisor.com/Attraction_Review-g60745-d108920-Reviews-Boylston_Street-
Boston_Massachusetts.html (identifying BOYLSTON street as a famous point of interest), 
https://www.bostonglobe.com/magazine/2013/06/15/delicious-restaurant-stops-boylston-street-
dining-crawl/vbUaXf2xQhoHsmLXLjzt9K/story.html (listing where to eat on BOYLSTON street), 
https://www.yelp.com/search?find_desc=Shops+On+Boylston+St&find_loc=Boston%2C+MA (listing the 
best places to shop on BOYLSTON street), and 
http://www.masshist.org/features/online/photographs/1154 (indicating homes on BOYLSTON street is 
the home to the Massachusetts Historical Society); see also evidence included in the examining 
attorney’s previous Office actions.  Because the wording BOYLSTON is spelled and pronounced the same 
way in both marks, the commercial impression that is created by the word BOYLSTON in the applicant’s 
and registrant’s mark is exactly the same as well.   

 

The applicant asserted that the applicant’s mark should not be found confusing with the U.S. 
Registration No. 4165982 because U.S. Registration No. 4827894 was allowed to register over the 
current cited registration.  However, third-party registrations are entitled to little weight on the question 
of likelihood of confusion because they are “not evidence that the registered marks are actually in use 
or that the public is familiar with them.”  In re Midwest Gaming & Entm’t LLC, 106 USPQ2d 1163, 1167 
n.5 (TTAB 2013) (citing In re Mighty Leaf Tea, 601 F.3d 1342, 1346, 94 USPQ2d 1257, 1259 (Fed. Cir. 
2010)); see TMEP §1207.01(d)(iii).  Moreover, the existence on the register of other seemingly similar 
marks does not provide a basis for registrability for the applied-for mark.  AMF Inc. v. Am. Leisure Prods., 
Inc., 474 F.2d 1403, 1406, 177 USPQ 268, 269 (C.C.P.A. 1973); In re Total Quality Group, Inc., 51 USPQ2d 
1474, 1477 (TTAB 1999). 

 

Additionally, prior decisions and actions of other trademark examining attorneys in registering other 
marks have little evidentiary value and are not binding upon the USPTO or the Trademark Trial and 
Appeal Board.  TMEP §1207.01(d)(vi); see In re Midwest Gaming & Entm’t LLC, 106 USPQ2d 1163, 1165 
n.3 (TTAB 2013) (citing In re Nett Designs, Inc., 236 F.3d 1339, 1342, 57 USPQ2d 1564, 1566 (Fed. Cir. 
2001)).  Each case is decided on its own facts, and each mark stands on its own merits.  See AMF Inc. v. 
Am. Leisure Prods., Inc., 474 F.2d 1403, 1406, 177 USPQ 268, 269 (C.C.P.A. 1973); In re Binion, 93 
USPQ2d 1531, 1536 (TTAB 2009). 



 

The applicant has argued that even though the first word in the applied-for mark and registered mark 
are the same, that the marks do not appear the same or their location would not be the same.  While 
the registrant’s mark does contain the wording TRADING CO. after the wording BOYLSTON, the wording 
TRADING CO. is less significance as it is generic for the registrant’s services.  Disclaimed matter that is 
descriptive of or generic for a party’s services is typically less significant or less dominant when 
comparing marks.  See In re Dixie Rests., Inc., 105 F.3d 1405, 1407, 41 USPQ2d 1531, 1533-34 (Fed. Cir. 
1997); In re Nat’l Data Corp., 753 F.2d at 1060, 224 USPQ at 752; TMEP §1207.01(b)(viii), (c)(ii). 

 

In the applicant’s response, the applicant argued that TRADING CO is not usually descriptive of a 
clothing store or brand.  However, consumers are very accustomed to seeing both retail store services 
and clothing brands include the wording TRADING CO. in the name of the retail store services and the 
name of a clothing brand.  See third party evidence at http://seaislandtrading.com/product-
category/clothing/all-clothes/ (providing clothing and retail store services under the SEA ISLAND 
TRADING CO. mark), http://www.rbtradingcompany.com/shop/apparel/mens.html (providing clothing 
and online retail store services under the ROSEMARY BEACH TRADING COMPANY mark), 
http://www.coloradoclothing.com/about-us (offering clothing and retail store services under the 
COLORADO TRADING AND CLOTHING COMPANY mark), http://www.highseastrading.com/ (offering 
clothing and retail store services under the HIGH SEAS TRADING CO. mark), 
http://www.duluthtrading.com/store/MN_Home_NewSum16-B-mens-home.aspx (offering clothing and 
retail store services under the DULUTH TRADING CO. mark), 
http://www.earthboundtrading.com/women/clothing (offering clothing and retail store services under 
the EARTHBOUND TRADING CO mark), http://www.outbacktrading.com/ (offering retail and clothing 
services under the OUTBACK TRADING COMPANY mark), 
https://www.riversendtrading.com/Brands/Rivers-End/ (offering clothing and online retail store services 
under the RIVER’S END TRADING COMPANY mark), and https://buffalojackson.com/ (offering clothing 
and online retail store services under the BUFFALO JACKSON TRADING CO mark).   

 

Moreover, the examining attorney has attached a number of third party registrations in which not only 
were clothing goods identified as the goods offered by the registrants, but the wording “TRADING CO” 
was disclaimed from the registered mark.  Third-party registrations featuring goods and services the 
same as or similar to applicant’s goods and services are probative evidence on the issue of 
descriptiveness where the relevant word or term is disclaimed, registered under Trademark Act Section 
2(f) based on acquired distinctiveness, or registered on the Supplemental Register.  See Inst. Nat’l des 
Appellations D’Origine v. Vintners Int’l Co., 958 F.2d 1574, 1581-82, 22 USPQ2d 1190, 1196 (Fed. Cir. 
1992); In re Box Solutions Corp., 79 USPQ2d 1953, 1955 (TTAB 2006); In re Finisar Corp., 78 USPQ2d 
1618, 1621 (TTAB 2006). 

 

See Third Party Registration Nos.: 1447619, 2216631, 2767095, 3025609, 2549907, 3190547, 3463213, 
3866723, 3544988, 3185001, 3548307, 4722562, 4784888, 4965955, and 5020742.   



 

Therefore, the evidence shows that consumers are very accustomed to seeing the wording TRADING CO. 
used to identify the source of clothing, and not just the source of online retail store services. 

 

The applicant also argued that there is no evidence of actual confusion that will occur, arguing that the 
examining attorney has not included evidence of consumers being confused through searches online for 
the applicant or registrant.  However, the test under Trademark Act Section 2(d) is whether there is a 
likelihood of confusion.  It is not necessary to show actual confusion to establish a likelihood of 
confusion.  Herbko Int’l, Inc. v. Kappa Books, Inc., 308 F.3d 1156, 1165, 64 USPQ2d 1375, 1380 (Fed. Cir. 
2002) (citing Giant Food, Inc. v. Nation’s Foodservice, Inc., 710 F.2d 1565, 1571, 218 USPQ 390, 396 (Fed. 
Cir. 1983)); TMEP §1207.01(d)(ii).  The Trademark Trial and Appeal Board stated as follows: 

 

[A]pplicant’s assertion that it is unaware of any actual confusion occurring as a result of the 
contemporaneous use of the marks of applicant and registrant is of little probative value in an 
ex parte proceeding such as this where we have no evidence pertaining to the nature and extent 
of the use by applicant and registrant (and thus cannot ascertain whether there has been ample 
opportunity for confusion to arise, if it were going to); and the registrant has no chance to be 
heard from (at least in the absence of a consent agreement, which applicant has not submitted 
in this case). 

 

In re Kangaroos U.S.A., 223 USPQ 1025, 1026-27 (TTAB 1984). 

 

The applicant has asserted that he has provided evidence, including a number of web domains using the 
wording BOYLSTON, all of which direct back to the applicant’s website.  However, none of the websites 
mentioned by the applicant show the wording BOYLSTON or use the wording BOYLSTON to identify the 
source of the applicant’s goods.  See applicant website at http://youngboston.com/.  Moreover, the 
evidence submitted by the applicant in his June 8, 2015 response shows the applicant offering his goods 
under the mark HAGGERTY and not the applied-for mark, BOYLSTON.  See June 8, 2015 Response to 
Office Action pages 38 – 41.  The only evidence submitted by the applicant showing use of the wording 
BOYLSTON was submitted in applicant’s January 15, 2016 response in which the applicant submitted the 
image of a shirt with the wording BOYLSTON on the front.  See January 15, 2016 Response to Office 
Action page 8.  It is also noted that the shirt cannot currently be found on the applicant’s website.  See 
www.haggertyne.com/shop/boylston-mens-asphalt and http://youngboston.com/shop/.  So while the 
applicant asserts that all necessary steps have been taken to differentiate the applicant from the 
registrant, the opportunity for confusion is not diminished.  It is not clear from the evidence provided by 
the applicant that the opportunity for confusion between the applied-for mark of the applicant and the 
mark of the registrant has been ample.  

 



Accordingly, the request is denied. 

 

If applicant has already filed a timely notice of appeal with the Trademark Trial and Appeal Board, the 
Board will be notified to resume the appeal.  See TMEP §715.04(a).  

 

If no appeal has been filed and time remains in the six-month response period to the final Office action, 
applicant has the remainder of the response period to (1) comply with and/or overcome any 
outstanding final refusal, and/or (2) file a notice of appeal to the Board.  TMEP §715.03(a)(ii)(B); see 37 
C.F.R. §2.63(b)(1)-(3).  The filing of a request for reconsideration does not stay or extend the time for 
filing an appeal.  37 C.F.R. §2.63(b)(3); see TMEP §§715.03, 715.03(a)(ii)(B), (c).   

 

 

/Mark S. Tratos/ 

Mark S. Tratos 

Trademark Examining Attorney 

Law Office 113 

(571) 270-3575 

Mark.Tratos@uspto.gov 

 

 

 

  












































































































