To: RUGGED & DAPPER LLC (trademarks@fenwick.com)

Subj ect: U.S. TRADEMARK APPLICATION NO. 86534651 - RUGGED & DAPPER - N/A
Sent: 5/17/2016 4:50:37 PM

Sent As: ECOM104@USPTO.GOV

Attachments:

UNITED STATESPATENT AND TRADEMARK OFFICE (USPTO)
OFFICE ACTION (OFFICIAL LETTER) ABOUT APPLICANT'STRADEMARK APPLICATION

U.S. APPLICATION SERIAL NO. 86534651

MARK: RUGGED & DAPPER * 86534651*

CORRESPONDENT ADDRESS:
CHRISTINE B REDFIELD CLICK HERE TO RESPOND TO THISLETTER:
FENWICK & WEST LLP http://www.uspto.gov/tr ademar ks/teas/r esponse _forms.jsp

801 CALIFORNIA STREET
MOUNTAIN VIEW, CA 94041 VIEW YOUR APPLICATION FILE

APPLICANT: RUGGED & DAPPERLLC

CORRESPONDENT’'S REFERENCE/DOCKET NO :
N/A
CORRESPONDENT E-MAIL ADDRESS:

trademarks@fenwick.com

OFFICE ACTION

STRICT DEADLINE TO RESPOND TO THISLETTER

ISSUE/MAILING DATE: 5/17/2016

THISISA FINAL ACTION.

On April 25, 2016 the Trademark Trial and Appeal Board (Board) suspended applicant’s appeal and remanded the application to the trademark
examining. Remand was granted for consideration of the consent agreement presented by the Applicant.

Pursuant to TMEP §1504.05, “[u] pon receipt of aremand from the Board, the examining attorney may not make a requirement or refuse
registration on a ground not specified in the Board’sremand letter or submit evidence relating to a requirement or ground not specified in the
Board’sremand letter. Inre Hughes Furniture Indus,, Inc., 114 USPQ2d 1134, 1136 (TTAB 2015). In the order, the Board granted remand for
consideration of the consent agreement. As such, thisisthe only ground being considered. The consent agreement has been reviewed by the
examining attorney and found to be insufficient. Assuch, this subsequent final refusal is being sent to address the consent agreement.


mailto:trademarks@fenwick.com
http://www.uspto.gov/trademarks/teas/response_forms.jsp
http://tsdr.uspto.gov/#caseNumber=86534651&caseType=SERIAL_NO&searchType=documentSearch

OBJECTION TO REFERENCED EVIDENCE

Applicant has submitted new evidence with its appeal brief. Specifically, in Exhibit C to its appeal the applicant has presented new website
evidence concerning use of the term “RUGGED.”

The record in an application should be complete prior to the filing of an appeal. 37 C.F.R. §2.142(d); TBMP §81203.02(¢), 1207.01; TMEP
§710.01(c). Because applicant’s new evidence was untimely submitted during an appeal, the trademark examining attorney objects to this
evidence and requests that the Board disregard it. SeeInreFiat Grp. Mktg. & Corp. Commc’'ns Sp.A , 109 USPQ2d 1593, 1596 (TTAB 2014);
In re Pedersen, 109 USPQ2d 1185, 1188 (TTAB 2013); TBMP §81203.02(¢e), 1207.01; TMEP §710.01(c).

SUMMARY OF ISSUESMADE FINAL:

o Section 2(d) Refusal — Likelihood Of Confusion

SECTION 2(d) REFUSAL —LIKELIHOOD OF CONFUSION

Registration of the applied-for mark is refused because of alikelihood of confusion with the marksin U.S. Registration Nos. 3903332 and
4103613. Trademark Act Section 2(d), 15 U.S.C. §1052(d); see TMEP 881207.01 et seq.

Applicant has submitted a “ L etter of Consent” from the owner of Registration 3903332. No such agreement was submitted with regard to
registration 4103613.

The submitted consent agreement is a“ naked consent” and is insufficient to overcome a likelihood of confusion refusal because it does not
describe the arrangements undertaken by the parties to avoid confusing the public. See Inre Mastic, 829 F.2d 1114, 1117-18, 4 USPQ2d 1292,
1295-96 (Fed. Cir. 1987); In re Permagrain Prods,, Inc., 223 USPQ 147, 149 (TTAB 1984); TMEP 8§1207.01(d)(viii). Without additional
factors to support the conclusion that confusion is unlikely, naked consents are generally accorded little weight in alikelihood of confusion
determination. SeelnreE. . du Pont de Nemours & Co., 476 F.2d 1357, 1362, 177 USPQ 563, 568 (C.C.P.A. 1973).

The consent letter merely indicates that the consent is given because the “marks and their use with respect to the identified goods and the
expected distribution of the RUGGED & DAPPER products on amazon.com and expected distribution through awebsite and in select boutiques
are sufficiently different to avoid alikelihood of confusion...” Nothing in the consent makes clear that the registrant’ s goods do not travel in
these same channels. Further, nothing in the agreement indicates measures that will be taken to prevent confusion. As such, the Letter of
Consent is insufficient to overcome the likelihood of confusion refusal.

Consent agreements are but one factor to be taken into account with all of the other relevant circumstances bearing on alikelihood of confusion
determination. InreN.A.D. Inc., 754 F.2d 996, 999, 224 USPQ 969, 971 (Fed. Cir. 1985); InreE. |. du Pont, 476 F.2d at 1361, 177 USPQ at
567; TMEP §1207.01(d)(viii).

Factors to be considered in weighing a consent agreement include the following:

(1) Whether the consent shows an agreement between both parties;

(2) Whether the agreement includes a clear indication that the goods and/or services travel in separate trade channels;

(3) Whether the parties agree to restrict their fields of use;

(4) Whether the parties will make efforts to prevent confusion, and cooperate and take steps to avoid any confusion that may arise in the
future; and



(5) Whether the marks have been used for a period of time without evidence of actual confusion.

SeeInreFour Seasons Hotels Ltd., 987 F.2d 1565, 1569, 26 USPQ2d 1071, 1073 (Fed. Cir. 1993); In re Mastic, 829 F.2d at 1117-18, 4 USPQ2d
at 1295-96; cf. Bongrain Int’'| (Am.) Corp. v. Delicede Fr., Inc., 811 F.2d 1479, 1485, 1 USPQ2d 1775, 1779 (Fed. Cir. 1987).

Here, the agreement does not clearly indicate the goods of applicant and registrant travel in separate trade channels. Further, thereis no
indication the parties have agreed to restrict use. Lastly, thereis no indication what actions will be taken to avoid confusion.

APPEAL TO BE RESUMED

Because applicant’s response does not resolve all outstanding refusals nor otherwise put the application in condition for publication or
registration, al issues arefinal. See 37 C.F.R. 882.63(b), 2.142(d); TMEP §715.04(b).

The Board has been notified to resume the appeal. See TMEP §715.04(b).

ASSISTANCE

If applicant has questions regarding this Office action, please telephone or e-mail the assigned trademark examining attorney. All relevant e-
mail communications will be placed in the official application record; however, an e-mail communication will not be accepted as a response to
this Office action and will not extend the deadline for filing a proper response. See 37 C.F.R. §82.62(c), 2.191; TMEP §8304.01-.02, 709.04-.05.
Further, although the trademark examining attorney may provide additional explanation pertaining to the refusal(s) and/or requirement(s) in this
Office action, the trademark examining attorney may not provide legal advice or statements about applicant’srights. See TMEP §8705.02,
709.06.

TEASPLUSOR TEASREDUCED FEE (TEASRF) APPLICANTS—-TO MAINTAIN LOWER FEE, ADDITIONAL
REQUIREMENTSMUST BE MET, INCLUDING SUBMITTING DOCUMENTSONLINE: Applicantswho filed their application
online using the lower-fee TEAS Plus or TEAS RF application form must (1) file certain documents online using TEAS, including responses to
Office actions (see TMEP 88819.02(b), 820.02(b) for acomplete list of these documents); (2) maintain avalid e-mail correspondence address;
and (3) agree to receive correspondence from the USPTO by e-mail throughout the prosecution of the application. See 37 C.F.R. §82.22(b),
2.23(b); TMEP 88819, 820. TEAS Plusor TEAS RF applicants who do not meet these requirements must submit an additional processing fee of
$50 per international class of goods and/or services. 37 C.F.R. §82.6(a)(1)(v), 2.22(c), 2.23(c); TMEP §8819.04, 820.04. However, in certain
situations, TEAS Plus or TEAS RF applicants may respond to an Office action by authorizing an examiner’s amendment by tel ephone without
incurring this additional fee.

/Keri-Marie Cantone/
Examining Attorney
Law Office 104
Keri.Cantone@uspto.gov
(571) 272-6069

All informal e-mail communicationsrelevant to this application will be placed in the official application record.

PERIODICALLY CHECK THE STATUSOF THE APPLICATION: To ensure that applicant does not miss crucia deadlines or official
notices, check the status of the application every three to four months using the Trademark Status and Document Retrieval (TSDR) system at



http://tsdr.uspto.gov/. Please keep a copy of the TSDR status screen. If the status shows no change for more than six months, contact the
Trademark Assistance Center by e-mail at TrademarkA ssistanceCenter@uspto.gov or call 1-800-786-9199. For more information on checking
status, see http://www.uspto.gov/trademarks/process/status/.

TO UPDATE CORRESPONDENCE/E-MAIL ADDRESS: Usethe TEASform at http://www.uspto.gov/trademarks/teas/correspondence.jsp.
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To: RUGGED & DAPPER LLC (trademarks@fenwick.com)

Subj ect: U.S. TRADEMARK APPLICATION NO. 86534651 - RUGGED & DAPPER - N/A
Sent: 5/17/2016 4:50:39 PM

Sent As: ECOM104@USPTO.GOV

Attachments:

UNITED STATESPATENT AND TRADEMARK OFFICE (USPTO)

IMPORTANT NOTICE REGARDING YOUR
U.S. TRADEMARK APPLICATION

USPTO OFFICE ACTION (OFFICIAL LETTER) HAS ISSUED
ON 5/17/2016 FOR U.S. APPLICATION SERIAL NO. 86534651

Please follow the instructions below:

(1) TO READ THE LETTER: Click on this link or go to http://tsdr.uspto.gov, enter the U.S. application serial number, and click on
“Documents.”

The Office action may not be immediately viewable, to allow for necessary system updates of the application, but will be available within 24
hours of this e-mail notification.

(2) TIMELY RESPONSE IS REQUIRED: Please carefully review the Office action to determine (1) how to respond, and (2) the applicable
response time period. Your response deadline will be calculated from 5/17/2016 (or sooner if specified in the Office action). For information
regarding response time periods, see http://www.uspto.gov/trademarks/process/status/responsetime.j sp.

Do NOT hit “Reply” to this email notification, or otherwise e-mail your response because the USPTO does NOT accept e-mails as
responses to Office actions. Instead, the USPTO recommends that you respond online using the Trademark Electronic Application System
(TEAS) response form located at http://www.uspto.gov/trademarks/teas/response forms.jsp.

(3) QUESTIONS: For questions about the contents of the Office action itself, please contact the assigned trademark examining attorney. For
technical assistance in accessing or viewing the Office action in the Trademark Status and Document Retrieval (TSDR) system, please e-mail

TSDR@uspto.gov.

WARNING

Failure to file the required response by the applicable response deadline will result in the ABANDONMENT of your application. For
more information regarding abandonment, see http://www.uspto.gov/trademarks/basi cs/abandon.jsp.

PRIVATE COMPANY SOLICITATIONS REGARDING YOUR APPLICATION: Private companies not associated with the USPTO are
using information provided in trademark applications to mail or e-mail trademark-related solicitations. These companies often use names that
closely resemble the USPTO and their solicitations may look like an officia government document. Many solicitations require that you pay
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“fees.”

Please carefully review al correspondence you receive regarding this application to make sure that you are responding to an official document
from the USPTO rather than a private company solicitation. All official USPTO correspondence will be mailed only from the “United States
Patent and Trademark Office” in Alexandria, VA; or sent by e-mail from the domain “ @uspto.gov.” For more information on how to handle
private company solicitations, see http://www.uspto.gov/trademarks/solicitation warnings.jsp.
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