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UNITED STATES PATENT AND TRADEMARK OFFICE (USPTO) 
 

U.S. APPLICATION SERIAL NO. 86492323 

 

MARK: ZENEK  

 

          

*86492323*  
CORRESPONDENT ADDRESS: 
       MATTHEW H SWYERS  

       THE TRADEMARK COMPANY PLLC  

       344 MAPLE AVE W PMB 151 

       VIENNA, VA 22180-5612  

         

  
GENERAL TRADEMARK INFORMATION: 

http://www.uspto.gov/trademarks/index.jsp   

 

TTAB INFORMATION: 

http://www.uspto.gov/trademarks/process/appeal/index.js
p    

APPLICANT: HUONG HAI SCIENCE AND TECHNOLOGY INC
  

 
 

CORRESPONDENT’S REFERENCE/DOCKET NO:   

       N/A          

CORRESPONDENT E-MAIL ADDRESS:   

       mswyers@thetrademarkcompany.com 

 

 

EXAMINING ATTORNEY’S APPEAL BRIEF 

 

 

INTRODUCTION 

Applicant, Huong Hai Science and Technology Inc. (“applicant”), has appealed the trademark 

examining attorney’s final refusal to register the trademark ZENEK, in standard character form, on the 

ground that it is confusingly similar to U.S. Registration No. 4503699 for the mark ZENEC, also in 

standard character form.  Trademark Act Section 2(d), 15 U.S.C. §1052(d); see TMEP §§1207.01 et seq.   



 

FACTS 

 On December 30, 2014 applicant filed an application to register the mark ZENEK in standard 

character form for use in connection with “cell phones; computers; PC tablets; wearable digital 

electronic devices comprised primarily of software and display screens for the use of smart phone 

capabilities and also featuring a wristwatch; wireless indoor and outdoor speakers” in International Class 

009.  The application was based on use of the mark in commerce with the identified goods under 

Trademark Act Section 1(a).  See, TICRS, Incoming, 12/30/2014, pages 1–4. 

 Upon initial review of the application the examining attorney refused registration on April 8, 

2015 under Section 2(d) because of a likelihood of confusion with the mark ZENEC in U.S. Registration 

4503699 used in connection with “apparatus for recording, transmitting and reproducing sound or 

images; radios, amplifiers, equalizers, loudspeakers, television apparatus, touchscreen monitors, liquid 

crystal display monitors, video monitors, video cameras, CD and DVD playing apparatus, all the aforesaid 

apparatus are also intended for mounting on vehicles; parts for all the above products” in International 

Class 009.  See, TICRS, Outgoing, 04/08/2015, pages 1–5.  On May 14, 2015 applicant submitted a 

response to office action arguing that the refusal under Section 2(d) should be withdrawn.  See, TICRS, 

Incoming, 05/14/2015, pages 1–10. 

 After review of applicant’s arguments, the examining attorney made the refusal to register 

under Section 2(d) final in an office action dated June 9, 2015 while attaching evidence related to the 

sophistication of consumers of electronics.  See, TICRS, Outgoing, 06/09/2015, pages 1–7.  On 

September 4, 2015, applicant amended its identification to limit its goods, (see, TICRS, Incoming, 

09/04/2015) and on October 8, 2015 the examining attorney denied applicant’s request for 

reconsideration.  See, TICRS, Outgoing, 10/08/2015, pages 1–30.  The examining attorney then attached 



evidence demonstrating that the same entity commonly produces the same goods as applicant and 

registrant to be used with the same mark.  Id.  Subsequently, the present appeal ensued and the 

application was reassigned to the undersigned examining attorney. 

 

ISSUE 

 The sole issue on appeal is whether the applied-for mark ZENEK in standard character form for 

“cell phones; computers; PC tablets; wearable digital electronic devices comprised primarily of software 

and display screens for the use of smart phone capabilities and also featuring a wristwatch; wireless 

indoor and outdoor speakers” in International Class 009 is likely to be confused with U.S. Reg. No. 

4503699 for the mark ZENEC in standard character form for “apparatus for recording, transmitting and 

reproducing sound or images; radios, amplifiers, equalizers, loudspeakers, television apparatus, 

touchscreen monitors, liquid crystal display monitors, video monitors, video cameras, CD and DVD 

playing apparatus, all the aforesaid apparatus are also intended for mounting on vehicles; parts for all 

the above products” in International Class 009. 

 

ARGUMENTS 

 

REFUSAL TO REGISTER BECAUSE OF LIKELIHOOD OF CONFUSION SHOULD BE AFFIRMED 

 

 Trademark Act Section 2(d) bars registration of an applied-for mark that so resembles a 

registered mark that it is likely a potential consumer would be confused, mistaken, or deceived as to the 

source of the goods of the applicant and registrant.  See 15 U.S.C. §1052(d).  A determination of 



likelihood of confusion under Section 2(d) is made on a case-by case basis and the factors set forth in In 

re E. I. du Pont de Nemours & Co., 476 F.2d 1357, 1361, 177 USPQ 563, 567 (C.C.P.A. 1973) aid in this 

determination.  Citigroup Inc. v. Capital City Bank Grp., Inc., 637 F.3d 1344, 1349, 98 USPQ2d 1253, 1256 

(Fed. Cir. 2011) (citing On-Line Careline, Inc. v. Am. Online, Inc., 229 F.3d 1080, 1085, 56 USPQ2d 1471, 

1474 (Fed. Cir. 2000)).  Not all the du Pont factors, however, are necessarily relevant or of equal weight, 

and any one of the factors may control in a given case, depending upon the evidence of record.  

Citigroup Inc. v. Capital City Bank Grp., Inc., 637 F.3d at 1355, 98 USPQ2d at 1260; In re Majestic 

Distilling Co., 315 F.3d 1311, 1315, 65 USPQ2d 1201, 1204 (Fed. Cir. 2003); see In re E. I. du Pont de 

Nemours & Co., 476 F.2d at 1361-62, 177 USPQ at 567. 

In this case, the following factors are the most relevant:  similarity of the marks, similarity and 

nature of the goods, and similarity of the trade channels of the goods.  See In re Viterra Inc., 671 F.3d 

1358, 1361-62, 101 USPQ2d 1905, 1908 (Fed. Cir. 2012); In re Dakin’s Miniatures Inc., 59 USPQ2d 1593, 

1595-96 (TTAB 1999); TMEP §§1207.01 et seq. 

 

A. The Marks Are Virtually Identical 

Applicant’s proposed mark is ZENEK in standard character form.  The cited prior registration is 

ZENEC in standard character form.   Thus, the marks are nearly identical in terms of appearance and 

sound; the only difference being the last letter.  Applicant’s mark ends in “K” while the registrant’s mark 

ends in “C.”  The “K” and the “C” both make the same hard “C” sound and are thus phonetic equivalents.  

The last letter changes neither the sound nor the overall look of the mark.  In addition, the connotation 

and commercial impression of the marks do not differ when considered in connection with applicant’s 

and registrant’s respective goods.  The marks are essentially identical and applicant accepts this finding.  



See, TICRS, Incoming, 05/14/2015, page 5.  Therefore, the similarities of the marks create a likelihood of 

confusion. 

 

B. The Marks Are Used on the Same and Highly Related Goods 

Applicant and the registrant provide overlapping and related goods, and the same entity 

commonly provides the same goods as applicant and the registrant to be used under the same mark.  

Applicant’s identified goods are “cell phones; computers; PC tablets; wearable digital electronic devices 

comprised primarily of software and display screens for the use of smart phone capabilities and also 

featuring a wristwatch; wireless indoor and outdoor speakers” in International Class 009.  The 

registrant’s identified goods are “apparatus for recording, transmitting and reproducing sound or 

images; radios, amplifiers, equalizers, loudspeakers, television apparatus, touchscreen monitors, liquid 

crystal display monitors, video monitors, video cameras, CD and DVD playing apparatus, all the aforesaid 

apparatus are also intended for mounting on vehicles; parts for all the above products” in International 

Class 009.  The two identifications overlap in a way that is likely to give rise to consumer confusion. 

 

i. Same Trade Channels 

Each of applicant’s goods is either provided by the registrant, such as, apparatus for recording, 

transmitting and reproducing sound or images, and loudspeakers; or provided by similar entities that 

also provide goods sold by the registrant, such as, cell phones, computers, tablets, smart watches, and 

stereo systems (including speakers) for both home and automobile.  Absent restrictions in an application 

and/or registration, the identified goods are “presumed to travel in the same channels of trade to the 

same class of purchasers.”  In re Viterra Inc., 671 F.3d 1358, 1362, 101 USPQ2d 1905, 1908 (Fed. Cir. 

2012) (quoting Hewlett-Packard Co. v. Packard Press, Inc., 281 F.3d 1261, 1268, 62 USPQ2d 1001, 1005 



(Fed. Cir. 2002)).  Additionally, unrestricted and broad identifications are presumed to encompass all 

goods of the type described.  See In re Jump Designs, LLC, 80 USPQ2d 1370, 1374 (TTAB 2006) (citing In 

re Elbaum, 211 USPQ 639, 640 (TTAB 1981)); In re Linkvest S.A., 24 USPQ2d 1716, 1716 (TTAB 1992).  

The registrant’s broad identification of “apparatus for recording, transmitting and reproducing sound or 

images” is broad enough to encompass the cell phones, computers, tablets, and electronic devices 

identified in the application.   

In the denial of the request for reconsideration, the examining attorney attached evidence 

consisting of websites belonging to companies that provide the same goods as both applicant and the 

registrant using the same mark.  See, TICRS, Outgoing, 10/08/2015, pages 2–29.  This evidence 

demonstrates that the same entity commonly manufactures the same goods as applicant and the 

registrant to be used under the same mark and sold through the same channels of trade.  The examining 

attorney included two to three webpages from each of the following companies: 

• Bose – the first Bose webpage lists products provided under the “Bose” name 

including:  CD/radio players, home theater systems, stereo speakers, wireless 

speakers, docking speakers, and portable PA systems; the second Bose webpage 

features Bose automotive sound systems.  See, TICRS, Outgoing, 10/08/2015, 

pages 2–6. 

• Sony – the first Sony webpage lists products provided under the “Sony” name 

including:  home theater systems, sound bars, home theater speakers; the second 

webpage features Sony car and marine stereo systems, in-car receivers and players, 

smartphone cradle receivers, speakers and amplifiers, and marine audio systems; 

the third Sony webpage includes smartphones, digital paper, tablets, SmartWear, 



specifically, smart watches, and accessories.  See, TICRS, Outgoing,10/08/2015, 

pages 7–20. 

• Pioneer – the first Pioneer webpage lists products provided under the “Pioneer” 

name including:  AppRadio, GPS navigational devices, DVD receivers, CD 

receivers, digital media receivers, car speakers, car subwoofers, car amplifiers, and 

accessories; the second Pioneer webpage features computer drives, BD/DVD/CD 

recorders (burners), and Blu-ray/DB/DVD/CD players; the third Pioneer webpage 

includes home A/V receivers, home speakers, Blu-ray disc players, speaker bases, 

Bluetooth speakers, and speaker packages.  See, TICRS, Outgoing, 10/08/2015, 

pages 21–29. 

The evidence from the denial of the request for reconsideration demonstrates that each of 

applicant’s identified goods is either provided by the registrant, or provided by similar entities that also 

provide goods sold by the registrant.  Applicant’s goods include “cell phones, computers, and PC 

tablets.”  These goods feature built in cameras, the ability to play music, and built in CD/DVD drives (on 

computers), and thus incorporate goods in the registrant’s identification, namely, video cameras, video 

monitors, apparatus for recording, transmitting and reproducing sound or images, CD and DVD players, 

and CD and DVD burners.  Looking at the evidence, the screenshot of the “Sony: Car & Marine” webpage 

shows a woman playing music on a smartphone.  See, TICRS, Outgoing, 10/08/2015, page 11.  Then on 

the “Sony: Mobile, Tablets & Smart Devices” webpage shows a picture of a person using a smartphone 

to take a picture and/or video.  See, TICRS, Outgoing, 10/08/2015, page 17.  Applicant argues that its 

display screens are limited to its wrist watches and smart phones but we see that Sony produces both of 

those products in addition to goods listed in the registrant’s identification, like display screens, stereo 

equipment, and accessories, all for home and automobile.  See, TICRS, Outgoing, 10/08/2015, pages 7–

20.   Additionally, applicant’s identified goods, “wireless indoor and outdoor speakers” would include 



the “loudspeakers” identified in the registration.  The evidence also includes examples of Pioneer, Bose, 

and Sony all providing speakers both for the home, and for automobiles.  See, TICRS, Outgoing, 

10/08/2015, pages 4–15, 21–29. 

Moreover, where the marks of the respective parties are virtually identical, as previously 

discussed, the relationship between the relevant goods need not be as close to support a finding of 

likelihood of confusion.  See In re Shell Oil Co., 992 F.2d 1204, 1207, 26 USPQ2d 1687, 1689 (Fed. Cir. 

1993); In re House Beer, LLC, 114 USPQ2d 1073, 1077 (TTAB 2015); In re Davey Prods. Pty Ltd., 92 

USPQ2d 1198, 1202 (TTAB 2009); TMEP §1207.01(a).  The fact that the goods of the parties differ is not 

controlling in determining likelihood of confusion.  The issue is not likelihood of confusion between 

particular goods, but likelihood of confusion as to the source or sponsorship of those goods.  In re 

Majestic Distilling Co., 315 F.3d 1311, 1316, 65 USPQ2d 1201, 1205 (Fed. Cir. 2003); In re Shell Oil Co., 

992 F.2d 1204, 1208, 26 USPQ2d 1687, 1689 (Fed. Cir. 1993); TMEP §1207.01.   

In this case, the marks are virtually identical and thus, there is a high risk of consumer confusion 

even if the goods are not similarly identical.  Additionally, ZENEK is a strong mark that is not descriptive 

in nature, and therefore is more likely to stand out to consumers.  Two electronics manufacturers with 

overlapping goods using the same strong mark would create consumer confusion. 

Accordingly, based on the parties’ identifications and the evidence from the denial of the 

request for reconsideration, applicant and the registrant produce similar and related goods, and the 

same entity commonly provides the applicant’s and the registrant’s goods to be used under the same 

mark. 

 

ii. The Construction of the Respective Identifications of Goods Does Not 
Obviate the Marks from Likelihood of Confusion  

 



Turning next to the language in the identification, the word “also” in the registrant’s 

identification implies an addition to the goods rather than a limitation to the goods.  Applicant argues, 

without providing evidence, that the word “also” in the registrant’s identification limits the registrant’s 

goods to items made for mounting on automobiles.  See, TICRS, Incoming, 05/14/2015, page 8; 

Applicant’s Brief, 11–12.  The wording, “all the aforesaid apparatus are also intended for mounting on 

vehicles” does not limit the registrant’s goods to items to be mounted on vehicles.  The word “also” is 

used to combine words and phrases rather than limit them.  Had the registrant meant to limit its goods 

to goods only intended for mounting on vehicles, it would have simply said “only” or “limited to” rather 

than using the word “also,” a word with the common dictionary definition of “in addition.”  See, The 

New Oxford American Dictionary (2nd ed. 2005) 46. 

The overriding concern is not only to prevent buyer confusion as to the source of the goods, but 

to protect the registrant from adverse commercial impact due to use of a similar mark by a newcomer.  

See In re Shell Oil Co., 992 F.2d 1204, 1208, 26 USPQ2d 1687, 1690 (Fed. Cir. 1993).  Therefore, any 

doubt regarding a likelihood of confusion determination is resolved in favor of the registrant.  TMEP 

§1207.01(d)(i); see Hewlett-Packard Co. v. Packard Press, Inc., 281 F.3d 1261, 1265, 62 USPQ2d 1001, 

1003 (Fed. Cir. 2002); In re Hyper Shoppes (Ohio), Inc., 837 F.2d 463, 464-65, 6 USPQ2d 1025, 1026 (Fed. 

Cir. 1988). 

Because the term “all the aforesaid apparatus are also intended for mounting on vehicles” does 

not limit registrant’s identification, applicant’s amendment of its identification to include “all of the 

foregoing not for mounting on vehicles” (see, TICRS, Incoming, 09/04/2015) does not obviate a 

likelihood of confusion with the registrant’s goods.  Additionally, the evidence presented above proves 

that entities commonly use the same mark on goods including speakers for home and auto, and 

smartphones and smart watches as well as stereo systems and accessories for use in vehicles.  See, 

TICRS, Outgoing, 10/08/2015, pages 2–29.  Even assuming the word “also” was meant to limit the 



identification, the evidence from the denial of the request for reconsideration establishes that the same 

entity commonly produces both applicant’s goods and registrant’s identified goods to be used in 

connection with automobiles.  Id.  Specifically, there is evidence that Bose, Sony, and Pioneer all make 

stereo systems, including speakers, for both in-home entertainment as well as systems meant for 

automobiles.  See, TICRS, Outgoing, 10/08/2015, pages 4–15, 21–29.  There is also evidence that Sony, a 

maker of smartphones, tablets, and smartwatches, also makes display screens and monitors for 

automobiles.  See, TICRS, Outgoing, 10/08/2015, pages 7–20. 

 

iii. Sophistication of Consumers 

Applicant argues, without providing any evidence, that consumers are sophisticated when 

purchasing applicant’s expensive electronic goods.  See, TICRS, Incoming, 05/14/2015, pages 8–9.  When 

the relevant consumer includes both professionals and the general public, the standard of care for 

purchasing the goods is that of the least sophisticated potential purchaser.  Stone Lion Capital Partners, 

LP v. Lion Capital LLP, 746 F.3d. 1317, 1325, 110 USPQ2d 1157, 1163 (Fed. Cir. 2014); Alfacell Corp. v. 

Anticancer, Inc., 71 USPQ2d 1301, 1306 (TTAB 2004).  While a consumer looking to buy a smart watch 

may exercise sufficient care to avoid confusion, applicant also provides cell phones and speakers which 

cost much less and likely result in less care by consumers.  Even if applicant is correct in assuming that 

purchasers of applicant’s smart watches are sophisticated, the evidence shows that purchasers of 

applicant’s other products, including phones and speakers, likely use less care.  In the final office action 

the examining attorney included evidence from an ABC News online article showing that 91% of adult 

Americans own a cell phone and 61% of Americans own a smartphone.  See, TICRS, Outgoing, 

06/09/2015, pages 2–6.  Many cell phones are inexpensive and are owned by nearly all adults in the 

country.  The consumer sophistication is only as high as the least sophisticated potential purchaser of 

cell phones or speakers. 



Additionally, the fact that purchasers are sophisticated or knowledgeable in a particular field 

does not necessarily mean that they are sophisticated or knowledgeable in the field of trademarks or 

immune from source confusion.  TMEP §1207.01(d)(vii); see, e.g., Stone Lion Capital Partners, LP v. Lion 

Capital LLP, 746 F.3d. 1317, 1325, 110 USPQ2d 1157, 1163-64 (Fed. Cir. 2014); Top Tobacco LP v. N. Atl. 

Operating Co., 101 USPQ2d 1163, 1170 (TTAB 2011).  The similarity of the marks and relatedness of the 

goods pose a significant risk of consumer confusion. 

 

iv. Not Necessary to Show Absence of Confusion 

Applicant also argues that the absence of actual confusion as between the marks and the length 

of time in which the marks have co-existed without actual confusion indicates that there is no likelihood 

of confusion.  However, the test under Trademark Act Section 2(d) is whether there is a likelihood of 

confusion.  It is not necessary to show actual confusion to establish a likelihood of confusion.  Herbko 

Int’l, Inc. v. Kappa Books, Inc., 308 F.3d 1156, 1165, 64 USPQ2d 1375, 1380 (Fed. Cir. 2002) (citing Giant 

Food, Inc. v. Nation’s Foodservice, Inc., 710 F.2d 1565, 1571, 218 USPQ 390, 396 (Fed. Cir. 1983)); TMEP 

§1207.01(d)(ii).  The Trademark Trial and Appeal Board stated as follows: 

[A]pplicant’s assertion that it is unaware of any actual confusion occurring as a result of 
the contemporaneous use of the marks of applicant and registrant is of little probative 
value in an ex parte proceeding such as this where we have no evidence pertaining to 
the nature and extent of the use by applicant and registrant (and thus cannot ascertain 
whether there has been ample opportunity for confusion to arise, if it were going to); 
and the registrant has no chance to be heard from (at least in the absence of a consent 
agreement, which applicant has not submitted in this case). 

 

In re Kangaroos U.S.A., 223 USPQ 1025, 1026-27 (TTAB 1984).  The evidence above demonstrates that 

the goods of applicant and the registrant overlap, and that the same entity commonly provides the 



same goods as applicant and the registrant, to be registered under the same mark.  The similarity of the 

marks and the similarity of the goods create a strong likelihood of consumer confusion. 

 

CONCLUSION 

 For the foregoing reasons the examining attorney respectfully requests that the refusal under 

Trademark Act Section 2(d), 15 U.S.C. §1052(d) be affirmed.   
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/Mildred Black/ 

Examining Attorney 

Law Office 121 

571.270.1217 

mildred.black@uspto.gov  

 

 

Michael W. Baird 
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