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UNITED STATES PATENT AND TRADEMARK OFFICE (USPTO) 
OFFICE ACTION (OFFICIAL LETTER) ABOUT APPLICANT’S TRADEMARK APPLICATION 

 

U.S. APPLICATION SERIAL NO. 86457719 

 

MARK: DOWNUNDER POKER 

 

          

*86457719*  

CORRESPONDENT ADDRESS: 
       MAUREEN C KASSNER 

       K & G LAW LLC 

       602 S. BETHLEHEM PIKE, BLDG B 

       AMBLER, PA 19002 

        

  
GENERAL TRADEMARK INFORMATION: 

http://www.uspto.gov/trademarks/index.jsp   

 

VIEW YOUR APPLICATION FILE 

 

APPLICANT: Strategic Entertainment Pty Ltd 

  

CORRESPONDENT’S REFERENCE/DOCKET NO:   

       209764.0040       

CORRESPONDENT E-MAIL ADDRESS:   

       lgenovese@kassgen.com 

 

 

REQUEST FOR RECONSIDERATION DENIED 

 

ISSUE/MAILING DATE: 10/15/2015 

 
 
The trademark examining attorney has carefully reviewed applicant’s request for reconsideration and is 
denying the request for the reasons stated below.  See 37 C.F.R. §2.63(b)(3); TMEP §§715.03(a)(ii)(B), 
715.04(a).  The following requirement(s) and/or refusal(s) made final in the Office action dated May 16, 
2015 are maintained and continue to be final:  1) refusal of the mark under Section 2(d) of the 



Trademark Act and 2) the requirement for a disclaimer of the wording “DOWNUNDER POKER, which is 
depicted in unitary form in the drawing of record because the words are read together as a single unit; 
and they form a grammatically or otherwise unitary expression.  See TMEP §§1213.05, (b), 1213.08(b). 
Through the Request for Reconsideration, applicant has disclaimed the wording “DOWNUNDER” and 
“POKER.”  As such, the disclaimer is not acceptable.  See TMEP §§715.03(a)(ii)(B), 715.04(a).   

 

In the present case, applicant’s request has not resolved all the outstanding issue(s), nor does it raise a 
new issue or provide any new or compelling evidence with regard to the outstanding issue(s) in the final 
Office action. In addition, applicant’s analysis and arguments are not persuasive nor do they shed new 
light on the issues. The examining attorney also encloses additional evidence to support the refusal of 
the mark under Section 2(d) of the Trademark Act.  This evidence consists of search results from the 
Office database countering applicant’s arguments that the wording in the registered mark is weak. 
Marks must be considered in their entireties; therefore, a disclaimer does not remove the disclaimed 
portion from the mark for the purposes of comparing marks in a likelihood of confusion determination.  
Midwestern Pet Foods, Inc. v. Societe des Produits Nestle S.A., 685 F.3d 1046, 1053, 103 USPQ2d 1435, 
1440 (Fed. Cir. 2012); In re Iolo Techs., LLC, 95 USPQ2d 1498, 1499 (TTAB 2010).  The public is generally 
not aware of disclaimers in trademark applications and registrations that reside only in the USPTO’s 
records.  See In re Nat’l Data Corp., 753 F.2d 1056, 1059, 224 USPQ 749, 751 (Fed. Cir. 1985). 

 

In addition, the examining attorney encloses additional third party advertising as well as third party 
registrations, all of which establish that the goods and services of the parties are similar, related and 
travel in the same channels of trade.  

 

Accordingly, the request is denied. 

 

If applicant has already filed a timely notice of appeal with the Trademark Trial and Appeal Board, the 
Board will be notified to resume the appeal.  See TMEP §715.04(a).  

 

If no appeal has been filed and time remains in the six-month response period to the final Office action, 
applicant has the remainder of the response period to (1) comply with and/or overcome any 
outstanding final requirement(s) and/or refusal(s), and/or (2) file a notice of appeal to the Board.  TMEP 
§715.03(a)(ii)(B); see 37 C.F.R. §2.63(b)(1)-(3).  The filing of a request for reconsideration does not stay 
or extend the time for filing an appeal.  37 C.F.R. §2.63(b)(3); see TMEP §§715.03, 715.03(a)(ii)(B), (c).   

 



 

/Linda M. Estrada/ 

Trademark Examining Attorney 

Law Office 104 

(571) 272-9298 

(571) 273-9104 Fax 

Linda.Estrada@USPTO.gov 

 

 

 

  



 

  



 

  



 

  



 

  



 

  



 

  



 

  



 

  



 


