From: Frazier, Tamara

Sent: 12/12/2015 4:38:35 PM

To: TTAB EFiling

CC:

Subject: U.S. TRADEMARK APPLICATION NO. 86447383 - NUTRIVERUS - 1002.0006 - Request for
Reconsideration Denied - Return to TTAB - Message 1 of 2

3k 3k 3k 3k 3k 3k 3k 3k 3k 3k 5k 3k 3k 3k 5k 3k %k 3k >k 3k 5k 3k 3k 3k >k 5k 5k %k sk %k %k ok sk sk sk sk ok ko sk sk sk kkkkkkk ok

Attachment Information:
Count: 15

Files: evidl-1.jpg, evidl-2.jpg, evid1l-3.jpg, evid1-4.jpg, evidl-5.jpg, evid1-6.jpg, evidl-7.jpg, evid2-1.jpg,
evid2-2.jpg, evid2-3.jpg, evid2-4.jpg, evid2-5.jpg, evid2-6.jpg, evid3-1.jpg, 86447383.doc



UNITED STATESPATENT AND TRADEMARK OFFICE (USPTO)
OFFICE ACTION (OFFICIAL LETTER) ABOUT APPLICANT'STRADEMARK APPLICATION

U.S. APPLICATION SERIAL NO. 86447383

MARK: NUTRIVERUS

CORRESPONDENT ADDRESS:
SANFORD E WARREN JR

WARREN RHOADES LLP
1212 CORPORATE DRIVE SUITE 250

IRVING, TX 75038

APPLICANT: Mannatech, Incorporated

CORRESPONDENT’S REFERENCE/DOCKET NO:

1002.0006
CORRESPONDENT E-MAIL ADDRESS:

ipdocketing@wriplaw.com

GENERAL TRADEMARK INFORMATION:

http://www.uspto.gov/trademarks/index.jsp

VIEW YOUR APPLICATION FILE

REQUEST FOR RECONSIDERATION DENIED

ISSUE/MAILING DATE: 12/12/2015

The trademark examining attorney has carefully reviewed applicant’s request for reconsideration and is
denying the request for the reasons stated below. See 37 C.F.R. §2.63(b)(3); TMEP §§715.03(a)(ii)(B),
715.04(a). The following refusal made final in the Office action dated November 13, 2015 is maintained
and continue to be final: U.S. Registration No. 3774292. See TMEP §§715.03(a)(ii)(B), 715.04(a).



In the present case, applicant’s request has not resolved all the outstanding issue, nor does it raise a
new issue or provide any new or compelling evidence with regard to the outstanding issue in the final
Office action. In addition, applicant’s analysis and arguments are not persuasive nor do they shed new
light on the issues. Accordingly, the request is denied.

Specifically, in its Request for Reconsideration, applicant argues that its “mark should not be dissected
or split up into component parts and each part then compared with the corresponding parts of the
conflicting mark to determine the likelihood of confusion.” Applicant further argues that the prefix,
“NUTRI” meaning “nourishment” is merely suggestive of the goods described, because it is not definable
as one particular meaning. The terms “NUTRI” and “VERUS” are combined to form a new word,
“NUTRIVERUS” which is suggestive of the goods in that it fights for the health of the user.

Indeed marks must be compared in their entireties and should not be dissected; however, a trademark
examining attorney may weigh the individual components of a mark to determine its overall commercial
impression. Stone Lion Capital Partners, LP v. Lion Capital LLP, 746 F.3d 1317, 1322, 110 USPQ2d 1157,
1161 (Fed. Cir. 2014) (“[Regarding the issue of confusion,] there is nothing improper in stating that . . .
more or less weight has been given to a particular feature of a mark, provided the ultimate conclusion
rests on consideration of the marks in their entireties.”) (quoting In re Nat’l Data Corp., 753 F.2d 1056,
1058, 224 USPQ 749, 751 (Fed. Cir. 1985))).

As previously discussed, applicant’s mark merely adds the descriptive prefix “NUTRI” to the dominant
feature of registrant’s mark “VERUS”. The term “VERUS” is a strong arbitrary term when used in the
industry at hand. As such, it is likely that the average consumer encountering the mark “NUTRIVERUS”
would likely confuse the mark with “NUVERUS”.

Applicant also argues that in the registrant’s mark, “[t]he mortar and pestle design and the term ‘NU’ is
75% larger than the term ‘VERUS' ... Thus, the sheer size of the term ‘NU’ and the mortar and pestle
design impress a greater commercial impression on the consumer as opposed to the term ‘VERUS'.
However, in applicant’s mark - “NUTRIVERUS forms an entire, whole, new word which can be simply
defined as ‘fighting nutrition’ based on the prefix ‘NUTRI’ ... followed by the Roman gladiator, ‘Verus'...”
Therefore, “[c]onsumers glean that Applicant’s Mark means ‘fighting nutrition’ with respect to health

and nature.



However, it is well established that for a composite mark containing both words and a design, the word
portion may be more likely to be impressed upon a purchaser’s memory and to be used when
requesting the goods and/or services. Joel Gott Wines, LLC v. Rehoboth Von Gott, Inc., 107 USPQ2d
1424, 1431 (TTAB 2013) (citing In re Dakin’s Miniatures, Inc., 59 USPQ2d 1593, 1596 (TTAB 1999)); TMEP
§1207.01(c)(ii); see In re Viterra Inc., 671 F.3d 1358, 1362, 101 USPQ2d 1905, 1908, 1911 (Fed. Cir. 2012)
(citing CBS Inc. v. Morrow, 708 F.2d 1579, 1581-82, 218 USPQ 198, 200 (Fed. Cir 1983)). Thus, although
such marks must be compared in their entireties, the word portion is often considered the dominant
feature and is accorded greater weight in determining whether marks are confusingly similar, even
where the word portion has been disclaimed. In re Viterra Inc., 671 F.3d at 1366, 101 USPQ2d at 1911
(Fed. Cir. 2012) (citing Giant Food, Inc. v. Nation’s Foodservice, Inc., 710 F.2d 1565, 1570-71, 218
USPQ2d 390, 395 (Fed. Cir. 1983)). As such, the design feature does not overcome a likelihood of

confusion.

In this case, the word portions of the marks are nearly identical in appearance, sound, connotation, and
commercial impression; therefore, the addition of a design element does not obviate the similarity of
the marks in this case. See In re Shell Oil Co., 992 F.2d 1204, 1206, 26 USPQ2d 1687, 1688 (Fed. Cir.
1993); TMEP §1207.01(c)(ii).

It is also worth noting that in the previous appeal for US Application No. 85558774, in which the
Trademark Trial and Appeal Board affirmed the examining attorney’s 2(d) refusal for the mark
“NUTRIVERUS” in standard character, the Board stated that: the first part of Applicant’s mark
NUTRIVERUS is the root of the word “nutrition” which, in the context of Applicant’s goods, nutritional
supplements, indicates nutrition and, as such, at a minimum is highly suggestive of the goods. By
comparison, VERUS is arbitrary in connection with nutritional supplements and carries a stronger
source-identifying significance.

Furthermore, even though the prior mark (85558774) was a standard character mark, the Board actually
pointed to applicant’s use of the stylized version of its mark on its specimen to show that NUTRI could
be presented as a prefix and VERUS as distinct. Thus, given the fact that the dominant feature of the
parties’ marks (VERUS) is identical, the strong arbitrary nature of this dominant feature, and the fact
that the marks are used for essentially identical goods, there is a likelihood of confusion.

To further support its claim that the term “NUTRI” is suggestive, applicant references third party
registrations that contain the term “NUTRI” for supplements, vitamins and other health products but do
not disclaim the term “NUTRI” as being descriptive. However, all but one of the referenced examples
third party registrations are one-word. As such, “nutri” would not need to be disclaimed in such cases.



Lastly, applicant argues that the goods travel in different trade channels and are sold to sophisticated
purchasers since its “goods are specifically designed for sale by independent distributors and company
sponsors.” However, as previously discussed, the applicant’s goods are “Dietary and nutritional
supplements sold through a multi-level marketing program” and the registrant’s goods are “Liquid
nutritional supplement; Nutritional supplements; Vitamin and mineral supplements”. As such, the
registration uses broad wording to describe the goods and this wording is presumed to encompass all
goods of the type described, including those in applicant’s more narrow identification. Please see
attached article which discusses 7 multilevel marketing companies and states: In addition to the
companies listed above, there are probably close to 100 or more companies with vitamins and/or health
and wellness products... Therefore, based on the registrant’s identification of goods, it could provide
supplements within this capacity. Indeed, as applicant states in its request for reconsideration,
“Registrant’s website also suggests that NuVerus is a multi-level marketing program.” Please see
attached website. Therefore, contrary to applicant’s argument that this sets the marks apart, it actually
further indicates that the parties provide very similar marks (NUVERUS/NUTRIVERUS) for essentially
identical goods (nutritional supplements provided through multi-level marketing).

Furthermore, the fact that purchasers are sophisticated or knowledgeable in a particular field does not
necessarily mean that they are sophisticated or knowledgeable in the field of trademarks or immune
from source confusion. TMEP §1207.01(d)(vii); see, e.g., Stone Lion Capital Partners, LP v. Lion Capital
LLP, 746 F.3d. 1317, 1325, 110 USPQ2d 1157, 1163-64 (Fed. Cir. 2014); Top Tobacco LP v. N. Atl.
Operating Co., 101 USPQ2d 1163, 1170 (TTAB 2011).

If applicant has already filed a timely notice of appeal with the Trademark Trial and Appeal Board, the
Board will be notified to resume the appeal. See TMEP §715.04(a).

If no appeal has been filed and time remains in the six-month response period to the final Office action,
applicant has the remainder of the response period to (1) comply with and/or overcome any
outstanding final requirement(s) and/or refusal(s), and/or (2) file a notice of appeal to the Board. TMEP
§715.03(a)(ii)(B); see 37 C.F.R. §2.63(b)(1)-(3). The filing of a request for reconsideration does not stay
or extend the time for filing an appeal. 37 C.F.R. §2.63(b)(3); see TMEP §§715.03, 715.03(a)(ii)(B), (c).



[tfrazier/

Tamara Frazier
Trademark Attorney
Law Office 116
(571) 272-8256

tamara.frazier@uspto.gov
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