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UNITED STATESPATENT AND TRADEMARK OFFICE (USPTO)
OFFICE ACTION (OFFICIAL LETTER) ABOUT APPLICANT'STRADEMARK APPLICATION

U.S. APPLICATION SERIAL NO. 86358586

MARK: PROJECT 7

CORRESPONDENT ADDRESS:
ROBYN S LEDERMAN

BROOKS KUSHMAN PC
1000 TOWN CTR 22ND FLOOR

SOUTHFIELD, M1 48075-1183

APPLICANT: Jaguar Land Rover Limited

CORRESPONDENT’S REFERENCE/DOCKET NO:

JAGW6632TUS
CORRESPONDENT E-MAIL ADDRESS:

rlederman@brookskushman.com

GENERAL TRADEMARK INFORMATION:

http://www.uspto.gov/trademarks/index.jsp

VIEW YOUR APPLICATION FILE

REQUEST FOR RECONSIDERATION DENIED

ISSUE/MAILING DATE: 12/15/2015

INTRODUCTION:

Applicant's request to divide submitted on 09/29/2015 has been granted. The instant application,
Serial No. 86358586, which is the “parent” application, now includes International Class 25

only.



In the final Office action dated 05/20/2015, the following refusal and requirements were issued:

(1) Registration of the applied-for mark was refused under Section 2(d) as to Class 25 only,

(2) Applicant was required to submit a copy of the foreign registration, and

(3) Applicant was required to submit an acceptable identification of goods.

Based on applicant's response filed in the Request for Reconsideration after Final Action dated
11/16/2015, the requirements for a copy of the foreign registration and an acceptable identification of
goods have been satisfied. See TMEP §§715.03(a)(ii)(B), 715.04(a). In addition, the amended
identification of goods submitted in applicant's Voluntary Amendment filed on 11/19/2015, in which
applicant voluntarily deleted certain items from the identification of goods, is accepted and made of
record.

For the reasons set forth below, the Trademark Act Section 2(d) refusal made final in the Office action
dated 05/20/2015 is maintained and continued. See TMEP §§715.03(a)(ii)(B), 715.04(a).

FINAL REFUSAL UNDER SECTION 2(d) MAINTAINED AND CONTINUED - LIKELIHOOD OF CONFUSION:

Registration of the applied-for mark PROJECT 7 has been finally refused because of a likelihood of
confusion with the mark PROJECT7.COM in U.S. Registration No. 4072066. Trademark Act Section 2(d),
15 U.S.C. §1052(d); see TMEP §§1207.01 et seq. The cited registration was attached at Exhibit 1 of the
Office action dated 10/29/2014.

Applicant's evidence, arguments and amendments presented in the Request for Reconsideration after
Final Action dated 11/16/2015 and the Voluntary Amendment filed on 11/19/2015 have been
considered and found unpersuasive for the reasons set forth below.



Specifically, applicant argues in the request filed on 11/16/2015 that there are a number of third-party
owned registrations in International Class 25 that contain the term PROJECT. However, none of the
registrations to which applicant refers contain the relevant word and numeral combination of PROJECT
7/PROJECT7. Thus, there is no evidence that the relevant wording of PROJECT 7 and/or PROJECT7 is
weak or diluted. Moreover, prior decisions and actions of other trademark examining attorneys in
registering other marks have little evidentiary value and are not binding upon the USPTO or the
Trademark Trial and Appeal Board. TMEP §1207.01(d)(vi); see In re Midwest Gaming & Entm’t LLC, 106
USPQ2d 1163, 1165 n.3 (TTAB 2013) (citing In re Nett Designs, Inc., 236 F.3d 1339, 1342, 57 USPQ2d
1564, 1566 (Fed. Cir. 2001)). Each case is decided on its own facts, and each mark stands on its own
merits. See AMF Inc. v. Am. Leisure Prods., Inc., 474 F.2d 1403, 1406, 177 USPQ 268, 269 (C.C.P.A. 1973);
In re Binion, 93 USPQ2d 1531, 1536 (TTAB 2009).

Applicant also filed a Voluntary Amendment on 11/19/2015 in which applicant deleted various types of
shirts and tops from its identification of goods, evidently in an effort to differentiate the applicant's
goods from the registrant's goods, which are “Shirts and t-shirts.”

However, as discussed with applicant's attorney in a telephone conference on 11/16/2015, the deletion
of shirts, t-shirts and the like from the applicant's identification of goods does not obviate the likelihood
of confusion in this case because the remaining clothing goods in applicant's identification of goods are
still highly related to registrant's goods. Specifically, decisions regarding likelihood of confusion in the
clothing field have found many different types of more-diverse apparel to be related goods. Cambridge
Rubber Co. v. Cluett, Peabody & Co., 286 F.2d 623, 624, 128 USPQ 549, 550 (C.C.P.A. 1961) (women’s
boots related to men’s and boys’ underwear); Jockey Int’l, Inc. v. Mallory & Church Corp., 25 USPQ2d
1233, 1236 (TTAB 1992) (underwear related to neckties); In re Melville Corp., 18 USPQ2d 1386, 1388
(TTAB 1991) (women’s pants, blouses, shorts and jackets related to women’s shoes); In re Pix of Am.,
Inc., 225 USPQ 691, 691-92 (TTAB 1985) (women’s shoes related to outer shirts); In re Mercedes Slacks,
Ltd., 213 USPQ 397, 398-99 (TTAB 1982) (hosiery related to trousers); In re Cook United, Inc., 185 USPQ
444, 445 (TTAB 1975) (men’s suits, coats, and trousers related to ladies’ pantyhose and hosiery); Esquire
Sportswear Mfg. Co. v. Genesco Inc., 141 USPQ 400, 404 (TTAB 1964) (brassieres and girdles related to
slacks for men and young men).

In this case, the attached evidence from the following sources establishes that the same entity
commonly provides applicant's goods of coats, dresses, scarves, gloves, hats, and shoes, in addition to
the shirts identified in the cited registration:

e Ann Taylor: http://www.anntaylor.com/




e Forever 21: http://www.forever21.com/

e Brook Brothers: http://www.brooksbrothers.com/

e Madewell: https://www.madewell.com/

e Talbots: https://www.talbots.com/

White House Black Market: http://www.whitehouseblackmarket.com/

The referenced evidence demonstrates that the goods identified in the application and the cited
registration are commonly sold or provided through the same trade channels, marketed under the same
mark, used by the same classes of consumers in the same fields of use, and are similar or
complementary in terms of purpose or function. Evidence obtained from the Internet may be used to
support a determination under Trademark Act Section 2(d) that goods and/or services are related. See,
e.qg., Inre G.B.I. Tile & Stone, Inc., 92 USPQ2d 1366, 1371 (TTAB 2009); In re Paper Doll Promotions, Inc.,
84 USPQ2d 1660, 1668 (TTAB 2007).

Therefore, the remaining goods in the application are still considered highly related to the goods in the
registration for purposes of determining likelihood of confusion under Section 2(d). See, e.g., Inre
Davey Prods. Pty Ltd., 92 USPQ2d 1198, 1202-04 (TTAB 2009); In re Toshiba Med. Sys. Corp., 91 USPQ2d
1266, 1268-69, 1271-72 (TTAB 2009).

Accordingly, the request for reconsideration is denied and the final refusal under Trademark Act Section
2(d) is maintained and continued.

As applicant has filed a notice of appeal with the Trademark Trial and Appeal Board, the Board will be
notified to resume the appeal. See TMEP §715.04(a).



/Kristin Carlson/

Trademark Examiner: LO 105
800-786-9199 (trademark helpline)
571-272-2240 (direct dial)

kristin.carlson@uspto.gov
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